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Notification Of A Provisional Total Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods and services of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ¢ gov ui/imforms and return it to this office on or before
10 October 2016.This period cannot be extended, except in the circumstances
described below. The holder should note that failure to file a TM8 will result in the
provisional refusal being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at 0. gov. ukdmiorms

The TM8 should be received on or before the date requested above unless a
cooling off period is entered into by the parties.

Intellectual Property Office is an operating name of the Patent Office WAL GO uiAD



If one is not provided within this time the refusal will be made final.

Yours faithfully,

Lara Hayes
Trade Marks Registry
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Notice of opposition and statement of grounds

Fee £100

v

£200

Opposition tased on Bection 5{1) andior 5(2) ONLY

Opposition based on, or including, any other grounds
Note: # yau wish to vppose under Seclion 5(1) andfar §(2) and one of

DUUI 8?5:5:"1 THOT s seaenasss

TRAE\. MARK T
Rg; ﬂn .TF{Y

05 AUG 2016

T ;:':"AM 1

17T 437
e

1. Trade mark number
Numbar of the trade mark you are apposing. if the
opposition cancems sh international Registration,
haip us identify the cored! irade mark by adding “iR°

IR1285806

2. Full name of applicanttholder
Whigse trédé mark you are opposing

Henkel AG & Go. KGaA

3. Full name of opponernt
Parson opposing the trade mark

Address
if the sddroes i3 not within the United Kirgdom,
Europaai Economic Arég (EEA - which inthudes

the Europsan Union) or the Channae! iglands you must

have a representstive in one of theae regions and
compiete section 4 below

Emall address

Completa I you have no representative and would ke

vs 1o correspancd with vou by emait

The Sunriger Corporation

: 1825 Abalona Avenue

{Tarrance

United States of Amarica

Postcade 90501

4. Repressentative name
If you have no rapresanistive, go to section 5.

Address

The address providad inthis section must be
in the UK, European Ecoramic Area (EEA)
orths Charme! iglande.

‘NQTE:-We will communicate with the
teprésentative if this section has basn
completed,

by aenall

Inteliantual Progiarty Offics ia an oparmting rasns of the Peters Qlfice-

e iryuu would like us to cormazpond with you

James Love Legal

One Sceptre House

Hombeam Square North
Harrogate

Postcode  HG2 8PB. j
w@jilip.com

L




James Love Legal fram: 00448456218100

5. Related procesdings ,
" appiiutﬂg, salect ioml%n of any reiatect IPQ Registry
procesdings and enter the case numbar allocaied
to the prozeadings.

UK Courts EUIRD

Number

6. Opposition notification date
i you have informed the applicantolder of an 8 July 2016
intention to bppogs the trade mark application,

designation — enter the date you nolified them.
["Bée Noté}

Ut giving the applicant or hiider.a teasondbls crparuniy mhdraw ihe appﬁeaﬁo wintermionel 1
pmm ¥ mml in zrmnpponsm baing teligibie fur aumrd orgests. T ) EERR

7. Declarstion i belleve that the facts sfated in this form and the attached
statemant of grounds are true,

Signature TON VL LC/VF L{ g a A

Name j
{BLOCK CAPITALS) JAMES LOVE LEGAL
Date 4 AUGUST 2016

8. Your reference LIWLILLIP/ADONT-001.GB

Complete if you would Hke us fo quolte this in
Sormrnications with you, otherwise lesve blank,

e Ms Lindsey Wrenn
Contact details bl
Name, daytime telephone rumber of the person (0845 621 8000
to contact i case of guery,

Number of sheets atftached o this form i 8’
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Please tick on what grounds you are opposing the trademkrk and cantihe to the relevant section(s)

Opposition is based on Sectlons 5(1} or 5(2): The trade mark is either identical or siiniler to an earlier
( trade mark and is to be registered for identical and/or similar goods and services.

Note: Opposition on these grountds must be magde by the ‘propristor’ (owner) of the earlier trade mark.

> COMPLETE SECTION A

Opposition is based on Section 5(3): The trade mark is either identical or gimilar to an earliertrade
fnark which hag-a reputation. Using the later mark would take unfair advantage of, or be datiimental 1o, \
the distinctive character or reputation of the eadier mark.

Note: Oppasition on these grounds must be made by the ‘propristor’ (owner) of the-earlier trade mark.
Ticking this box means that the total fee for this farm is £200.

» COMPLETE SECTIONB

Oppasition is baised cn Section 5(4}(a): Were the use of the spplicant’s trade miark would be contrary
to law, in particular, the law of passing off.

Nate: Opposition on these grounds must be made by the ‘praprietor’ (owner) of the earlier right. Ticking
this box means that the total fee for this form is £200.

> COMPLETE SECTIONC

Qpposition 1s based on Section 3: The trade mark is excluded from registration because It descries
the goods/services, or is not distinctive, or consists of signs that are customary within the trade, or the.
application was made In bad faith. ‘

Note: Ticking this hox means that the total fee for this form is £200.
> COMPLETE SECTION D

f;)pposition is based on other grounds.
ﬁoﬁez Ticking this box-means that the total fee for this form is £200.

> CONMPLETE SECTIONE
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SECTION A: Opposition is based on sections B{1) or 8{2) of the Trade Marks Act on the basis of an earller
registered or panding mark.

Please tick the relevant section(s) that apply.

v | 501} tis identical with an earer mark and for identical goods or services as the earlier mark

, ( 5(2)}(a) It is identical with an earlier mark-and for simllar goods or services as the eatlier mark.

\/ §(2)b} itis similar to an earlier mark and for identical or similar goods or services as the earlier mark.

" You must use & sepsrate sheet for each sartier mank, sv copy this shest as many imes as you nesd.

ABOUT THE EARLIER TRADE MARK

Trade mark nuimber
Your trade mark 1565854

of mark. )
?nﬁ;"; fick UK / EUTM International

Representation of your trade mark
Ervar your feisde mark in the spage provided - use & continualion sheet if necassary,

ORLIN

S S ———.

04/08/2016 16:10 1d4:584119]
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Q1.  Which goods or services covered by the earljer trade mark are relied upon for the opposition?

/ All-goods and services

Some goods and sefvices (plsese spacify beiow, use a continuation sheet i necessary)

Q2. STATEMENT OF USE - Was the registration ar protection process for the earlier trade mark
completed §'years or more before the publication date of the application you wish to oppose’t

v | ves No > GO TO 04

Q3. Has the trade mark besn usad?
Y | ves No > GO TO Q3b

Qla, For which of the goods-and services listed at Q1 is trade mark use baing clalmed?

/ All goods and services

Some goods and Services (please specify beiow, uss a continustion shes! i necsssary)

> GOTQQM4,

ey




James Love Legal from: (0448456218100

Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRARE MARK YOU ARE OPPOSING

Q4.  Which goods or services in the application that you are opposing do you claiim are identical or
similar to those covered by the sarlier mark which you have fisted at Q1 or Q3a (whichever is applicable)?

v | Allgoods and services

Some goods and services {psiease specty below, use a continvation sheet If navassary}

Q5.  Use this space to supply any further information about why you consider there is a likelihood of
confusion and e.g. why you consider the respective marks or goods andlor services to be similar.

See attached Statement of Grounds.




James Love Legal

from: 00448456218100

SECTION A: Oppnslﬂbn is basad on sactions §(1) or §{2) of the Trade Marks Act on tha basis of an earlier

ragistered or pending mark.
Plsase fick the relevant section{g) that apply.

/ 5(1) tis identical with an esrier mark and for identical goods or services as the earlier mark

/ | 8{2)(a) it is identical with an earlier mark and for shimilar goods or services as the eatiier mark,

/ 5(2)(b) i is similar to an earfisr mark and for identical or simifar goods or services as the earlier mark.

ABOUT THE EARLIER TRADE MARK

You must use s separale sheet for each eanier mark, so copy this sheet as many times as you nead.

Trade mark number

Your trade mark 2018449

1 of mark 5

WH Linsdpnl / UK EUTM international

Reprasentation of your trade mark
Enler your trade mark i the spata provikied - Lse a continuation shaat if necossary.

} OMUN
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Q1. Whi'g:.h goods or gervices covered by the earlier trade merk are relisd upon for the opposition?

/ All goads and servicés

Some goods and sewioes (ploasa speciy balow, use & continuntion sheet i necassery}

Q2. STAmeNT OF USE - Was the registration or protection process for the earlier trade mark
completed § years or more before the publication date of the application you wish to oppose?

( Yes No» GO TO Q4

Q3.  Has thetrade mark been used?
Y |ves No> GO TO Qb

G3a.  For which-of the goods and services listed at Q1 is trade mark use-being claimed?

/ Alt goods and services

Some goods ard services (plesse specify below, use & continualion sheet i necessary)

™

04/08/2016 1
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00448456218100 -

James Love Legal

Q3b. Please state any proper reasons for non-use,

DETAILS OF THE TRADE MARK YOU.ARE OPPQSING

Q4. Which goods or services in the application that you are opposing do you clain: are identical or
similar to those covered by the earlier mark which you have listed at Q1 or Q3a (whichever is appflicable)?

/ All gocds and services

Some goods and services fplease ‘spear'fy below, -use a confinvation shest f necessary)

Q5.  Use this space to supply any further information about why you consider there i a fwlilood of
confusion and e.g. why you consider the respective marks or goods antVor services to be similar,

See attached Statement of Grounds.

04/08/2016




James Love Lepal N S REETEOS

SECTION A: Opposition Is basad on sections 8{1) or 5(2) of the Trade Marks Act 66 the ‘basis of an sarller
ragistered or pending mark,

Pluse tick the relevant section{s} that apply.

_ / 5(1)itis i_denticat with an sarlier mark and for identical goods or services as the earlier mark
/ 5(2)(=) 1t is identical with an earlier mark and for similar goods or services as the earlier mark.
/ 5(2)(0) 1 is similar to an earlier mark and for identical or simiiar goods or services as the sarlier mark.

You must use a separate shest for aach sarfier mark, so copy this shest as mmny times as you need.

ABOUT THE EARLIER TRADE MARK
Trade mark nutaber ’
Your irade merk 2018450
Type of mark '
Fiowse fick / UK EUTM International

Representation of your trade mark
Entef your trade mark in the space provided - use a continuation sheet if riecessary,

‘C.-
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Qt.  Which goods or services covered by the earligr trade mark are refled upon for the opposition?

] All goods and services

Some goods and services (pisase spacily befow, use 2 continuation sheat # necessary)

Q2. STATEMENT QF USE - Was the registration or protection process for the earller trade mark
Completed & years or mora before the publication date of the application you wish to oppose?

V| ves No>GOTO G4

Q3. Has the trade mark been used?

v |Yes ‘ No> GO TO Q3b

Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?

/ All goods and services

Some goods and services {piease specify below, use a continuation sheel # necassary}

L \~‘.
“\
DR

» GOTO QL.

™7
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Q3b. Please state any proper reasons for nén-use,

Q4.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

wmcr_} goods or sarvices in the application that you are opposing do -ybuclaim sreidentical or
sirnilar to those coveared by the earlier mark which you have listed at (1 or Q2a {whichever is applicable}?

v

All goods and services

Some goode and services fpleass specify below, u3e a continuation shest If necessary)

Qs.

~ Usae this space to supply any further information about why you consider there is a likelitood of
confusion and e.g. why you consider the respactive marks or goods and/or services to be simifar.

Ses attached Statemant of Grounds.




James Love Legal crom: OOMSAEERTEIG e

STATEMENT OF GROUNDS OF OPPOSITION

IN THE MATTER OF UK TRADE MARK APPLICATION NO. WO0000001285806
OIL-IN IN CLASS 3 IN THE NAME OF HENKEL AG & Co, KGaA

AND OPPOSITION BY THE SUNRIDER CORPORATION

1. The Opponent is The Sunrider Corporation having as-its address 1625 Abalone
Avenue, Torrance, United States of America, 90501. The Opponent
manufactures a wide range of goods including herbal foods and beverages,
hutritional supplements, fithess and weight loss products, cosmetics, skin care,
body and hair care products, oral care:products and household products.

2. The Opposition is directed at International Registration number 1285808,
designating the UK, for OIL-IN in Class 3 {"the Application) by Henkel AG & Co.
KGaA (“the Applicant”).

3. The Appli’catioh was published in the UK Trade Marks Journal on 6 May 2016
and a Form TM7A was filed in respect of the Application on 4 July 20186,

4. The Opponent is the owner of UK Trade Mark Registration Number
UK00002018448 OI-LIN and UK00002018450 Oi-Lin (stylised) and EU
‘Registration Number EU000156554 OI-LIN, all in Class 3. Full details of these
registrations are appended to this Statement of Grounds.

R Under the provisions of Saction 6 (1) (a) of the Trade Marks Act 1994, the
Opponent's UK Trade Mark Registrations and EU Trade Mark Registration
(referred to in paragraph 4 above)-are deemed to be “earlier trade marks” to the
Application referred to in paragraph 2 above.

6. The Opponent-contends that the Application should be refused under the
provisions of Section 5 (1) of the Trade Marks Act 1994 on the grounds that the
mark which is the subject of the Application is identical to the Opponent's earlier
trade marks and is fo be registered for goods identical to those covered by the
Opponent’s earlier trade marks. For example, the Application is for the identical
five letter sequence ‘O I L | N' as the Opponent's-earlier trade marks and includes
the identical goods ‘soaps; perfumery; essential oils; cosmetics: hair lotions.”




James Love Legal from: 00448456218100

7. In the alternative, the Opponent contends that the Application should be refused
under the provisions of Section 5 (2) (a) of the Trade Marks Act 1984 on the
grounds that the mark which is the subject of the Application is identical to the
Opponent's earlier trade marks and is to be registered for similar goods to those
covered by the Opponent’s earlier trade mairks-and that there also exists a
likelihood of confusion on the part of the public which includes a likelihood of
association with the Opponent’s earlier trade marks. For example, the Application
is for the identical five letter sequence ‘O | L | N’ as the Opponent's earlier trade
marks and includes ‘preparations for caring, cleaning, tinting, colouring,
bleaching, fixing, styling and waving of hair which are similar to ‘preparatiors for
hair wash, hair care and hair lotions’ and ‘shampoos; conditioners; hair tonics;
créme rinses; styling glaze, spray, mousse and gel’ as included in the Opponent’s
earlier trade marks.

8. In the further alternative, the Opponent contends that the Application should be
refused under the provisions of Section 5 (2) (b) of the Trade Marks Act 1894 on
the grounds that it is similar to the Opponent's earlier trade marks; that the goods
included in the Application are either identical or similar to those included in the
Opponent’s earlier frade marks and that there also exists a likelihood of corfusion
on the part of the public which includes a likelihood of association with the
Opponent's earlier trade marks.

8. ‘With regard to Section § (2) (b), the Application consists of the word OIL-IN which
is visually highly similar as well as phonetically aimost identical to the Opponent's
fmark OI-LIN. The only difference between the two marks is the separation of the
same five letter sequence by a hyphen, being after ‘OIL’ in the Application and
after ‘OF in the Opponent’s earlier marks. However, this positioning of the hyphen
has negligible impact in the overali comparison of the marks, Thereforg, asthe
dominant element of the Application is & reproduction of the entirety andior
overalt impression of the Opponent's marks, it is clear that there is a strong risk of
the two being confused. Furthermore, the Application covers-goods that are
identical or similar to those goods covered by the Opponent’s earlier marks as set
out in paragraphs 6 and 7 above.

10.The Opponant asks that the Application be refused in its entirety and that an
award of costs be made in its favour.

JAMES LOVE LEGAL

4 August 2016,
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8
| 8 Intellectual Property Office
Case details for trade mark EU000156554
Trade mark
Trade mark: OI-LIN
Status: Registered
Relevant dates
Filing date: " 01 April 1996
Date of entry in register: 26 January 1999
Renewal dute: 01 April 2026
|Seniority details
Seniority date: 16 February 1996
Seniori?y country: United Kingdom
Seniority No: 2018445
List of goods
; Class 3: Soaps; perfumery, eau de cologne,
. essential oils, cosmetics; preparations
: for hair wash, hair care and hair lotions,
deodorants for personal use

(perfumery), cosmetic suntan
preparations; dentrifices and non-
medicated preparations for dental and
mouth care; ail the above-mentioned
goods being herbal products.

Name and Address details

Holder's name: ' The Sunrider Corporation

1625 Abalone Avenue, Torrance, .7
United States Of America, 90501 7 7
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Representative; MEISSNER BOLTE
RATENTANW%LTE
RECHTSANWALTE
PARTNERSCHAFT MBB

Widenmayeistrafie 47, Miinchen, Germany, 80538

Publication details

First advert: Journal : 1998/007 Date of
publication : 02 February 1998

The information diSp}ayecii is our version of the details supplied by EUIPO. For the official
register of the case please refer to the EUIPO website (Click here).

© Crown Copyright 2016
Intellectual Property Office is an operating name of the Patent Office

. 04/08/2016 16:10
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. b *
&% Intellectual Property Office
Case details for trade mark UK 00002018449
Trade mark
Trade mark: OI-LIN
Status: Registered
Relevant dates
Filing date: 21 April 1995
Date of enfry in register: 16 February 1996
Renewal date: 21 April 2025
Priority details
Priority date: 28 October 1994
Prionty country: United States Of America
C‘la‘im':; Whole
List of goods
- Class 3: " Perfumes; soaps; cosmetics; non-

. medicated toilet preparations; bubble
baths; bath and shower-gels;
preparations for personal and beanty
care; body, face, eye, hand,
moisturizing and cleansing creams,
lotions, gels, scrubs, oils, powders,
splashies and balms; body and face
powder; rouge; eyebrow pencils,
eyeliners; eyeshadow; mascara; lash
enhancers; lipstick; lip liners; facial and
body cleansing and moisturizing
masks; preparations for hair care;

. shampoos; conditioners; hairtonics;

creme rinses; styling glaze, spray,
mousse and gel; shaving cream, foam
and gel; aftershave lotion; skin
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cleansing cream and foam; nail enamel
and varnish; nail lacquer; sunsereens;
suntanning preparations; topical skin
balms, creams, lotions and
moisturisers; body shampoo;
dentifrices and toothpastes; mouth
washes-and sprays; skin-whitening gels
and creams; lip balms; cellulite creams,
gels and lotions; contour creams, gels
and lotions; deodorants-and
antiperspirants; skin care creams and
gels; firming and toning agents.

Name and Address details

Owner(s) name: The Sunrider Corporation d.b.a.
Sunrider International

1625 Abalone Avenue, Torrance, California 90501, United States of America,

United States Of America
Country of Incorporation: United States Of America
Incorporation state: Utah

View cwner's other trade marks

IPO representative name: J A Kemp
14 South Square, Gray's Inn, London,
United Kingdom, WCIR 813
Publication details
First advert: o Journal : 6099  Date of publication :

01 November 1925
© Crown Copyright 2016

Intellectual Property Office is an operating name of the Patent Office
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| 38 Intellectual Property Office

Case details for trade mark UK 00002018450

Trade mark

Status: _ Registered
Relevant dates
Filing date: 21 April 1995
Date of entry in register: 12 January 1996
Renewal date: 21 April 2025
List of goods
Class 3: Perfumes; soaps; cosmetics; non-

medicated toilet preparations; bubbie
baths; bath and shower gels;
preparations for personal and beauty
care; body, face, eye, hand,
moisturizing and cleansing creams,
lotions, gels, scrubs, oils, powders,
splashes and balms; body and face
powder; rouge; eyebrow pencils,
eyeliners; eyeshadow; mascara; lash
enhancers; lpstick: lip liners; facial and
body cleansing and moisturizing
masks; preparations for hair care;
shampoos; conditioners; hair tonics;

| 04/08/2016 16:1
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creme rinses; styling glaze, spray,
mousse and gel; shaving cream, foam
and gel; aftershave lotion; skin
cleansing cream and foam; nail enamel
and vamish; nail lacquer; sunscreens;
suntanning preparations; 1opical skin
balms, creams, lotions and
moisturisers; body shampoo;
dentiffices and toothpastes; mouth
washes and sprays; skin-whitening gels
and crezms; lip balms; cellulite creams,
gels and lotions; contour creams, gels
and lotions; deodorants and
antiperspirants; skin care creams and
gels; firming and toning agents.

Name and Address details

Owner(s) name: The Sunrider Corporation d.b.a.
Sunrider International

1625 Abalone Avenue, Torrance, California 90501, United States of America,.
United States Of America

Country of Incorporation: United States Of America.

Incorporstion stite: Utah

View owner's other trade marks

PO representative name: J A Kemp

14 South Square, Gray's Inn, London,
United Kingdom, WCIR 5JJ

Publication details

First advert: Journal : 6094 Date of publication :
: 27 September 1995 ’

© Crown Copyright 2016

Intellectual Property Office is an operating name of the Patent Office




