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DIREZIONE GENERALE PER LA LOTTA ALLA CONTRAFFAZIONE
Ufficio Italiano Brevetti e Marchi

MADRID AGREEMENT AND PROTOCOL
PROVISIONAL REFUSAL OF PROTECTION -

Rule 17(1)

| L Office making the notification:
| MINISTERO DELLO SVILUPPO ECONOMICO o
- | Direzione Generale per la Lotta alla Contraffazione - Ufficio Italiano Brevetti e March1

Via Molise, 19 - 00187 ROMA

| e-mail : dglcuibm.div02@pec.mise.gov.it.

1. Number of the international registration: 1268103

Trademark:

QST

III. Name of the holder:

SALOMON SAS
Les Croiselets
F-74370 METZ-TESSY

| FR)
IV. [ Provisional rei.’usa‘l based on an ex oﬂicié exémination
X  Provisional refusal based on an opposition
[0  Provisional refusal based on both an ex officio examination and an oppositic;n .
\Y Provisional refusal for all thé goods and/or services
[J Provisional refusal for 5omé of the gdods/éefilices: -

The goods in class namely:

VI.  Grounds for refusal :

Identity or similarity between the ma'_rks and identity or similarity between the gvo'd's'/s'er\:/i'ces'.

VII. Opponent rights:

1) Registration number: 006893598 ( EU trade mark)
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i) Filing date: 07/05/2008
ii) Date of registration: 01/10/2012

Name and address of the opponent: '

E s.Oliver Bernd Freier GmbH & Co. KG

s.Oliver-Str. 1
D-97228 Rottendorf
(DE)

iv) Reproduction of the mark:

QS
v) List for all the goods and services:
| Class 3: Bleaching preparations and other substances for laundry use; cleaning, pollshmg, scourmg

and abrasive preparations; soaps; perfumery, essential oils, cosmetics, hair lotions; dentifrices. .
Class 9: Scientific, nautical, surveying, photographic, cinematographic, optical, weighing, measuring,

| signalling, checking (supervision), life-saving and teaching apparatus and instruments; apparatus and

instruments for conducting, switching, transforming, accumulating, regulatmg or controlling
electrrclty, apparatus for recording, transmission or reproduction of sound or images; magnetic data
carriers, recording discs; automatic vending machines and mechanisms for coin-operated apparatus;
cash registers, calculating machines, data processing equipment and computers; ﬁre extmgulshmg
apparatus. 2
Class 14: Precious metals and their alloys and goods in precious metals or coated therewrth not o
included in other classes; ; jewellery, precious stones; horological and chronometric instruments.
|| Class 18: Leather and imitations of leather, and goods made of these materials and not included in
other classes; animal skins, hides; trunks and travelling bags; umbrellas, parasols and walkmg sticks;
whips, harness and saddlery

Class 20: Furniture, mirrors, picture frames; goods (not included in other classes) of wood, cork, reed,
cane, wicker, horn, bone, ivory, whalebone, shell, amber, mother-of-pearl meerschaum and
substitutes for all these materials, or of plastics.

Class 24: Textiles and textile goods, not included in other classes; bed and table covers.

Class 25: Clothing, footwear, headgear.

Class 28: Games and playthings; gymnastrc and sportmg articles not included in other classes;
decorations for Christmas trees. _

Class 35: Retailing of fashion articles of all kinds, in partlcular perfumery, cosmetic products,
spectacles, sunglasses and spectacle cases, jewellery, clocks and watches, bags, umbrellas, parasols,
furniture, mirrors and picture frames, clothing, footwear and headgear, games and playthmgs =
gymnastic and sporting equipment and decorations for Christmas trees. L e

VIII. Corresponding essential provisions of the appllcable law [(see text under XII)]: = - P
Art.12 1), d) of the Italran Industrral Property Rights Code.

IX. Information relating to subsequent procedure:

() Time limit for requesting review or appeal: -

The holder of the registration may request a copy of the opposition notrce , :

“within three months from the date on ‘which the Office issues the provisional refusal (see the
date indicated in item X).

() Authority to which such request for review or appeal should be made:
The holder of the registration may submit his objections to the present refusal to Ufficio
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Italiano Brevetti e Marchi — Divisone Il Affari Giuridici e Normativi - Via Molise, 19— 00187
ROMA -ITALY . ‘ SR P S D

.(m) Indications concerning the appointment of a representative:
- Where the applicant is not established or domiciled in a Member State of the European Umon or

in the European Economic Area, he may submit his objections through a registered agent in the
roll kept for this purpose by the Italian Patent and Trademark Office (see: www.ordine-
brevetti.it) or a lawyer registered in the appropriate professional role (see:
www.ordineavvocati.it) — (art. 201-203 Code of Industrial Property Rights).

"X. Date of the notification of provisional refusal: .
- ate F Provisic : Ministero dello Sviluppo Economico

AQOO_Politiche industriali € Tutela
Struttura: DGLCUIBM_Div08
REGISTRO UFFICIALE
Prot. n. 0288191 - 14/09/2016 - UsCITA

. Prot. N.: é

\

XII. CorrespoMl provisions of the applicable law:

Extract from the Code of Industrial Property nghts
(Legislative Decree of February 10" 2005, n.30)

Art. 17 International Registration :

1. For the registration of trademarks with the World Intellectua] Propeny Orgamzatlon (WIPO) the provnsnons in force
pursuant to international conventions shall remain valid.

2. International trademarks reglstered with the World Intellectual Property Orgamzatlon (WlPO) of Gcneva, based on the
Madrid Agreement concerning the International Registration of Marks, Stockholm text of 14 July 1967, ratified by law
no.424 of 28 April 1976, and the respective Protocol, adopted in Madrid on 27 June 1989, ratified by law no.169 of 12
March 1996, containing the designation of Italy as the country in which protection is requested, must meet the requ1rements
set for national trademarks by this Code.

3. The Italian Patent and Trademark Office carries out the examination of the international trademarks that desngnate Italy in
compliance with the applicable provisions of the applications for national trademarks.

Art.. 7 — Subject Matter of Regtstratton )

1. A trademark consist of any sign ‘which capable of being represented graphically, and in pamcular words including
personal names, designs, letters, numerals, sounds, the shape of a goods or of their packaging, the color combinations or
tones, provided that such signs are capable of distinguishing the goods or services of one undertakmg from those of other
undertaking.

Art. 8 - Portraits of person, names and well known signs

1. -Portraits of person shall not be registered as trademarks without the persons’ consent, and after their death ‘without the
consent of the spouse and children; if there are no such relatives or after their death, of the parents and other ancestors, and if
there are no such ancestors or after their death, of the relatives up and including the fourth degree.

2. The names of persons other than those who apply for registration may be registered as trademarks, provxded that their use"
is not such as to harm the reputation, creditworthiness or dignity of those who have ‘the right to bear those-names. The Italian
Patents and Trademarks Office shall however have the right to make the registration conditional upon the consent as set forth
in paragraph 1. In any event, the registration shall not prevent persons having the right to the name to use in the business
chosen by them, if the requirements are met as set forth in Article 21(1).

3. If well known, the following may be registered or used as trademarks only by the qualified person, or w1th the consent of
the same, or of the persons indicated in paragraph 1: names ‘of persons, signs used in the fields of art, literature, science,

politics or sports, the designations and abbreviations of events and those of entities and associations without economic
purposes, as well as the characteristic emblems of the same.

“Art. 9 — Shape trademarks

1. Signs shall not be registered as trademarks 1f they consist solely of the shape dictated by the nature of the product, the
shape of the product necessary to obtain a technical result, or of the shape that gives substantial value to the product.
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Art. 10 — Coats of arms : : ~ : S

1. Coats of arms and other signs considered in existing international conventions on the subject matter, in the cases and the

conditions mentioned therein, as well as the signs containing symbols, emblems and coats of arms which are in the public

interest shall not be registered as trademarks, unless the consent of the appropriate authorities to their registration has bee
iven. o

%.If a trademark contains words, figures or signs with political meaning or a highly symbolic value, or containing heraldic

elements, before registration, the Italian Patents and Trademarks Office shall send the copy of the trademarks and whatever

| else may be necessary to the relevant or appropriate public agencies, to receive their opinion, in accordance with the

provisions of paragraph 4. ) _ ] S e Lot e

3.The ltalian Patents and Trademarks Office may act in accordance with provisions of paragraph 2 in all cases where there is
.a doubt that trademark could be contrary to the law, the public policy or accepted principles of morality. '

4. If the relevant or appropriate agency, as per paragraphs 2 and 3, expresses an opinion against the registration of the
trademark, the Italian Patents and Trademarks Office shall reject the application.

Art.12 — Novelty ' EI
1.Signs shall not be registered as trademarks if as of the date of filing of the application any of the following applies:

‘a) (omissis); : ‘

b) (omissis); . :

¢) They are identical to a trademark already registered by others in the Country or having effect in the Country following an
application filed on an earlier date or having effect from an earlier date due to a right of a priority or a valid claim of
seniority for identical goods or services; o ’

d)They are identical or similar to a trademark that has already registered by others in the Country or having effect in the
Country following an application filed on an earlier date or having effect as from an earlier date due to a right of priority or
a valid claim of seniority for goods and services that are identical or similar, if due to the identity or similarity between the
signs and the identity or similarity between the goods or services there exists a likelihood of confusion on the part of the
public, than can also consist of a likelihood of association between the two signs;[...] o -
€);f); 2. 3. (omissis) i '

‘Art. 13 - Distinctive character : T :

1.Signs lacking a distinctive character shall not be registered as trademarks. These include:

a) those consisting only of signs that have become commonly used in current language or in the common practices of the
trade; ; . . . .

b) those consisting of general designations of goods or services or descriptive indications that refer to them, such as sings
that may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of
production of the good or of the rendering of the service or other characteristics of the good or service. :
2. Notwithstanding paragraph 1, signs that have acquired a distinctive character prior to application for registration, due to
the use that has been made of them, may be registered as trademarks.

3. (omissis) : R

4. (omissis)

Art. 14 — Lawfulness and third- party rights

1.The following shall not be registered as trademarks: T

a) signs that are contrary to the law, public policy or accepted principles of public morality; o

b) signs that can mislead the public, in particular as to the geographical origin, nature or quality of the goods or services.

¢) (omissis) : o

Art. 135 — Board of Appeal .

|- 1.An appeal may be filed with the Board of Appeal against decisions of the Italian 'Pzite,nf and Ttédémark Ofﬁcc that t6fal]y

or partially reject an application or request, refuse registration or prevent the recognition of a right; and in the other cases
provided for by this Code, within the mandatory term of 60 days from the date of receipt of the notification of the decision.
(omissis)

.| Art. 170 — Examination of applications

1.The examination of applications which have been found to meet the formal requirements, js aimed at determining: -

-a) for trademarks: if Article 11 may be applied when collective marks are involved; if the word, design or sign can be
registered as a trademark pursuant to Articles 7, 8, 9, 10, 13, paragraph 1 and 14, paragraph 1, letters a) and b); if the
conditions indicated in Article 3 are met. K ) :

b) (omissis) )

Art. 171 - Examination of the International trademarks

1.(omissis) ) .

2. If the Italian Patent and Trademark Office deems that the trademark shall not be registereéd in full ‘or'in part, or if an
opposition has been filed by third parties pursuant to Article 176, the Office shall proceed pursuant to ‘Articlé. 5 of the
Madrid Agreement for the International Registration of Marks, Stockholm text of 14 July 1967, ratified by Law no. 424 of
28 April 1976 or the respective Protocol of 27 June 1989, ratified by Law No. 169 of 12 march 1996, to issue a provisional
refusal of the international registration and gives notice to the World Intellectual Property Organization. ’

' 3.The provisional refusal under paragraph 2 is issued within one year for international registrations_based on the Madrid




page 5

Agreement for the International Registration off Marks, and within eighteen months for those based on. the respectlve'
Protocol. The terms start on the dates respectively indicated in the cited International Conventions. -

4.In the case of provisional refusal, the protection of the trademark shall be that of a trademark apphcatron ﬁled wnth the, e

Italian Patent and Trademark Office.

5.Within the mandatory térm set out by the Italian Patent and Trademark Office, the owner of an mtematronal reglstratlon
for which a provisional refusal has been communicated to the World Intellectual Property Organization, through an attorney
appointed in accordance with Article 201, may submit his own arguments, or request a copy of the opposition paper based
on which the provisional refusal was issued. In the latter case, if the owner of the international registration requests a copy
within the required period, the Office shall send the notice to the parties as Article 178, paragraph 1, and apply the other
rules on the opposition proceeding set forth by Articles 178 et seq.

6.If within the term indicated in paragraph 5, the owner of the international registration does not submlt hlS arguments or
does not request a copy of the opposition paper in accordance with the rules indicated above, the Italian Patent and
Trademark Office shall issue the final refusal.

7.The Italian Patent and Trademark Office shall notify the World lntel]ectual Property Orgamzatlon of the final decisions
relating to international trademarks designating Italy. Lo

Art. 201 — Representation

1.2.3.(omissis)

4. The appointment may be granted only to attorneys registered in a specific Register established for that purpose at the
Board of the Industrial Property Consultants Institute. . v

5. (omissis)

6. The appomtment may also be granted to a lawyer admltted to the Bar.




