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DIREZIONE GENERALE PER LA LOTTA ALLA CONTRAFFAZIONE
Ufficio Htallano Brevett! e Marchi

MADRID AGREEMENT AND PROTOCOL
PROVISIONAL REFUSAL OF PROTECTION

Rule 17(1)

I. - Office making the notification: _

MINISTERO DELLO SVILUPPO ECONOMICO

Direzione Generale|per la Lotta alla Contraffazione - Ufficio Italiano Brevetti ¢ Marchi
Via Molise, 19 - 00187 ROMA

e-mail : dglcuibm.div02@pec.mise.gov.it

[i.  Number o}’ the linternational registration: 1285806
Trademark: O[L-IN

TI. Name of the hdlder: Henkel AG & Co. KGaA
Henkelstrasse 67 - 40589 Dusseldorf (DE)

IV. Informatien cohcerning the type of provisional refusal:
0 Provisional refusal based on an ex officio examination

&  Provisional refusal based on an opposition

[ Provisional refusal based on both an ex officio examination and an opposition

V. Information conceming the scope of the provisional refusal:
&X  Provisiopal refusal for all the goods and/or services

d Provisiohal refusal for some of the goods/services:

V1. Grounds for ré fusal :
Identity or similarity between the marks and identity or similarity between the goods/services.

VII. Opponent right

2

1) Registration number: 156554 (European Trademark)
i) Filing date: 01/04/1996

ii) Registration date: 26/01/1999

>
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iii) Name and addre§s of the opponent: The Sunrider Corporation
1625 Abalone Avenue - Torrance, CA 90501 - UNITED STATES OF AMERICA

iv) Reproduction of t’he mark: Of-LIN

v) List of all of the goods:

Cl. 3: Soaps; perfumery, eau de cologne, essential oils, cosmetics; preparations for hair wash, hair
care and hair lotions, {deodorants for personal use (perfumery), cosmetic suntan preparations;
dentifrices and non-medicated preparations for dental and mouth care; all the above-mentioned goods
being herbal products.

VIIL Corresponding essential provisions of the applicable law (see text under XII):
Art.12 1), d) of the Italian Industrial Property Rights Code.

1X. Information relating to subscquent procedure:

() Time limit for requesting review or appeal:
The holder- of the !registration may, through a representative appointed according to article 201,
request copy of the ’opposition notice within a period of three months from the date on which he
received the notification of this provisional refusal by the International Bureau of WIPO.
Furthermore, copy of the notification received by WIPO must be attached to the abovementioned
request to the Italian Patent and Trademark Office.

(w) A\gtlxoril to which such request for review or appeal should be made:
The holder of the registration may, through a representative appointed according to article 201,
submit his objections to the present refusal to Ufficio Jtaliano Brevetti e Marchi — Divisone Il Affari
Giuridici e Normativi - Via Molise, 19 - 00187 ROMA - ITALY .

(w) Indicatibns concerning the appointinent of a representative:
Where the applicant [is not established or domiciled in a Member State of the European Union or in

the European Economic Area, he may submit his objections through a registered agent in the roll
kept for this purpose by the Italian Patent and Trademark Office (see: www.ordine-brevetti.it) or a
lawyer registereéi in the appropriate professional role (see: www.ordineavvocati.it) — (art. 201-203
Code of Industrial Ii’roperty Rights).

X. Date of ;he%notiﬁcation of provisional refusal: Ao o4 (W (3
Prot.N: 6565

X1. Signature or pfficial seal of the Office making the notification:
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XII. Corresponding essential provisions of the applicable law:

Extract from the Code of Industrial Property Rights
(Legislative Decree of February 10* 2005, n.30)

Art. 17 - Internatlonal Registration

1. For the registration of trademarks with the World Intellectual Property Organization (WIPQ), the provisions in force

pursuant to international gnventions shall remain valid.

2. International trademarks registcred with the World Intellectual Property Organization (WIPO) of Geneva, based on the

Madrid Agreement boncetfning the Internationa} Registration of Marks, Stockholm text of 14 July 1967, ratified by law
'no.424 of 28 April 1976, ! and the respective Protocol, adopted in Madrid on 27 June 1989, ratified by law no.169 of 12

March 1996, containing the designation of Italy as the country in which protection is requested, must mcct the requirements

set for national tradcmarksi by this Codc.

3. The Italian Patent and Trademark Office carrics out the examination of the intcrnational trademarks that designate Italy in
- compliance with the applicable provisions of thc applications for national trademarks.

Art. 7 - Subject Matter of Registration

1. A trademark consist of any sign which capable of being represented graphically, and in particular words, including
personal names, designs, }ettcrs, numerals, sounds, the shape of a goods or of their packaging, the color combinations or
tones, provided that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertaking. ‘ r

Art. 8 - Portraits ofpersén. names and well kiown signs

1. Portraits of person shall not be registered as trademarks without the persons’ consent, and aRer their desth, without the
consent of the spouse and fchildrcn; if there are no such relatives or after their death, of the parents and other ancestors, and if
there are no such ancestor$ or after their death, of the relatives up and including the fourth degree.

2. 'The names of persons oither than thosc who apply for registration may be registered as trademarks, provided that their use
is not such as to harm the ‘{eputation, creditwarthiness or dignity of those who have the right 1o bear those names. The Italian
Patents and Trademarks Office shall however have the right to make the registration condilional upon the consent as sct forth
in paragraph 1. In any ev'Fnt, the registration shall not prevent persons having the right 10 the name to use in the buyiness
chosen by them, if the requirements are met as sct forth in Asticle 21(1).

3. If well known, the following may be rcgistered or used as trademarks only by the qualified person, or with the consent of
the same, or of the persons indicated in paragraph 1: names of persons, signs uscd in the fields of art, litcrature, science,
politics or sports, the designations and abbreviations of events and those of entities and associations without economic
purposes, as well as., the characteristic cmblems of the same.

Art. 9 — Shape trademarks
1. Signs shall not be registered as trademarks if they consist solely of the shape dictated by the nature of the product, the
shape of the product necessary to obtain a technical result, or of the shape that gives substantial value to the product.

Art. 10 - Coals of arms
1. Coats of arms and othe} signs considered in existing international conventions on the subject matter, in the cases and the
conditions mentioned therein, as well as the signs containing symbols, emblems and coats of arms which are in the public
interest shall not be regis'tered as trademarks, unless the consent of the appropriate authoritics to their registration has been
given,
2.1f a trademark coriteins Wwords, figures or signs with political meaning or 8 highly symbolic value, or containing heraldic
elements, before registration, the Italian Patents and Trademarks Office shall send the copy of the trademarks and whatever '
else may be necessary té the relevant or appropriate public agencies, to receive their opinion, in accordance with the
provisions of paragraph 4!

3.The Jtalian Patents and Trademarks
a doubt that trademark could be contrary to the law,
4. If the relevant or appropriale agency, as per paragraphs 2 and 3, exprosscs an opinion again
teadcmark. the Italian Paténts and Trademarks Office shall rcject the application.

?

Office may act in accordance with provisions of paragraph 2 in all cases where there is
the public policy or accepted principles of morality.
st the registration of the

Art.12 = Novelty !
1.Signs shall not be regist
a) (omissis);

b) (omissis);

red as trademarks if as of the date of filing of the application any of the following applies:

¢) They are identical 10 8

application filed on an ear
seniority for identical goo!

d)They are identical or s

Country following an app

a valid claim of seniority
signs and the identity or

rademark already registered by others in the Country or having cffect in the Country following an
lier date or having effect from an earlicr date due to  right of a priority or a valid claim of

ds or services;

milar to a trademark that has already registered by others in the Country or having effect in the
\ication filed on an earlier date or having effect as from an earlier date due to a right of priority or
for goods and services that arc identical or similar, if du¢ to the identity or similarity between the
similarity between the goods or services there exists a likelihood of confusion on the part of the

public, than can also consist of a likelihood of association between the two signs;(...]

e);f); 2. 3. (omissis)
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. Art.-13 - Distinctive charcter

1.Signs lacking a distinctive character shall not be registered as trademarks. These include:

a) those consisting only of signs that have become commonly used in current language or in the common practices of the
trade; {

b) those consisting of general designations of goods or services or descriptive indications that refer to them, such as sings
that may serve, in trade, u:) designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of
production of the good or of the rendering of the scrvice or other characteristics of the good or service.

2. Notwithstanding paragraph 1, signs that have acquired a distinctive character prior to application for registration, due to
the use that has been made of them, may be registcred as irademarks. .

3. (omissis) .
4. (omissis) !

Art. 14 — Lawfuliness and|third- party rights

1.The following shall not be registered as trademarks:
" n) signs that are contrary to the law, public policy or accepted principles of public morality,

b) signs that can mislead the public, in particular as to the geographical origin, nature or quality of the goods or services.
¢) (omissis)-

- Art. 135 = Board of Appeal
1.An appeal may be filed Lvith the Board of Appeal against decisions of the Italian Patent and Trademark Office that totally
or partially reject an application or request, refuse registration or prevent the recognition of a right, and in the other cases
provided for by this Code/ within the mandatory term of 60 days from the date of receipt of the ndtification of the decision.
{omissis) b

i

Art. 170 — Examinatian of applications

1.The examination of applications which have been found to meet the formal requirements, is aimed at determining;

a) for trademarks: if Article 11 may be applied when collective marks are involved; if the word, design or sign can be
- registered as a lrademarki pursuant to Articles 7, 8, 9, 10, 13, paragraph 1 and 14, paragraph 1, letters a) and b); if the

conditions indicated in Article 3 are met.

b) (omissis)

Art. 171 - Examinttion of the International trademarks

1.(omissis) P

2. [f the llalian Patém and Trademark Office deems that the trademark shall not be registered in full or in part, or if an

opposition has been ﬁled} by third partics pursuant to Article 176, the Officc shall proceed pursuant to Article 5 of the

Madrid Agreement for the Intemational Registration of Marks, Stockholm text of 14 July 1967, ratified by Law no. 424 of

28 April 1976 or the respective Protocol of 27 Junc 1989, ratified by Law Na. 169 of 12 march 1996, to issue a provisional

refusal of th intcmational registration and gives notice to the World Intellectual Property Organization.

3.The provisional refusal junder paragraph 2 is issucd within one year for international rcgistrations based on the Madrid

Agreement for thc International Registration off Marks, and within eighteen months for those based on the respective

Protocol. The terms start an the dates respectivcly indicated in the cited International Conventions.

4.In the casc of provisional refusal, the protcction of the trademark shall be that of a trademark applicetion filed with the

Ttalian Patent and Trademark Office,

S.Within the mandatory térm set out by the Italian Pateat and Trademerk Office, the owner of an international registration,

for which a provisio’nal refusal has been communicated to the World Intellectual Property Organization, through an artorney

appointed in accordance with " Article 201, may submit his own arguments, or request a copy of the opposition paper based |.

on which the provisional refusal was issued. In the latter case, if the owner of the international registration requests a copy

within the required perio«li, the Office shall send the notice to the parties as Article 178, peragraph 1, and apply the other

rules on the opposition proceeding set forth by Articles 178 et seq.

6.1f within the term indicated in paragraph S, the owner of the international registration does not submit his arguments, or

does not request a copy|of the opposition paper in accordance with the rules indicated above, the Italian Patent and

Trademark Office shall issue the final refusal.

7-The Italian Patent and Trademerk Offico shall notify the World Intellectual Property Organization of the final decisions

relating to intcmatio‘nal !r'Tdemarks designating Italy.

1 .

Art, 201 — Representation
1,2.3.(omissis) ' ,
4. The appointment may bc granted only to aftorneys registered in @ specific Register cstablished for that purpose at the
Board of the Industfia! Property Consultants Institute.

S. (omissis) :
6.Thc appaintment may elso be grantcd to a lawyer admitted to the Bar.
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Ministero dello Sviluppo Economico Via Molise, 19,
- U1.B.M. — Divisione VIIT 00187 ROMA

Data: 11/01/2017

FA.X o umero di pagine, inclusa la copertina:5

A | Da:

O.M.PL . Dott.ssa Bruna GIOIA
34, Chemin des Colombettes U.I.B.M. — Ufficio Marchi
1211 GINEVRA 20 ' Via Molise, 19

P 00187 Roma

Telefono: +39-6-47055622
Fax: 0041 22 740 1429 ax: +39-6-47055617

{
i

Object: Provisional refusal of protection based on an opposition concerning the
internatiéngl registration N. 1285806.
(Our Reference Prot, N.6565 Date: 10/01/2017).
Please, find here dttached the provisional refusal of protection concerning the international
registration N. 1285806.
The original documé‘nt will be sent by mail.

{Best regards, !
Bruna Gioia ‘




