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MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION

OF MARKS AND PROTOCOL RELATING TO THAT AGREEMENT

PROVISIONAL REFUSAL OF PROTECTION

Bahrain Reference Number: Opposition/17/65-1 Date of the notification : | 17 April 2017

Notified to the International Bureau of the World Intellectual Property Organization (WIPO) in accordance with Rule 17(1)

of the common Regulations under the Madrid Agreement and Protocol

1. Office making the notification :

Ministry of Industry, Commerce & Tourism - Tel : (+973) 17 530 335
Directorate of Industrial Property Fax : (+973) 17536 479
Kingdom of Bahrain Email: ip@moic.gov.bh

2. Number of international registration:

1266937

to confirmed):

Holder: DERMAVITA limited partnership

Address: Spears str., Al Itihad building. Floor 6, Mussaitbeh, Al Sanayeh Beirut, Lebanon

3. Name of the holder (or other indication enabling the identity of the international registration

4. [] Provisional refusal based on an ex-officio examination

X| Provisional refusal based on an opposition

[] Provisional refusal based on both an ex-officio examination and an opposition

5. [XI Provisional refusal for all the class3

[}  Provisional refusal for some of the

[followed by an indication of the goods and/or services which are affected or are not affected

6. Grounds for refusal [(where applicable, see item VII)):

As attached
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MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION
OF MARKS AND PROTOCOL RELATING TO THAT AGREEMENT

PROVISIONAL REFUSAL OF PROTECTION

i

Reference Number: Opposition/17/65-1 , Date of the notification : 1 17 April 2017

7.

8.

Information relatmg to an earlier mark

Filling date and number, and if any, priority date :
Filling date : -
Trademark national No : -
(i) Name and address of the owner :
Name : -
Address : -
(ii) Reproduction of the mark :

(iii) List of all or relevant goods:

Corresponding essential provision of the applicable law [(see text under XIT)] :
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10.
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Information relating to subsequent procedure

) Time limit for requesting review or appeal: No late than 60 days from the date of the opposition, that
is 15 June 2017
2) Authority to which such request for review or appeal should be made:

Ministry of Industry, Commerce & Tourism

Directorate of Industrial Property- Industrial Property Controf Section.
Kingdom of Bahrain.

3) Indications concerning the appointment of a representative:
Copy of the most IP attorneys enclose

Signature or official seal of the Office making the notification :
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MADRID AGREEMENT CONCERNING THE INTERNATIONAL REGISTRATION
OF MARKS AND PROTOCOL RELATING TO THAT AGREEMENT

£

PROVISIONAL REFUSAL OF PROTECTION

Bahrain Reference Number: Opposition/17/65-1 Date of the notification: | 17 April 2017

p.

11. Corresponding essent:j_al provisions of the applicable law :
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Opponent: Allergan, Inc. (owner of the well-known mark JUVEDERM)
Applicant: DERMAVITA limited partnership
Opposed mark: JUVEDERM IR 1266937 in Bahrain in class 03

* Procedural Part: The opposed trademark was published on February 16, 2017 in Gazette No.
7/2017. According to Trademark Law in Bahrain, the opposition period ends on April 16, 2017;
the present opposition is thus made within said time period.

e Prior use: Though the opponent has no prior trademark registrations/applications for the mark
JUVEDERM, it has made extensive and substantial use in Bahrain of its trademark JUVEDERM
and acquired a valuable goodwill and reputation. The products of the mark are already available
in Wael Pharmacy Bahrain since 2010. Attached are copies of invoices of sale of the products of
the mark JUVEDERM since 2013 i.e. prior to the filing date of the published mark (6/7/2016).

.» The highly confusing similarity between the marks: The applicant's mark JUVEDERM is
visually and aurally identical to the opponent's mark JUVEDERM.

« Goods similarity: the goods claimed under the applicant’s mark are very closely related to the
opponent's mark because both marks are for use in connection with skin treatment and the
goods have the same users and are sold via the same trade channels. In light of the
similarity of the trademarks and the similarity of the goods concerned, there is a likelihood of
confusion on the part of the relevant customers including a likelihood of association. The

T 77777 77 77 Tlikelihood  of confusion is-especially strong-in view of the opponent's reputation-inthe. - -~ - .. __ __ _
JUVEDERM trademark to the extent that the relevant consumer is likely to conclude that the
applicant’s goods originate from the opponent or from an economically linked undertaking.

= Fame : The applicant’s adoption of an identical mark, in relation to closely similar goods, is not
only confusing but also takes unfair advantage of and damages the opponent’s (global) reputation
and the distinctive character of its JUVEDERM mark because it is a clear exploitation of the
opponent’s mark by virtue of its visual and aural similarity and constitutes an attempt to trade
off the existing reputation of the opponent's marks by association and/or confusion with the
opponent's marks which in consequence, will facilitate the marketing of the applicant's goods.
Also, the use and registration of the applicant's mark will enable the applicantto unfairly
benefit from the substantial investment made by the opponent in the promotion of its
JUVEDERM trade mark,

+ Bad faith: the applicant's attempt to acquire registrations of JUVEDERM amount to an act of bad
faith on the bases that (i) the applicant knows that JUVEDERM is Allergan’s mark, and (i) by
filing class 3 only, the applicant seeks to draw an artificial distinction between its product and
Allergan’s; whereas in reality the products are closely similar.

To conclude, the Office is kindly requested that the Bahrain part of international trademark JUVEDERM
IR 1266937 in Bahrain be cancelled from the register with regard to class 03.
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Attorneys and Intellectual Property Registration Agents in Bahrain

Tel: + 973 17 550003
Fax: + 973 17 382208
P.O Box 990, Manama-Bahrain
E-mail: Bahrain@agip.com
Website: www.tagi.com

Abu Ghazaleh Intellectual Property -T.M.P. Agents
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SMAS Intellectual Property

Tel: + 973 17 530040

Fax: + 973 17 531199

P.O Box 11925, Manama-Bahrain
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