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DIREZIONE GENERALE PER LA LOTTA ALLA CONTRAFFAZIONE
Ufficio Italiano Brevetti e Marchi

MADRID AGREEMENT AND PROTOCOL
PROVISIONAL REFUSAL OF PROTECTION

Rule 17(1)

L. Office making the notification:

MINISTERO DELLO SVILUPPO ECONOMICO

Direzione Generale per la Lotta alla Contraffazione - Ufficio Italiano Brevetti e Marchi
Via Molise, 19 - 00187 ROMA

e-mail : dglcuibm.div02(@pec.mise.gov.it

II.  Number of the international registration: 1 302 999

KISS

Trademark: Chocolaterie

[II.  Name of the holder: LIMITED LIABILITY COMPANY "ANYKISS"
vul. Rishelyevska, 5, - Odeska obl. - Odesa 65000 (UA)

IV. Information concerning the type of provisional refusal:
[J  Provisional refusal based on an ex officio examination

XI  Provisional refusal based on an opposition

[0  Provisional refusal based on both an ex officio examination and an opposition

V. Information concerning the scope of the provisional refusal:
] Provisional refusal for all the goods and/or services

[J  Provisional refusal for some of the goods/services:

VI.  Grounds for refusal :
Identity or similarity between the marks and identity or similarity between the goods/services.

VII. Opponent rights:
1) Registration number: 11239506 (EUTM)

i) Filing date: 04/10/2012

i) Registration date: 07/05/2013

iii) Name and address of the opponent: The Hershey Company
100 Crystal A Drive - Hershey, PA 17033-0810 US

1v) Reproduction of the mark:

75

<5

HESHETS

KisSses

v) List of all the goods:
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30 Coffee, tea, cocoa and artificial coffee; Rice; Tapioca and sago; Flour and preparations made from
cereals; Bread, pastry and confectionery; Ices; Sugar, honey, treacle; Yeast, baking-powder; Salt;
Mustard; Vinegar, sauces (condiments); Spices; Ice; Allspice; Almond confectionery; Almond paste;
Aniseed; Aromatic preparations for food; Artificial coffee; Baking powder; Baking soda [bicarbonate
of soda for cooking purposes]; Barley (Crushed -); Barley meal; Bean meal; Bee glue; Beer vinegar;
Biscuits; Bread; Bread rolls; Breadcrumbs; Buns; Cake powder; Cakes; Candy; Capers; Caramels
[candy]; Celery salt; Cereal-based snack food; Cereal preparations; Cheeseburgers [sandwiches];
Chewing gum; Chicory [coffee substitute]; Chips [cereal products]; Chocolate; Chocolate-based
beverages; Chocolate beverages with milk; Chow-chow [condiment]; Chutneys [condiments];
Cinnamon [spice]; Cloves [spice]; Cocoa; Cocoa-based beverages; Cocoa beverages with milk;
Cocoa products; Coffee; Coffee-based beverages; Coffee beverages with milk; Coffee flavorings
[flavourings]; Coffee (Unroasted -); Condiments; Confectionery; Confectionery for decorating
Christmas trees; Cookies; Cooking salt; Corn flakes; Corn meal; Corn, milled; Corn, roasted; Coulis
(Fruit -) [sauces]; Couscous [semolina]; Crackers; Cream of tartar for cooking purposes; Cream of
tartar for culinary purposes; Curry [spice]; Custard; Dressings for salad; Edible ices; Essences for
foodstuffs, except etheric essences and essential oils; Farinaceous foods; Ferments for pastes;
Flavorings, other than essential oils; Flavorings, other than essential oils, for cakes; Flavorings, other
than essential oils, for beverages; Flour-milling products; Fondants [confectionery]; Frosting [icing]
(Cake -); Frozen yogurt [confectionery ices]; Fruit jellies [confectionery]; Garden herbs, preserved
[seasonings]; Ginger [spice]; Gingerbread; Glucose for culinary purposes; Gluten additives for
culinary purposes; Gluten prepared as foodstuff; Golden syrup; Groats for human food; Gruel, with a
milk base, for food; Halvah; Ham glaze; High-protein cereal bars; Hominy; Hominy grits; Honey;
Husked barley; Husked oats; Ice cream; Ice cream (Binding agents for -); Ice for refreshment; Ice,
natural or artificial; Iced tea; Infusions, not medicinal; Ketchup [sauce]; Leaven; Linseed for human
consumption; Liquorice [confectionery]; Lozenges [confectionery]; Macaroni; Macaroons [pastry];
Malt biscuits; Malt extract for food; Malt for human consumption; Maltose; Marinades; Marzipan;
Mayonnaise; Meal; Meat gravies; Meat pies; Meat tenderizers, for household purposes; Mint for
confectionery; Molasses for food; Mousses (Chocolate -); Mousses (Dessert -) [confectionery];
Muesli; Mustard; Mustard meal; Noodle-based prepared meals; Noodles; Nutmegs; Oat-based food;
Oat flakes; Oatmeal; Oats (Crushed -); Pancakes; Pasta; Pasties; Pastries; Pastry; Peanut
confectionery; Pepper; Peppermint sweets; Peppers [seasonings]; Pesto [sauce]; Petit-beurre biscuits;
Petits fours [cakes]; Pies; Pizzas; Popcorn; Potato flour for food; Powders for ice cream; Pralines;
Puddings; Quiches; Ravioli; Relish [condiment]; Rice; Rice-based snack food; Rice cakes; Royal
jelly; Rusks; Saffron [seasoning]; Sago; Salt for preserving foodstuffs; Sandwiches; Sauces
[condiments]; Sausage binding materials; Sea water for cooking; Seasonings; Semolina; Sorbets
[ices]; Soya bean paste [condiment]; Soya flour; Soya sauce; Spaghetti; Spices; Spring rolls; Star
aniseed; Starch for food; Stick liquorice [confectionery]; Stiffening whipped cream (Preparations for
-); Sugar; Sushi; Sweeteners (Natural -); Sweetmeats [candy]; Tabbouleh; Tacos; Tapioca; Tapioca
flour for food; Tarts; Tea; Tea-based beverages; Thickening agents for cooking foodstuffs; Tomato
sauce; Tortillas; Turmeric for food; Unleavened bread; Vanilla [flavoring] flavouring; Vanillin
[vanilla substitute]; Vegetal preparations for use as coffee substitutes; Vermicelli [noodles]; Vinegar;
Waffles; Weeds [condiment]; Wheat flour; Wheat germ for human consumption; Yeast.

2) Registration number: 11239332 (EUTM)

i) Filing date: 04/10/2012

ii) Registration date: 16/04/2013

iii) Name and address of the opponent: The Hershey Company
100 Crystal A Drive - Hershey, PA 17033-0810 US

iv) Reproduction of the mark:

AlpKisses
=
v)List of all the goods:

30Coffee, tea, cocoa and artificial coffee; Rice; Tapioca and sago; Flour and preparations made from
cereals; Bread, pastry and confectionery; Ices; Sugar, honey, treacle; Yeast, baking-powder; Salt;




page 3

Mustard; Vinegar, sauces (condiments); Spices; Ice; Allspice; Almond confectionery; Almond paste;
Aniseed; Aromatic preparations for food; Artificial coffee; Baking powder; Baking soda [bicarbonate
of soda for cooking purposes]; Barley (Crushed -); Barley meal; Bean meal; Bee glue; Beer vinegar;
Biscuits; Bread; Bread rolls; Breadcrumbs; Buns; Cake powder; Cakes; Candy; Capers; Caramels
[candy]; Celery salt; Cereal-based snack food; Cereal preparations; Cheeseburgers [sandwiches];
Chewing gum; Chicory [coffee substitute]; Chips [cereal products]; Chocolate; Chocolate-based
beverages; Chocolate beverages with milk; Chow-chow [condiment]; Chutneys [condiments];
Cinnamon [spice]; Cloves [spice]; Cocoa; Cocoa-based beverages; Cocoa beverages with milk; Cocoa
products; Coffee; Coffee-based beverages; Coffee beverages with milk; Coffee flavorings
[flavourings]; Coffee (Unroasted -); Condiments; Confectionery; Confectionery for decorating
Christmas trees; Cookies; Cooking salt; Corn flakes; Corn meal; Corn, milled; Corn, roasted; Coulis
(Fruit -) [sauces]; Couscous [semolina]; Crackers; Cream of tartar for cooking purposes; Cream of
tartar for culinary purposes; Curry [spice]; Custard; Dressings for salad; Edible ices; Essences for
foodstuffs, except etheric essences and essential oils; Farinaceous foods; Ferments for pastes;
Flavorings, other than essential oils; Flavorings, other than essential oils, for cakes; Flavorings, other
than essential oils, for beverages; Flour-milling products; Fondants [confectionery]; Frosting [icing]
(Cake -); Frozen yogurt [confectionery ices]; Fruit jellies [confectionery]; Garden herbs, preserved
[seasonings]; Ginger [spice]; Gingerbread; Glucose for culinary purposes; Gluten additives for
culinary purposes; Gluten prepared as foodstuff; Golden syrup; Groats for human food; Gruel, with a
milk base, for food; Halvah; Ham glaze; High-protein cereal bars; Hominy; Hominy grits; Honey;
Husked barley; Husked oats; Ice cream; Ice cream (Binding agents for -); Ice for refreshment; Ice,
natural or artificial; Iced tea; Infusions, not medicinal; Ketchup [sauce]; Leaven; Linseed for human
consumption; Liquorice [confectionery]; Lozenges [confectionery]; Macaroni; Macaroons [pastry];
Malt biscuits; Malt extract for food; Malt for human consumption; Maltose; Marinades; Marzipan;
Mayonnaise; Meal; Meat gravies; Meat pies; Meat tenderizers, for household purposes; Mint for
confectionery; Molasses for food; Mousses (Chocolate -); Mousses (Dessert -) [confectionery];
Muesli; Mustard; Mustard meal; Noodle-based prepared meals; Noodles; Nutmegs; Oat-based food;
Oat flakes; Oatmeal; Oats (Crushed -); Pancakes; Pasta; Pasties; Pastries; Pastry; Peanut
confectionery; Pepper; Peppermint sweets; Peppers [seasonings]; Pesto [sauce]; Petit-beurre biscuits;
Petits fours [cakes]; Pies; Pizzas; Popcorn; Potato flour for food; Powders for ice cream; Pralines;
Puddings; Quiches; Ravioli; Relish [condiment]; Rice; Rice-based snack food; Rice cakes; Royal
jelly; Rusks; Saffron [seasoning]; Sago; Salt for preserving foodstuffs; Sandwiches; Sauces
[condiments]; Sausage binding materials; Sea water for cooking; Seasonings; Semolina; Sorbets
[ices]; Soya bean paste [condiment]; Soya flour; Soya sauce; Spaghetti; Spices; Spring rolls; Star
aniseed; Starch for food; Stick liquorice [confectionery]; Stiffening whipped cream (Preparations for -
); Sugar; Sushi; Sweeteners (Natural -); Sweetmeats [candy]; Tabbouleh; Tacos; Tapioca; Tapioca
flour for food; Tarts; Tea; Tea-based beverages; Thickening agents for cooking foodstuffs; Tomato
sauce; Tortillas; Turmeric for food; Unleavened bread; Vanilla [flavoring] flavouring; Vanillin
[vanilla substitute]; Vegetal preparations for use as coffee substitutes; Vermicelli [noodles]; Vinegar;
Waffles; Weeds [condiment]; Wheat flour; Wheat germ for human consumption; Y east.

3) Registration number: 349118 (EUTM)

i) Filing date:11/09/1996
ii) Registration date: 26/04/1999
iii) Name and address of the opponent: The Hershey Company
100 Crystal A Drive - Hershey, PA 17033-0810 US
iv) Reproduction of the mark: KISSING CHOCOLATE
v) List of all the goods:
30 Chocolate; chocolates; chocolate confectionery; chocolate products; chocolate spread; chocolate
coated biscuits, biscuits containing chocolate.

4) Registration number: 404829 (National trademark)

i) Filing date: 28/07/1982
i) Registration date: 17/02/1986
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iii) Name and address of the opponent: The Hershey Company

100 Crystal A Drive - Hershey, PA 17033-0810 US
iv) Reproduction of the mark: hershey's Kisses
v) List of all the goods:
30 Coffee, tea, cocoa, sugar, rice, tapioca, sago and artificial coffee; Flour and preparations made
from cereals (except fodder); Bread, biscuits, cakes, pastry, confectionery, ices; Honey, molasses
syrup; Yeast, baking-powder; Salt; Mustard; Pepper, vinegar, sauces (condiments); Spices; Ice.

VIII. Corresponding essential provisions of the applicable law (see text under XII):
Art.12 1), d) of the Italian Industrial Property Rights Code.

IX. Information relating to subsequent procedure:
() Time limit for requesting review or appeal:

The holder of the registration may, through a representative appointed according to article 201,
request copy of the opposition notice within a period of three months from the date on which he
received the notification of this provisional refusal by the International Bureau of WIPO.
Furthermore, copy of the notification received by WIPO must be attached to the abovementioned
request to the Italian Patent and Trademark Office.

() Authority to which such request for review or appeal should be made:
The holder of the registration may, through a representative appointed according to article 201,
submit his objections to the present refusal to Ufficio ltaliano Brevetti e Marchi — Divisone Il Affari
Giuridici e Normativi - Via Molise, 19 — 00187 ROMA - ITALY .

() Indications concerning the appointment of a representative:
Where the applicant is not established or domiciled in a Member State of the European Union or in
the European Economic Area, he may submit his objections through a registered agent in the roll
kept for this purpose by the Italian Patent and Trademark Office (see: www.ordine-brevetti.it) or a
lawyer registered in the appropriate professional role (see: www.ordineavvocati.it) - (art. 201-203

Code of Industrial Property Rights).

X. Date of the notification of provisional refusal: O8.06. 2t

Prot. N.: U G 3

XI. Signature or official seal of the Office making the notification:
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XI1. Corresponding essential provisions of the applicable law:

Extract from the Code of Industrial Property Rights
(Legislative Decree of February 102005, n.30)

Art. 17 - International Registration

1. For the registration of trademarks with the World Intellectual Property Organization (WIPQ), the provisions in force
pursuant to international conventions shall remain valid.

2. International trademarks registered with the World Intellectual Property Organization (WIPO) of Geneva, based on the
Madrid Agrecment concerning the International Registration of Marks, Stockholm text of 14 July 1967, ratified by law
n0.424 of 28 April 1976, and the respective Protocol, adopted in Madrid on 27 June 1989, ratified by law no.169 of 12
March 1996, containing the designation of Italy as the country in which protection is requested, must meet the requirements
set for national trademarks by this Code.

3. The ltalian Patent and Trademark Office carries out the examination of the international trademarks that designate Italy in
compliance with the applicable provisions of the applications for national trademarks.

Art. 7 —Subject Matter of Registration )

1. A trademark consist of any sign which capable of being represented graphically, and in particular words, including
personal names, designs, letters, numerals, sounds, the shape of a goods or of their packaging, the color combinations or
tones, provided that such signs are capable of distinguishing the goods or services of one undertaking from those of other
undertaking.

Art. 8 - Portraits of person, names and well known signs

1. Portraits of person shall not be registered as trademarks without the persons’ consent, and after their death, without the
consent of the spouse and children; if there are no such relatives or after their death, of the parents and other ancestors, and if
there are no such ancestors or after their death, of the relatives up and including the fourth degree.

2. The names of persons other than those who apply for registration may be registered as trademarks, provided that their use
is not such as to harm the reputation, creditworthiness or dignity of those who have the right to bear those names. The ltalian
Patents and Trademarks Office shall however have the right to make the registration conditional upon the consent as set forth
in paragraph 1. In any event, the registration shall not prevent persons having the right to the name to use in the business
chosen by them, if the requirements are met as set forth in Article 21(1).

3. If well known, the following may be registered or used as trademarks only by the qualified person, or with the consent of
the same, or of the persons indicated in paragraph 1: names of persons, signs used in the fields of art, literature, science,
politics or sports, the designations and abbreviations of events and those of entities and associations without economic
purposes, as well as the characteristic emblems of the same.

Art. 9 — Shape trademarks
1. Signs shall not be registered as trademarks if they consist solely of the shape dictated by the nature of the product, the
shape of the product necessary to obtain a technical result, or of the shape that gives substantial value to the product.

Art. 10 - Coats of arms

1. Coats of arms and other signs considered in existing international conventions on the subject matter, in the cases and the
conditions mentioned therein, as well as the signs containing symbols, emblems and coats of arms which are in the public
interest shall not be registered as trademarks, unless the consent of the appropriate authorities to their registration has been
given.

2.1f a trademark contains words, figures or signs with political meaning or a highly symbolic value, or containing heraldic
clements, before registration, the Italian Patents and Trademarks Office shall send the copy of the trademarks and whatever
clse may be necessary to the relevant or appropriate public agencies, to receive their opinion, in accordance with the
provisions of paragraph 4.

3.The Italian Patents and Trademarks Office may act in accordance with provisions of paragraph 2 in all cases where there is
a doubt that trademark could be contrary to the law, the public policy or accepted principles of morality.

4. If the relevant or appropriate agency, as per paragraphs 2 and 3, expresses an opinion against the registration of the
trademark, the Italian Patents and Trademarks Office shall reject the application.

Art.12 - Novelty

1.Signs shall not be registered as trademarks if as of the date of filing of the application any of the following applies:

a) (omissis);

b) (omissis);

¢) They are identical to a trademark already registered by others in the Country or having effect in the Country following an
application filed on an earlier date or having effect from an earlier date due to a right of a priority or a valid claim of
seniority for identical goods or services;

d)They are identical or similar to a trademark that has already registered by others in the Country or having effect in the
Country following an application filed on an earlier date or having effect as from an earlier date due to a right of priority or
a valid claim of seniority for goods and services that are identical or similar, if due to the identity or similarity between the
signs and the identity or similarity between the goods or services there exists a likelihood of confusion on the part of the
public, than can also consist of a likelihood of association between the two signs;[...]

e):D); 2. 3. (omissis)
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Art. 13 — Distinctive character

1.Signs lacking a distinctive character shall not be registered as trademarks. These include:

a) those consisting only of signs that have become commonly used in current language or in the common practices of the
tradce;

b) those consisting of general designations of goods or services or descriptive indications that refer to them, such as sings
that may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of
production of the good or of the rendering of the service or other characteristics of the good or service.

2. Notwithstanding paragraph 1, signs that have acquired a distinctive character prior to application for registration, due to
the use that has been made of them, may be registered as trademarks. .

3. (omissis)

4. (omissis)

Art. 14 — Lawfulness and third- party rights

1.The following shall not be registered as trademarks:

a) signs that are contrary to the law, public policy or accepted principles of public morality;

b) signs that can mislead the public,-in particular as to the geographical origin, nature or quality of the goods or services.
¢) (omissis)

Art. 135 — Board of Appeal

1.An appeal may be filed with the Board of Appeal against decisions of the Italian Patent and Trademark Office that totally
or partially rcject an application or request, refuse registration or prevent the recognition of a right, and in the other cases
provided for by this Code, within the mandatory term of 60 days from the date of receipt of the notification of the decision.
(omissis)

Art. 170 — Examination of applications

1.The examination of applications which have been found to meet the formal requirements. is aimed at determining:

a) for trademarks: if Article 11 may be applied when collective marks are involved, if the word, design or sign can be
registercd as a trademark pursuant to Articles 7, 8, 9, 10, 13, paragraph 1 and 14, paragraph 1, letters a) and b); if the
conditions indicated in Article 3 are met.

b) (omissis)

Art. 171 - Examination of the International trademarks

1.(omissis)

2. If the Italian Patent and Trademark Office deems that the trademark shall not be registered in full or in part, or if an
opposition has been filed by third parties pursuant to Article 176, the Office shall proceed pursuant to Article 5 of the
Madrid Agreement for the International Registration of Marks, Stockholm text of 14 July 1967, ratified by Law no. 424 of
28 April 1976 or the respective Protocol of 27 June 1989, ratified by Law No. 169 of 12 march 1996, to issue a provisional
refusal of the international registration and gives notice to the World Intellectual Property Organization.

3.The provisional refusal under paragraph 2 is issued within one year for international registrations based on the Madrid
Agreement for the International Registration off Marks, and within eighteen months for those based on the respective
Protocol. The terms start on the dates respectively indicated in the cited International Conventions.

4.In the casc of provisional refusal, the protection of the trademark shall be that of a trademark application filed with the
Italian Patent and Trademark Office.

5.Within the mandatory term set out by the Italian Patent and Trademark Office, the owner of an international registration,
for which a provisional refusal has been communicated to the World Intellectual Property Organization, through an attorney
appointed in accordance with Article 201, may submit his own arguments, or request a copy of the opposition paper based
on which the provisional refusal was issued. In the latter case, if the owner of the international registration requests a copy
within the required period, the Office shall send the notice to the parties as Article 178, paragraph 1, and apply the other
rules on the opposition proceeding set forth by Articles 178 et seq.

6.If within the term indicated in paragraph S. the owner of the international registration does not submit his arguments, or
does not request a copy of the opposition paper in accordance with the rules indicated above, the ltalian Patent and
Trademark Office shall issue the final refusal.

7.The Italian Patent and Trademark Office shall notify the World Intellectual Property Organization of the final decisions
relating to international trademarks designating Italy. '

Art. 201 — Representation
1.2.3.(omissis)
4. The appointment may be granted only to attorneys registered in a specific Register established for that purpose at the
Board of the Industrial Property Consultants Institute.
5. (omissis)
6.The appointment may also be granted to a lawyer admitted to the Bar.




