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OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER

INTERNATIONAL REGISTRATION NO. 1356802

STRICT DEADLINE TO RESPOND TO THIS NOTIFICATION: TO AVOID ABANDONMENT OF THE REQUEST FOR EXTENSION
OF PROTECTION OF THE INTERNATIONAL REGISTRATION, THE USPTO MUST RECEIVE A COMPLETE RESPONSE TO THIS
PROVISIONAL FULL REFUSAL NOTIFICATION WITHIN 6 MONTHS OF THE “DATE ON WHICH THE NOTIFICATION WAS SENT
TO WIPO (MAILING DATE)” LOCATED ON THE WIPO COVER LETTER ACCOMPANYING THIS NOTIFICATION.

In addition to the Mailing Date appearing on the WIPO cover letter, a holder (hereafier “applicant”) may confirm this Mailing Date using the USPTO’s
Trademark Status and Document Retrieval (TSDR) system at hitp:/isdr.uspto.gov.  To do so, enter the U.S. application serial number for this
application and then select “Documents.” The Mailing Date used to calculate the respornse deadline for this provisional full refusal is the “Create/Mail
Date” of the “IB-1rst Refusal Note.”

This is a PROVISIONAL FULL REFUSAL of the request for extension of protection of the mark in the above-referenced U.S. application. See 15
U.S.C. §1141h(c). See below in this notification (hereafter “Office action”) for details regarding the provisional full refiisal

INTRODUCTION

The referenced application has been reviewed by the assigned trademark examining attormey. Applicant must respond timely and conpletely to the
issues below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SUMMARY OF ISSUES

o Identification of Goods Amendment Required
e Nane of Living Individual Inquiry

SEARCH OF OFFICE’S DATABASE OF MARKS
The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that would
bar registration under Trademark Act Section 2(d). TMEP §704.02; see 15 U.S.C. §1052(d).

IDENTIFICATION OF GOODS AMENDMENT REQUIRED

The identification of goods contains brackets. Generally, applicants should nof use parentheses and brackets in identifications i their applications so as
to avoid confusion with the USPTO’s practice of using parentheses and brackets in regstrations to indicate goods that have been deleted from
registrations or in an affidavit of incontestability to ndicate goods not claimed. See TMEP §1402.12. The only exception is that parenthetical
mformation is permitted in identifications in an application if it serves to explamn or translate the matter immediately preceding the parenthetical phrase in
such a way that it does not affect the clarity or scope of the identification, e.g., “fried tofu pieces (abura-age).” /d.

Therefore, applicant must remove the brackets from the identification and incorporate any parenthetical or bracketed nformation into the description of
the goods.

The applicant may adopt the following identification of goods, if accurate:

Class 025: Athletic apparel, namely, shirts, pants, jackets, footwear, hats and caps, athletic uniforns; athletic sweaters; clothing, namely, bikini, blazer,



blouse, bow tie, boxer shorts, bras, cardigan, coat, dinner jacket, dress, dressinggown, gloves, hat, jacket, jeans, junpers, knickers, miniskirt,
nightdress, overcoat, pullover, pyjamas, raincoat, scarf, shirt, shorts, skirt, socks, stockings, suit, body suit; sweater, swinwear, tie, tights, tops,
tracksuits, trousers, t-shirt, underpants, vest; womren's clothing, namely; shirts, dresses, skirts, blouses; clothing for babies, toddlers and children, treated
with fire and heat retardants, namely, pajamas, jackets, shirts, pants, junpers; belts for clothing; leather coats; leather pants; leather jacket; leather
shirts; leather skirts; leather slippers; leather vests; suits of leather; trousers of leather; fur cloaks; fir coats and jackets; fir muffs; fur stoles; gloves; waist
belts; mufflers as neck scarfs; wristbands as clothing; headwear for babies, adults, chikiren, women, men; headgear, namely, hats, fashion hats;
sports caps and hats; leather hats; leather headwear; fir hats; visors being headwear; footwear; footwear for men and women; shoes; soccer shoes;
sports shoes; sandals and beach shoes; leisure shoes; leather boots; leather shoes

Applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden or expand the goods and/or services beyond
those in the original application or as acceptably amended. See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services
may not later be reinserted. See TMEP §1402.07(e). Additionally, for applications filed under Trademark Act Section 66(a), the scope of the
identification for purposes of permissible amendments is imited by the international class assigned by the International Bureau of the World Intellectual
Property Organization (International Bureau); and the classification of goods and/or services may not be changed from that assigned by the International
Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Further, in a multiple-class Section 66(a) application, classes may not be added or
goods and/or services transferred from one existing class to another. 37 C.F.R. §2.85(d); TMEP §1401.03(d).

For assistance with identifying and classifying goods in trademark applications, please see the USPTO’s online searchable {75, dccentabie
Identification of Goods and Services Munal. See TMEP §1402.04.

NAME OF LIVING INDIVIDUAL INQUIRY
Applicant must clarify whether the name PAULO DYBALA in the mark identifies a particular living individual. See 37 C.F.R. §2.61(b); TMEP §§813,
1206.03. Inthis case, the application neither specifies whether the name in the mark identifies a particular living mdividual nor includes a written consent.
See TMEP §§813.01(a)-(b), 1206.04(a), 1206.05.

To register a mark that consists of or comprises the name of a particular living individual, including a first name, pseudonym, stage name, or nickname, an
applicant must provide a written consent personally signed by the named individual. 15 U.S.C. §1052(c); TMEP §§813, 1206.04(a).

Accordingly, if the name in the mark does not identify a particular living individual, applicant must submitt a statement to that effect (e.g, “The
name shown in the mark does not identify a particular living individual.”).

However, if the name in the mark does identify a particular living individual, applicant must submit both of the following;
(1)  The following statement: “The name shown in the mark identifies a living individual whose consent to register is made of record.” If the
name i a pseudonym, stage name, or nickname, applicant must provide the following statement: “PAULO DYBALA identifies <specify
actual name>, a living individual whose consent is of record.”

(2) A wvitten consent, personally signed by the named individual, as ©ollows: “T, <specify name>, consent to the use and registration of my
name, PAULO DYBALA, as a trademark and/or service mark with the USPTO.”

For an overview of the requirements pertaining to names appearing in marks, and instructions on how to satisfy this requirement online using the

Failing to respond to this inquiry may result in a refusal to register the mark. See In re Cheezwhse.com, Inc., 85 USPQ2d 1917, 1919 (TTAB 2008);
TMEP §814.

RESPONSE GUIDELINES

Ifapplicant has questions regarding this Office action, please telephone or e-mmil the assigned trademark examining attorney.  All relevant e-mail
communications will be placed i the official application record; however, an e-mail commumication will not be accepted as a response to this Office
action and will not extend the deadline for filing a proper response. See 37 C.FR. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. Further,
although the trademark examining attorney may provide additional explanation pertaining to the requirements i this Office action, the trademark
examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02, 709.06.

WHO IS PERMITTED TO RESPOND TO THIS PROVISIONAL FULL REFUSAL: Anyresponse to this provisional refisal must be
personally signed by an individual applicant, all joint applicants, or someone with legal authority to bind a juristic applicant (e.g., a corporate officer or
general partner). 37 C.F.R. §§2.62(b), 2.193(e)(2)(i1); TMEP §712.01. Ifapplicant hires a qualified U.S. attorney to respond on his or her behalf, then
the attorney must sign the response. 37 C.F.R. §§2.193(e)(2)(1), 11.18(a); TMEP §§611.03(b), 712.01. Qualified U.S. attorneys include those m
good standing with a bar of the highest court of any U.S. state, the District of Columbia, Puerto Rico, and other U.S. commonwealths or U.S.
territories.  See 37 C.FR. §§2.17(a), 2.62(b), 11.1, 11.14(a); TMEP §§602, 712.01. Additonally, for all responses, the proper signatory must
personally sign the docurrent or personally enter his or her electronic signature on the electronic filing. See 37 C.F.R. §2.193(a); TMEP §§611.01(b),
611.02. The name of the signatory must also be printed or typed immediately below or adjacent to the signature, or identified elsewhere in the filing. 37
C.F.R §2.193(d); TMEP §611.01(b).

In general, foreign attorneys are not permitted to represent applicants before the USPTO (e.g, file written communications, authorize an amendment to
an application, or submit legal arguments in response to a requirement or refusal). See 37 C.F.R. §11.14(c), (e); TMEP §§602.03-.03(b), 608.01.



DESIGNATION OF DOMESTIC REPRESENTATIVE: The USPTO encourages applicants who do not reside in the United States to designate
a domestic representative upon whom any notice or process may be served. TMEP §610; see 15 U.S.C. §§1051(e), 1141h(d); 37 C.EFR. §2.24(2)
(1)-(2). Such designations may be filed online at bty www uspto. govinadomarke/teas/comrespondence jsp.

/Collier L. Johnson 11/
Examining Attorney

Law Office 123
571-270-0878
collier.johnson@uspto. gov

TO RESPOND TO THIS LETTER: Go to stny/wevsspio.endtndenaris tess/response_fmyjsp.  Please wait 48-72 hours from the issue/mailing
date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. For technical
assistance with online forms, e-mail THAS(@uspto.gov. For questions about the Office action itself, please contact the assigned trademark examining
attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-
mail.

All informal e-mail communications relevant to this application will be placed in the official application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an applicant
(i.e., a corporate officer, a general partner, all jomnt applicants). Ifan applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official notices,
check the status of the application every three to four months using the Trademark Status and Docurrent Retrieval (TSDR) system at
hitp/isdraspto.soy. Please keep a copy of the TSDR status screen. Ifthe status shows no change for more than six months, contact the Trademark

bitpdenyveasntoseviradenarke/procsss/siatus’.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at hite// wweuspdo. goviradenarkeisas'oomespondence. isp.




