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NOTIFICATION OF PROVISIONAL REFUSAL
According to Madrid protocol, Rule 17(1)

L Date of the notification of provisional refusal: 05/11/2017

IL International Registration Number: 1313041

III. ~ Name of the holder: Xiaomi Singapore Pte. Ltd.

IV. X Provisional refusal based on an ex officio examination
] Provisional refusal based on an opposition

V. X Provisional refusal for all the classes
] Provisional refusal for some of the classes:

VI.  The application does not conform to the requirements of the Isracli trademarks law under

article/s: 11(9) and 29 (see text under XV).

VII. Grounds for refusal:

The mark resembles in a way liable to create confusion with a prior mark no.
259706 for similar or identical goods or services.

According to article 11(9) of the trademark ordinance - see details under IX

The mark is refused due to the likelihood of confusion with a rival
identical/similar mark: 295938 with respect to the same goods/services.
A similar notice of refusal has been sent to the owner of the rival mark.

According to article 29 of the trademark ordinance - see details under X
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If the applicant does not respond within the time limit (3 months of the issue date) :
The international registration shall be considered abandoned in Israel.

The goods/services protected in class/es - won't include the items indicated in this
office action.
Class/es - will be omitted from the application.

The mark shall be accepted according to the stipulations stated above.

(ii)

(iii)

(iv)

)

Information relating to an earlier registered mark/s :

Filing date and number, and, if any, priority date:
28/11/2012, 259706; 28/05/2012

Registration date and number (if available):
11/10/2015

Name and address of the owner:
XIAOMI INC., Floor 13, Phase II,Rainbow City of China Resources, No.68, Qinghe
Middle Street, Haidian District, Beijing, People's Republic of China;

Reproduction of the mark:
T e

List of all or relevant classes:

9: Recorded computer software; monitors; mouse; printers, for use with computers;
central processing units (CPU's); data processing equipment namely readers;
scanners; downloadable mobile phone ringtones; downloadable music files;
downloadable image files; universal serial bus (USB) flash disks; counters;
photographic, leetrostatic and thermic photocopiers; scales; portable telephones;
global positioning system (GPS) apparatus; cell phone straps; loudspeakers; compact
disc; camcorders; headset; portable media player; cameras; stereoscopes; telescopes;
semi-conductors; wafers; integrated circuits; integrated circuit chips; electric theft
prevention installations; battery chargers; chargers for electric batteries; galvanic
cells; portable computer; animated cartoons.

35: Public relations; economic forecasting; business management of hotels; price
comparison services; rental of vending machines; shorthand; compilation of
statistics; telephone answering for unavailable subscribers; on-line advertising on a
computer network; marketing; business investigations; organization of exhibitions for
commercial or advertising purposes; business information; organization of trade fairs
for commercial or advertising purposes; commercial administration of the licensing
of the goods and services of others; outsourcing services; commercial information
and advice for consumers; advertising; dissemination of advertising matter; rental of
advertising space.

38: Radio broadcasting; digital files transmission; communications by fiber optic
networks; digital greeting cards transmission; communications by telephone;
clectronic mail; rental telephone apparatus; rental of message sending apparatus;
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providing telecommunication channels for teleshopping services; computer aided
transmission of messages and images; information about telecommunication; satellite
transmission.

42: Graphic arts designing; cloud, seeding; digitization of documents [scanning];
computer remote monitoring system; consultancy in the field of energysaving;
computer rental; computer programming; rental of computer software; technical
research; industrial design; packaging design services; technical project studies;
computer software design; updating of computer software; consultancy in the field of
computer hardware; dress designing; industrial design, namely styling; recovery of
computer data; research and development for others; maintenance of computer
software; computer systems analysis; computer system design; duplication of
computer programs; conversion of data or documents from physical to electronic
media; creating and maintaining web sites for others; hosting computer sites [web
sites];installation of computer software; providing search engines for the Internet;
data conversion of computer programs and data, not physical, conversion; computer
software consultancy rental of web servers; computer virus protection services.

X.  Information relating to the identical or similar trade mark application/s :

®

(ii)

(iii)

(iv)

)

Filing date and number, and, if any, priority date:
16/06/2016, 295938

Registration date and number (if available):
Name and address of the owner:

Xiaomi Inc., Floor 13, Rainbow City Shopping, Mall II of China Resources,No. 68,
Qinghe Middle S, 100085 Beijing, Haidian District, People's Republic of China;

Reproduc_tion of the mark: .

List of all or relevant classes:

12: Strollers; repair outfits for inner tubes; wheelchairs; trolleys; adhesive rubber
patches for repairing inner tubes; pumps for bicycle tires; bicycles.

14: Jewelry boxes; bracelets [jewellery, jewelry (am.)]; brooches [jewellery, jewelry
(am.)]; paste jewellery [costume jewelry (am.)]; chains [jewellery, jewelry (am.)];
charms [jewellery, jewelry (am.)]; necklaces [jewellery, jewelry (am.)]; tie clips;
coins; key rings [trinkets or fobs]; badges of precious metal; tie pins; pins [jewellery,
jewelry (am.)]; earrings; hat ornaments of precious metal; rings [jewellery, jewelry
(am.)]; ornaments [jewellery, jewelry (am.)]; medals; clocks; wristwatches;
stopwatches; boxes for timepieces; watch cases [parts of watches]; watches; clocks
and watches, electric; watch chains; watch bands; precious metals, unwrought or
semi-wrought; ingots of precious metals; iridium; gold, unwrought or beaten;
osmium; palladium; platinum [metal]; rhodium; alloys of precious metal; silver,
unwrought or beaten; spun silver [silver wire]; silver thread [jewellery, jewelry
{am.)]; shoe ornaments of precious metal; amulets [jewellery, jewelry (am.)];
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cloisonné jewellery [jewelry (am.)]; chronoscopes; alarm clocks; silver jewellery; cap
jewelry; timer (watch); clock and watch box (gift); clockworks; clock boxes.

16: Mats for beer glasses; pamphlets; booklets; manuals [handbooks]; bookmarkers;
printed matter; scrapbook albums; envelopes [stationery]; postcards; flags' of paper;
albums; calendars; periodicals; posters; printed publications; prospectuses; atlases;
books; pictures; lithographic works of art; bags [envelopes, pouches] of paper or
plastics, for packaging; boxes of cardboard or paper; pencil sharpening machines,
clectric or non-electric; stationery; paper-clips; office requisites, except furniture;
files [office requisites]; folders for papers; writing cases [stationery]; document files
[stationery]; bookends; staples for offices; money clips; stamps [seals]; pencils; steel
pens; gummed tape [stationery]; adhesive tape dispensers [office requisites]; paper;
carbon paper; placards of paper or cardboard; ink; drawing instruments; painters'
casels; typewriters, electric or non-electric; teaching materials [except apparatus];
modelling materials; rosaries; note books; almanacs; comic books; paper knives
[cutters] [office requisites]; adhesive tapes for stationery or household purposes;
compasses for drawing; toilet paper; towels of paper; greeting cards; cards; table
coasters of paper; notebook or drawing book; tear-off calendars; hand pressure
stapler (office equipment); pad.

20: Stands for calculating machines; baskets, not of metal; picture frames;
photograph frames; wind chimes [decoration]; works of art of wood, wax, plaster or
plastic; busts of wood, wax, plaster or plastic; pillows; bolsters; tool handles, not of
metal; plaited straw, except matting; nameplates, not of metal; decorations of plastic
for foodstuffs; kennels for household pets; identification bracelets, not of metal;
funerary urns; hooks, not of metal, for clothes rails; curtain hooks; door handles, not
of metal; furniture; counters [tables]; divans; cradles; mirrors [looking glasses];
stuffed animals; mannequins; pet cushions; cushions; sleeping bags for camping;
chests for toy; pillow cushion.

21: Bowls [basins]; basins [bowls]; blenders, non-electric, for household purposes;
utensils for household purposes; lunch boxes; chopsticks; kitchen utensils; containers
for household or kitchen use; pitchers; jugs; candy boxes; urns; tableware, other than
knives, forks and spoons; cups; dishes; pots; fruit cups; bottles; glass bulbs
[receptacles]; boxes of glass; ceramics for household purposes; porcelain ware;
pottery; liqueur sets; tea services [tableware]; tea caddies; drinking glasses; coffee
services [tableware]; teapots; candelabra [candlesticks]; clothes drying racks; vases;
combs; cosmetic utensils; works of art of porcelain, ceramic, earthenware or glass;
toothbrushes; toothpick holders; cleaning instruments, hand- operated; polishing
apparatus and machines, for household purposes, non-electric; crystal [glassware];
half-produced glass tubes; birdcages; indoor aquaria; insect traps; glasses
[receptacles]; pepper pots; waste paper baskets; window-boxes; dustbins;
toothbrushes, electric; toothpicks; make-up removing appliances; gloves for
household purposes.

25: Sleep masks; wedding dresses; chasubles; sashes for wear; wimples; shower
caps; money belts [clothing]; girdles; maniples.

28: Apparatus for games; jigsaw puzzles; dolls; play balloons; toys; games; mobiles
[toys]; plush toys; playing cards; board games; skateboards; protective paddings
[parts of sports suits]; body- building apparatus; archery implements; swimming
pools [play articles]; ornaments for Christmas trees, except illumination articles and
confectionery; scratch cards for playing lottery games; fishing tackle; camouflage
screens [sports articles]; portable games with liquid crystal displays; radio-controlled
toy vehicles; mah-jong; chess games; rackets; roller skates; shin guards [sports
articles]; lines for fishing; living room game toys; board games; poker; protective pad
{complete set of sportswear components); sports racket; plastic race track; sweat




absorption band for racket; swimming belts; cheering squad toys.

36: Financial management; financial information; financial evaluation [insurance,
banking, real estate]; financial consultancy; business liquidation services, financial;
repair costs evaluation [financial appraisal]; banking; investment of funds; insurance
consultancy; insurance information; insurance services; financial analysis; financing
services; lease-purchase financing; stock exchange quotations; capital investment;
rent collection; home banking; exchanging money; electronic funds transfer; real
estate management; brokerage; surety services; trusteeship; deposits of valuables; art
appraisal; stamp appraisal; numismatic appraisal; jewellery [jewelry (am.)] appraisal;
antique appraisal; real estate brokerage; charitable fund raising; pawnbrokerage;
lending against security; processing of credit card payments; health insurance;
savings bank; credit card services.

37: Repair information; repair and maintenance of computer; electric appliance
installation and repair; interference suppression in electrical apparatus; installation,
maintenance and repair of computer hardware; photographic apparatus repair;
rustproofing; telephone installation and repair; elevator installation and repair;
installation and maintenance of entertainment or sports apparatus; burglar alarm
installation and repair; shoe repair; knife sharpening; pump repair; umbrella repair;
parasol repair; artificial snow-making services; restoration of works of art; restoration
of musical instruments; swimming-pool maintenance; repair of hand tools;
maintenance of jewelry ornaments; fire alarm installation and repair; installation and
repair of electrical equipment; cellphone repairs; mobile terminal maintenance;
construction; mining extraction; upholstery repair; heating equipment installation and
repair; motor vehicle maintenance and repair; airplane maintenance and repait;
shipbuilding; clock and watch repair; safe maintenance and repair; retreading of tires
[tyres]; furniture installation and repair; fur care, cleaning and repair; disinfecting.

XI.

Time limit for requesting review or appeal begins: 05/11/2017.

Time limit for requesting review or appeal end: 05/02/2018.

XIIL.

Authority to which such request for review or appeal should be made:

Israeli Patent Office, Trademarks Department

1 Agudat Sport Hapoel St., Technological Garden, Building No. 5,
Jerusalem, 9695101, Israel

Phone: 972-2-5651627, Fax: 972-2-6467026

E-mail: trademarks @justice.gov.il

XIIIL

Indications concerning the appointment of a representative:

In order to file a request for review or appeal, you will need to appoint a representative
domiciled in Israel.

XIV. Signature:
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Merav Levy, Trademarks examiner
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XV.  Corresponding essential provisions of the applicable law:

In this Ordinance -“Trademark” — means a mark used, or intended to be used, by a person in relation

to goods he manufactures or deals in;

(a) No mark is eligible for registration as a trademark unless it is adapted to distinguish the goods of
the proprietor of the mark from those of other persons (a mark so adapted being hereinafter referred

to as a “distinctive mark”™).

(b) In determining whether a trademark is distinctive, the Registrar or the Court may, in the case of
a trademark in actual use, take into consideration the extent to which such use has rendered such
trademark in fact distinctive for goods in respect of which it is registered or intended to be

registered.

A trademark may be limited in whole or in part to one or more specified colors, and in such a case
the fact that it is so limited shall be taken into consideration by the Registrar or Court having to
decide as to the distinctive character of such trademark. If and so far as a trademark is registered

without limitation of color, it shall be deemed to be registered for all colors.
(a) A trademark must be registered in respect of particular goods or classes of goods.

(b) Any question as to the class within which any goods fall shall be determined by the Registrar,

whose decision shall be final.
The following marks are not eligible for registration:

(1) A mark referring to some connection with the President of the State or his household or to

presidential patronage or a mark from which any such connection or patronage might be inferred;

(2) Flags and emblems of the State or its institutions, flags and emblems of foreign states or

international organizations, and any mark resembling any of these;

(3) Public armorial bearings, official signs or seals used by any State to indicate control or warranty,
and any sign resembling any of these and any sign from which it might be inferred that its proprietor
enjoys the patronage of or supplies goods or renders services to a head of State or a Government,

unless it is proved to the Registrar that the proprietor of the mark is entitled to use it;

2 G

(4) Marks in which the following words appear — “patent”, “patented”, “by royal letters patent”,

» 2 G

“registered”, “registered design”, “copyright”, “to counterfeit this is forgery” or words to like effect;
(5) Marks which are or may be injurious to public policy or morality;

(6) Marks likely to deceive the public, marks which contain false indications of origin and marks

which encourage unfair trade competition;

(6A) A mark containing a geographical marking in relation to goods that do not originate in the
geographical area indicated, or a geographical marking that could be misleading in relation to the

genuine geographical area of the origin of the goods;

(6B) A mark containing a geographical marking that is verbally correct but contains a false

representation to the effect that the goods originate in another geographical area;
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(7) Marks identical with or similar to emblems of exclusively religious significance;

(8) A mark on which the representation of a person appears, unless the consent of such person has
been obtained; in the case of the representation of a deceased person, the Registrar shall request the

consent of his survivors unless, in his opinion, reasonable grounds exist for not doing so;

(9) A mark identical with one belonging to a different proprietor, which is already on the register in
respect of the same goods or description of goods, or so nearly resembling such a mark as to be

calculated to deceive;

(10) A mark consisting of numerals, letters or words which are in common use in trade, to
distinguish or describe goods or classes of goods or which bear direct reference to their character

and quality, unless the marks have a distinctive character within the meaning of Section 8(b) or 9;

(11) A mark whose ordinary signification is geographical or a surname, unless represented in a

special manner or unless having a distinctive character within the meaning of Section 8(b) or 9;

(12) A mark that identifies wine or an alcoholic drink containing a geographical signification, if the

origin of the wine or alcoholic drink is not in that same geographical area;

(13) A mark that is identical to or resembles so as to deceive, a well known mark even if it is not a
registered trademark, in relation to goods in respect of which the mark is well known or in respect

of goods of the same description;

(14) A mark that is identical to or resembles a well known trademark that is a registered trademark,
and this even if it is in respect of goods that are not of the same description, if the mark whose
registration is being requested could indicate a connection between the goods in respect of which
the mark is required and the proprietor of the registered mark, and the proprietor of the mark is

liable to be adversely affected as a result of the use of the requested mark.

The Registrar may refuse an application for registration of a trademark identical or resembling the
name or business name of another person, or containing a name identical or resembling as aforesaid,

if the mark is likely to deceive the public or to cause unfair competition.

Where a mark also contains a name or description of any goods, the Registrar may refuse to register
it in respect of other goods; but he may so register it if in actual use the mark varies according to the

goods for which it is used, and the applicant adds a note to such effect on his application.

(a) The Registrar may register a certification mark if he is satisfied that the proprietor of the mark is

competent to certify the characteristics to be designated by the mark.

(b) A certification mark is capable of registration even if it lacks distinctiveness as required by

Section 8(a).
(c) A certification mark may only be transferred with the permission of the Registrar.

(a) The Registrar may register a collective mark if he is satisfied that it is intended for use by the
members of the body of persons concerned and that such body has control over the use of the mark

by its members.

(b) For all purposes of this Ordinance, the use of a collective mark by a member of the body shall be

deemed to be the use thereof by such body, whether or not the body itself uses or intends to use it.
(c) A collective mark may only be transferred with the permission of the Registrar.

(a) Notwithstanding the provisions of Section 8-11, the Registrar shall not refuse to register a

trademark that is registered as a trademark in its country of origin unless any of the following apply
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Registration of the mark in Israel will infringe rights acquired in Israel by another person;

The mark lacks any dimension that gives it a distinctive characteristic; a trade mark will not be
disqualified for registration if it is distinct from the trademark registered in its country of origin in
respect of details that do not alter its distinctive characteristic and do not adversely affect the
identification of the registered mark in its country of origin.

The mark consists exclusively of signs or indications which may serve in trade to designate the
kind, quality, quantity place of origin, intended purpose, time of production or value of the goods;
The mark is customary in current language or bona fide and established trade practices in Israel;
The mark is contrary to public policy or to normality;

The mark is likely to deceive the public.

(b) “Country of origin”, in relation to a trademark whose registration is requested under this Section
— means a Member State in which the Applicant has an effective or serious industrial or commercial
establishment, and if he has no such establishment within the territory of such State — a Member

State in which he is domiciled, and if he does not have a domicile within the territory of such State —

the Member State of which he is a national.

(c) Where the Registrar accepts for registration a mark which would not have been registered but for
the provisions of subsection (a), such fact shall be indicated in the publication of the application and

in the Register.

Any person claiming to be the proprietor of a trademark being used by or intended to be used by
him and who wishes to register it, shall submit an application to that effect to the Registrar in the

prescribed manner

(a) A person who has submitted an application as stated in Section 17(a) in respect of several classes
of goods, may, as long as no trade mark in the subject matter of the application has been registered

under Section 26, apply to the Registrar for a division of the

application into separate applications, according to classes of the goods, in the prescribed manner (
referred to in this section as — an application for division); the Registrar having decided on such a
division, that date of each of the applications that have been so separated shall be the date on which

the original application was submitted.

(b) Where an application for division has been submitted, after publication of receipt of the original
application under Section 23, any objection submitted under Section 24 to registration of the
trademark that is the subject of the original application shall be deemed to have been submitted in

respect of each of the separated applications in so far as the objection relates to it.

(a) Subject to the provisions of this ordinance the Registrar may refuse an application or accept it as
it is or subject to conditions, amendments or modifications, or subject to such limitations as he

deems it proper to impose as to mode or place of use or otherwise.

(b) In relation to an application for registration of a trademark in respect of a number of classes of
goods, the Registrar may require its division into several applications, and the date of submission of
each of the applications so separated shall be the date of submission of the application that was

divided.

Where the Registrar has refused an application his decision shall be subject to an appeal to the

District Court, and the Registrar shall be the Respondent in such an appeal.

(a) If a trademark contains matter common to the trade or otherwise of a non-distinctive character

and it appears to the Registrar that the proprietor of the mark is not entitled to the exclusive use of
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24.

29.
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34.

such matter or part thereof, he may, in deciding whether such trademark shall be entered or shall
remain on the Register, as a condition there of require that the proprietor disclaim any right to the
exclusive use of such matter or make other such disclaimer as he may deem necessary in order to

define his rights under the registration.

(b) A disclaimer under this Section shall not affect any rights of the proprietor of the trademark

except such as arise out of the registration of the mark.

(a) Any person may within three months, from the date of the advertisement file with the Registrar a
notice of objection to registration of the trademark.

(al) The following are the grounds for objection to registration of a trademark:

(1) There is due cause and by virtue thereof the Registrar is empowered under the provisions of this
ordinance to refuse the application for registration;

(2) The objector claims to be the proprietor of the mark.

(b) The aforesaid notice shall be given in the prescribed manner and shall set out therein details of

the grounds of the objection.
(c) The Registrar shall send a copy of the notice to the applicant.

(d) The applicant shall send to the Registrar, in the prescribed manner and within the prescribed
time, a counterstatement to the objection, setting forth the grounds on which he relies for his

application.

(e) If the applicant does not send a counterstatement as aforesaid he shall be deemed to have

abandoned his application.

() If the applicant sends a counterstatement, the Registrar shall furnish a copy thereof to the person
who has notice of objection and shall, after hearing the parties, if so required, consider the evidence

and shall decide whether to allow the registration and if so on what conditions.

(a) Where separate applications are made by different persons to be registered as proprietors of
identical trademarks or those that are similar so as to deceive, in respect of the same goods or
description of goods, and the special application was submitted as the previous application was
accepted, the Registrar may refrain from accepting any of the applications until their rights are
determined by agreement between them approved by the Registrar, and in the absence of such
agreement or approval the Registrar shall decide, for reasons that shall be recorded as to which

application shall continue to be processed in accordance with this ordinance.

(b) An appeal shall lie against the Registrat’s decision under subsection (a), to a District Court
within 30 days from the date of the Registrar’s decision.

(c) The appellant shall deliver to the Registrar notice of filing of an appeal under subsection (b)
within 30 days of the date of its filing.

(d) In an appeal under subsection (b) the Court shall if so required, hear the Registrar.

A denomination of a variety shall not be registered in the Register of Rights if - in respect of
agricultural crops of the same species - an identical denomination or an identical or similar
description under the Trade Marks Ordinance (New Version) 5732-1972 is still registered, and no
denomination shall be registered under the said Ordinance in respect of aforesaid crops, if - at any

time - an identical or similar denomination of a variety was registered in the Register of Rights.

Where a trademark has been removed from the register for nonpayment of the fee for renewal, such

trademark shall, never the less, for the purpose any application for registration for a period of one
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year after such removal be deemed to be a registered trademark.

(a) Within 18 months of the date on which an Israel—designated application was sent to the
Registrar, he shall send notice of each of the following to the International Bureau, pursuant to the
provisions of this chapter:

(1) A decision that the trademark is not eligible for registration or 30 that an application can only be
accepted on conditions, with amendments , modifications or limitations, under the provisions

of Section 18;

(2) Filing of objections to registration of the trademark, or the existence of a possibility of

submitting objections as aforesaid even after the said period of 18 months.
Persons must not -

(1)use the terms Standard, Standard and norm, or words close to them, in any of their declensions
(hereafter: protected terms) to describe a specification or technical rules for which no Standard or

Official Standard was proclaimed ;

(2)use any of the protected terms as a name for their business or for the activities of their business,
without a permit from the Minister of Industry and Trade; this provision shall not apply to a person

who made aforesaid use before this Law came into effect .

(3)describe any commodity - in writing, orally or in any other way whatsoever - in a manner liable
to create the impression that a permit to mark it with a Standard mark or with a supervision mark

was issued, unless he learned that such a permit actually was issued ;

(4ymark a commodity in a manner liable to create the impression that it conforms to a Standard or

to an Official Standard, otherwise than by marking it lawfully with a Standard mark ;

(5) describe or mark any commodity in a manner liable to create the impression that the Institution

supervises its production, if the Institution does not supervise its production

Notwithstanding the provisions of the Merchandise Marks Ordinance 1938, after a Standard mark or
a supervision mark has been determined, no merchandise mark shall be registered that is similar to
that Standard mark or supervision mark, or is liable to create the impression that its owner was
given a permit to use that Standard mark or supervision mark; after this Law comes into effect, a
merchandise mark that includes one of the protected terms shall be registered only by permit from

the Minister of Industry and Trade.

The improper use of a registered appellation of origin is an infringement of the right to an
appellation of origin even if the true origin of the goods is indicated beside the appellation of origin
and even if the appellation appears in translation or accompanied by expressions such as “kind”,

“type”, “class”, “imitation” or the like.




