Government of India
TRADE MARKS REGISTRY
Boudhik Sampada Bhavan, S.M. Road, Antop Hill,
Mumbai-400 037, India.

NOTIFICATION OF PROVISIONAL REFUSAL OF PROTECTION OF AN INTERNATIONAL REGISTRATION DESIGNATING INDIA

Rule 17(1) of the Common Regulations

Office making the notification: | TRADE MARKS REGISTRY, GOVERNMENT OF INDIA

Number of the international registration: 1273344
(Reference IRDI No allotted to this international registration by the TMR India)... 3248348

Name of the holder (or other information enabling the identity of the international registration to be confirmed):
SKYWORTH GROUP CO., LTD.

Provisional refusal based on an opposition
The following person(s) have filed opposition to protection of the trademark in India-
1. SKY INTERNATIONAL AG, Stockerhof, Dreikonigstrasse 31 A CH-8002 Ziirich, Switzerland,

2. Sky International AG, Stockerhof, Dreikdnigstrasse 31 A CH-8002 Ziirich, Switzerland
3. Sky International AG, Stockerhof, Dreikdnigstrasse 31 A CH-8002 Ziirich, Switzerland

Provisional refusal for all the goods and/or services

\'/8

Grounds for refusal [(where applicable, see item VII)]:

The Grounds are mentioned as per the Notice(es) of Opposition attached herewith

Vil

Information relating to an earlier mark

As mentioned in Notice(es) of Opposition attached herewith, if any.

VIl

Corresponding essential provisions of the applicable law [(see text under XII)]:

Section 21 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
Sections 9, 11, 12, 13, 14 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56

Information relating to subsequent procedure:

(i) If the holder of the International Registration wants to protect his trademark in India he/she, on receipt of the
Provisional Refusal based on Opposition must submit a Counter Statement on form TM-6/TM-O through a
registered trademark agent/advocate having address in India. The said Counter Statement must be submitted
along with the scanned copy of the Statement of Case signed by the holder and the Power of Attorney in
favor of the agent/attorney.

(ii) |Time limit for response or for a request to file Counter Statement against the provisional refusal: Two month
from the date of receipt of provisional refusal by the holder of international registration.

(iii) |Authority to which such request for review or appeal should be made: The response to the provisional refusal
in the form of the Counter Statement must be submitted before the Registrar of Trade Marks, International
Registration Division, Trade Marks Registry, Mumbai. The Counter Statement including the scanned copy of
the Statement of Case and the Power of Attorney must be submitted online through the gateway
comprehensive e-filing services for trademarks.

(iv) |Indications concerning the appointment of a representative: The response to the provisional refusal must be
submitted through an Indian agent or a representative. The said agent may be a trademark agent registered
with the Indian Trade Marks Registry office or an Advocate within the meaning of Indian Advocates Act, 1961.
Such agent/attorney must be engaged by the holder through a Power of Attorney on form TM-48 executed in
the favor of the said trademark agent/advocate.

Date of the notification of provisional refusal:
17/01/2018

(Tel): 022-24134555
(Email): madrid.tmr@nic.in

1A
g&& sﬁ\\g (website): www.ipindia.nic.in




Xl

Signature or official seal of the Office making the notification:
FOR REGISTRAR OF TRADEMARK

R.A.TIWARI

Designation: DEPUTY REGISTRAR

Mumbai
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Corresponding essential provisions of the applicable law:

Trade Marks Act, 1999

Section 9: Absolute grounds for refusal of registration

(1) The trade marks -

(a) which are devoid of any distinctive character, that is to say, not capable of distinguishing the goods or services of one
person from those of another person;

{b) which consist exclusively of marks or indications which may serve in trade to designate the kind, quality, quantity,
intended purpose, values, geographical origin or the time of production of the goods or rendering of the service or other
characteristics of the goods or service;

(c) which consist exclusively of marks or indications which have become customary in the current language or in the bona
fide and established practices of the trade,

shall not be registered:

PROVIDED that a trade mark shall not be refused registration if before the date of application for registration it has
acquired a distinctive character as a result of the use made of it or is a well-known trade mark.

(2) A mark shall not be registered as a trade mark if -

(a) it is of such nature as to deceive the public or cause confusion;

(b) it contains or comprises of any matter likely to hurt the religious susceptibilities of any class or section of the citizens
of India;

(c) it comprises or contains scandalous or obscene matter;

(d) its use is prohibited under the Emblems and Names (Prevention of Improper Use) Act, 1950.

(3) A mark shall not be registered as a trade mark if it consists exclusively of -

(a) the shape of goods which results from the nature of the goods themselves; or
(b) the shape of goods which is nhecessary to obtain a technical result; or

(c) the shape which gives substantial value to the goods.

Section 11: Relative grounds for refusal of registration

(1)Save as provided in section 12, a trade mark shall not be registered if, because of -

(a) its identity with an earlier trade mark and similarity of goods or services covered by the trade mark; or

(b) its similarity to an earlier trade mark and the identity or similarity of the goods or services covered by the trade mark,
there exists a likelihood of confusion on the part of the public, which includes the likelihood of association with the earlier
trade mark.

Section 12: Registration in the case of honest concurrent use, etc.

In the case of honest concurrent use or of other special circumstances which in the opinion of the Registrar, make it
proper so to do, he may permit the registration by more than one proprietor of the trade marks which are identical or
similar (whether any such trade mark is already registered or not) in respect of the same or similar goods or services,
subject to such conditions and limitations, if any, as the Registrar may think fit to impose.

Section 13: Prohibition of registration of names of chemical elements or international non-proprietary names

No word -

(a) which is the commonly used and accepted name of any single chemical element or any single chemical compound (as
distinguished from a mixture) in respect of a chemical substance or preparation, or

(b) which is declared by the World Health Organisation and notified in the prescribed manner by the Registrar from time to
time, as an international non-proprietary name or which is deceptively similar to such name,

shall be registered as a trade mark and any such registration shall be deemed for the purpose of section 57 to be an entry
made in the register without sufficient cause or an entry wrongly remaining on the register, as the circumstances may
require.

Section 14: Use of names and representations of living persons or persons recently dead

Where an application is made for the registration of a trade mark which falsely suggests a connection with any living
person, or a person whose death took place within twenty years prior to the date of application for registration of the trade
mark, the Registrar may, before he proceeds with the application, require the applicant to furnish him with the consent in
writing of such living person or, as the case may be, of the legal representative of the deceased person to the connection
appearing on the trade mark, and may refuse to proceed with the application unless the applicant furnishes the registrar
with such consent.\

Section 16: Registration of trade, marks as associated trade marks

(1) Where a trade mark which is registered, or is the subject of an application for registration, in respect of any goods or
services is identical with another trade mark which is registered, or is the subject of an application for registration, in the
name of the same proprietor in respect of the same goods or description of goods or same services or description of
services or so nearly resembles it as to be likely to deceive or cause confusion if used by a person other than the
proprietor, the Registrar may, at any time, require that the trade marks shall be entered on the register as associated trade




marks.

(2) Where there is an identity or near resemblance of marks that are registered, or are the subject of applications for
registration in the name of the same proprietor, in respect of goods and in respect of services which are associated with
those goods or goods of that description and with those services or services of that description, sub-section (1) shall
apply as it applies as where there is an identity or near resemblance of marks that are registered, or are the subject of
applications for registration, in the name of the same proprietor in respect of the same goods or description of goods or
same services or description of services.

(3) Where a trade mark and any part thereof are, in accordance with the provisions of sub-section (1) of section 15,
registered as separate trade marks in the name of the same proprietor, they shall be deemed to be, and shall be registered
as, associated trade marks.

(4) All trade marks registered in accordance with the provisions of sub-section (3) of section 15 as a series in one
registration shall be deemed to be, and shall be registered as, associated trade marks.

{5) On application made in the prescribed manner by the registered proprietor of two or more trade marks registered as
associated trade marks, the Registrar may dissolve the association as respects any of them if he is satisfied that there
would be no likelihood of deception or confusion being caused if that trade mark were used by any other person in relation
to any of the goods or services or both in respect of which it is registered, and may amend the register accordingly.

Section 17: Effect of registration of parts of a mark

(1) When a trade mark consists of several matters, its registration shall confer on the proprietor exclusive right to the use
of the trade mark taken as a whole.

(2) Notwithstanding anything contained in sub-section (1), when a trademark-

(a) contains any part -

(i) which is not the subject of a separate application by the proprietor for registration as a trade mark; or

(if) which is not separately registered by the proprietor as a trade mark; or

(b) contains any matter which is common to the trade or is otherwise of a non-distinctive character,

the registration thereof shall not confer any exclusive right in the matter forming only a part of the whole of the trade mark
SO registered.

Section 44: Assignability and transmissibility or associated trade marks

Associated trade marks shall be assignable and transmissible only as a whole and not separately, but, subject to the
provisions of this Act, they shall, for all other purposes, be deemed to have been registered as separate trade marks.

Section 131: Extension of time

(1)If the Registrar is satisfied, on application made to him in the prescribed manner and accompanied by the prescribed
fee, that there is sufficient cause for extending the time for doing any act (not being a time expressly provided in this Act),
whether the time so specified has expired or not, he may, subject to such conditions as he may think fit to impose, extend
the time and inform the parties accordingly.

(2)Nothing in sub-section (1) shall be deemed to require the Registrar to hear the parties before disposing of an application
for extension of time, and no appeal shall lie from any order of the Registrar under this section.

Section 145: Agents

Where, by or under this Act, any act, other than the making of an affidavit, is required to be done before the Registrar by
any person, the act may, subject to the rules made in this behalf, be done instead of by that person himself, by a person
duly authorised in the prescribed manner, who is-

(a)a legal practitioner, or

(b)a person registered in the prescribed manner as a trade marks agent, or

(c)a person in the sole and regular employment of the principal.

Trade Marks Rules, 2002

Rule 21: Agency. —

(1)The authorisation of an agent for the purpose of section 145 shall be executed on Form TM-48

Rule 22: Classification of goods and service - (1) Classification of goods and service for the purpose of registration of
trade mark, the goods and services shall be classified as per current addition of the "International Classification of goods
and services (NICE classification)" published by the World Intellectual Property Organisation (WIPO).

Rule 25 (15): In the case of an application for registration in respect of all the goods or services included in a class or of a
large variety of goods or services in a class, the Registrar may refuse to accept the application unless he is satisfied that
the specification is justified by the use of the mark which the applicant has made or intends to make if and when it is
registered;




Rule 25 (3): Where the application contains a statement to the effect that the trade mark is a three dimensional mark, the
reproduction of the mark shall consist of a two dimensional graphic or photographic reproduction as follows, namely:-

(i) The reproduction furnished shall consist of three different view of the trade mark;

(if) Where, however, the Registrar considers that the reproduction of the mark furnished by the applicants does not
sufficiently show the particulars of the three dimensional mark, he may call upon the applicant to furnish within two
months up to five further different views of the mark and a description by words of the mark;

(iii) Where the Registrar considers the different views and/or description of the mark referred to in clause (ii) still do not
sufficiently show the particulars of the three dimensional mark, he may call upon the applicant to furnish a specimen of
the trade mark.

Rule 105: Extension of time. -

(1) An application for extension of time under section 131 (not being a time expressly provided in the Act or prescribed by
rule 79 or by sub-rule (4) of rule 80 or a time for the extension of which provision is made in the rules) shall be made on
Form TM-56.

(2) Upon an application made under sub-rule (1) the Registrar, if satisfied that the circumstances are such as to justify the
extension of the time applied for, may, subject to the provisions of the rules where a maximum time limit is prescribed and
subject to such conditions as he may think fit to impose, extend the time and notify the parties accordingly and the
extension may be granted though the time for doing the act or taking the proceeding for which it is applied for has already
expired.

*** end of the report ***




Receipt No.: 1854162
Date: 16/01/2018
Amount: Rs.2700/-

Ref No: A-3248348 Form
MNo: 916631

FORM TM-O
THE TRADE MARKS ACT, 1999
Notice of Opposition / Application for Rectification of the Register by cancelling or varying
registration of a trade mark / Counter statement / Request to refuse or invalidate a trade
mark under Section 25(a),(b) of Geographical Indication of Goods (Regulation and
Protection)
under the Trade Marks Act

REQUEST NOTICE OF OPPOSITION

FEE 2700

APPLICANT OR REGISTERED PROPRIETOR/OPPONENT/THIRD PARTY MAKING THE
APPLICATNION/REQUEST

Opponent Name Sky International AG

Treading As

Address Stockerhof, Dreikénigstrasse 31 A CH-8002
Zirich, Switzerland,

Service Address D-17, South Extension Part - II, New Delhi -
110049

Mobile No

Email address trademarks@indiaip.com

AGENT OF THE APPLICANT OR REGISTERED PROPRIETOR/OPPONMENT/THIRD PARTY
AS THE CASE MAY BE(if any)

Agent Name LALL & SETHI

Address D-17, South Extension Part - 2, New Delhi -
110049

Mobile No

Nature of the Agent Advocate

Registration No

REQUEST OPPOSITION/APPLICATION IN THE MATTER OF

DETAILS OF APPLICATION NUMBER 3248348

CLASS 7

REQUEST NOTICE OF OPPOSITION

GROUNDS OF OPPOSITION Grounds of opposition are attached separately
Date 16-01-2018 04:13 PM

Digitally Signed By

G RAHUL

for LALL & SETHI
[Attorney]




Form TM - O
OPP-INBGST

Fee Re. 2700 Attorney Code No. 20727
IN THE MATTER OF Application No. 3248348 jn class 07 for the Trade Mark
SKYWORTH in the name of Skyworth Group Co., Lid.

and

N THE MATTER OF Opposition thereto by Sky International AG.

We, Sky Internztional AG of the address Stockerhof, Dreikinigstrasse 31 A CH-8002
Firich, Switzerland, Swimerland hereby give notice of our intention to oppose the
registration of Application Ne. 3248348 in class 97 for the Trade Mark SEYWORIH o
the name of Skyworth Group Co., Lid., advertised in Trade Marks Journal No, 1815
dated Septomber 18, 2017 at page 7427 made available to the public on September 18,

2017,

The grounds of opposition are as fullows:

i British Sky Broadcasting Group ple (BSkyB ple), the uliimate parent holding
company of Sky Intemational AG (herein after reforred 10 a8 the “Oppanent”) is
one of the largest enteriainment corpanies in the Switzerland. The Opponent, by
seelf and via jts direct and indirect licensees, is engaged in the production and
distribution of television prograraming, direct to home (DTH) sateilite television
broadeasting, including the btroadeasting of motion pictures, publication of
magazines and books, the supply of advertising services, the supply of conditional

acocss services and the supply of interactive television application services.

2. The Opponent has its address for service in India at Lall & Sethi of the address D-
17 South Fxtension Part 11, New Dielhi — 11004%,
3. The Opponent is the proprietor of the trade mark SKY and a global portiolio of

iarks i which SKY is the most essential and prominent portion, inchudiog SKY
MOVIES, SLY NEWS, SKY ONE and SKY SPORTS, o narse only 2 few. A

reference to the term “Eardier Frade Mark’ shall include the rade mark SKY and




cther relevant trade marks in the global portfolio of marks in which SKY s the

most esserdial and distinetive portion.

In indis, the Opponent is the registered propristor for the SKY and SKY

fopmative trade marks across varions classes including classes 9, 16, 38 and 41.

Particulare of sene of the relevant registrations are being fabulated herein below:

fyeods: Computer progranume and data related o the film muliimedia comﬁmer
and enterfalnment industries; tefevision films and video {zpe and audio tapes;
OIS and dises, films and motion pichures, computer seftware and CD-RM,

1
b
b
3

optical, weighing, measuring, signaling, checking {supervision), life-saving and
teaching apparatus and instruments; apparatus for recording, trapsmission or
| reproduction of sound or mages; television and broadeasting apparatus and |
| instruments, magnetic data carsiers, recording discs; automatic vending machines .
and mechanisms for coin-operated apparatus; cash registers, cajeulating
machines, data processing equiprent,

“Goods: Scientific, nautical, surveying, electrie, phctagra;;shic, cinematographic;"‘
optical, weighing, measuring, signaling, checking {supervision), life-saving and 5
| teaching apparatus and iostruments; apparatug for recording, transmission or
reproduction of sound of Images; television and broadeasting apparatus and
instrurnents, magnetic data carriers, recording discs; autormatic vending machines |
| and mechanisms for coin=nperated apparatus. i

SKY RADHO

and data related to the film, multimedia, computer and entertainment industries;
selevision fikms and video tapes; audio tapes; gramophone reecrds; CH-ROM and |
CDis; laser dises; fims and motion pictures; programs for television and radio;
| apparatuses for the recording of images, sound, datz and decoding of eoded
signale; computer software, hapdware & peripherals; monitors, radio, television,
: sound recording, sound reprodycing.

SN N ENER A
NIRCE T

&

i

owie, shotographic, cineratographic, |

i, nagtioal, Surves

Giveder Soeeti , sigestie,

optical, weighing, messuring, signaling, checking {supervision), life-saving and
toaching appsratus and instrumemts; apparatus for recording, tranamission of
reproduction of sound oF images; telovision and broadcasting apparatus awd
instruments, magnetic daia carriers, reeording dises; auiematig vending ma@hines")




and mechanisms for coin-operated apparatus; cash registers, calculating |
machines, data processing cquipment computers; fire-extinguishing apparatus, sot
top boyes, conditional aceess modules, viewing cards and cutdoor units.

SRR ADIS L eR1183 :
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Guods: Paper, cardboard and goods made from these materials, not inchided in
other classes; printed matiers; photographs; stationery; instructional and teaching
! materials; cards: playing cards; catalogues pamphiets, advertisements and
brochures; periodicals; plastic sheets, pericdical publications foe in-house and
public distribution concerning matters of interest to employees and general |
public, printed matter and publications on the subjects of advertiscmem,‘
broadeasting, finance, snlertainment.

TUTTTRRY RADIO T esisd

pood

&
wd

| other classes; printed matiers; photographs; stationery; instructional and teaching
materials; cands; playing cands; calalogues namphlets, advertisements and
broshurres; periodicals; plastic sheets, periodical publications for in-house and
public distribution concerning ruatiers of interest to employess and general
public, printed matter and publ: wilons on the subjecis of advertisement, |
| broadeasting, finance, entertaivment.

Goods: Paper, cardboard and goods e Froms these materials, not fnshaded o
\ other classes; printed matters; photographs; stationery; instructional and teachiog
materials; cards; playing cards; catalogues paraphlets, advertisements and
| brochures; pericdicals: plastic sheets, periodical publications for in-house and!
public distibution concerning matters of interest 1o employoes and penesal
public, printed matter and publications ob the subjects of advertisement, |
finance, entoriainmerd
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other classes; printed matter rﬁameiy newsietiers, books; pamphlets, brochures, |
book binding material; pbotographs; stationery; adhesives for stationery Ol‘
household purposes; artists’ maerials, paint brushes; fypewriters and oitice
| requisites  {except  furnilure}; instructional  and  teaching material {except)
apparatus); plastic materdals for packaging (not included in other classes); playing

- cards; printers’ typs

. BT S 0 ul-2008
st M %

“Gionds: Paper, cardboard and goods made from these materials, not included in
other classes; printed matters; photographs; stationery; instructional and teaching
materials; cards; playing cards; catalogues parnphlets, advertiseroonts and
brochures; pericdioals; plastic sheets, periodical publications for in-fouse and |
public distribution concerning maters of inferest to employRes and general public,
. printed matter and publications on the subjects of advertisement, broadeasting,

i finance, entertainment news; cradit cards.
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relating %o the internet; intornet service provider services telecommunication
services dedicated to retailing gonds through interactive conumumications with
custorners, telecommunication access services and mobile teleconununication
| services; provision of telecommunication access and ks to computer databases
| and the Internet; electronic and voice message delivery and collection services, ‘
video messaging and video conferencing services and teleconferencing services;
| tclovision broadeasting and telecasting services including diffusion of television
progragunes by any other means; tuternctive telovision services; subseripiion |
‘ television broadcasting and subscription television transmission services; cable
| television broadeasting and cable television ransyission services; pay-per-view |
wroadeasting and pay-per-view transmission services; subscription; operation of
carth-to-sateliite television transmitters for transmission of signals to satellite;
relaying of television programroes by satellite; operation of satellite-to-earth |
5 seceiver aerials; freguency conversion of microwave signals relayed by satellite; |
: dissentination of television programmes relayed by sateliite recetver aerials by
cable or by microwave Hok to television receivers of users; operation of
television cable networks: radio broadeasting and teansmission {including satefllie
iransmission) services; sabscription radio broadeasting and subseription radic
transmission  services; transmission and communication services, insluding
| provision and operation of radio, telephone, telegraph, sateliiie aand of cable

network  communications  sysiems;  video  fext tele text and view data

wansroission services; trapsmission of data and of information by electronic, |

| computer, cable, radio, radiopaging. teleprinter, eleletier, clectronic nuail, Tax
machine, television, microwave, laser beant, coramunications satellite or other |
{ communications means; provision of commmunication facilities for the
interchange of data by clectronic means; transmission and reception of data, text, |
sound and/or pictures; computer aided sransmission of sound and/or images; news 5
agency services) hiring, cental and feasing of communication apparatus and
instrunents: Gime sharing services for commenications apparatus; advisory and |
consuitancy services relating to all of the aforementioned services; and all the
| shove also pravided on-line from 8 coraputer datzhase or the internel,

| Services: Video conferencing services and {eleconferencing aervice
troadeasting by satellite; operation of satellite-to-sarth receiver aerials; frequency
conversion of microwave signals relayed by satollite; dissemination of television |

s television |

programmes relayed by satellite recetver acrials by cable or by microwave link to |
elevision receivers of users; apgration of television cable networks; radic ‘
‘broadeasting and  transmission (including satellite fransmission)  services;
! subscription radio beoadeasting and subseription radio ransmission serviess;
tramsmission and communication services, including provisioa and operation of
i radic, telephone, felograph, catcliite and of cable network communications
systerns; video X, tele text and view data transmission services; transmission of
| data and of information by clectronic, somputer, cable, radio, radiopaging. {
weleprinter, teieletier, electronic mail, fax machioe, television, microwava, laser !
| beam, communications satellite or other compunications means; provision of
| communication facilities for the interchange of data by electronic means;
iransmission and roception of data, text, sound and/or pictuees; compuier aided |
sransmission of sound andfor images; news agency services: hiring. rental and

D leasing of communication apparaius and instruments; livee sharing services for |
communications apparatus; advisery and consultancy services refating to all the |
aforementioned services; and all the above aleo provided pr-line from a compurer




database or the internet.

| services; transmission and communication services, inclading provision and

1363754 38 | 2%-Janl004

Services: Radio broadeasting and transmission (including satellite ransmission)
services; subscription radio broadeasting and subscription radic transmission

operation of radio; tramsmission of data and of information by tadie, mdic
paging, communication sateliite or other communication means; provision of §
communication facilities for the interchange of data by elestronic rueans; ::
transmission and reception of spund, computer aided transmission of sound; radic
news agency services; hiring, rental and leasing of commundcation apparatus and
instruments for radic, advisory and consuliancy services relating to all of the
aforementioned services; and ali the above alse provided on-line from a computer |
database or the internst. ‘

SEY SPORTS CUTTHzsTIL 38

| refaying of television progranmmes by satelfite; operation of satelfite-to-carth |

| programunes by any other means; Interactive television services; subscription

transmuission) services; subscription radio broadcasting and subscription radio

Services: Telecommunication services, including teleconumunic
relating 1o the internel; internst service provider servioss; telecommunication |

ation services |

services dedicated to retailing goods through interactive communications with

| customers, telecommunication acoess services and mobile telecommunication |
| services; provision of telecommunioation access and links to somputer databas :

and the Internet; electronic and voice message delivery and collection services,
video raessaging and viden conferencing services and telecooferencing serviees;
television broadeasting and telecasting servives including diffusion of television

television broadcasting and subscription television wansmigsion services; cable |
television broadoasting and cable television transmission services; pay-per-view
broadeastiog and pay-per-view ranemission services; subsoription: operation of
sarth-to-sutellite television transmitters for transmission of signals to satellit :

receiver aerials; frequency conversion of microwave signals relayed by sateliiie;
dissernination of television programmes relayed by satellite veceiver aerials by
cabie or by microwave link fo television receivers of users; operation of
selevision cable networks: radio broadeasting and transmission (including satellite

sransmission services; transmission and communicabion SEIVICES, inciudingé
provision and operation of radio, telephong, telegraph, satellite and of cable |
network  comsrumications  systeras; video texi iele text and view data
transmission services; transraission of data and of information by clectronic, :3
compiter, cable, radio, radiopaging, teleprinter, teleletter, clectronic mail, fax :
machine, tclevision, microwave, laser beam, communications satellite or other

communications  means; provision of communication facilities for the
interchange of data by clectronic means; fransmission aud reception of data, toXt, |

| sound and/or pictures; computer aided ransmission of sound and/or images; news |

| agency services; hiring, rental and leasing of communication apparatus and

instruments; time sharing services for comprunications apparatus; advisory and
congultancy services relating to ali of the aforementioned services: and all the
ahove also provided on-fine from a computer database or the Internet.

SEY NEWS 1257319 38 24-Ddec-2Oi3

customers, telecommunication 8ccess services and mohile telecommunication

Services: Telecommunication services, including felecommunication services§
refating to the internet; internct service provider services; telecommunication |
services dedicated to retailing goods through interactive communications with

services; provision of telecommunication access and links to somputer databases
and the Internet: elecironic and voice message delivery and colleation services,




. above also provad"d on-ling i D18 2 Computer siatabase or thc internet,

television broadeasting and telecasting servives including diffusion of television
programmes by any other means: interactive television services; subscription
television broadeasting and subscription television transmission services; cabie
television broadcasting and cable felevision transmission sexvices; pay-per-view

broadeasting and pay-per-view tanwaission serviees; subscription; operation of |

earth-to-sateliite telcvision transmitiers for fransmission of signals to satellite;

relaying of television programumes by satellite; operation of satelite-to-earth

weceiver aerials; frequency conversion of microwave sigaale relayed by satellte;

dissemination of television programmes relayed by satellite receiver aerials by
cable or by microwave link to television receivers of users; operation of
{television cable networks; radio broadeasting and transioission (including satellite
{transmission} services; subscription radic broadeasting and subscription radic 5

transmmission services; {ransmission and cornreunication services, mcluding

| provision and operation of radio, telephone, telegraph, satellite and of cable
network communications systems; video fext, tele text and view data’

fransnission “GEE'WLCC transmission of data and of information b\;’ glectro: llC

| computer, cabie, radio, radiopaging, teloprinter, teleletter, electronic mail, fax

machine, television, microwave, laser bear, coraraunications satellite or other

L compnnications means; provision of communication facilities for the

interchangs of data by electronic means; wanemission and reception of dats, text,

| sound aud/or plctures; cornputer aided transmission of sound and/or mages; news

agency services; hiving, rental and feasing of communication apparatus and
instruments; time sharing servives for cormmunications apparatus: advisery and

consultancy services relating 1o all of the aforementioned services; and all the

video 3r;e:,s>a;5.mc and video ccnﬁsmmmd services and tx,iewnterencmg services; |

reiamag to the intornet; internet service pravidcr SErViCes; Lde\,o,nmumcaticn'

cervices dedicated to retailing goods through interactive comxoum ications with

customers, telecommunication access services and mo hile telecormmunication |
| services; provision of telecommunication aceess and links o computer databases

and the Internet; electronic and voice message delivery and collection services,
video messaging and telecasting services inclunding diffusion of television

programmes by any other medns: Interactive television services; subscription
television broadcasting and subscription television transraission services; cable !

teim ision ‘tsmadmshn;! and cable Eaiawsmn transmission servic

- 1424774 Lo
\\\ W { 42 ;

Serviess: Pducation and entertainment services in the nature of pidnnm”),E
| production and distribution of Hive or recorded audio, visual or audiovisual |
| material for broadcasting by radic and television or through ilm or videotape;

entertainment services provided by means of the Internet; planning, produstion
and distribution of television programs and films; news reporting; publication of

books and printed ruatter relating to films, videotapes, radic and levision; news |
publication; rental of sound recordings, fims, film projectors, vi ideotapes, V‘df:n '
' cassette recorders, radios and television seis and scoessories therefor; providing

cinema and thc:iti’» iacmtws* education and enterfainmment information Services;

SKY SPORTS 1257322 &i

Eservu:es. Education and cntertainment serviees in a‘m nature of planning,
prodmtmﬁ and disteibution of live or recorded audio, vigual or aud;ovhual%
| material for broadeasting by radio and television of through fikm or videotape:
emertdmmem semccb pmwded by means uf the Internet: planning, produstion

o

swews reporting; publisation of |




tooks and printed matier relating to films, videotapes, radio and e levision; news |
publication; rentad of sound recordings, films, fllm projectors, Videotapes,‘ video
cassette recorders, radios and television sets and accessories therefor; providing
‘ cinerss and theatre facilities: education and entertainment information services;
presentation of live performances. :

SKYNEWS T s7aw

Services: Pducation and entertainment services
production and distribution of live or recorded audio, visual or audiovisual |
material for beoadeasting by radio and television or through film or videotape; |
ertertainment services provided by wmeans of the Internet planning, production |
| and distribution of television programs and films; news reporting; publication of
books and printed matter relating to films, videotapes, radio and television; news :
| publication; rental of sound recordings, fiims, film projectors, videotapes, video
cassetic rocorders, tadios and television sets and accessories therefor; providing |
L oinerna and theatre facilities; education and entertainment information services; ‘
presentation of live performances.

SRY TTTTTTTizaTe ) Al

TRa-Dec-2003

P SR

oods: paper, cardboard and goods made frore these material, not inchuded m
{ other classes, printed matters, photographs, stationery, instrustional & teaching |
material, cards, plaving cards, cataloghas yan Ay, advertiseme RIS

periodicals, plastic shests periodical
distribution concerning matters of inbn
| printed raatter arsh publications on the &

7=
pom

£

| finance, eotertainment, news, credit cards inoluded in class i :
R Di-dan-2081

SKYRADIO

ooy vl asnpter programs and
data related industries; |

television filns and vid sy pudi TEROR QUREREHON e ; :

| apparatuses for the oxoedag 81 W :
- signals; computer sofiware, tardware & p
anund recording, sound & bR o ST

¥ i fgrhy HA she natwre of planning, |
| production and distribution of live or recorded sudic, visual or sudiovisuald
material for hroadeasting by radic and television or theough fitm or videotape; !
entertainment services provided by means of the huemet; planning, production
and distribution of television programs and films; news reparting; publication of't
books and printed matter relating io flms, videotapes, radic and tolevision; news |
- publication; rental of scund recordings, films, film projectors, videntapes, video |
| cassette recorders, radios and television sets and acoessories therefor; providing |
cineraa and theatre Tacilities; education and entertainment information Services;
atioe of live pak ‘

< Ry

The aforementioned registrations have been renswed from time to time and are
valid and subsisting on the Trade Marks Register. By virtue of the aforesaid
registrations, the Opponent tas the exchusive right to use the said trade marks.
Additionally, by virue of the registration and by viriue of the provisions of
Seotion 31 of the Trade Marks Act, 1999, the regisirations are prima facie

evidense of their validity




The Qpponent ot only cwis egistrations as mentioned above, but akso, through
its Hoernsess, uses the Earlier Trade Mark extensively in fadia. On August 8, 2000,
a new DTH platform was launched in India under the brands TATA and SKY.
The platform under the TATA aad SKY brands is operated by a coropany called
Tata Sky Lid. In the short time sinoe its launch, Tata Sky Lid. has become a
leading satcllite television provider in India. The DTH service under the TATA
and SKY brands cwrrently offers approximately 170 chennels and some
interactive plaiform services throughout India. Tata Sky Lid. signed up its one
milliooth subseriber within a year of its launch, and presently has over 4 million

subseribers.

The Opponert and iis licensees have made and continue to make widespread use
of the Esrlier Trade Mark in many parts of the world, including but not limited to,
United Kingdom, Republic of Ireland, ftaly, Braeil, Mexico, Central America and
Gemmany and in many territories in Asia including India. The Opponent’s SKY
sradernark s well known in these countries. The Opponent’s SEY jelevision
programming is available i around 125 countries, and the Opponent owns trade
mark applications and / or registrations for the Earlier Trade mark in more than

125 countries.

The Earlier Trade Mark of the Opponent mentioned above is known and
reoognized in the relevant section of the public, including in India, by virtue, Huer
alia. of ihe promotion of the Barlier Trade Mark by way of advertising and

publicity.

Farthermore, by virtue of extensive distribution of its goods and services carsied
out by the Opponent and / or its licensees in numerus countries world-wide,
including in India, the Rarlier Teade Mark mentioned s assoclated with the

Crpponent and has acquired an enviable reputation and goodwill.

The Farlier Trade Marks of the Opponent are well-known trade marks in India,
defined under Section 2{13zg) of the Trade Marks Act, 1999, and were well-

known trade marks on the date of fling of the impugned application. Therefore,




1.

il

12,

i3.

heing well-knowsn xade marks, the same are entitled to enhanced protection

granted to well-known trade marks under the Trade Marke Act, 1999,

The Opponent wishes to oppose the trade mark forming subject matter of
Application No. 3248348 (hereinafter “impugned mark’) infer alia in respect of

all the goods for which the Applicant is secking registration.

The impugred mark for which registration is songht by the Applicant s
deceptively and confusingly similar 1o the Opponent’s Barlier Trade Mark
inasmuch as the Farlier Trade Mark SKY of the Opponent s contained i its
entirety in the bopugned mark. The suffix "WORTH’ does not add to the
distinctiveness of the impugned mark. It is highly Hiely that the adoption and/or
use of the mmpugned mark will cause coufusion and deception amongst the
members of trade and public that the goods under the impugmed wmark originate
from the Opponent or one of the divisions of the Gpponert or that the Applicant is
affiliated or connected with the Opponent, which is not the case. Such adoption
and/or use of the impugned mark is Hkely to dilute the beand equity of the

Opponent’s Earlier Trade Mark SRY,

The Applicant is atterapting to register 2 mark which is of such nature as o
deceive the public and cause confusivn with the goods and servicss of the
Opponent. The registration of the irapugned mark is therefore liable to be refused

registration under the provisions of Section H2) (8) of the Trade Marks Act, 1999,

The impugned mark for which registration is sought by the Applicapt is
deceptively and confusingly similar to the Rarhier Trade Mark of the Opponent.
There exists a Hkelibood of confusion on the part of the public, which inchudes

ikelihood of association with the Earlier Trade Mark marks.

The adoption of the impugned mark is confusingly and deceptively similar to the
Barlier Trade Mark of the Oppoenent and the use of the impagned mark would,
without due cause, tske unfair advantage of and be deirimental to the distinctive
chatacter and repute of the Farlier Trade Mark and is Hable 1© be refused

registration under Section 11{2} of the Trade Marks Act, 1999,




15.

16,

7.

19,

T
ad

The use of the impugned mark for which the Applicant is seeking registration is
fiable to be prevented by virtue of the law of passing off and is Hable to be refused

registration under Section 13(3) of the Trade Marks Act, 1999

The Opponent, in ite capacity as the owner of the Earlier Trade Mark, dozs not
wish 1o consent to the regisiration of the impugned trade mark and the Applicant

is therefore not extitled o rely upon Section 114} of the Trade Marks Act, 1999,

The adoption of the impugned mark by the Applicant is not honest and the
Applicant cannot therefore olaim to he the proprietor of the impugned mark and
registration is therefore Hable to be refused under Section 18(1) of the Trade
Marks Act, 1999, The Applicant is not entitied to claim regisiration under Section

12 either,

The Applicant has filed the apphcation on the basls of proposed user. The
Applicant has neither used the mark ror has any intention to usc the mark in the
Asture.  Refusal of the application is aceordingly not likely to inconvenience the

Applicant.

The adoption and use, if any, of the impugned mark by the Appheant being
neither honest nor bona fide and the Applicant is thercfore not entitied to claim

registration under Section 11{{6} of the Trade Marks Act, 199%

The Applicant is not the proprietor of the impugned mark and the application is
therefore contrary to the provisions of Section 18(1) of the Trade Marks Aci,

1999,

The registration of the impugned reark in the name of the Applicant will be

contrary to the provisions of Sections 9, 11 and 18 of the Trade Marks Aci, 1999,

In view of the grounds set sbove, the Opponent prays that the Application under

opposition be refused registration.

The Opponent also prays that the costs of the proceedings be awarded to the

Qpponent.




All commusications in relation 1o these procesdings may be semt & the folowing

address:
LAEYL & SETEY
D17, Sonth Extension ~ 1
New Thelhi ~ 118049
Piated this the 167 day of January 2018,

Sky International AG
by their Agents,

: T
Earolment No. (IM482%/2016)
of Lall & Sethi

YERIFICATION

1, Karan Bajaj, being the logal counsel for the Upponent state that the averments made in
paragraphs 1 to 8 are dexived from the records of the Opponent, the averments reade in
paragraphs 9 to 21 are based on my legal knowledge and the averments made in
peragraphs 22 and 23 are my humble prayers o the Leamed Registrar 00 behalf of the
Cpponent.

Verified st New Delhi on this the 16% day of January 2018

To

The Registrar of Trade Marks
Office of the Trade Marks Registry
At Mumbal




Trade Marks Journal No: 1815, 18/0%/20147 Class 98

3248348 1BM12014

finfernational Registration No. 1 1273344}
SKYWORTH GROUP O, L7786,
22-247F, Bast Tower, Skyworth Semieonducior Design Buliding, 18 High-Tech Sout 415 Road, Nanshan DBistriet 518057 Shenzhen OR

Address for serviee in India/Agoenis address:
LALL LAFORI AND SALHOTRA,
PLOT NG, B-28, SECTOR - 32, INSTITUTIONAL AREA, GURGAQN - 172 981, HARVANA.

Proposed to be Used
IR DIVISION

CE.?;Agricu!iuraE machines; net hauling machines {fishing]; woodwerking machines; pepermaking machines: dizper
production mashines; printing machines; machinas for the textile industry; dyeing machines; food preparation machines,
sirvivamathanizall brawdng Rachings dgacetie machineg for indistt purpasas: fesihavaeoriing meehings; sewing
smashines; machings forthe bisyek ndustey; machings for the ceramios Ficusdry, sl Wy corR ines dar
Bridingy compates wided saresrsmashings for battery fngusk ehiney i sracessing of losal spss ity g
sundipigeods; snamet mardseturing machines; amp huibs anl shing Machines  wrapRing tiehineg hensconds

HCS A
§

briguette manuifacturing machines; kifohen machings, eleciris; waghing sauidnes: manhines for pharmaseuling Gustry;
vulcanisation apparatus; glass working machines; fertilizer sauipmands: elactromentaninst midehnns for £ Ramieal

industry; rolling mils; oll refining machines; mixing machines; holsis; derricks: hammers fparts of machines]; moulding
machines; fiftings for engine bollers; internal combustion engines, exciuding engings of automabiies, fractars, cormn
combine harvesters, motoreycles, chain saws, stvamers; hyrdroeleciric power generating equipment; elip manufacturing
machines: button manufacturing machines; machines for manufacturing eleciric wires and cables; hand-held tools, other
ghan hand-opsesied; sapsdpmest loe shtives hdostng npliossaid processing equipment and machines; gas separating
equipment; painting machings: Metwr furawdons and dngises; contral machanisms for machines, engines or motors;
mutfiers fas mutomoblis shginer pimps Ihachines]; vidves Trarts of machines); compressed air machines; SOMpPressors
For refrigereturs: hpdvaufic souplam; tonnsoling rods iy muachines, motors and enpines; speed goavernars for machines,
engines afd motors; belts for machines] electric welding machines; washing apparatus; shoe polishers, eleciric;
sfectropiating machines; condensing instafiations.

CE.Q;Campuiers; eamputer memorles: monitors [computer hardware]; laplop computers; notebook somputers:
pracessors {ceniraf pracessing uniis]; USE flash drives; computss pevipheral shvices: compulee Baybovedsy mouss
{computer peripheral]; electronic pocket transiztors; computer solvesre, srrdad: slectronis poss fulstel deptay uniiel:
somputer game software; efectronic publications, downioadabie; wirslhes nelwork rerds: truch soospas: parsonal Mgital
assistants {FDA); time recording apparatus; cheque revording appassius tcked HREIRERNSS OB o 130N fergosdsy
isttery machines; facsimile machines; waighing machines; measures; slectronic notice boards; neon signs: portable
lindonas: rnsmitters st electronts Sighalal s RpEarttue; nreicenesl instrutwnis; glonal positioning system
TEP3 L apparatus] hebiot pommunication suuipnvety opiosl ConmiSalv Bawiprent savigntion apparatus for
vehicles fan-board computars] stsrad progeam costrot (EPCT tnlnphons switzhing egiipment: telavision apparatus;

oniinring Sppavite, alestvic; tepsreconiers siden rnranes; camcsorders; DYDY plavers; hasdphones; slectronic
Sesohing 8ng leausing waokines; Dustabin wsalia players; isleyision cameras; sleciranic voloe text machines; set top

Barkan: Shennrds {phetogmphyll trageotion eschines: projestiun machines for teaching purposes; surveying apparatus
wingd indrgenerds ] Seror sx; sskawetis lndicitory of tnw prassure In vehisle tives {iyves; speed checking apparaius for
wetticles) peronyolars Teisring atrurtonte]) R mater taeoras iy fod weiticles ; evsters fur inbdrnal combuston angines;
fogs frgasueing hntoan

v indtiape rocardens for vabicles; hydeometnrsy stafisvisuad taseiing Spparstas measurin
: NS M g

dovicey, elvetio probey T SCioniie DUTPOLEY; Splesl A RNRTES SO INStrumaTiE meaterials far nicts fty mains fwires,
ealsiegl sertbaohdinfon integralid clfenite) slactranit chipsd fublauitag diote L EDN siatdifomt voltags supply: low-

VEEBGe powET SUREED Tuarescant soreuns; vitn Sommann! wmote tontroliers for housshnld purpase; optical fibers
{fibres] {light conducting flaments]; regulating apparatus, slecirie; slsctric instaliztions for the remote control of
indusivial sperations; lightning sondustors {rods]; slectrolysers; five sxtinguishars; radiclogleal apparatus for industrial
purposes; protection devicss for personat use against acoidents; slarms; speciacies foptics]; batteries, cleckric; snimated
cartoons; remote controlied car arvesters, portable; clothing, electrically heated; reversing radars; sar monitors; Hguid
srysial dispiays; apparatus te check franking.

it sAir conditfoning instalfations: Bght-eraitting disdes [LED] Fghting apparatus; pressure cookers fautociavas],
electric; microwsve ovens {tooking spparatus]; freezers; refrigerators: ventiiation {sir-conditioning] Installatinns and
sppeesiag; fung iniecenditioning]: solar water heaters: bathreom heast lamp instalistions; disinfestant apparatus; drinking
 Heprners; mps; Bghting apparatus and instaliations; cooking apparatus and instafiations; lighting apparatus for
Nivhes; geemicidal lamps Tor purifying als curling lamps; eleciris water haaters; lava rocks for use in Barbecus arifls;
refrigeraling appliances and instaliations; air conditioning instaflations; air conditioning apparatus; slestric hair driers;
heating apparatus; soap bubble and foam generators for shows; hot water heating instalistions: srnamental fountaing;
sanitary apparatus and instaliations; water purification installations; disposable sterilization pouches; radistors, eisctric;
lighters; nuclesr raactors,

Tazy
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Please wiite or type below this line

The Trade Marks Act, 1999
Attoraey’s Code Ne.: 20727
Form of Authorisation of an Agent
[Section 145; Rule 19}




Fhe Teade Marks Act, 1598
&tlorney’s Code Ne.: 28727
Form of Authorisation of an Agent
[Section 145; Rule 19]

We, Sky International AG of the address Stockerkof, Dreikfunigstrasse 31z, OH-
BG82 Zirich, Switzertand, do hereby authorize Bs. Jyotideep Kaur, Mr. Raghav
Bislik, Bs. Tin Madik, Mr. G, Babeal, Mr. Karan Bajai, Ms. Krips Pandi, Mr
Biohit Kemar Choudhary, Mr. Al Areeb Zaidi, Mr. Manas Upmanye, Mr.
Pramav Tansfa, MeManiks arors, Ms. Kangan Rods, Ms, Niresti Gupta, Ms.
Ananya Singh, Br. Sanat Bathis and M. Radhika Adrors Advocates of Lall &
Sethd of the address B17, Seath Exteasion~ 15, New Delbi - 118 049, to jointly and
severally act as owr Agent(s) for attending recordal of sssignments, change of
address and renewal of the trademarks SKY4 Stylized word mark bearing nos.
716437 in class 38 and 1716438 in ciass 41 and roquest that all notices requisitions
and communicaiions relating thereto may be sent to such Agent at P17, Sonth
Extension ~ 11, New Delhi - 1180649,

.
Dated this 3 "0 day of December 2017,

Name Bt Douplas 8

Signaturs M O

1o,
The Registrar of Trade Marks
{ffics of the Trade Marks Registry




