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FINNISH PATENT AND
REGISTRATION OFFICE

THE PROTOCOL RELATING TO THE MADRID AGREEMENT
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS

PROVISIONAL REFUSAL BASED ON AN OPPOSITION

notified to the International Bureau of the World Intellectual Property Organization (WIPO) accordlng to

Art. 5 of the Madrid Protocol

Office refusing protection:

Finnish Patent and Registration Office
Trademarks

FI-00091 PRH

Telephone: +358-29-509 5000

Telefax: +358-29-509 5328

Number of the international registration which is the subject of the refusal: 1352138

Other information concerning the international registration which is subject of the refusal: SO
(word mark).

LATI

The grounds for this refusal are the following:

An opposition to the mark has been made by SOLARIS IP SPOLKA Z OGRANICZONA
ODPOWIEDZIALNOSCIA SPOLKA KOMANDYTOWA.

According to the opponent the mark is in respect of all of the goods in class 12 liable to be confused with the
opponent's EU trademark: SOLARIS; registered under number 009038696. The opponent finds that the
marks are very similar both visually and phonetically. The first parts of the marks are identical and the over-all
impression is similar. (The enclosed information of the EU trademark is a printout from eSearch plus

(EUIPO’s Database)).

The name and address of the opponent:

, |
SOLARIS IP SPOLKA Z OGRANICZONA ODPOWIEDZIALNOSCIA SPOLKA KOMANDYT )‘WA

Bolechowo-Osiedle, ul.Obornicka 46
PL-62-005 Owinska PL

The name and address of the représentative of the opponent:

Asianajotoimisto Castrén & Snellman Oy
PL 233
00131 Helsinki Fl

Provisions of the Finnish Trademarks Act applicable on the subject (enclosed):

Art. 6 paragraph 1, Art. 14 paragraph 1 item 7
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|
Total refusal.

VII. The holder of the registration is invited to comment the opposition. The statement shall be recelved by the
Finnish Patent and Registration Office no later than within 12 weeks from the date of the refusal
i
The time limit expires 30.05.2018 (dd.mm.yyyy). ‘|
Please use the following reference number when submitting the statement: V20180001 2
The statement, which is to be drawn up in Finnish or Swedish, has to be filed through the inte‘rmediary ofa
representative resident in the European Economic Area (Art. 56 f). L
|
o |
VIIL. Opposition period began 29.12.2017 (dd.mm.yyyy), ended 28.02.2018 (dd.mm.yyyy) \
|
IX. Date on which the refusal was pronounced: 07.03.2018 (dd.mm.yyyy) l
:
X.

Signature of the Office: 07.03.2018 Finnish Patent and Registration Office \

Dahlia Wolfram ‘
Legal Officer }

+358295095589 |

This document has been electronically signed. |
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* Q * lpo Protect your intellectual property in the European Union }
* . %" EUROPEANUNION

* INTELLECTUAL PROPERTY OFFICE \
—_ . |
EUTM file information '
|
SOLARIS H
009038696 |
. ' |
Timeline |
Examination t Opposition proceedings Registered EUTM ! ‘
b---“---*---*---@ - '

05/03/2018 ! :
0 oppositions received ' \
20/04/2010 09/06/2010 14/06/2010 14/09/2010 30/09/2010 20/04/2020 ||
EUTM application Examination Application End of EUTM registered EUTM expiry date '
received completed published opposition period and published ! \
'
Trade mark information ]
Name SOLARIS filing date 20/04/2010 ! \
Filing number 009038696 Registration date 27/09/2010 ! i
Basis EUTM Expiry date 20/04/2020 '
Date of receipt . 20/04/2010 Designation date ' l
Type Word Filing tanguage Polish ! |
Nature Individuat Second language English .
Nice classes 12, 37 ( Nice Classification ) Application reference Pbx/445/10 . \

|
Vienna Classification Trade mark status Registered \

Acquired distinctiveness No H

. |
Goods and services

|
English (en) |

for locomotion by land, not included in other classes.

12 Motor buses, motor coaches, vehicles for locomotion by land, spare parts for motor buses, motor coaches and vehicles

»
37 Vehicle repair, vehicle maintenance. l

1
Description '

No data

1
|
Owners

SOLARIS IP spétka z ograniczong odpowiedzialnoscig spétka komandytowa

|
D 762297 Country PL - Poland Correspondence address | l
- Can be accessed and |
Organisation  SOLARIS IP State/county n/a SOLARIS IP spéika z changed by authorised user
spétka 2 Town Owinska ograniczong via the User Area ‘
ograniczong odpowiedzialnoscig spétka
odpowiedzialr Post code 62-005

komandytowa ! l

5.3.2018
||
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spétka Address ul. Obornicka Yl- Obornicka 46, Bolechowo  Can be accessed alnd
komandytowe 46, Osiedle changed by autho‘rised user

. Bolech 62-005 Owiriska via the User Area
Legal status Legal entity ozi::;:ll:wo POLONIA a
Can be accessed élnd
changed by authc;rlised user
via the User Area \
|
!
Representatives |

KANCELARIA PATENTOWA PATENTBOX ROMUALD SUSZCZEWICZ |

i

|
D 27983 Country PL - Poland Correspondence address 00 48-618529911 \
Organisation n/a State/county n/a KANCELARIA PATENTOWA - \
Legal status Legal person  Town Poznan EGEEE;E@?CFZQOMUALD 00 48-618517387
Type Association Post code 61-823 ul. Piekary 6/17 \

. 61-823 Poznan )
Address z}i;leka"y POLONIA kancelaria@patentb‘ox.pl

|
|

IR transformation A |

No data

Seniority |

No data

|
Exhibition priority

No data

Priority |

No data

. |
Cancellation

No data

Oppositions |

No data

Appeals . |

No data

Decisions - |

No data

Renewals |

No data

Trade mark relations |

|
|

|
[5.3.2018
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Extract from the Finnish Trademarks Act
’ No. 7 of January 10, 1964, as amended
(Unofficial translation)

Article 1 |
in the course of trade for goods and services. This|act also
| registration of trademarks. }

|

This act lays down provisions on an exclusive right toa trademark used
lays down provisions on the Community trademark and the international

The provisions on goods laid down in this act also apply to services.

Article 2

A trademark can be any distinctive mark that is used in the course of trade and can be represented graphically.

Article 3

goods from those of others in the course of trade. A mark denoting
racture either exclusively or with only minor modifications or
the distinctiveness of a mark, attention must be paid to all

A mark is deemed to be distinctive if it can be used to distinguish
the kind, quality, quantity, purpose, price, or place or time of manu
additions cannot as such be deemed to be distinctive. When evaluating
circumstances, particularly to how long and how broadly the mark has been used.

Article 5

by the characteristic shape of the goods, the shape of the goods

An exclusive right cannot be obtained to a mark that is solely formed
| effect on the value of the goods.

necessary for achieving a technical result, or a shape that has essentia

Article 5a

1 a trademark. Nor may the auxiliary company name or secondary

The name or company name of another party may not be included i
devoid of distinctive character or are from different lines of

symbol of another party be included in a trademark, unless they are
business or of a different type of goods.

Article 6

With the exceptions laid down later, the exclusive right to a trademark includes that no-one other than the proprietor of the trademark
may use the following as a mark of their goods in the course of trade without the proprietor’s consent:

1) a mark that is identical with the protected trademark for identical goods;

2) a mark that, due to its identicalness with or similarity to the protected trademark for identical or similar goods causes a risk of
confusion among the public, which also includes a risk of association between the mark and the trademark.

[f the trademark has a reputation in Finland, and the use of the mark without due cause would take unfair advantage of the distinctive
character or the repute of the trademark, or be detrimental to the distinctive character ot the repute of the trademark, no-one other
than the proprietor of the exclusive right to the trademark may in the course of trade use a mark that is identical with or similar to the
trademark with a reputation without the consent of the proprietor, even if the goods for which the mark is used are not identical or
similar to those for which the trademark with a reputation is protected. ‘

The following are deemed to be usage in the course of trade:

1) affixing the mark to the goods or to the packaging thereof;

2) offering the goods or putting them on the market, or stocking t
3) importing or exporting the goods under the mark, or importing
4) using the mark on business papers in marketing; and

5) other corresponding use of the mark.

hem for those purposes, under the marlc;
the goods for transport to a third country;

Verbal usage is also deemed to be the usage of the mark in the course of trade referred to in subsection 3 above.
|

Article 7 |

An exclusive right to a trademark does not prevent another party from using any of the following in the course of trade in accordance

with good business practices: *.

1) one's OWN Name, Company name, auxiliary company name, secondary symbol or address;

2) markings indicating the kind, quality, quantity, purpose, value, geographical origin, manu

the goods; and ‘

3) the trademark, if its use is necessary for indicating the purpose of the goods. |
I

facturing time or other characte\ristios of



Article 13

‘ L . Ll

A mark that is not distinctive in accordance with section 3 or for which an exclusive right cannot be obtained under section 5 does
Mot meet the conditions of registration.

A yrademark may not however be refused registration on the grounds of tack of distinctive character, if the trademark has become
distinctive through use prior to the date on which the application for registration was filed. l

Article 14

A trademark is not registered, if:

1) it is contrary to law and order or morality;

2) it is liable to mislead the public:

3) without proper permission, it includes state armorial bearings, a state fla
indicating control and warranty, for goods for which the mark is to be regist
of a Finnish municipality, or the flag, armorial bearings or other emblem, na
organisation; or some other device, name or abbreviation, if its inclusion in the trade
trademark with said emblem, sign, hallmark, name or abbreviation;

4) it is formed of something, or includes something, that is likely to give the impression that it is anqther party's protected company
kind referred to in section 3a, or the name or likeness of

name or another party's auxiliary company name or secondary symbol of the
e deceased a long time 2go;

another person, unless the name or likeness is evidently that of someon

5) it is formed of something, or includes something, that is likely to give the impression that it is the name of another’s protected
literary or artistic work, if the name is of 2 special nature, or if it infringes another's copyright in a work or another's rights in a
photograph ot a protected design;

6) it causes a risk that the public confuses it with the name, protected company name oF auxiliary company name of another trader in

such a manner that the confusion could be invoked under section 5 of the Trade Names Act (128/1979);

7) the proprietor of an earlier trademark possesses the exclusive right to using the
8) the trademark applicant has made the application for registration in bad faith;

9) it causes a risk of confusion with the name of a plant variety protected in Finland or in the European Union;
012 of the European Parliament and of the

10) there is an obstacle to the registration as referred to in Regulation (EU) No 1 15172

Council on quality schemes for agricultural products and foodstuffs; Regulation (EU) No 1308/2013 of the European Parliament and

of the Council establishing a common organisation of the markets in agricultural products and repealing Council Regulations (EEC)
(EC) No 110/2008 of the European

No 922/72, (EEC) No 234/79, (EC) No 1037/2001 and (EC) No 1234/2007; Regulation ;
ion, labelling and the protection of geographical indications of

parliament and of the Council on the definition, description, presentat
spirit drinks and repealing Council Regulation (EEC) No 1576/89; or Regulation (EU) No 25 172014 of the European Parliament and
of the Council on the definition, description, presentation, labelling and the protection of geographical indications of aromatised wine

products and repealing Council Regulation (EEC) No 1601/91.

g or other state emblerm, an official sign or hallmark,

ered or for goods similar to them; the armorial bearings
me or abbreviation of an international intergovernmental
mark can cause a risk of the public confusing the

mark as a sign of the goods in the course of trade;

An earlier trademark referred to above in paragraph 7 of subsection 1 means: . o
1) a national trademark that was registered based on an earlier application, or that otherwise has earlier priority than the trademark

applicant;

2) a trademark that is protected by an international registration and is valid in Finland or in the European Union, and that based on
this registration has an earlier right in Finland or the European Union than the trademark applicant;

3) a Community trademark referred to in section 37, registered based on an earlier application than the trademark application, or that
has seniority from Finland under Article 34 or 35 of the Council Regulation mentioned in section 57

4) a trademark that is established when the registration is applied for.

[n cases referred to in paragraphs 4—38 of subsection 1, the trademark can be registered with the consent of the party whose right is in

question, and there is, according to subsection 1, otherwise no obstacle to registration.

Article 15
The exclusive rights in a trademark acquired by registration do not cover any part of the mark that cannot be registered as such.
ieve that its registration may €ause uncertainty regarding

f the trademark contains any such part and there are special reasons to bel
cifically disclaimed when the registration is made.

the extent of the exclusive rights granted, protection of the part may be spe
|

If a part of a trademark excluded from protection later becomes registrable, a new registration may be made to cover that part or the

entire trademark without the exclusion of the part from protection. |

Article 17
ng authority. The application shall indicate

The application for registration of a trademark shali be filed in writing with the registeri :
the name or trade name of the applicunt and the goods and classes of goods for which the mark is intended. The mark shall be clearly -
shown it the application. :

!
A Filing fee shall be paid on the filing of the application. The appiication <hati not be cansidered filed until the fee has beea paid



Aricle Sla
Proyisions on appeals against a decision of the Finnish Patent and Registration Office in a trademark matter are laid down in section
6 F the Act on the Finnish Patent and Registration Otfice (378/2013).

Article 50a
When the registration authority receives a notification of an international registration having effect in Finland from the (hternational
Byreau, it shall examine whether there is any obstacle to the registration.

Article 56b

If the registration authority finds that a trademark filed for international registration does not Comply w_ith the conditiong of
-au that the international registration has no effect i Finland.

registration laid down in this Act, it shall notify the [nternational Burs ;
The registration authority shall notify its refusal, together with a statement of all grounds, to the Iptemgtlonall Bureau before the
expiry of a period of 18 moaths from the date of the [ntermational Bureau aotification referred to in Article 56a.

If the statement issued by the proprietor of an international registration commenting on the notification by the registratioh authority

referred to in the foregoing paragraph does not present any grounds on which the trademark could l?e deeme\d to comply pvith the
conditions of registration laid down in this Act, the registration authority shali rule that the international registration has ho or only 2

partial effect in Finland.
ven time limit submitted his statement commenting du the
registration shall not take effect in Finland. If the said
the international registration shall take effect in

If the proprietor of an international registration has not within the gi
registration authority's notification referred to in paragraph 1, the international
notification only concerned some of the goods in the international registration,
Finland in respect of those of the goods that the notification did not concern. i

Article 56¢
notice of the [ntemational Bureau notifigation

If no obstacle to registration is found, the registration authority shall give public
blic notice shall specify the date accordkd to the

referred to in Article S6a as laid down in the first paragraph of Article 20. The pu
international registration by the International Bureau.

Any opposition to an international registration in Finland shall be filed in writing with the registration authority within tyo months of
the date of the public notice.

Article 56d

The Finnish Patent and Registration Office sends a notification of an opposition referred to in section 56¢, and grounds of it, to the
[nternational Bureau referred to in section 53. Regardiess of whether the proprietor of the international registration has given a
statement due to the notification, the Finnish Patent and Registration Office must examine the opposition.

e a decision that the international registration fas no

Due to the opposition, the Finnish Patent and Registration Office must mak 1
on under this act. If the registration meets th Fconditions

effect in Finland, if the registration does not meet the conditions of registrati
of registration under this act only in part, the Finnish Patent and Registrationt
effect only in part. The Finnish Patent and Registration Office must reject the opposition,

registration in Finland.

Office must make a decision that the registrption has
if there is no obstacle to the intérnational

if the Finnish Patent and Registration Office decides that the international registration has no effect in Fipland or has effgct only in
part, it makes an entry of this in the record referred to in section 53(2) and gives public notice of the decision once it has pecome

final.

Article 561

[f the proprietor of an international registration who is not do
and Registration Office, the proprietor must appoint a represe

rmiciled in Finland wishes to submit a statement to the Finn;Fh Patent
domiciled in the European Economic Area ray also act as 2 representative.

ntative resident in the European Economic Area. A corporaje body

nal

Article 56!
£ dismissed.

An appeal against a decision by the registration authority may be lodged by the applicant for or p.roprie'tor of an internati
registration who has sought such registration in Finland if the decision has been unfaverable to him or if the case has beg]
an international registration effective in Finland despite an

An appeal against a decision taken by the registration authority declaring
n if the person who filed the opposition withdraws his

opposition filed may be lodged by the person who filed the opposition. Eve
appeal, the case may be examined if there are special reasons for doing 0.

Atticle 512 shall apply as appropriate to appeals under the foregoing two paragraphs.




Article 57a

A refquest which conceras the conversion of a Community trade mark, an application therefor or an international registration
designating the European Community into an application for national trademark and which the Community Trade Mark Office has
forwarded to the office. shall be treated as a national application provided that the applicant: as

pays the pre.scribed fees; (2) submits the registering authority a translation in Finnish or Swedish of the conversion request and the
accompanying annex filed in a foreign language: (3) gives the address at which the applicant can be reached in Finland{ and @) e
Provides a representation of the trademark. 1\

An application based on conversion of a Community trade mark ot an application therefor s considered to have the same filing date
priority anq seniority from Finland as the Community trade mark or the application therefor. An application based on conversion Of.
an international registration designating the European Community has as its filing date the date of the international registration or

that of a subsequent designation of the European Community, and it enjoys the priorities and seniorities of the intermational
registration.



