UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

US. APPLICATION SERIAL NO. 79231747

MARK: EXATHLON BRASIL WORLD'S MOST

*79231747*
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APPLICANT: OCTOVISIO GMBH
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/A
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OFFICE ACTION
STRICT DEADLINE TO RESPOND TO THIS LETTER
INTERNATIONAL REGISTRATION NO. 1400991

STRICT DEADLINE TO RESPOND TO THIS NOTIFICATION: TO AVOID ABANDONMENT OF THE REQUEST FOR EXTENSION
OF PROTECTION OF THE INTERNATIONAL REGISTRATION, THE USPTO MUST RECEIVE A COMPLETE RESPONSE TO THIS
PROVISIONAL FULL REFUSAL NOTIFICATION WITHIN 6 MONTHS OF THE “DATE ON WHICH THE NOTIFICATION WAS SENT
TO WIPO (MAILING DATE)” LOCATED ON THE WIPO COVER LETTER ACCOMPANYING THIS NOTIFICATION.

In addition to the Mailing Date appearing on the WIPO cover letter, a holder (hereafier “applicant”) may confirm this Mailing Date using the USPTO’s
Trademark Status and Document Retrieval (TSDR) system at hitp:/isdr.uspto.gov.  To do so, enter the U.S. application serial number for this
application and then select “Documents.” The Mailing Date used to calculate the respornse deadline for this provisional full refusal is the “Create/Mail
Date” of the “IB-1rst Refusal Note.”

This is a PROVISIONAL FULL REFUSAL of the request for extension of protection of the mark in the above-referenced U.S. application. See 15
U.S.C. §1141h(c). See below in this notification (hereafter “Office action”) for details regarding the provisional full refiisal

The referenced application has been reviewed by the assigned trademark examiing attorney. Applicant must respond timely and conpletely to the
issues below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SUMMARY OF ISSUES:
o Clarification of Identification of Goods and Services
English Translation Required
Disclimer Required
Explanation of Mark’s Significance Required
Color Claim and Mark Description Required
Issue Regarding Applicant’s Entity Type

SEARCH OF OFFICE’S DATABASE OF MARKS

The trademark examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that would
bar registration under Trademark Act Section 2(d). TMEP §704.02; see 15 U.S.C. §1052(d).

CLARIFICATION OF IDENTIFICATION OF GOODS AND SERVICES

In Class 25, the wording “Clothing, including underwear and outerclothing, other than special purpose protective clothing” in the identification of goods is
indefinite and must be clarified to indicate specific types of clothing. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01. The wording “mufflers [clothing]” is
indefinite and must be clarified to indicate that the goods are neck scarves and to remove the brackets. The wording “headgear, hats, caps with visors,
berets, caps [headwear], skull caps™ is indefinite and must be clarified to indicate specific types of headgear.

In Class 28, the wording “Games and toys” is indefinite and must be clarified to indicate specific goods. The wording “game apparatus and machines for
use with an external display screen and monitor, including those coin-operated” is indefinite and must be clarified to indicate that electronic game
apparatus are produced. The wording “toys for animals” is indefinite and must be clarified to indicate that pet toys are produced. The wording “toys for
outdoor playgrounds, parks and game parks™ is indefinite and must be clarified to indicate specific goods. The wording “gymnastic and sporting articles
not included i other classes” is indefinite and must be clarified to indicate specific goods. The wording “rattles (playthings), novelties for parties, dances
(party favors), paper party hats” is indefinite and must be clarified to indicate that baby rattles, noise makers, and small toys are produces.



In Class 35, the wording “Advertising, marketing and public relations” is indefinite and must be clarified to indicate that services are provided. The
wording “design for advertising” is indefinite and must be clarified to indicate that advertising materials are designed. The wording “office fimctions” is
indefinite and must be clarified to indicate that services are provided. The wording “business managenent, business administration and business
consultancy” is indefinite and must be clarified to indicate that business administration services are provided. The wording “accounting” is indefinite and
must be clarified to indicate to mdicate that services are provided. The wording “the bringing together, for the benefit of others, of a variety of goods
enabling customers to conveniently view and purchase those goods, such services may be provided by retail stores, wholesale outlets, by means of
electronic media or through mail order catalogues™ is indefinite and must be clarified to mdicate the field.

In Class 38, the wording “telecommunication services™ is indefinite and must be clarified to indicate specific services. The wording “news agencies” is
indefinite and must be clarified to indicate that transmission services are provided.

In Class 41, the wording “Education and training” 1s indefinite and must be clarified to indicate specific services. The wording “arranging and conducting
of conferences, congresses and seminars” is mdefinite and must be clarified to indicate that the services are educational. The wording “sporting and
cultural activities” is ndefinite and must be clarified to indicate specific services. The wording “entertainment” is indefinite and must be clarified to mdicate
specific services. The wording “electronic publication services™ is ndefinite and must be clarified to mdicate specific publication services.

The identification of goods and services contains parentheses and brackets. Generally, applicants should nof use parentheses and brackets in
identifications m their applications so as to avoid confusion with the USPTO’s practice of using parentheses and brackets in registrations to mdicate
goods and services that have been deleted from regstrations or in an affidavit of incontestability to indicate goods and services not claimed. See TMEP
§1402.12. The only exception is that parenthetical information is permitted in identifications in an application if it serves to explam or translate the matter
immediately preceding the parenthetical phrase in such a way that it does not affect the clarity or scope of the identification, e.g, “fiied tofu pieces
(abura-age).” Id. Therefore, applicant must remove the parentheses and brackets from the identification and incorporate any parenthetical or bracketed
information mto the description of the goods and services.

Applicant may adopt the following identification of goods and services, if accurate:

Class 25: “Clothing, ncluding underwear and outerclothing, other than special purpose protective clothing, namely, {specify, e.g., shirts,
pants, dresses}; socks, clothing being mufflers as neck scarves, shawls, bandanas, scarves, clothing being belts, footwear, shoes, slippers,
sandals; headwear, namely, hats, caps with visors, berets, caps, skull caps.”

Class 28: “Ganes and toys, namely, {specify, e.g., board games, card games, action figure toys}; arcade video game machines;
electronic game apparatus and machines for use with an external display screen and monitor, including those con-operated; toys for animals,
namely, pet toys; toys for outdoor playgrounds, parks and game parks, namely, {specify, e.g., playground slides, sports balls}; gynmastic
and sporting articles not included in other classes, namely, {specify, e.g., gymmastic parallel bars, spring boards}; fishing tackle, artificial
fishing bait, decoys for hunting and fishing; Christmas trees of artificial material, oraments for Christmas trees, artificial snow for Christmas trees;
playthings, namely, baby rattles, novelties for parties being noisemakers, party favors in the nature of small toys being dances, paper

party hats.”

Class 35: “Advertising services, marketing services and public relations; organization of exhibitions and trade fairs for commercial or
advertising purposes; design for advertising materials; provision of an online marketplace for buyers and sellers of goods and services;
providing office functions; secretarial services; arranging newspaper subscriptions for others, compilation of statistics; rental of office machines;
systemization of information into conmputer databases; telephone answering for unavailable subscribers; business management, business
administration services and business consultancy; accounting services; commercial consultancy services; personnel recrutment, personnel
placement, enployment agencies, import-export agencies; temporary personnel placement services; auctioneering; the bringing together, for the
benefit of others, of a variety of goods enabling customers to conveniently view and purchase those goods in the field of {specify field, e.g.,
clothing} provided by retail stores, wholesale outlets, by means of electronic media or through mail order catalogues.”

Class 38: “Radio and television broadcasting services; telecommunication services, namely, {specify, e.g., telecommumications access
services, wireless telephone services, etc.}; providing access to Internet; news agencies, namely, the transmission of news items to
news reporting organizations.”

Class 41: “Education and training services, namely, conducting classes and training in the fields of {specify subject matter}; arranging
and conducting of educational conferences, congresses and semmars; sporting and cultural activities, namely, {specify, e.g., basketball
camps, organizing soccer games, art exhibitions, etc.}; entertainment services, namely, {specify, e.g., cheerdeading, storytelling,
soccer games, etc.}; ticket reservation and booking services for entertainment, sporting and cultural events, incliding ticket reservation and
booking services for theatres, cmemas, museuns and concerts; publication and editing of printed matter, including magazines, books,
newspapers, other than publicity texts; electronic publication services, namely, electronic publication of {specify e.g., periodicals,
magazines, books, etc.}; production of movie filims, radio and television programmes; news reporters services; photographic reporting services;
photography; translation.”

Applicant may amend the identification to clarify or limit the goods and services, but not to broaden or expand the goods and services beyond those m
the original application or as acceptably amended. See 37 C.E.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and services may not later
be reinserted. See TMEP §1402.07(e). Additionally, for applications filed under Trademark Act Section 66(a), the scope of the identification for
purposes of permissible amendments is limited by the international class assigned by the International Bureau of the World Intellectual Property
Organization (International Bureau); and the classification of goods and services may not be changed from that assigned by the International Bureaw. 37
C.FR. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Further, in a multiple-class Section 66(a) application, classes may not be added or goods and
services transferred from one existing class to another. 37 C.F.R. §2.85(d); TMEP §1401.03(d).



In a Trademark Act Section 66(a) application, classification of goods and services may not be changed from that assigned by the International Bureau of
the World Intellectual Property Organization. 37 C.FR. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Addttionally, classes may not be added or
goods and services transferred from one class to another in a multiple-class Section 66(a) application. 37 C.F.R. §2.85(d); TMEP §1401.03(d).
For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable {78, dcoeprabiz
Identification of Goods and Services Munal. See TMEP §1402.04.

ENGLISH TRANSLATION REQUIRED

Applicant must submit an English translation of all foreign wording in the mark. 37 C.F.R. §§2.32(2)(9), 2.61(b); see TMEP §809. In the present case,
the wording “BRASIL” requires translation.

The following translation statement is suggested:

The English translation of the word “BRASIL” in the mark is “BRAZIL”.
TMEP §809.03. See attached translation evidence.
DISCLAIMER REQUIRED

Applicant must disclaim the wording “BRASIL” and “PERFORMANCE GAME” because it merely describes features of applicant’s goods and
services, and thus is an unregistrable component of the mark. See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med.
Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012) (quoting Iz re Oppedahl & Larson LLP, 373 F.3d 1171, 1173, 71
USPQ2d 1370, 1371 (Fed. Cir. 2004)); TMEP §§1213, 1213.03(a).

Non-English wording that is merely descriptive, deceptively misdescriptive, geographically descriptive, generic, or informational in connection with the
identified goods and/or services, is an unregistrable component of the mark that is subject to disclaimer. TMEP §§1213.03(a), 1213.08(d); see Bausch
& Lomb Optical Co. v. Overseas Fin. & Trading Co., 112 USPQ 6, 8 (Comm’r Pats. 1956). The disclammer must refer to the actual non- English
wording that appears in the mark, not the English translation of that wording, TMEP §1213.08(d).

The attached evidence from wordreference.com shows that BRASIL means BRAZIL in Portuguese. The attached evidence from Columbia Gazetteer
of the World shows that Brazl is the largest country in South America. Thus, this wording is merely descriptive of a feature of applicant’s goods and
services, namely, that they are produced and/or provided in Brazil

The attached evidence from MerriamWebster defines “performance” as “the execution of an action” and “‘game” as “a physical or mental conpetition
conducted according to rules with the participants in direct opposition to each other.” Thus, the wording “performance game” merely describes a feature
of applicant’s goods and services, namely, that applicant provides competitions where conmpetitors must execute specific actions.

An applicant may not claim exclusive rights to terns that others may need to use to describe their goods and services in the marketplace. See Dena
Corp. v. Belvedere Int’l, Inc., 950 F.2d 1555, 1560, 21 USPQ2d 1047, 1051 (Fed. Cir. 1991); In re Aug. Storck KG, 218 USPQ 823, 825
(TTAB 1983). A disclamer of unregistrable matter does not affect the appearance of the mark; that is, a disclaimer does not physically remove the
disclaimed matter from the mark. See Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 978, 144 USPQ 433, 433 (C.C.PA. 1965); TMEP
§1213.

If applicant does not provide the required disclaimer, the USPTO may refuse to register the entire mark. See In re Stereotaxis Inc., 429 F.3d 1039,
1040-41, 77 USPQ2d 1087, 1088-89 (Fed. Cir. 2005); TMEP §1213.01(b).

Applicant should submit a disclaimer in the following standardized format:
No claimis made to the exclusive right to use “BRASIL” and “PERFORMANCE GAME” apart from the mark as shown.

For an overview of disclaimers and instructions on how to satisfy this disclaimer requirerrent online using the Trademark Electronic Application System
(TEAS) form, please go to Hin//weny uspin.govieaderrarks/bnwdsclirer sn.

EXPLANATION OF MARK’S SIGNIFICANCE REQUIRED

To permit proper exammation of the application, applicant must explain whether the wording in the mark “EXATHLON has any significance in the trade
or industry or as applied to applicant’s goods and services, or if such wording is a “term of art” within applicant’s ndustry. See 37 C.F.R. §2.61(b);
TMEP §814.

Applicant must alkso provide a written staterent specifying whether the goods and/or services come from or originate in Brazil. See 37 C.FR. §2.61(b);
TMEP §§814, 1210.03.

Failure to comply with a request for information is grounds for refusing registration. [n e Harley, 119 USPQ2d 1755, 1757-58 (TTAB 2016); TMEP
§814.

COLOR CLAIM AND MARK DESCRIPTION REQUIRED



Applicant must clarify whether color is a feature of the mark because, although the drawing shows the mark in color, the application does not explicitly
state whether color is claimed as a feature of the mark. Applications for marks depicted i color must include not only a color drawmg but ako (1) a
complete fist of all the colors claimed as a feature of the mark and (2) a mark description of the literal and design elements in the mark that specifies
where all the colors appear in those elements. 37 C.F.R. §§2.37, 2.52(b)(1); see TMEP §807.07(a), (b).

Therefore, applicant must clarify whether color is claimed as a feature of the mark by satisfying one of the following;

(1) Ifcoloris not a feature of the mark, applicant must submit (a) a substitute black-and-white drawing of the mark to replace the color
drawmg of record, (b) a statement that no claim of color is made with respect to the mark in the international registration, and (c) an accurate and
concise description of the literal and design elements in the mark, omitting any reference to color. 37 CF.R. §2.37; TMEP §§807.07(b),
807.12(c); see TMEP §§808 et seq. The following mark description s suggested, if accurate:

The mark consists of a diamond containing five stars above the word “EXATHL.ON” with a figure of a man in between the
letters “TH” in “EXATHLON” above the word “BRASIL above the wording “WORLD’S MOST CHALLENGING”
above the word “PERFORMANCE” ahove the word “GAME.

(2) Ifcoloris a feature of the mark, applicant must submit (a) a statement listing all the colors that are claimed as a feature of the mark and
(b) a statement describing the literal and design elerrents in the mark that specifies where the colors appear i those elements. 37 C.FR
§§2.37, 2.52(b)(1); TMEP §§807.07(b), 807.12(c). Generic color names must be used to describe the colors i the mark, e.g, magenta,
yellow, turquoise. TMEP §807.07(a)(i)-(ii). If black, white, and/or gray are not being claimed as a color feature of the mark, applicant must
exclude them from the color claim and include in the mark description a statement that the colors black, white, and/or gray represent
background, outlning, shading, and/or transparent areas and are not part of the mark. See TMEP §807.07(d), (d)(ii). The following color
claim and mark description are suggested, if accurate:

Color clain: “The colors black and yellow are claimed as a feature of the mark.”

Mark description: “The mark consists of a yellow and black diamond with a yellow outline and a black outline containing five
yellow and black stars above the word “EXATHLON” in black and outlined and shadowed in yellow with a figure of a man
in black in between the letters “TH” in “EXATHLON” above the word “BRASIL in black outlined in yellow above the
wording “WORLD’S MOST CHALLENGING” in yellow above the word “PERFORMANCE” in yellow above the word
“GAME in yellow. The color white represents transparent background and is not claimed as a feature of the mark.”

ISSUE REGARDING APPLICANT’S ENTITY TYPE

Applicant’s business name includes the foreign business designation “GMBH”; however, applicart set forth “Limited Conpany” as the legal entity in the
application. This business designation is generally considered the equivalent of a “Limited Liability Company.” See TMEP app. D. Therefore, applicant
must clarify the entity type i the application. See 37 C.F.R. §§2.32(2)(3), 2.61(b); TMEP §803.03(i). Applicant may satisfy this requirerment by
amending the legal entity to one of those immediately listed above from Appendix D of the Trademark Manual of Examining Procedure (TMEP) for
this business designation, as appropriate. See TMEP §803.03(1).

Alternatively, if applicant maintains that the legal entity in the application properly identifies applicant’s entity type, applicant must provide an explanation
as to why the identified entity type 1s more similar to a “GMBH” in this mstance than to the legal entities listed n TMEP Appendix D. See id.

RESPONSE GUIDELINES

For this application to proceed further, applicant must explicitly address each refusal and/or requirement raised in this Office action. Ifthe action ncludes
a refusal, applicant may provide arguments and/or evidence as to why the refusal should be withdrawn and the mark should register. Applicant may ako
have other options specified in this Office action for responding to a refusal, and should consider those options carefully. To respond to requirements
and certain refusal response options, applicant should set forth in writing the required changes or statements. For more information and general tips on
responding to USPTO Office actions, response options, and how to file a response online, see “Respoading to Ciice Actions” on the USPTO’s
website.

If applicant does not respond to this Office action within six months of the date on which the USPTO sends this Office action to the International Bureau,
or responds by expressly abandoning the application, the application process will end and the trademark will fail to regster. See 15 U.S.C. §1062(b);
37 C.F.R. §§2.65(a), 2.68(a); TMEP §§711, 718.01, 718.02.

When an application has abandoned for failure to respond to an Office action, an applicant may timely file a petition to revive the application, which, if
granted, would allow the application to return to active status. See 37 C.E.R. §2.66; TMEP §1714. The petition must be filed within two months of the
date of issuance of the notice of abandonment and yuay be Hled ordne via the Traderask Hectrome Applcation Systern {TEAS) with a $100 fee. See
37 C.F.R. §§2.6(2)(15)(i), 2.66(a)(1), (b)(1).

UNITED STATES QUALIFIED COUNSEL

Because of the legal technicalities and strict deadlines mvolved m the USPTO application process, applicant may wish to hire a qualified U.S. attorney
specializing in trademark matters to represent applicant in this process and provide legal advice. Although the undersigned trademark examining attorney
is permitted to help an applicant understand the contents of an Office action as well as the application process in general, no USPTO attomey or staff is
permitted to give an applicart ]egal adwce or statements about an apphcant s legal nghts TMEP §§705.02, 709.06. For attorney referral information,
applicant may consult the 4 3o ; 3 : oot Mol oran online directory of legal professionals, such as




Fadbaw®. The USPTO, however, may not assist an applicant in the selection of an attorney. 37 C.F.R. §2.11.

Please note that foreign attomeys, other than authorized Canadian attorneys, are not permitted to represent applicants before the USPTO (e.g, file
written communications, authorize an amendment to an application, or submit legal arguments in response to a requirement or refusal). See 37 C.F.R.
§§2.17(e), 11.14(c), (e); TMEP §602.03-.03(c).

ASSISTANCE

Ifapplicant has questions regarding this Office action, please telephone or e-mmil the assigned trademark examining attorney.  All relevant e-mail
communications will be placed i the official application record; however, an e-mail communication will not be accepted as a response to this Office
action and will not extend the deadline for filing a proper response. See 37 C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05. Further,
although the trademark examining attorney may provide additional explanation pertaining to the refusals and/or requirements m this Office action, the
trademark examining attorney may not provide legal advice or statements about applicant’s rights. See TMEP §§705.02, 709.06.

WHO IS PERMITTED TO RESPOND TO THIS PROVISIONAL FULL REFUSAL: Anyresponse to this provisional refisal must be
personally signed by an individual applicant, all joint applicants, or someone with legal authority to bind a juristic applicant (e.g., a corporate officer or
general partner). 37 C.F.R. §§2.62(b), 2.193(e)(2)(i1); TMEP §712.01. Ifapplicant hires a qualified U.S. attorney to respond on his or her behalf, then
the attorney must sign the response. 37 C.F.R. §§2.193(e)(2)(1), 11.18(a); TMEP §§611.03(b), 712.01. Qualified U.S. attorneys include those m
good standing with a bar of the highest court of any U.S. state, the District of Columbia, Puerto Rico, and other U.S. commonwealths or U.S.
territories.  See 37 C.FR. §§2.17(a), 2.62(b), 11.1, 11.14(a); TMEP §§602, 712.01. Additonally, for all responses, the proper signatory must
personally sign the docurrent or personally enter his or her electronic signature on the electronic filing. See 37 C.F.R. §2.193(a); TMEP §§611.01(b),
611.02. The name of the signatory must also be printed or typed immediately below or adjacent to the signature, or identified elsewhere in the filing. 37
C.F.R §2.193(d); TMEP §611.01(b).

In general, foreign attorneys are not permitted to represent applicants before the USPTO (e.g, file written communications, authorize an amendment to
an application, or submit legal arguments in response to a requirement or refusal). See 37 C.F.R. §11.14(c), (e); TMEP §§602.03-.03(b), 608.01.

DESIGNATION OF DOMESTIC REPRESENTATIVE: The USPTO encourages applicants who do not reside in the United States to designate
a domestic representative upon whom any notice or process may be served. TMEP §610; see 15 U.S.C. §§1051(e), 1141h(d); 37 C.EFR. §2.24(2)

..............................................................................................

/Clare Cahill/
Examining Attorney
Law Office 120
(571)272-5218

clare.cahill@uspto.gov

TO RESPOND TO THIS LETTER: Go to s/ samwnspio.cov/tndamarie tem/esponss. fons jsp.  Please wait 48-72 hours from the issue/mailing
date before using the Trademark Electronic Application System (TEAS), to allow for necessary system updates of the application. For technical

................................

attorney. E-mail communications will not be accepted as responses to Office actions; therefore, do not respond to this Office action by e-
mail.

All informal e-mail communications relevant to this application will be placed in the official application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an applicant
(i.e., a corporate officer, a general partner, all jomnt applicants). Ifan applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official notices,
check the status of the application every three to four months using the Trademark Status and Docurrent Retrieval (TSDR) system at

bty sdraspio.gey’. Please keep a copy of the TSDR status screen. Ifthe status shows no change for more than six months, contact the Trademark
Assistance Center by e-meil at Jradervar AssstarceCenter@uspto. gov or call 1-800-786-9199. For more mformation on checking status, see
Bty v anpto. soviraderake/proess statuy/.

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at Bifps v/ wwve uspto. goviradersrks/tsas/ooorespondence jsp.
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