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7 June 2018

ABN: 38113072755
International Bureau, WIPO
34, chemin des Colombettes
P.O. Box 18
1211 Geneva 20,
SWITZERLAND

NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL REGISTRATION
DESIGNATING AUSTRALIA (IRDA)

THIS REFUSAL IS ISSUED IN ACCORDANCE WITH RULE 17(1) TO 17(3)

International Registration No: 1387286
Our Reference No: 1903976
Applicant: Johnson Controls
Technology Company
Trade mark: PENN
Your ref: 1083277201
Examiner: Katherine Gerahty Report No. 1

| have examined the above trade mark. The following attachment(s) explain the matters which at
present prevent the International Registration from being accepted and, where possible, the ways in
which the holder may be able to resolve the issues. The holder has until 7 September 2019 (15 months)
in which to do so. This refusal takes effect after that date.

The holder may respond in writing to this refusal. However, any response must be sent through an
address for service in Australia or New Zealand. Please allow time for me to consider any
responses by ensuring they are received by this office at least four weeks before the above date.

Review
This provisional refusal will be reviewed if the holder:

makes written submissions in support of the claim to protection of the trade mark in Australia; and/or
submits evidence in support of the claim to protection of the trade mark in Australia, and/or
applies for a hearing.
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Basis of the Report

The following issues have been raised under the Trade Marks Act 1995 and will need to be addressed
before your trade mark can be accepted:

o Section 41 —~ Trade Marks Likely To Be Needed By Cther Traders
o Sedciion 44 — Trade Marks Which Are Simiiar To Other Trade Marks
o Rsguiation 17A.14 ~ Specification of Goods and Sservigas
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SECTION 41 — TRADE MARKS NOT CAPABLE OF DISTINGUISHING

Grounds for rejecting this International Registration Designating Australia (IRDA) exist under
subsection 41(3) of the Trade Marks Act 1995.

To be protected in Australia, your trade mark must be capable of distinguishing your goods/services
from the similar goods/services of other traders in the market place.

Your IRDA is refused because your trade mark is not capable of distinguishing the specified
goods/services. This is because your trade mark is the word PENN alone and unadorned.

The word PENN is the name of several geographical locations including a borough in Pennsylvania
USA, a village and surrounding parish in Buckinghamshire England, an area in the \West Midlands of
England and a community in Ramsay County North Dakota USA. PENN is one of the known names for
a town in South Australia, Australia. PENN is also a commonly used abbreviation for the state of
Pennsylvania in the USA.

Consumers are likely to understand the word PENN to indicate a connection or a potential connection to
a geographical location PENN.

Other traders should be able to use the geographical name PENN in connection with goods or services
similar to yours to indicate a connection or a potential connection with a geographical location.

This refusal applies to the following goods/services:
All of the goods/services claimed.

You may respond to this refusal by:

¢ Making written submissions and/or

¢ Providing evidence of use showing that, because of the extent to which you have used your
trade mark in Australia before the date Australia was designated, the trade mark
distinguished the specified goods/services in Australia at that date and/or

¢ Requesting a hearing in this matter.

Before deciding whether to provide evidence you should consider the following:

e Evidence must be supplied as a declaration and should be accompanied by supporting evidence and
information regarding the extent of the use of your trade mark in Australia

e Gathering and compiling this evidence may be time-consuming and expensive

e The evidence you provide may still be insufficient to overcome the objection

If you wish to respond in any of the above ways, you must do so in writing and supply an address for
service in Australia or New Zealand. If you do not respond by the date mentioned on the first page of
this report, this IRDA will be refused for the above goods/services.

| have attached an information sheet that indicates the type of evidence needed.
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SECTION 44 — TRADE MARKS WHICH ARE SIMILAR TO OTHER TRADE MARKS

Grounds for rejecting this IRDA exist under the provisions of section 44 of the Trade Marks Act
1995.

Conflicting Trade Mark(s): 103890, 236776, 1398879, 1514416

Your trade mark is substantially identical with, or deceptively similar to, the following trade mark(s), and
is for similar or closely related goods and/or services:

The refusal applies to the following goods/services:

All of the goods/services claimed.

I have enclosed details of the trade mark(s) mentioned above.

You may respond to this refusal by:

¢  Making submissions and/or
¢  Providing evidence of use of the trade mark in Australia and/or
¢ Requesting a hearing.

Before deciding whether to provide evidence you should consider the following:

e Evidence must be supplied as a declaration and should be accompanied by supporting evidence and
information regarding the extent of the use of your trade mark in Australia.

e Gathering and compiling this evidence may be time-consuming and expensive

e The evidence you provide may be insufficient to overcome the refusal

If you wish to respond in any of these ways, you must do so in writing and supply an address for service
in Australia or New Zealand. If you do not respond by the date mentioned on the first page of this
report, this IRDA will be refused for the above goods/services.

| have attached an information sheet that indicates the type of evidence needed.
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REGULATION 17A.14 — SPECIFICATION OF GOODS AND SERVICES

This International Registration Designating Australia (IRDA) does not meet the requirements of
Regulation 17A.14 of the Trade Marks Regulations 1995.

The term(s) "Single-phase condenser fan speed control for refrigerator and air conditioning units (terms
considered too vague by the International Bureau - rule 13 (2) (b) of the Common Regulations); variable
speed drive controls for HVAC and refrigerator units (terms considered too vague by the International
Bureau - rule 13 (2) (b) of the Common Regulations); electronic pressure transducers for refrigerator
and air conditioning units (terms considered too vague by the International Bureau - rule 13 (2) (b) of the
Common Regulations)"

in class 7 is/are too vague for the purposes of classification, as indicated by the statement terms
considered too vague by the International Bureau (rule 13(2)(b) of the common regulations).

Please provide a clear explanation of the term(s) mentioned above.

The refusal applies to the following goods/services:

The goods/services "Single-phase condenser fan speed control for refrigerator and air
conditioning units (terms considered too vague by the International Bureau - rule 13 (2) (b) of the
Common Regulations); variable speed drive controls for HVAC and refrigerator units (terms
considered too vague by the International Bureau - rule 13 (2) (b) of the Common Regulations);
electronic pressure transducers for refrigerator and air conditioning units (terms considered too
vague by the International Bureau - rule 13 (2) (b) of the Common Regulations)" claimed in
CLASS 7.

You may respond to this refusal by:

¢ Making written submissions and/or
¢ Requesting a hearing in this matter.

If you wish to respond in any of the above ways, you must do so in writing and supply an address for

service in Australia or New Zealand. If you do not respond by the date mentioned on the first page of
this report, this IRDA will be refused for the above goods/services.

Katherine Gerahty for
REGISTRAR OF TRADE MARKS

Examiner’s Telephone Contact: +61262837912

Page 5 of 18



Word:

Class(es):
Status:

Kind:
Lodgement date:
Registered from:

Owner(s):

Address for
service:

Goods & Services:

IP Australia
Trade Mark : 103890

PEN

9
Registered/Protected
n/a

14 September 1950
14 September 1950

Leta Josephine Liwszyc
Unit 23/7

Clifton Crescent

MT LAWLEY

WA

6050

AUSTRALIA

Lori Jayne Scheidemann
Unit 23/7

Clifton Crescent
MOUNT LAWLEY

WA

6050

AUSTRALIA

Dina Gladys Silverman
Unit 23/7

Clifton Crescent
MOUNT LAWLEY

WA

6050

AUSTRALIA

Leta Josephine Liwszyc
Unit 23/7

Clifton Crescent
MOUNT LAWLEY

WA

6050

AUSTRALIA

9 Electric switches, sockets, plugs and adaptors made of plastic material and wires covered
with plastic material,
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IP Australia
Trade Mark : 236776

Word: PENN

Class(es): 9

Status: Registered/Protected
Kind: n/a

Lodgement date: 25 February 1970
Registered from: 25 February 1970
Owner(s): Johnson Controls, Inc.

5757 North Green Bay Avenue
MILWAUKEE USA WI53201

Address for Spruson & Ferguson
service: GPO BOX 3898
SYDNEY
NSW
2001
AUSTRALIA

Goods & Services:

9 Commercial, residential and industrial controls for heating, air conditioning, refrigeration,
water systems and air comp ressors

Endorsements:

The provisions of Section 24 (2) applied* The preceding endorsement(s) were recorded prior to
commencement of the Trade Marks Act 1995.*
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IP Australia
Trade Mark : 1398879

Word: PENN ELCOM
Class(es): 6,9

Status: Registered/Protected
Kind: n/a

Lodgement date: 9 December 2010
Sealing date: 5 August 2011
Acceptance adv: 28 April 2011

Registered from:

Registered adv:

Owner(s):

Address for
service:

Goods & Services:

9 December 2010
11 August 2011

Penn Elcom Corporation of the Offices of Trident Trust Company (BVI)
Trident Chambers

PO BOX 146

Road Town

Tortola

BRITISH VIRGIN ISLANDS

Brands Hawker

21 Maitland Avenue
KEW

VIC

3101

AUSTRALIA

6 Metal hardware and construction elements including metal cases, latches, handles for cases
and cabinets, protective corners for cases and cabinets, braces for cases, hinges, casters,
grilles for speakers, feet for cases and cabinets, screws, nuts, washers, rivets, mounting
brackets for speakers; metal boxes and structural parts therefor; metal cabinets;metal roof

\

%
N

N

trusses; metal construction elements including trusses for lighting; metal hardware including
stays for lids and dishes; metal connectors for cases and cabinets; metal tool boxes; metal
boxes and enclosures; metal cabinet racks, chassis and slides for metal cabinets; metal rack
systems

Metal racks for electronic equipment in this class; cases for computers, electronic equipment
and electronic components; rack and panel connectors; cabinets adapted to contain

electronic and apparatus and computers, communications cabinets, loud speaker cabinets;
audio connectors

NfElaam

Page 8 of 18



Word:

Class(es):
Status:

Kind:
Lodgement date:
Sealing date:

Convention details:

Acceptance adv:
Registered from:
Registered adv:

IP Australia
Trade Mark : 1514416

1600 PENN

9,41
Registered/Protected

n/a

14 September 2012

29 May 2013

85/594094 10 April 2012
21 February 2013

14 September 2012

6 June 2013

Owner(s): Twentieth Century Fox Film Corporation a corporation existing under the laws
of the State of Delaware, United States of America
10201 West Pico Boulevard
Los Angeles California 90035
UNITED STATES OF AMERICA
Address for Baker McKenzie
service: Tower One - International Towers Sydney
L 46
100 Barangaroo Ave
SYDNEY
NSW
2000
AUSTRALIA
Goods & Services:
9 Electronic, photographic, scientific, cinematographic, teaching apparatus and instruments;

apparatus for recording, transmission or reproduction of sound or images; magnetic data
carriers, recording discs; compact discs, DVDs and other digital recording media; audio-
visual works and sound recordings; computer hardware, software and accessories; data
processing equipment and computers; electrical and electronic equipment (in this class);
pre-recorded DVDs featuring comedy; pre-recorded CDs featuring comedy and musical
performances; downloadable audio and video recordings featuring comedy; downloadable
television shows and video recordings featuring comedy; downloadable ring tones, graphics,
computer desktop wallpaper, games and music via a global computer network and wireless
devices; computer screen saver software; computer game and video game software;
mousepads; decorative magnets; eye glasses; downloadable mobile software applications
featuring multimedia entertainment programs and content; none of the aforementioned being
or related to commercial, residential and industrial controls for heating, air conditioning,
refrigeration, water systems and air compressors

41 Entertainment; education and training services; sporting and cultural activities; entertainment
services in the nature of a television series featuring comedy; providing on-line information in
the field of television and video entertainment featuring comedy via the Internet;
entertainment services in the nature of non-downloadable videos and images featuring
television shows transmitted via the Internet and wireless communication networks; on-line
journals including blogs featuring personal opinions in the field of general interest and
comedy; entertainment amusement park and theme park services; entertainment services in
the nature of live musical, comedy and dramatic performances
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Endorsements:

Convention priority claimed: 10 April 2012, United States of America, No. 85/594094 in respect of
CLASS 9 - PRE-RECORDED DVDS FEATURING COMEDY; PRE-RECORDED CDS FEATURING
COMEDY AND MUSICAL PERFORMANCES; DOWNLOADABLE AUDIO AND VIDEO RECORDINGS
FEATURING COMEDY; DOWNLOADABLE TELEVISION SHOWS AND VIDEO RECORDINGS
FEATURING COMEDY; DOWNLOADABLE RING TONES, GRAPHICS, COMPUTER DESKTOP
WALLPAPER, GAMES AND MUSIC VIA A GLOBAL COMPUTER NETWORK AND WIRELESS
DEVICES; COMPUTER SCREEN SAVER SOFTWARE; COMPUTER GAME AND VIDEO GAME
SOFTWARE; MOUSEPADS; DECORATIVE MAGNETS; EYE GLASSES; DOWNLOADABLE MOBILE
SOFTWARE APPLICATIONS FEATURING MULTIMEDIA ENTERTAINMENT PROGRAMS AND
CONTENT.* Convention priority claimed: 10 April 2012, United States of America, No. 85/594086 in
respect of CLASS 41 - ENTERTAINMENT SERVICES IN THE NATURE OF A TELEVISION SERIES
FEATURING COMEDY; PROVIDING ON-LINE INFORMATION IN THE FIELD OF TELEVISION AND
VIDEO ENTERTAINMENT FEATURING COMEDY VIA THE INTERNET; ENTERTAINMENT
SERVICES IN THE NATURE OF NON-DOWNLOADABLE VIDEOS AND IMAGES FEATURING
TELEVISION SHOWS TRANSMITTED VIA THE INTERNET AND WIRELESS COMMUNICATION
NETWORKS; ON-LINE JOURNALS, NAMELY, BLOGS FEATURING PERSONAL OPINIONS IN THE
FIELD OF GENERAL INTEREST AND COMEDY; ENTERTAINMENT AMUSEMENT PARK AND
THEME PARK SERVICES; ENTERTAINMENT SERVICES IN THE NATURE OF LIVE MUSICAL,
COMEDY AND DRAMATIC PERFORMANCES.*
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REQUIREMENTS FOR EVIDENCE OF USE
Subsection 41(3) Trade Marks Act 1995

Evidence of use must be in declaratory form. This may be made by the holder, a principal officer of the
holder company or by a person authorised to make it on behalf of the holder. If the declaration is not
in English, it must be accompanied by a certified translation into English. The evidence must
incorporate any exhibits or appendices. If they are not incorporated, they do not form part of the
declaration.

Where possible evidence should be submitted in electronic form (other than on USB keys or via cloud
computing technologies). In particular, providing clear digital images of objects bearing the trade mark
will be as effective as providing the objects themselves.

Under subsection 41(3) use must be in Australia and must be before the date on which Australia
was designated in the international application or registration. The evidence may include use by a
predecessor in title of the holder, use by an authorised user, and use on goods and/or services for
export.

EVIDENCE REQUIRED
The declaration must contain:
the international registration number;
our reference;
a representation of the trade mark;
the holder's name;
the name and address of the person making the declaration;
the position and length of service in that position of the person making the declaration (if the
holder is a company);
The declaration must also contain the following information relating to the specific goods or services in
the IRDA:
¢ a history of the trade mark, including:
¢ the specific goods and/or services for which the trade mark has been used in Australia;
¢ when the trade mark was first used in Australia in connection with the specific goods and/or
services claimed in your IRDA (please give the year and, if possible, the month), and whether
this use has been continuous since then;
¢ where the trade mark has been used in Australia (please give States or regions);
¢ examples of how the trade mark has been used in Australia in connection with the goods
and/or services claimed in your IRDA (please attach copies of advertising, promotional
material and/or packaging and outline how each of these have been used);
¢ annual expenditure (in Australian Dollars) on advertising and promoting the trade mark in
Australia in connection with the goods and/or services claimed in your IRDA,;
¢ annual turnover figures (in Australian Dollars) for the specific goods and/or services claimed in
your IRDA sold or provided in Australia using the trade mark; and
¢ any other information or materials which will help show how the trade mark has been used
(please attach copies of these materials).

Please note:
¢ The evidence you provide must relate to your trade mark as it is shown in your IRDA, without any
major changes.
¢ The evidence you provide must clearly demonstrate that your IRDA is used and promoted as a
trade mark in Australia, and that it is recognised by consumers in Australia as a trade mark.
¢ If you can only show use of your trade mark in Australia on some of the goods or services in your
IRDA, you must agree to limit your IRDA to cover only those goods or services.
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EVIDENCE OF HONEST CONCURRENT USE, PRIOR USE or
OTHER CIRCUMSTANCES

Subsections 44(3) and 44(4) Trade Marks Act 1995

Introduction

Your International Registration Designating Australia (IRDA) cannot be accepted for protection because
it conflicts with another trade mark, or trade marks.

The refusal of your IRDA under section 44 may be overcome if you can show one of the following:
¢ honest concurrent use; or
e prior use; or

e other circumstances

Evidence of use must be in declaratory form. This may be made by the holder, a principal officer of the
holder company or by a person authorised to make it on behalf of the holder. If the declaration is not
in English, it must be accompanied by a certified translation into English. The evidence must
incorporate any exhibits or appendices. If they are not incorporated, they do not form part of the
declaration.

Where possible evidence should be submitted in electronic form (other than on USB keys or via cloud
computing technologies),. In particular, providing clear digital images of objects bearing the trade mark
will be as effective as providing the objects themselves.

The declaration provides the information | need to determine whether the use of your trade mark in
Australia is sufficient to accept your trade mark for protection. The declaration should clearly set out the
following:

¢ the number of your IRDA,;
e the name of the holder;

¢ any submissions and evidence in support of your IRDA

The declaration should be made out by:
e you;or

¢ fthe holderis a company, a principal officer or other authorised employee of the company (for
example a director); or

¢ someone else who is authorised by you to make the declaration (for example, a lawyer)

Honest Concurrent Use
Evidence required — The following information should be included in the declaration:
¢ the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was chosen (this must be before your filing date);
¢ why the trade mark was chosen;

e who has used the trade mark:
e yOu Or your company;
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e someone you or your company has authorised or allowed to use the trade mark; or
e a predecessor in title (the person from whom you acquired the trade mark);

¢ whether you knew of the earlier filed trade mark;
¢ the goods and/or services for which the trade mark has been used in Australia;

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month);

¢ whether this use has been continuous since then (or, if it has not been used continuously, when
and for how long it has been used);

¢ where the trade mark has been used in Australia (please give States or regions);

¢ examples of how the trade mark has been used in Australia in connection with the goods and/or
services claimed in your IRDA (please attach copies of advertising, promotional material and/or
packaging and outline how each of these have been used);

¢ annual expenditure (in Australian Dollars) on advertising and promoting the trade mark in
Australia in connection with the goods and/or services claimed in your IRDA,;

¢ annual turnover figures (in Australian Dollars) for the goods and/or services claimed in your IRDA
sold or provided in Australia using the trade mark; and

¢ any other information or materials which will help show how the trade mark has been used
(please attach copies of these materials).

Prior Use
Evidence required — The following information should be included in the declaration:
¢ the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month), and whether this use has
been continuous since then;

¢ how the trade mark was first used. You should provide examples of how the trade mark was
applied and advertised or, where these are no longer available, explain exactly what actions you
claim amount to “use”. An unsupported statement such as “| first used this trade mark in 1990” is
not sufficient, and you should go on to explain just what actions you rely on as being use.

¢ whether the trade mark has been used continuously in Australia since its first use. The declaration
should provide factual information, e.g. sales value by year, that will allow an examiner to be
satisfied that use has been continuous;

¢ whether the trade mark was still being used when you lodged your IRDA,;

¢ the goods and/or services for which the trade mark has been used in Australia.

Other Circumstances

There may be other circumstances that are relevant. A common example would be if you were using
your trade mark with the permission of the owner of the earlier filed trade mark and/or that owner is
prepared to consent to the protection of your trade mark.

You should be aware

If your own IRDA is accepted under one of the above provisions, the trade mark owner of any earlier
registration or application may oppose protection of your trade mark. You will then be required to defend
the opposition. This will involve serving evidence. If you are not successful, costs may be awarded
against you.
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You should also be aware that if you are infringing a registered trade mark you run a serious risk of legal
action being taken against you by the owner of that registration.

Confidential Information

IP Australia will accept your declaration in confidence. IP Australia will not accept an accompanying
letter in confidence.

Please do not put any information which you consider to be confidential into an accompanying letter.

Release of Information

Other people may request access to information you have provided to the Trade Marks Office. Please
take into account that letters will become available for public inspection (API). Declarations may be
API. Copies of declarations may also be requested under the Freedom of Information Act 1982 (FOI
Act). If this occurs, IP Australia may seek your comments prior to release of declarations.

Legal Advice

A trade mark attorney may be able to assist you with advice and outline the likely costs, risks and
benefits of the trade mark options available for your business.
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Grounds for rejecting IRDA
Regulation 17A.28

1) The grounds for rejecting an IRDA are the grounds set out in sections 39 to 44 of the Act, as
affected by subregulation (2).

2) Sections 39 to 44 apply in relation to an IRDA as if:

a) a reference in those sections:
) to an application for the registration of a trade mark were a reference to the
IRDA,; and
i) to an applicant were a reference to the holder of the IRDA; and
b) the reference in paragraph 41 (6) (a) to the filing date in respect of an application were a

reference to the date of international registration or the date of recording, as applicable,
in respect of the IRDA; and

C) each reference in subparagraphs 44 (1) (a) (i) and (2) (a) (i) to a trade mark registered
by another person included a protected international trade mark held by another person;
and

d) each reference in subparagraphs 44 (1) (a) (i) and (2) (a) (ii) to a trade mark whose

registration is being sought by another person included a trade mark in respect of which the
extension of protection to Australia is being sought by another person.

Section 39 Trade mark containing etc. certain signs
1) An application for the registration of a trade mark must be rejected if the trade mark contains or

consists of a sign that, under regulations made for the purposes of section 18, is not to be used
as atrade mark.

2) An application for the registration of a trade mark may be rejected if the trade mark contains or
consists of:
a) a sign that is prescribed for the purposes of this subsection; or
b) a sign so nearly resembling:
) a sign referred to in paragraph (a); or
i) a sign referred to in subsection (1);

as to be likely to be taken for it.
Section 40 Trade mark that cannot be represented graphically

1) An application for the registration of a trade mark must be rejected if the trade mark cannot be
represented graphically.

Section 41 Trade mark not distinguishing applicant's goods or services

1) For the purposes of this section, the use of a trade mark by a predecessor in title of an applicant
for the registration of the trade mark is taken to be a use of the trade mark by the applicant.

Note 1: For applicant and predecessor in title see section 6.

Note 2: If a predecessor in title had authorised another person to use the trade mark, any
authorised use of the trade mark by the other person is taken to be a use of the trade mark by
the predecessor in title (see subsection 7(3) and section 8).

2) An application for the registration of a trade mark must be rejected if the trade mark is not
capable of distinguishing the applicant's goods or services in respect of which the trade mark is
sought to be registered (designated goods or services) from the goods or services of other
persons.

Note: For goods of a person and services of a person see section 6.

3) In deciding the question whether or not a trade mark is capable of distinguishing the designated
goods or services from the goods or services of other persons, the Registrar must first take into
account the extent to which the trade mark is inherently adapted to distinguish the designated
goods or services from the goods or services of other persons.
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4) Then, if the Registrar is still unable to decide the question, the following provisions apply.

5) If the Registrar finds that the trade mark is to some extent inherently adapted to distinguish the
designated goods or services from the goods or services of other persons but is unable to
decide, on that basis alone, that the trade mark is capable of so distinguishing the designated
goods or services:

a) the Registrar is to consider whether, because of the combined effect of the following:
) the extent to which the trade mark is inherently adapted to distinguish the
designated goods or services;
i) the use, or intended use, of the trade mark by the applicant;
iii) any other circumstances;

the trade mark does or will distinguish the designated goods or services as being those of the
applicant; and

b) if the Registrar is then satisfied that the trade mark does or will so distinguish the
designated goods or services-the trade mark is taken to be capable of distinguishing the
applicant's goods or services from the goods or services of other persons; and

C) if the Registrar is not satisfied that the trade mark does or will so distinguish the
designated goods or services-the trade mark is taken not to be capable of distinguishing
the applicant's goods or services from the goods or services of other persons.

Note 1: For goods of a person and services of a person see section 6.

Note 2: Use of a trade mark by a predecessor in title of an applicant and an authorised
use of a trade mark by another person are each taken to be use of the trade mark by
the applicant (see subsections (1) and 7(3) and section 8).

6) If the Registrar finds that the trade mark is not inherently adapted to distinguish the designated

goods or services from the goods or services of other persons, the following provisions apply:

a) if the applicant establishes that, because of the extent to which the applicant has used
the trade mark before the filing date in respect of the application, it does distinguish the
designated goods or services as being those of the applicant-the trade mark is taken to
be capable of distinguishing the designated goods or services from the goods or
services of other persons;

b) in any other case-the trade mark is taken not to be capable of distinguishing the
designated goods or services from the goods or services of other persons.

Note 1: Trade marks that are not inherently adapted to distinguish goods or services are
mostly trade marks that consist wholly of a sign that is ordinarily used to indicate:

a) the kind, quality, quantity, intended purpose, value, geographical origin, or some other
characteristic, of goods or services; or
b) the time of production of goods or of the rendering of services.

Note 2: Use of a trade mark by a predecessor in title of an applicant and an authorised
use of a trade mark by another person are each taken to be use of the trade mark by
the applicant (see subsections (1) and 7(3) and section 8).

Section 42 Trade mark scandalous or its use contrary to law

An application for the registration of a trade mark must be rejected if:
a) the trade mark contains or consists of scandalous matter; or
b) its use would be contrary to law.

Section 43 Trade mark likely to deceive or cause confusion

An application for the registration of a trade mark in respect of particular goods or services must be
rejected if, because of some connotation that the trade mark or a sign contained in the trade mark has,
the use of the trade mark in relation to those goods or services would be likely to deceive or cause
confusion.

Section 44 Identical etc. trade marks

1) Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's
trade mark) in respect of goods (applicant's goods) must be rejected if:
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a) the applicant's trade mark is substantially identical with, or deceptively similar to:
) a trade mark registered by another person in respect of similar goods or closely
related services; or
i) a trade mark whose registration in respect of similar goods or closely related

services is being sought by another person; and

b) the priority date for the registration of the applicant's trade mark in respect of the
applicant's goods is not earlier than the priority date for the registration of the other
trade mark in respect of the similar goods or closely related services.

Note 1: For deceptively similar see section 10.

Note 2: For similar goods see subsection 14(1).

Note 3: For priority date see section 12.

Note 4: The regulations may provide that an application must also be rejected if the trade mark
is substantially identical with, or deceptively similar to, a protected international trade mark or a
trade mark for which there is a request to extend international registration to Australia: see Part

17A.
2) Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's
trade mark) in respect of services (applicant's services) must be rejected if:
a) it is substantially identical with, or deceptively similar to:
) a trade mark registered by another person in respect of similar services or
closely related goods; or
i) a trade mark whose registration in respect of similar services or closely related
goods is being sought by another person; and
b) the priority date for the registration of the applicant's trade mark in respect of the

applicant's services is not earlier than the priority date for the registration of the other
trade mark in respect of the similar services or closely related goods.
Note 1: For deceptively similar see section 10.
Note 2: For similar services see subsection 14(2).
Note 3: For priority date see section 12.
Note 4: The regulations may provide that an application must also be rejected if the trade mark
is substantially identical with, or deceptively similar to, a protected international trade mark or a
trade mark for which there is a request to extend international registration to Australia: see Part

17A.

3) If the Registrar in either case is satisfied:
a) that there has been honest concurrent use of the 2 trade marks; or
b) that, because of other circumstances, it is proper to do so;

the Registrar may accept the application for the registration of the applicant's trade mark
subject to any conditions or limitations that the Registrar thinks fit to impose. If the
applicant's trade mark has been used only in a particular area, the limitations may
include that the use of the trade mark is to be restricted to that particular area.

Nofte: For limitations see section 6.

4) If the Registrar in either case is satisfied that the applicant, or the applicant and the predecessor

in title of the applicant, have continuously used the applicant's trade mark for a period:

a) beginning before the priority date for the registration of the other trade mark in respect
of:
) the similar goods or closely related services; or
i) the similar services or closely related goods; and

b) ending on the priority date for the registration of the applicant's trade mark;
the Registrar may not reject the application because of the existence of the other trade
mark.

Note 1: An authorised use of the trade mark by a person is taken to be a use of the trade mark
by the owner of the trade mark (see subsection 7(3)).

Note 2: For predecessor in title see section 6.

Note 3: For priority date see section 12.

Regulation 17A.13 Use of trade mark
1) The holder of an IRDA:
a) must be using, or must intend to use, the trade mark that is the subject of the IRDA in

relation to the goods, services or goods and services listed in the IRDA; or
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2)

b) must have authorised, or intend to authorise, another person to use the trade mark in
relation to those goods, services or goods and services; or

C) must intend to assign the trade mark to a body corporate that is about to be constituted
with a view to the use by the body corporate of the trade mark in relation to the goods,
services or goods and services.

If there is reason to suspect that the holder does not meet a requirement of subregulation (1) in
relation to any of the goods or services mentioned in the IRDA, the Registrar may require the
holder to make a declaration to the Registrar that those provisions apply to all of those goods
and services.

Regulation 17A.14 Specification of goods and services

1)

2)

3)

The expression ‘all goods’, ‘all services’, ‘all other goods’ or ‘all other services’ must not be used
in an IRDA to specify the goods or services in respect of which protection is sought.

If a term has been identified by the International Bureau as being:

a) too vague for the purposes of classification; or
b) incomprehensible; or
C) linguistically incorrect;

the term must not be used in an IRDA to specify the goods or services in respect of which
protection is sought, unless the Registrar is satisfied that the term is sufficiently clear in the
circumstances.

If the Registrar is reasonably satisfied that a term to be used in an IDRA to specify goods or
services in respect of which protection is sought:

a) is too vague for the purposes of determining the scope of that protection; or
b) is incomprehensible; or
C) is linguistically incorrect;

then which the term must not be used in the IRDA to specify the goods or services in respect of
which protection is sought.

Regulation 4.15 Trade marks containing etc certain signs

For the purposes of paragraph 39 (2) (a) of the Act (which deals with signs), the following signs are
prescribed:

a) the words "Patent", "Patented", "By Royal Letters Patent", "Registered", "Registered
Design", "Copyright" "Plant Breeder's Rights", "EL rights", or words or symbols to the
same effect (including the symbols © and ®);

b) the words "To counterfeit this is a forgery", or words to the same effect;

C) a representation of the Arms, or of a flag or seal, of the Commonwealth or of a State or
Territory;

d) a representation of the Arms or emblem of a city or town in Australia or of a public
authority or public institution in Australia;

e) a representation of a mark notified by the International Union for the Protection of

Industrial Property as not entitled to registration under international arrangements;
f) a sign specified in Schedule 2.

Note 1: For the meaning of EL rights, see section 5 of the Circuit Layouts Act 1989.

Note 2: A list of the marks mentioned in paragraph 4.15 (e) is available at the Trade Marks
Office and sub-offices.
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