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Notification Of A Provisional Total Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods and services of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipg.gov uk/tmianms and return it to this office within two
months of the date of this letter, that is, on or before 28 August 2018. This
period cannot be extended, except in the circumstances described below. The
holder should note that failure to file a TM8 will result in the provisional refusal
being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at igo.gov. ukiAmiorms

The TM8 should be received on or before the date requested above unless a
cooling off period is entered into by the parties.

The holder of the International Registration must provide us with an address for
correspondence in the United Kingdom, another EEA state or the Channel

Intellectual Property Office is an operating name of the Patent Office WAL GO uiAD



Islands on a form TM33 ‘Appointment or change of agent or contact address’,
which is available at ipo.gov. ukfimiorms within this two month period.

If one is not provided within this time the refusal will be made final.

Judith Davies

Trade Marks Registry
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Notice of opposition and statement of grounds

Fee @ £100
[ ] e200

Opposition based on Section 5(1) and/or 5(2) ONLY !

Opposition bated on, or including, any othar grounds
Note: If you wish to oppose under Seclion 87} andéor 6(2) and ona qrmam m.r{&ﬁ., mm u be £200
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Use this form to notify of an opposition to a trade mark application or International registration and to set cut the

grounds on which you are basing this opposition.

Do not use this form If you wish o file a Fast Track opposition under Section 5{1) and/or 5(2): use Form TM7F.

1. Trade mark numhar
MNumber of the trade mark you are ppposing. If tha
appositon concams an Internationsl Registration,
help us Identlly the carrect irada mark by adding “IR"

Full name of applicant!holder
Whose trede mark you are opposing

. Full name of opponent
Pearson oppozing the trade mark

Address

I the address Is not within the United Kingdom,
Europaan Economic Avea (EEA— which Includes

the Eurapaan Unlon) or the Channal Islands you must
have & representalive in ane of thase regions and
complete saction 4 below

Emall address
Campiete if you have ne rapresantativa and woldd ke
us to comespond with you by small

‘_IR1387951

{ Guangzhou Darlng International Forwarding Co., Ltd ]

R

R L Dy e

——

Biswanath Hosiery Mills Lid

39 Kalikrishna Tagore Street,

[y —

5th Floor,

Calcutta

India Postcode 700007

Repreaontative name
if you have no representative, go to section 5.

4,

Address

Tha sddress providad in thia aeclion must be
In the UK, European Economic Area (EEA)
or the Channel Islands.

NOTE: Wa wil! communicate with the
reprogsentaiive i thiz gaction hax basn
compieted.

Emall address
Compiata If you would like us to correapend with you
by email

Intefiactual Property Office s an opeseting nams of the Patent Ottica

Page White & Farmer,

Bedford House

John Street

London Postocode WC1N 2BF

trademaﬂ(s@pagewhlte com

B Crown Cogyright 2012

T™?
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6. Related proceedings T .
S lfappllublg aslect | 1 of any related IPO Registry UK Courts OHIM
roceedings end enter the cass number allocated
0 the proceedings,
Number

8. Opposition notlfication date
if you have informed the applicantholder of an 13 June 2018
inténtion to oppose the irade mark application, ]
designation — enter the date you notified them.
[**Sae Naola] :

**Note: An ppposiion launched without giving the applicant or hoider a reasonable opportunity 1o withdraw the eppfication, international
designation or amendment may result in the oppenent being ineligible for an award of costs.

| balieve that the facts stated in this form and the attached
statement of grounds are true.

Slgnature C«___...

7. Declaration

?BGL%GCK CAPITALS) PAGE WHITE & FARRER
Date 19 June 2018

8. Yourreference .
Complete i you would like us 1o quote this In 411420/JPClsjo

communications with you, otherwisa lsave blank, . '

(‘02078377920 - TT7

Contact details

Name, daylime telephone number af the person

{0 contaci in case of query.

Numbar of sheate atiachad to this form

Checklist Where to send
Pleass make sure you have remembered to: Intelisctual Property Office
Trade Marks Registry
[] Sign and date the form Concept House
Cardiff Road
[ Complete fee sheet (Form F§2) Newport
" (O Enclose the fee and fee sheet. Make ﬁ?,‘fg g\éa(l; s

chaques payable to Intellectusl Property Office

Rev Sapt 2013 ™7
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Please tick on what grounds you are opposing the trade mark and contlnue to the relevant sectlon{s)

Opposition is based on Sections 5(1) or §(2): The trade mark is either identical or similar to an earier
trade mark and is to be registered for identical and/ar similar goods and services.

Noto: Opposition on these grounds must be made by the ‘proprieter’ {owner) of the earlier trade mark.

> COMPLETE SECTION A

Cpposition is based on Section 5(3). The trade mark is either identical or similar to an earlier trade
mark which has a reputation, Using the later mark would take unfair advantage of, or be detrimantal to,
the distinctive character or reputation of the earlisr mark.

Note: Opposition on these grounds must be made by the ‘proprietor' {(owner) of the earlier trade mark,
Ticking this box meansg that the total fee for this form is £200.

> COMPLETE SECTION B

Opposition is based on Saction 5(4)(a): Whera the use of the applicant’s trade mark would be contrery
to law, in particular, the law of passing off.

Note: Opposition on these grounds must he made by the ‘proprietor' (owner) of tha earier right. Ticking
this box means that the total fee for this form is £200.

» COMPLETE SECTION C

Opposition is based on Section 3: The trade mark is excluded from registration because it describes
the gooda/aervices, or is not distinctive, or consists of signs that are customary within the trada, or the
application was made in bad faith.

Nota; Ticking this box means that the total fee for this form le £200.
> COMPLETE SECTION D

Opposition is based on other grounds.
Noate: Ticking this box means that tha total fee for this form is £200. -

> COMPLETE SECTIONE

T™M7

0 id:719397)
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on sections 5(1) or 5{2) of the Trada Marks Act on the basls of an earller

SECTION A: Opposition is basad
-registared or pending mark.

Please tick the relevant saction(s) that apply.

( 3(1) it is identical with an earlier mark and for identical goods or services as the earlisr mark

/ 5(2)(m) It is identical with an sarlier mark and for simllar goods or services as the earlier mark.

v

You must use a separals sheel for each eaillar mark, so copy this shest as many times as you nead.

S(2)(k) It is slmilar to an sarlier. mark and for identical or simllar goods or sarvices as the earlier mark.

ABOUT THE EARLIER TRADE MARK

Trade mark number

Your trade mark 2196144

lﬁ‘;’:.ﬁ;"‘"k / UK Community | Internaticnal

Representation of your trade mark
Enter your trade mark In the space provided - use a continuation sheet i necessary.

19/06/2018 14:00 1d:719397
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. Which goods or services caverad by the earlier trade mark are relied upon for the apposition?

v’ | Al goods and services

Same goods and services (plessa spaclly below, usa a continuation shaal ¥ nacassary)

- - —— - s E—— —

Q2. STATEMENT OF USE - Was the ragistration or protaction process for tha sarlier trade mark
completed & years or more before the publication date of the application you wish to opposa?

v |Yes No » GO TO Q4

a3l Haa the trade mark been used?

v |Yes No > GO TO Q3b

Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?

./ All goods and services

Some goots and Eervices (sase speoiy below, use & ONMULIN shret IT necessary)

> GOTOOD4.

™7




Q3b. FPleasa states any proper reasons for hon-use,

DETAILS OF THE TRADE MARK YOU ARE OPFOSING

Q4. Which goods or sarvices In the application that you are opposing do you clalm are [dentical or
simllar to those covared by the sarlier mark which you have listed at Q1 or Q3s (whichever Is applicabla)?

J All goods and services

Some goods and sarvices (pisase spacily balow, uss a continuation shea! if necessary)

@S. Usa this spacs to supply any further information about why you consider thera Is a likelihood of
confusion and e.g. why you consider the respective marks or goods and/or services to ba similar.

See attached Statement of Grounds - Paragraph 3

/06/2018 14:00 id:719397
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3{6) N is atrade mark which should not be registered for some or all of the goods and services
in the application as the application was made in bad faith:

| Other State any other part of section 3 you rely on and give your grounds:

State which of the applicant's goods or services you oppose under Section 3 grounds

All goods and services

Some goods and services (siease specih baiow, use a continualtion shee! if necessary)

T™?
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SECTION E: Opposition is based on any other grounds

You must use a separaie ghoet for each earjer mark, 50 copy this sheet as many times as you need.

Use this sheet if you are basing your opposition on any other grounds and tick the appropriate box.

If the opponent is claiming protaction for an earlier trade mark under

Section 5(1),(2),(3) Sectian 6{1)(c) which iz @ well known trade mark as dafined in Section 55(1). See
+¥Note below.

Section 5(4)(b) An earlier right by virtue of the law of copyright, design right or registered designs.

Section 60 Registared in the name of an agent or represantative.

Rule 25(2) Opposition to amendment after publication.

Rule 29 Regulations for collective or cerification marks.

Rule 30(4) Amendment of regulations far collective or cerlification marks.

Rule 32(3) Alteration of registerad mark,

Rule 53(2) Removal of matter fram the register.

Others

1+ For oppaosition on thess graunds iha following datails should be supplied in the area below:

*  Rapresantation of the mark

- Detaslilz of any reference cumber and related juridiction if relgvant

*  Detalls of goods and sernvices covarad by the eardier mark

* - Detalis of goods and sarvices (in the application) which you consider 1o be simiar identical to those cavered by the earlier mark.

Altematively you may wish to adapt Section A and Section B of this form.

Give detalls (Including detalls of any right relled upon) to support the application under these grounds
(Use a continuation sheat if necassary)
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TRADE MARKS ACT 1994 (“the Act™)

IN THE MATTER of International
Trade Mark Application No. 1387921
LUX in Class 25 of Guanghzou Daring
International Forwarding Co., Lid (“the
Applicants™)

and

"IN THE MATTER of an Opposition
thereto by Biswanath Hosiery Mills Ltd
(“the Opponents™)

STATEMENT OF GROUNDS

Biswanath Hosiery Mills Ltd is an Indian company of 39 Kalikrishna Tagore
Street, 5 Floor, Calcutta 700007, India, (hercinafter referred to as “the
Opponents”).

The Opponents request the refusal of the mark applied for on the basis of Sections
5(1), 5(2)(a) and 5(2)(b) of the Act. The reasons for this request are set ont

below.

The mark applied for is identical to the Opponent's earlier registered UK trade
rtiark. In the altemative jt is a similar mark. On & visual basis, the Applicants’
mark is identical, or similar to the Opponent's mark, in that they both share the
element LUX., Orally, the Applicants’ mark is identical, due to the shared word
LUX. Conceptually, they are identical.

The Applicants’ mark includes goods namely clothing, knitwear (clothing) that
are identical to the goods in the Opponent's registered mark. In the alternative, it
includes similar goods to men's undergarments, in their being sold through the
same trade channels, with the same consumers, for the same, or similar purpose,
with the same or similar nature, and with similar manufacturers. In the
circumsiances, the mark applied for is identical, for identical goods, or an
identical, or similar mark for similar and identical goods and given the similarities
between the Applicants’ mark and the Opponent’s mark and the overlap in the
goods, there is a risk of confusion arising.

The Opponents request the refusal of the application for the opposed goods, and
an award of costs.

| 19/06/201¢




" Dated this 19 day of June 2018

A~

For and on behalf of Biswanath Hosiery Mills Ltd

Page, White & Facrer

Agents for the Opponents.

Bedford House,

John Sweet, . 4 :
London, WCIN 2BF 411420/IPCrsjc

l




Seatch for a trade mark - Intelicctual Property Office Page 1 of 2

Skip to main content

" Intellectual Property Office

Trade mark number
UK00002196144

Status
Registered

Overview

Trade mark

Dates

Filing date
01 May 1999

Date of entry in register
20 July 2001

Renewal date
01 May 2019

Goods and services

Classos and terms

Class 26

Men's undergarments.

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/1/UK 00002196144 13/06/2018

9397 |




Seatch for a trade mark - Intelleciual Property Office Page 2 of 2

Names and addresses

Owner(s) name

Biswanath Hoslery Mills Ltd
39 Kalikrishna Tagore Street, 5th Floor, Caloutta 700007, Indis

Country of Incorporation
India

IPO represantative hame

Magulre Boss .
24 East Street, St. Ives, Cambridge, PE27 5PD, United Kingdom

Publications

Firat advert

Journal
6373

Date of publication
04 April 2001

Intellectual Property Office Is an opérating name of the Patent Office

https:/Arademarks.ipo.gov.uk/ipo-tmcase/page/Results/1/UK00002196144 13/06/2018




Search for a trade mark - Intellectual Property Office Page 1 of 2

g tent

Intellectual Property Office

Trade mark number
WQO0000001387991

Statua
Application Published

Overview

Trade mark

RLi3X

Dates

Renewal date
11 Decamber 2027

international registration date
11 December 2017

Designation date
11 Dacember 2017

Office of origin
China

Goods and services

Classes and torms
Class 26

Tee-shirts; smacks; clothing; sporis jersays, knitwear [clothing]; shoes; hats; hosiery; ecarves; leather belts
[clothing].

https:/trademarks.ipo.gov.ulk/ipo-tmcase/page/Results/2/W00000001387991 13/06/2018




Search for a trade mark - Intellectual Property Office . Page 2 of 2

- 1

Names and addresses

Holder's name

GUANGZHOU DARING INTERNATIONAL FORWARDING CO., LTD.
Rm. 719, No. 789, Sanyuanli Avenue, Baiyun Dist. Guangzhou, China

WIPO representative name

Beljing Bakong Intallactual Property Agency Co., Ltd.
Room 12A05, Tower A1 of Chang Yuan Tian Di Buikling, No. 18, Suzhou Street Haidian Dlstrict, Beljing, China

Publications

First advert

Journal
2018/021

Date of publication
25 May 2018

The information displayed is our version of the detalls supplied by WIPO. For the official repister of the case
pleasa refar to the WIPO webaita,

Intellectual Property Office is an oparating name of the Patant Office

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/2/WO0000001387991 13/06/2018




