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FINNISH PATENT AND
REGISTRATION OFFICE Int.reg. 1389253

THE PROTOCOL RELATING TO THE MADRID AGREEMENT
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS

EX OFFICIO PROVISIONAL TOTAL REFUSAL

notified to the International Bureau of the World Intellectual Property Organization (WIPO) according to

Art. 5 of the Madrid Protocol

Office refusing protection:

Finnish Patent and Registration Office
Trademarks

FI-00091 PRH

Telephone: +358-29-509 5000

Telefax: +358-29-509 5328

Number of the international registration which is the subject of the refusal: 1389253

Other information concerning the international registration which is subject of the refusal:

(ﬁgurative mark).

The grounds for this refusal are the following:

The mark is not distinctive as it consists exclusively of a simple figure of two circles that can not be regarded
distinguishable as such. When applied to the goods in question, the mark would merely be seen as a simple
and basic circular shape or pattern and not as a sign of trade origin. The mark is therefore not likely to
distinguish the goods of the holder from those of others.

The trademark is in respect of all of the goods in classes 18 and 25 liable to be confused with the following
international registration, which is accepted to be valid in the European Union (EU): noomi (figurative mark);
registered under number 1105085 for identical and similar kinds of goods in classes 18 and 25 (information
on the international registration designating the EU enclosed).

Provisions of the Finnish Trademarks Act applicable on the subject (enclosed):

Art. 13, Art. 3
Art. 6 paragraph 1, Art. 14 paragraph 1 item 7
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Total refusal.

VII.

The holder of the registration may request a review of the refusal. The request shall be received by the
Finnish Patent and Registration Office no later than within 12 weeks from the date of the refusal. The time
limit expires 26.09.2018 (dd.mm.yyyy).

Please use the following reference number when submitting the request: W201800139

The request, which is to be drawn up in Finnish or Swedish, has to be filed through the intermediary of a
representative resident in the European Economic Area (Art. 56 f)

If the holder of the registration has not within the time limit given above requested for the review, the
registration shall not take effect in Finland for the goods which are affected by the refusal (Art.56 b paragraph
3).

If the grounds for this refusal include EU trademarks, EU trademark applications or international registrations
designating Finland or the European Union, they can remain as grounds for refusal also in cases where they
are transformed into national applications or, specifically in the case of designations concerning the European
Union, the designations are transformed either into designations concerning Finland or into EU trademark
applications, and the said applications or designations are ultimately accepted.

Please note that if the designation is accepted subsequent to reviewal or appeal an opposition may be filed
against the mark within 2 months of the publication of the mark (Art. 56 c).

Oppositions may be filed after the end of the 18-month period (Art. 5(2)(c)(i) of the Madrid Protocol, Rule
16(1) of the Common Regulations).

VIil.

Date on which the refusal was pronounced: 04.07.2018 (dd.mm.yyyy)

Signature of the Office: 04.07.2018  Finnish Patent and Registration Office

Dahlia Wolfram
Legal Officer
+358295095589

This document has been electronically signed.
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noomi
1105085

Timeline

Examination Opposition proceedings

Registered IR

M---*---*---*--@*;‘O

0 oppositions received -

08/02/2012 09/02/2012 10/08/2012

10/41/2012 10/12/2012

02/07/12018

¢

04/11/2021
IR received IR under Start of End of IR accepted IR expiry date
examination opposition period opposition period
Trade mark information
Name noomi Filing date
Filing number 1105085 Registration date 04/11/2011
Basis IR ( Search on WIPO Expiry date 04/11/2021
database ) Designation date 04/11/2011
Date of receipt 09/02/2012 Filing language English
Type Figurative Second language ltalian
Nature Individual Application reference
Nice classes 18, 25 ( Nice Classification ) Trade mark status IR accepted
Vienna Classification 14.01.13 ( Vienna

Classification )

Graphic representation

Acquired distinctiveness

No

https://euipo.europa.euw/eSearch/

2.7.2018
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NOOMI

Goods and services

| English (en) l

18 Leather and imitations of leather, and goods made of these materials and not included in other classes; animal skins,

hides; trunks and travelling bags; umbrellas, parasols and walking sticks; whips, harness and saddlery.

25 Clothing, footwear, headgear.

Description
No data
Owners
SYNCRO srl
1D n/a Country SM - San
Organisation / Marino Can be accessed and
8 n/a changed by authorised user
Legal status LTD Company State/county n/a via the User Area
Town n/a
Post code n/a Can be accessed and
Address Strada delle char;]geg by i;uthonsed user
Seriole, 40 via the User Area
47894
CHIESANUOVE Can be accessed and
changed by authorised user
via the User Area
Representatives
No data

IR transformation

https://euipo.europa.eu/eSearch/

2.7.2018
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No data

Seniority

No data

Exhibition priority

No data

Priority

No data

Cancellation

No data

Renewals

No data

Trade mark relations

No data

Voluntary description

https://euipo.europa.eu/eSearch/ 2.7.2018



Extract from the Finnish Trademarks Act
No. 7 of January 10, 1964, s amended
(Unoffictal translation)

Arg

icle 1

= course of trade for goods and services. This act a]
talso

xclusive right o a trademark used i th
tration of trademarks.

This act lays down provisions on an €
demark and the international egis

lays down provisions on the Community tra
Tha TS . . .
fie provisions on goods faid down in this act also apply to ssrvices.

Article 2
presented graphically.

A (= 3 ottt be .
trademark can be any distinctive mark that is used in the course of trade and can be ¥

Article 3

A mark is deemed ¢ fetinctive 1€ ] i
[ s ned to be distinctive if it can be used to distinguish goods rom those of others in the SOUTSS of trade. & mark denoti
- ung

the kind, quali i se. ori . . .
¢ kind, quality, quantity, purpose, price, ot placs or fime of manufacture either exclusively or with only minor modifications or
juating the distinctiveness of 2 mark, attention must be paid t;; all

a_cllditions cannot as such be deemed to be distinetive. When eval
circumstances, particularly to how long and how broadly the mark has been used.

Article S
acteristic shape of the goods, the shape of the goods

An exclusive right cannot be obtained to a mark that is solely formed by the char
lue of the goods.

necessary for achieving a techuical result, or a shape that has essential effect on the va

Article 5a
The name or company naie of another party may not be included in 2 rademark. Nor may the auxiliary company name or secondary
r or are from different lines of

symbol of another party be included in a trademark, unless they are devoid of distinctive characts
business or of a different type of goods.

Article 6
r‘\;f;tb Lfff;?gﬂ?;? laid down later, the exclusive right to a rademark includes that no-one other than the propristor of the trademark
y use ing as a mark of their goods in the course of trade withaut the proprietor’s consent:

hHa marili tgat EZ identi‘cal with the protected trademark for identical goods;
2) a mark that, dus to its identicalness with or similarity to the protscted trademark for identical or similar goods causes a risk of
trween the mark and the trademark. '

confusion among the public, which also includes a risk of association be

F the trademark eputation in Fi . .
Icfh t;:ae- orl e rfiasuir zfntxktxatmn in Finland, and the use of the mark without due cause would take unfair advantage of the distinctive
¢ or the repute of the trademark, or be detrimental to the distinctive character of the repute of the trademark, no-one ather N

glaa;e::r Ip{x 32;620;01; ihq exclusive right to the trademark may i the course of trade use a mark that is identical with or similar to the
rads 1 »p_ fmon without the consent of the proprietor, ven if the goods for which the mark is used are not identi

similar to those for which the trademark with a reputation is protected entieator
The following are desmed to be usage in the course of trade:

1 afﬁxi’ng the mark to the goods or to the packaging théreer;‘

2) pffermg the goods or putting them on the market, or stock’ing them for th )
3) 1mpomﬂg or gxperting the goods under the mark, or importing tﬁe goods
4) using the mark on business papers in marketing; ’and

5) other corresponding use of the mark. '

ose purposes, under the mark;
for transport to & third country;

Yerbal usage is also deemed to be the usage of the mark in the course of trade referred to in subsection 3 above.

Article 7
An exclusive right to a trademark does not i i ino in th :

' ; < prevent another party from using any oliowing in the ¢ e i .
*sith good business practices: party g any of the 2 ourse of trade in accordance
|) one's 0¥ nAMme, company names, auxiliary company na
7) markings indicating the kind, quality, quantity, purpose
the goods; and ’
3] the rrademark, if its use s necess T

he if its use is necessary for indicating the purpose of the goods.

me, secandary symbo! or address;
 value, geographical origin, manufacturing time or other sharacteristics of



.2) a trademark that is protected by an international registration

Artile 13
exclusive right cannot be obtained under section 5 does

A nark that is not distinctive in accordance with section 3 or for which an
Not meet the conditions of registration.

A yademark may not however be refused registeation on the grounds of tack _of distinctive charactar, if the trademark has become
registration was filed.

distinctive through use prior to the date on which the application for

Article 14

A tradamark is not registered. if:
1y it is contrary to law and order of morality;
2y it is liable to mislead the public: L
3) without proper permission, it includes state armorial bsarings. a state flag of otfer state ernbledt; 2t official sign or hallmark.
indicating control and warranty, for goods for which the ark (s to be registered or for goods similar to *them;' the armorial bearings
ofa Finnish municipality, or the flag, armorial bearings or other emblem, name of abbreviation of an m_uemanqnal intergovernmental
organisation; or some other device, name or abbreviation, if its inclusion in the trademark can cause a risk of the public confusing the
trademark with said emblem, sign, hallmark, name or abbreviation; . )
4y it s formed of something, or includes something, that is likely o give the impression that ‘f 15 angthet.: party’s protected company
name or another party's auxiliary company name or secondary symbol of the kind ceferred to in section O&, or the name or likensss of
another person, unless the name o7 {ikeness is evidently that of someone deceased a long time 889
5y it is formed of something, or includes something, that is likely to give the impression that it is the name of another’s protected
literary or artistic work, if the name is of a special naturs, of if it infringes another's copyright in & work of another's rights in &

or auxiliary company name of anather trader in

photograph or 2 protected design;
<5 it with the name, protested company name
ct (128/1979);

6) it causes a risk that the public confus
such a manner that the confusion could be invoked under section 5 of the Trade Names Act {1 )
the mark as a $ignht of the goods in the course of trads;

7) the proprietor of an earlier trademark possesses the exclusive right © using
8) the trademark applicant has made the application for registration it bad faith; o
9) it causes a risk of confusion with the name of a plant variety protected in Finland or in the European Union;

19) there is an obstacle to the registration as referred to in Regulation (EUyNo 1151/2012 of the European Parliament and of the
Council on quality schemes for agricultural products and foodstuffs; Regulation (EU) No 1308/2013 of the European Parliament and
of the Council establishing a common organisation of the markets in agricultural products and repealing Council Regulations (EEC)
No 922/72, {(EEC) No 234/79, (EC) No 1037/2001 and (EC) No 1234/2007; Regulation (EC) No 11012008 of the European
Parliament and of the Council on the definition, description, presentation, {abelling and the proteCtiOH of geographical indications of
spirit drinks and repealing Council Regulation (EEC) No 1576/89; or Regulation (EU) No 23 1/2014 of the European Parliament and
of the Council on the definition, description, presentation, labelling and the protection of geographical indications of aromatised wine

products and repealing Council Regulation (EEC) No 1601/91.

An earlier trademark referred to above in paragraph 7 of subsection 1 means: ) o
1) a national trademark that was registered based on an earlier application, or that otherwise has earlier prioTity than the trademark

applicant; -
and is valid in Finland or in the Furopean Union, and that based on

than the trademark applicant,
carlier application thant the trademark application, or that

this registration has an earlier right in Finland or the European Union
mentioned in section 57;

3) a Commurity trademark ceferred to in section 57, registered based on an
has seniority from Finland under Article 34 or 35 of the Council Regulation
4) a trademark that is established when the registration is applied for.

trademark can be registered with the consent of the party whose right is in

[ cases referred to in paragraphs 4—38 of subsection 1,the
o obstacle to registration.

question, and there is, according to subsestion 1, otherwise 1

article 15
The exclusive rights in a trademark acquired by registration do not GOVer any part of the mark that cannot be registered as such.
tration may cause uncertainty regarding

re are special reasons 0 believe that its regis ;
n the registration is made.

[f the trademark contains any such part and the
fically disclaimned whe

he extent of the exclusive rights granted, protection of the part may be speci
[f a part of a trademark excluded from protection later becomes registrable, a 0w registration may be made to cover that part or the
entire trademark without the exclusion of the part from protection.

Article 17
-

tering authority. The appiication shail indicate
I s miended. The mark shall be elearly -

e filed in writing with the €

ieatinn for registration of a trademark shali b

I'he appli
e qame or trade name of e applicant and the goods and classes of goo

shown i the application

(s for which the nar

-



Articte Sta

) Yoyisions on appeals against a decision of the Finnish Patent and Registration Office in a trademark matter ars laid down iry secti
D arrhe AC Y ) . R o AR Tt sectio
of the Act on the Finnish Patent and Registration Otfice (3792013 Seton

Argicle 562

Wi ha ragstrad R . . R L oo . .

g‘ hen the registration authority receives a notification of an intermational registration 0aving effect in Finland from the (nternational
—ari itshalle . N ) ; ! 101K

ureau, it shall examing whether there s any obstacle to the ragistration.

Articte 56b
on doss not comply with the conditicns of
international registration has no sffect in Finland
the [nternational Bursau befors the o
4 to in Article 36a.

[f‘ = ragl [ T, 67 % . .

o the registration authoriry finds that a irademark filed for intenational registrati

T:glstrat}on taid down in this Act, it shall aotify the [nternational Burzad that the

. F e;f_egl;;rauo‘q 3““?;0"“"—Y shall notify its refusal, togsther with a statement ofall grounds, to
xpiry of 2 period of 18 moaths from the date of the [nternational Bursad aotification referte

niing on the notification by the registration authority
+ trademark could be desmed to comply with the

If the statzment issued by iator i : ot
the statement issued by the propristor of an international registration comme

<> - earmational T PSS a
{ qule that the intsrnational registration has no or only a

referred Lo 10 the foregoing paragraph does not present any gro! \nds on which
condjtions of registration laid down in this Act, the registration authority shal
partial effect in Finland. .
submitted his statement commenting on the
tration shall not take effect in Finland. 1f the said
gistration shall take effectin

ot within the given time limit
crnational regis
the international 2

If the proprietor of an international registration has a
registration authority's notification referred to in paragraph 1, the int
ngtiﬁcatgon only concerned some of the goods in the intemat’ional registration
Finland in respect of those of the goods that the potification dici ot concer. ,

Article 36¢
ntemational Bureau notification

give public notice of the
hall specify the date accorded to the

¥ no obstacle to registration is found, the registration authority shall
< 20. The public notice 3

referred 1o in Acticle 362 as laid down in the first paragraph of Artict

international registration by the International Bureau.

Any opposition to an international regis ion in Fi . P o - .
J o ntern sgistration in Finland shall be filed in wrttin with the registration authority within tw:

the date of the public notice. g = ty in two months of

Article 56d
ferred to in section 36¢, and grounds of it, tothe

f the international registration has given a
osition.

The Fin.nish Patent and Registration Office sends a notification of an opposition re
international Bureau referred to in section 53. Regardless of whether the proprietor o
statement du to the notification, the Finnish Patent and Registration Office must examine the opp
ecision that the international registration has no

act. If the registration meets the conditions
make a decision that the registration has

f there is no obstacle to the international

must make ad

Due to the opposition, the Finnish Patent and Registration Office
of registration under this

gffect nn F ipland, if the registration does not mest the conditions

of regxstra_tlfm under this act only in part, the Finnish Patent and Registration Office must

effect only in part The Finnish Patent and Registration Office must reject the opposition, i

registration in Finland.

on has no effect in Finland or has effect only in
o

cides that the international registrati
ic notice of the decision once it has become

[f the Finnish Patent and Registration Office de
crion 53(2) and gives publ

part, it makes an entry of this in the record referred to i se

final.

article 56T

i K inte i 1 &1 . I . . . N .
if g—x;prgpt?;tizr OC; t;atn mtumatxona} rsgistration who is not domiciled in Finland wishes to submit a statement to the Finnish Patent
and Regist ‘hz Ottice, the propristor must appoint a representative resident in the European Economic Area. A corporate body
domiciled i the European Economic Area may also actas a representative.

Article 56!
An vappe_ [ against a decision by the registration authority may
registration who has sought such registration in Finland if the

or proprietor of an intsmational

be lodged by the applicant for
to hira or if the case has been dismissed.

decision has been unfavorable
. e ainst fad o s e , i ) . . , . )
An appfal aﬂglalrzib-‘ a decision taken by the registration authority declaring an international registration sffective in Finland despite an
~ st 2 % od by tha e R . . - .. ) 4 skt S
OPP0>I1~1?“ filed may be lOdg-{i by the person who filed the opposition. Even if the person who filed ths opposition withdraws his
appeal, the 43¢ may be examninad if there ars special reasons for doing 50

acticls 312 shall 2ppiy as apprapriats to appeals under the foregoing EYO paragraphs.



therefor or an international registratio
& fon

Article 572
d which the Community Trade Mark Office
1C¢ Nas

:1\ request which concerns the conversion of & Co
fesxgni“gg the European Community into an app
orwarded to the office, shall be treated as a national
egistering authority a trans
(3) gives the address @

an application

| trademark an
he applicant:

mmunity trade mark,
lication for a nationa
app!ication provided thatt
edish of the conversion request and th

* ie

tation in Finnish of Swi
be reached in Finland: and (4)

Pays the prescribed fees: (2) submits the ¢
Qecompanying anne od | :
companying annex filed in a forsign language: » which the applicaat can

Drovides & representation of the trademark
ication thersfor 8 considered to have ¢ -
; ave the same §i

me Nling dare

4 application based on L
Dr";}ijr; o on ?a)uq on conversion of @ Community trade mark or a0 app!
driority and seniority from Finland asthe C Y ass et -
2 tngermational SAEAIN d..lqﬂ:d as the \,ocmmumzy. trade mark or the application therafor. An application based on co
i 2 { =signating the ~ . i . S ~ 1 C forc i -
e subsequent designat SL=~;?iH;ng,_th~ European Communify has as s filing date the dale of the international r; \i'J:W ersion of

ant designat - . . . Ve - 21s (1

gnation of the buropean Community, and {{ STJO¥S the prionites and senioritiss of the irx"=mf['l >tration or
" 0nws 10[13"&

registration.



