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PROVISIONAL REFUSAL

according to rule 17(1) of the Common Regulations under the Madrid Agreement and Protocol

Refusal based on an opposition

I. Office:

INSTITUTO NACIONAL DA PROPRIEDADE INDUSTRIAL
DIRECAO DE MARCAS E PATENTES

Campo das Cebolas

1149-035 — LISBOA PORTUGAL

Fax.: 21 886 98 59

Tel.: 218818100

Link: http://www.inpi.pt/

E-mail: atm@inpi.pt

Il. International registration number: 1406563

Trademark elements:

ill. Name and address of the holder: LANDTOURER AUTOMOBILE CO,, LTD
NO. 1 YUANQUAN ROAD,SHANGRAO ECONOMIC & TECHNOLOGICALDEVELOPMENT ZONEJIANGXI
PROVINCE, CHINA

IV. Grounds for refusal:

a) Corresponding essential provisions of the applicable law under IX:
Art.17,N.1 A, 252, Art.11,N.1, Art.239,N.1,a),e), Art, 254, Art.241,N.1,Art. 242, N.1, Art.245, N.1, Art, 317, N1,
a), do CPI.

V. Opponent rights.

Application/registration number: 000454546 (EUTM)

Filing Date:30/01/1997

Registration date (if available): 07/11/2000

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A,, Via Emilia Est, 1163 ,1-41100 Modena ITALIA
Trademark:
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List of goods and services on which the opposition is based:

Class 12: Vehicles; Apparatus for locomotion by land, air or water; In particular automobiles, spare parts and
accessories for automobiles, only included in class 12; Tire patcheé; Air bags [safety devices for automobiles};
Pumps (Air -) [vehicle access'ories]; Anti-glare devices for vehicles; Anti-skid chains; Anti-theft devices for
vehicles; Audible warning systems for bicycles; Automaobile bodies; Automobile chains; Automobile chassis;
Automobile hoods; Tyres for motor vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance weights for
vehicle wheels; Bands for wheel hubs; Baskets adapted for bicycles; Bells for bicycles, cycles; Bicycle bells;
Brakes for bicycles, cycles; Frames for bicycles, cycles; Cycle saddles; Bicycle stands; Bicycle tires [tyres]; Boat
hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake segments for vehicles;
Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for vehicle petrol [gas] tanks;
Casings for pneumatic tires [tyres]; Casters for trolleys [vehicles] [carts (Am.)]; Cleaning trolleys; Cleats [nauticall;
Ciutches for land vehicles; Connecting rods for land vehicles, other than parts of motors and engines; Couplings
for land vehicles; Stroller covers; Crankcases for land vehicle components, other than for engines; Cranks for
cycles; Cycle bells; Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle
mudguards; Pumps for bicycles, cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires [tyres]; Direction
signals for vehicles; Disengaging gear for boats; Doors for vehicles; Driving chains for land vehicles; Driving
motors for land vehicles; Ejector seats for aircraft; Motors for land vehicles; Fenders for ships; Flanges for railway ‘
wheel tires [tyres]; Freewheels for land vehicles; Funnels for locomotives; Funnels for ships; Gear boxes for land
vehicles; Gearing for land vehicles; Gears for cycles; Trolleys; Head-rests for vehicle seats; Hoods for vehicle
engines; Hoods for vehicles; Horns for vehicles; Hub caps; Hubs for vehicle wheels; Hydraulic circuits for
vehicles; Inclined ways for boats; Inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage carriers
for vehicles; Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles;
Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Panniers adapted for cycles; Pedals
for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway
couplings; Rearview mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms
for vehicles: Rims for vehicle wheels; Rims for bicycles, cycles; Oarlocks; Rudders; Saddle covers for bicycles or
motorcycles; Safety belts for vehicle seats; Safety seats for children, for vehicles; Screw-propellers; Screw-
propellers for boats; Ship propellers; Stern oars; Seat covers for vehicles; Security harness for vehicle seats; Ship
hulls; Shock absorbers for automobiles; Shock absorbing springs for vehicles; Shopping trolleys {carts (Am.)]; Ski
carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres]; Spoke clips for wheels;
Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles; Suspension shock
absorbers for vehicles; Tailboard lifts [parts of land vehicles]; Ships (Timbers [frames] for -); Tipping apparatus,
parts of trucks and waggons; Tipping bodies for lorries [trucks]; Tires for vehicie wheels; Torque converters for
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land vehiclés; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles; Transmission chains for
land vehicles; Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for retreéding tires
[tyres]; Treads for vehicles [roller belts]; Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves |
for vehicle tires [tyres]; Vehicle bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards;
Vehicle seats; Vehicle suspension springs; Vehicle wheel spokes; Wheels for bicycles, cycles; Windows for
vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Dress guards for bicycles, cycles; Saddles

for bicycles, cycles or motorcycles; Turbines for land vehicles; Vehicle wheels; Wheelbarrows.

Class 37: Construction, repair and maintenance services for motor vehicles, all included in class 37.
V. Opponent rights.

Application/registration number: 338988 (International applicant)

Filing Date:23/10/1967

Registration date (if available): 01/05/1969

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A,, Via Emilia Est, 1163 ,1-41100 Modena ITALIA

Trademark:

List of goods and services on which the opposition is based:
| Class 12: AUTOMOBILES ET PIECES DE RECHANGE POUR AUTOMOBILES

V. Opponent rights.

Application/registration number: 338989 (International applicant)
Filing Date:23/10/1967

Registration date (if available): 01/05/1969

Priority date (if any):N.A.

Name and address of the opponent: 7

FERRARI S.P.A., Via Emilia Est, 1163 ,1-41100 Modena ITALIA
Trademark:
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List of goods and services on which the opposition is based:
Class 12: AUTOMOBILES ET PIECES DE RECHANGE POUR AUTOMOBILES

V. Opponent rights.

Application/registration number: 338990 (International applicant)
Filing Date:23/10/1967

Registration date (if available): 12/06/1969

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A., Via Emilia Est, 1163 ,1-41100 Modena ITALIA

Trademark:
e

List of goods and services on which the opposition is based:
Class 12: AUTOMOBILES ET PIECES DE RECHANGE POUR AUTOMOBILES

V. Opponent rights.

Application/registration number: 000161984 (EUTM)

Filing Date:01/04/1996

Registration date (if available): 02/10/1998

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A., Via Emilia Est, 1163 ,1-41100 Modena ITALIA
Trademark:

MO0199.05
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List of goods and services on which the opposition is based:

Class 12: Vehicles; Apparatus for locomotion by land, air or water, in particular cars and components and
fittings therefor; Pumps (Air -} [vehicle accessories}; Anti-glare devices for vehicles; Anti-skid chains; Anti-theft
devices for vehicles; Audible warning systems for bicycles; Automobile bodies; Automobile chains; Automobile
chassis; Automobile hoods; Tyres for motor vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance
weights for vehicle wheels; Bands for wheel hubs; Bells for bicycles, cycles; Bicycle bells; Brakes for bicycles,
cycles; Chains for bicycles, cycles; Frames for bicycles, cycles; Handle bars for bicycles, cycles; Pumps for
bicycles, cycles; Rims for wheels of bicycles, cycles; Cycle saddles; Spokes for bicycles, cycles; Bicycle stands;
Bicycle tires [tyres]; Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake
segments for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for
vehicle petrol [gas] tanks; Casings for pneumatic tires [tyres]; Cleats [nautical]; Clutches for land vehicles;
Connecting rods for land vehicles, other than parts of motors and engines; Couplings for land vehicles; Stroller
covers; Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycle bells; Chains
for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps for
bicycles, cycles; Crank mechanisms for bicycles; Saddles for cycles; Spokes for bicycles, cycles; Cycle stands;
Bicycle tires [tyres]; Direction indicators for bicycles, cycles and the like; Direction signals for vehicles;
Disengaging gear for boats; Doors for vehicles; Dress guards for bicycles, cycles; Driving chains for land
vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Tailboard lifts [parts of land vehicles]; Motors
for land vehicles; Flanges for railway wheel tires [tyres]; Freewheels for land vehicles; Funnels for locomotives;
Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for cycles; Trolleys; Handle
bars for bicycles, cycles; Head-rests for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns for
vehicles; Hub caps; Hubs for vehicle wheels; Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes
for bicycles, cycles; Inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage carriers for vehicles,
Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles; Mudguards;
Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Pedals for cycles; Pneumatic tyres; Portholes;
Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings; Rearview mirrors; Reduction
gears for land vehicles; Repair ouffits for inner tubes; Reversing alarms for vehicles; Rims for vehicle wheels;
Oarlocks; Rudders; Saddle covers for bicycles or motorcycles; Safety belts for vehicle seats; Safety seats for
children, for vehicles; Screw-propellers; Screw-propellers for boats; Ship propeliers; Stern oars; Seat covers for
vehicles; Security harness for vehicle seats; Ship hulls; Shock absorbers for automobiles; Shock absorbing
springs for vehicles; Ski carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres];
Spoke clips for wheels; Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for
automobiles; Suspension shock absorbers for vehicles; Ships (Timbers [frames] for -); Tipping apparatus, parts
of trucks and waggons; Tipping bodies for lorries ftrucks]; Tires for vehicle wheels; Torque converters for land
vehicles; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles; Transmission chains for land
vehicles; Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for retreading tires
[tyres); Treads for vehicles [roller belts]; Tubeless tires [tyres] for bicycles, cycles; Turbines for land vehicles;
Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves for vehicle tires [tyres]; Vehicle
bumpers; Vehicle chassis; Vehicle running boards; Vehicle seats; Vehicle suspension springs; Vehicle wheel
spokes; Vehicle wheels; Wheels for bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers;
Prams {baby carriages); Stroller covers; Vehicle covers [shaped]; Wheelbarrows.

Class 37: Repairs and maintenance services for motor vehicles, included in class 37.
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V. Opponent rights.

Application/registration number: 542146 (International applicant)
Filing Date:27/09/1989

Registration date (if available): 16/10/1990

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A,, Via Emilia Est, 1163 ,1-41100 Modena ITALIA

Trademark:.

List of goods and services on which the opposition is based:
Class 12: VEHICULES; APPAREILS DE LOCOMOTION PAR TERRE, PAR AIR OU PAR EAU.

V. Opponent rights.

Application/registration number: 649112 (International applicant)
Filing Date:29/12/1995

Registration date (if available): 25/05/2001

Priority date (if any):N.A.

Name and address of the opponent:

FERRARI S.P.A,, Via Emilia Est, 1163 ,1-41100 Modena ITALIA
Trademark:

List of goods and services on which the opposition is based:
Class 12: VEHICULES; APPAREILS DE LOCOMOTION PAR TERRE, PAR AIR OU PAR EAU.

V. Opponent rights. _
Application/registration number: 500739 (Intermational applicant)
Filing Date:03/10/1985 '
Registration date (if availabie): 21/04/1987

 Priority date (if any):N.A.
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Name and address of the opponent:
FERRARI S.P.A., Via Emilia Est, 1163 ,1-41100 Modena ITALIA

Trademark:

List of goods and services on which the opposition is based:

Class 12: Vehicles; Apparatus for locomotion by land, air or water.

VL. Refusal for all the goods and services.

VII. Answer to the decision of refusal:

a) Time limit to file an answer: Within two (2) months following the date of the notification of provisional refusal
sent by WIPO. This period can be extended once, for one (1) month, at the request of the interested party.
The extension of period must be submitted before the first two (2) month period is over.

The answer and payment to this notification can be submitted electronically through the Website online |
services, available at www.inpi.pt (upon requiring the use of a digital signature certificate). In the case of
electronic reply, the applicant will benefit of a fee discount of 50%.

Otherwise, the answer and payment to this notification can be submitted in person or by Mail, with the proper
form (available for download at FORM M4} and the respective means of payment (a bank check, issued to
the National Institute of Industrial Property).

The atual values to be paid can be found at www.inpi.pt. If further clarification is necessary please contactus
via telephone at +351 21 881 81 00 or send an email to atm@inpi.pt ,

b) Authority to which the answer should be filed:

INSTITUTO NACIONAL DA PROPRIEDADE INDUSTRIAL

DIRECAO DE MARCAS E PATENTES

Campo das Cebolas -
1149-035 — LISBOA PORTUGAL

Fax.: 21 886 98 59

Tel.: 21 881 81 00

Link: http://www.inpi.pt/

E-mail: atm@inpi.pt

VIIl. Date and signature: 2018.10.23 Jose Alves Ribeiro
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IX. Corresponding essential provisions of the applicable law:

Industrial Property Code

(approved by Decree-Law 36/2003 of 5 March and amended by Decree-Law 318/2007 of 26 September, Decree-Law
360/2007 of 2 November, Decree-Law 143/2008 of 25 July and Law 16/2008 of 1 April)

Art. 222™ - Composition of trademark

1 — Atrademark may consist of a sign or set of signs that can be represented graphically, namely words - including the names of persons -, drawings, letters,
numbers and sounds, the form of the product or respective packaging, provided that they adequately distinguish the products and services of one
company from those of others.

2 — A trademark may also consist of advertising phrases for the respective products or services, provided that they are distinct in character, regardless of the
protection conferred upon them by copyright.

Art. 223" - Exceptions

1 — The conditions of [article 222""] are not met by:
a) - Trademarks that are devoid of any distinctive character;

b) - Signs that exclusively consist of the form imposed by the nature of the product itself, the form of the product necessary for obtaining a technical result
or the form that confers a substantial value on the product;

C) - Signs that are exclusively made up of indications that may serve in commerce to designate the type, quality, quantity, purpose, value, geographic
origin, period or means of production of the product or the service, or other characteristics thereof;

d) - Trademarks that exclusively consist of signs or indications that have become common use in modern-day language or in the habitual and constant
habits of commerce;

e) - Colours, save where they are combined with each other or with graphics, wording or other particular and distinctive elements.

Art. 238" - Grounds for refusal of a registration

1 — [...] registration of a trademark is refused when:
a) - It consists of signs that cannot be represented graphically;
b) - It consists of signs devoid of any distinctive character;
C) - It consists exclusively of signs or indications referred to in Article 223(1) (b) to (e);

{1

4 — Registration of a trademark will also be refused if it contains in some or all of its constitutive elements:

a) - symbols, crests, emblems or distinctions of the state, municipalities or other Portuguese or foreign public or private bodies, the emblem and name of
the Red Cross or other similar bodies and any signs covered by Article 6-ter of the Paris Convention for the Protection of industrial Property;

b) - signs of a high symbolic value, such as religious symbols, unless these are authorised;
C) - expressions or figures that are contrary to the law, morals, public order and morality;
d) - signs that may mislead the public, namely as to the nature, properties, utility or geographic origin of the product or service for which the trademark is

designed.
5 — Registration of a trademark that is made up exclusively of the national flag of the Portuguese Republic or some of its constitutive elements will also be
refused.
6 —~ Registration will also be refused for a trademark that contains, amongst other elements, the national flag, wherever the trademark is likely to:

a) - mislead the public as to the geographic origin of the products or services for which it is designed;
b) - lead the consumer to erroneously think that the products or services come from an official body,
C) - generate disrespect or a diminution of prestige for the national flag or any of its elements.

Art. 239" — Other grounds for refusal

1 — Further grounds for refusal of registration of a trademark are:
a) - reproduction or imitation of all or part of a trademark previously registered by another person for identical or simitar products or services that may
mislead or confuse the consumer or comprise the risk of association with the already registered trademark;
b) - reproduction or imitation of all or part of a logotype already registered by another person to distinguish an entity whose activity is identical or similar to
the products or services for which the trademark is designed, if it is likely to mislead or confuse the consumer,;
c) - violation of other industrial property rights;
d) - the use of names, portraits or any other expressions or figurations without the authorisation of the persons they relate to or, if these are deceased, of
their heirs or relatives to the fourth degree or, if authorisation is obtained, if it generates disrespect or diminution of prestige for those persons;
€e) - recognition that the applicant’s intent is one of unfair competition or that unfair competition is a possible outcome, regardless of the applicant's
intention.
2 — When cited in an opposition, the following are also grounds for refusal:
a) - reproduction or imitation of a business or corporate name and other distinctive signs, or merely a characteristic part thereof, that do not belong to the
applicant or where the applicant is not authorised to use them, if it is likely to mislead or confuse the consumer,
b) - violation of copyright;

The English version of the Industrial Property Code is available at: http://www.inpi.pt
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Marca de Registo Internacional n® 1406563

Exmo. Sr. Director da Direc¢do das Marcas e
Patentes do Instituto Nacional da Propriedade

Industrial

Ref 4612

FERRARI S.P.A., com sede em Via Emilia Est, 1163, 41100 Modena, Itilia, vem ao
abrigo do artigo 17°, n°l do Cédigo da Propriedade Industrial’, com as alteragdes
introduzidas pelo Decreto-Lei n® 143/2008, de 25 de Julho e posteriores alteragdes,

apresentar

RECLAMACAQO

contra o pedido de protec¢do em Portugal da marca de registo internacional n°

1406563 , requerido por LANDTOURER AUTOMOBILE CO., LTD,
com sede em No. 1 Yuanquan Road, Shangrao Economic & Technological

Development Zone, Jiangxi Province, China, o que faz nos termos e com os

fundamentos seguintes:

! Doravante CPI.



I- Legitimidade e Tempestividade

1.

Mediante consulta do Boletim da Propriedade Industrial n® 152/2018, de 8 de Agosto de

2018 a Reclamante tomou conhecimento do pedido de protecgdo em Portugal da marca

de registo internacional n° 1406563 ,ora reclamado.

Nos termos conjugados dos arts. 17°, n°1 e 252° do CPI quem se julgar prejudicado pela
eventual concess@o de protecgdo em Portugal pode reclamar, dispondo para esse efeito
do prazo de dois meses a contar da data de publicacfio do respectivo pedido no Boletim

da Propriedade Industrial.

Pelo que a presente Reclamagéo ¢ apresentada dentro do prazo legal.

A Reclamante tem interesse directo e legitimo porquanto se considera prejudicada pela
eventual concessdo de proteccdo em Portugal a marca de registo internacional sub

Judice.



Como melhor ficara demonstrado no presente articulado, a marca de registo
internacional sub judice ndo reune as condigdes legais para ser concedida, devendo ser-

lhe recusada protecgdo no territorio nacional.

I1- Os Factos

A marca de registo internacional n° 1406563, ora reclamada, é um sinal figurativo, com

a representagdo de um cavalo em posicdo de salto no interior de uma-forma circular,

num conjunto com a seguinte configuragao.

A referida marca encontra-se registada, em nome da Reclamada, desde 26 de Margo de

2018 na Organiza¢do Mundial da Propriedade Intelectual.

O aviso do pedido de proteccdo em Portugal da marca de registo internacional sub
Judice foi publicado no Boletim da Propriedade Industrial n® 152/2018, de 8 de Agosto-

de 2018, destinando-se a assinalar, na classe 122, “Electric vehicles; automobile

3



chassis; hub caps; vehicle running boards; ski carriers for cars;, automobiles;
automobile bodies, bumpers for automobiles; spare wheel covers, hubs for vehicle

wheels”.

Sucede que,

A Reclamante ¢, por sua vez, legitima titular, entre outros, dos seguintes registos de

marcas

e Marca da Unide Europeia n° 000454546 , requerida a 30 de
Janeiro de 1997 e concedida a 7 de Novembro de 2000, qﬁe assinala, entre
outros,na classe 12%, “Veiculos, Aparelhos de locomogdo por terra, por ar ou
por dgua; Em especial automoveis, pegas sob;ﬁessalentes e acessorios para
automoveis, compreendidos na classe 12; Remendos adesivos em borracha para

_ a reparagdo de camaras-de-ar; Air bags insuflaveis [dispositivos de seguranca
para automoveis]; Bombas de ar [acessorios para veiculos]; Dispositivos anti-
encandeantes para veiculos [anti-reflexos]; Correntes antiderrapantes;
Dispositivos anti-roubo para veiculos; Avisédores sonoros para bicicletas,
Carrocarias para. automéveis;, Correntes para automoveis;, Chassis para
automoveis;, Capots para automoveis; Pneus para veiculos motorizados, Fusos

de eixos; Eixos; Carrinhos de criangca; Chumbos para a equilibragem de rodas



de veiculos [contrapesos]; Aros de cunhos de rodas, Cestos adaptados para
bicicletas;, Avisadores sonoros para bicicletas; Campainhas de bicicletas;
Travées para velocipedes; Quadros de velocipedes; Selins de bicicleta; Apoios
para bicicletas; Pneus para bicicletas; Croques para barcos; Carrogarias;
Bogies para vagdes de caminho de ferro, Revestimento de calgos de travies
para veiculos;, Segmentos de travoes para veiculos, Travdes para vez'culo&;
Tampodes de choque [material ferroviario rolante]; Pdara-choques para
automoveis; Tampdes para reservatorios de combustivel de veiculos, Invélucros
para prneus, Rodas para carrinhos [veiculos],; Carrinhos de limpeza;.C unhos de
amarragdo [nautica]; Embraiagens para veiculos terrestres; Bielas para
veiculos terrestres, sem ser partes de molores, Acoplamentos para veiculos
terrestres; Coberturas para carvinhos de crianca; Carters para componentes de
veiculos terrestres [sem ser para motores]; Pedaleiras para bicicletas;
Avisadores sonoros para bicicletas, Correntes para bicicletas, Guiadores para
bicicletas, velocipedes;, Cubos para rodas de bicicletas; Guarda-lamas para
velocipedes; Bombas de velocipedes, Raios de velocipedes; Suportes de pé para
velocipedes; Pneus para bicicletas; Indicadoves de dire¢do para veiculos;
Dispositivos para soltar os barcos, Portas para veiculos, Cadeias [correntes]
de comando para veiculos terrestres; Madquinas motoras para veiculos
terrestres; Assentos ejetaveis para aeronaves, Motores para veiculos terrestres;
Defensas para embarcagées, Bordos [saliéncias] de aros de rodas ae caminhos
de ferro; Rodas livres para veiculos terrestres; Chaminés para locomotivas;
Chaminés para navios, Caixas de velocidade para veiculos terrestres;
Engrenagens para veiculos terrestres; Engrenagens de velocipedes; Carrinhos

de carga manuais; Apoios de cabeca para assentos de veiculos, Capots para



motores de veiculos; Capotas para veiculos, Buzinas para veiculos; Tampdes de
rodas; Cunhos de rodas de veiculos; Circuitos hidraulicos para veiculos;
Rampas para barcos;, Camaras-de-ar para pneumaticos, Motores a jato para
veiculos terrestres; Suportes de bagagem para veiculos, Redes para bagagem
para veiculos, Rodas para carrinhos de mina; Motores para bicicletas;, Motores
elétricos para veiculos terrestres; Guarda-lamas; Antiderrapantes para pneus
de veiculos;, Remos de barcos; Pagaias para canoas, Caixas especiais para -
vez'culovs de duas rodas; Pedais para bicicletas; Pneus [pneumaticos]; Vigias,
Mecanismos de propulsd@o para veiculos terrestres; Capotas para carrinhos de
crianga; Atrelagens de caminhos de ferro ou de vagées,; Espelhos retrovisores;
Caixas redutoras para veiculos terrestres;, Estojos para a repafag:d’o de
camaras-de-ar, Avisadores de marcha atrds para veiculos, Jantes de rodas
para veiculos, Aros de rodas para velocipedes e bicicletas; Forquetas para
remos; Lemes; Coberturas de selins para bicicletas ou para motocicletas;
Cintos de seguranca para assentos de veiculos; Assentos de seguranga para
criangas [para veiculos]; Hélices; Hélices para barcos;, Hélices de navios;
Remos, Coberturas para assentos de veiculos; Arnés de seguran¢a para
assentos de veiculos, Cascos de navios, Amortecedores para automoveis;, Molas
amortecedoras para veiculos, Carrinhos de compras; Porta-esquis para
automoveis, Beliches para veiculos; Mastros para navios; Picos para pneus;
Esticadorves de raios de rodas [tensores]; Caixas de diregdo para ndutica,
Volantes para veiculos,; Estores [pdra-sol] para automéveis;, Amortecedores de
suspensdo para veiculos; Plataforma traseira elevadora [componentes de
veiculos terrestres]; Madeiras [estruturas] para navios; Basculantes de vagoes

[partes de vagbes e camides]; Caixas basculantes para camides, Pneus para



Jjantes de veiculos; Conversores de bindrio para veiculos terrestres; Barras de
tor¢do para veiculos; Locomoveis; Ganchos de reboques para veiculos, Cadeias
[correntes] motoras para veiculos tervestres;, Eixos de transmissdo para
veiculos terrestres; Transmissdes para veiculos terrestres, Bandas de rodagens
péra recauchutagem de pneus, Lagartas para veiculos [tracdo]; Carros de mdo
[trolleys] de duas rodas para transporte de produtos; Chassis para veiculos;
Estofos para veiculos; Vialvulas para pneus de veiculos; Pdra-choques de
veiculos; Chassis de veiculos; Coberturas para veiculos; Estribos para veiculos,
Assentos para veiculos;, Molas de suspensdo para veiculos; Raios para rodas de
veiculos; Rodas para bicicletas; Vidros para veiculos; Para-brisas; Limpa
para-brisas [escovas]; Carrinhos de bebé; Redes para bicicletas; Selins para
bicicletas ou para motocicletas; Turbinas para vez'culps terrestres, Jantes para

veiculos; Trolleys e carrinhos por tra¢do humana”

Marca de Registo Internacional n° 338988

., registada desde 23 de
Outubro de 1967 na Organizagdo Mundial da Propriedade Intelectual que
designa, entre outros, Portugal, que assinala, na classe 12* “Automobiles et

pieces de rechange pour automobiles”.

Marca de Registo Internacional n° 338989 , registada desde

23.10.1967 na Organizagdo Mundial da Propriedade Intelectual, com protec¢do



em Portugal, que assinala, na classe 12%, “Automobiles et piéces de rechange

pour automobiles”.

e Marca de Registo Internacibl_lal n’ 338990 , registada desde

23.10.1967 na Organiza¢do Mundial da Propriedade In'telectual, com protec¢do
em Portugal, que assinala, na classe 12%, “Automobiles et piéces de rechange

pour automobiles”

S/
e Marca da Unido Europeia n° 000161984 , requerida a 01/04/1996

e concedida a 02/10/1998, que assinala, entre outros, na classe 12°, “Veiculos;
Aparelhos de locomogdo terrestre, aérea ou ndutica e em especial automoveis e
seus componentes e acessorios, Bombas de ar [acessorios para ﬁeiculos];
Dispositivos anti-encandeantes para veiculos [anti-reflexos]; Correntes
antiderrapantes, Dispositivos anti-roubo para veiculos; Avisadores sonoros
para bicicletas, Carrbgarias para automoveis; Correnles para automoveis;
Chassis para automoveis, Capols para auto:néve{s,‘ Pneus para veiculos
motorizados; Fusos de eixos; Eix_os; Carrinhos de crianga; Chumbos. para a
equilibragem de rodas de veiculos [contrapesos]; Aros de cunhos de rodas,
Avisadores sonoros para bicicletas; Campainhas de bicicletas, Travées para
velocipedes; Correntes para bicicletas;, Quadros de velocipedes; Guiadores

para bicicletas, velocipedes;, Bombas de velocipedes, Aros para rodas de



bicicletas; Selins de bicicleta; Raios de velocipedes; Apoios para bicicletas,
Pneus para bicicletas;, Croques para barcos;, Carrogarias, Bogies para vagoes
de caminho de ferro;, Revestimenio de calgcos de travdes para veiculos;
Segmentos de travdes para veiculos; Travdes para veiculos; Tampdes de choque
[material ferroviario rolante]; Pdra-choques parva automoveis; Tampoes para
reservatorios de combustivel de veiculos, Involucros para pneus; Cunhos de
amarra¢50 [nautica]; Embraiagens para veiculos terrestres, Bielas para
veiculos terrestres, sem ser parles de motores; Acoplamentos para veiculos
terrestres; Coberturas para carrinhos de crianga; Ca;;tei‘s para componentes de
veiculos terrestres [sem ser para motores], Pedaleiras para bicicletas;
Avisadores sonoros para bicicletas, Correntes para bicicletas;, Guiadores pbra
bicicletas, velocipedes; Cubos para rodas de bicicletas; Guarda-lamas para
velocipedes; Bombas de velocipedes;, Manivelas para bicicletas; Selins para
bicicletas; Raios de velocipedes, Suportes de pé para velocipedes, Pneus para
bicicletas, Indicadores de dire¢do para bicicletas, velocipedes, entre outros,
Indicadores de dire¢do para veiculos,; Dispositivos pafa soltar os barcos;
Portas para veiculos; Redes para bicicletas; éadeias [cofrentes] de comando
para veiculos terrestres;, Maquinas motoras para veiculos terrestres; Assentos
ejetdaveis para aeronaves, Plataforma traseira elevadora [componentes de
veiculos terrestres]; Motores para veiculos terrestres; Bordos [saliéncias] de
aros de rodas de caminhos q’e ferro; Rodas livres para veiculos té'rrestres;
Chaminés para locomotivas; Chaminés para navios; Caixas de velocidade para
veiculos terrestres;, Engrenagens para veiculos terrestres;, Engrenagens de
velocipedes; Carrinhos de carga manuais, Guiadores de velocipedes e de

bicicletas; Apoios de cabega para assentos de veiculos; Capots para motores de



veiculos; Capotas para veiculos; Buzinas para veiculos; Tampdes de rodas,
Cunhos de rodas de veiculos; Circuitos hidraulicos para veiculos, Rampas para
barcos;, Camaras-de-ar para bicicletas; Cdmaras-de-ar para pneumdticos;
Motores a jato para veiculos terrestres, Suportes de bagagem para veiculos;
Redes para bagagem para veiculos;, Rodas para carrinhos de mina; Motores
para bicicletas; Motores elétricos para veiculos terrestres;, Guarda-lamas;
Antiderrapantes para pneus de veiculos, Remos de barcos; Pagaias para
canoas, Pedais para bicicletas;, Pneus [pneumdticos],; Vigias; Mecanismos de
propulsdo para veiculos terrestres; Capotas para carrinhos de crianga;
Atrelagens de caminhos de ferro ou de vagdes; Espelhos retrovisores, Caixas
redutoras para veiculos terrestres; Estojos para a reparagdo de cdmaras-de-ar,
Avisadores de marcha atrds para veiculos, Jantes de rodas para veiculos;
Forquetas para remos; Lemes; Coberturas de selins para bicicletas ou para
motocicletas;, Cintos de seguran¢a para assento.§ de veiculos; Assentos de
segurancga para criangas [para veiculos]; Hélices, Hélices para barcos, Hélices
de navios, Remos; Coberturas para assentos de veiculos; Arnés de seguranca
para assentos de veiculos, Cascos de navios;, Amortecedores para automaoveis,
Molas amortecedoras para veiculos; Porta-esquis para automéveis, Beliches
para veiculos;, Mastros para navios; Picos para pneus; Esticadores de raios de
rodas [tensores]; Caixas de dive¢do para wndutica; Volantes para veiculos;
EStores [pdra-sol] para automéveis; Amoriecedores de suspensdo ' para
veiculos;, Madeiras [estruturas] para navios; Basculantes de vagdes [partes de
vagobes e camides]; Caixas basculantes para camides; Pneus para jantes de
veiculos; Conversores de bindrio para veiculos terrestres; Barras de torgdo

para veiculos; Locomoveis; Ganchos de reboques para veiculos, Cadeias

10



[correntes] moloras para veiculos tervestres; Fixos de transmissdo para
veiculos terrestres; Transmissoes para veiculos terrestres; Bandas de rodagens
para recauchutagem de pneus, Lagartas para veiculos [tracdo], Pneus sem
camaras-de-ar para velocipedes; Turbinas para veiculos terrestres;, Carros de
mado [trolleys] de duas rodas para transporte de produtos; Chqssis para
veiculos, Estofos para veiculos; Valvulas para pneus de veiculos; Para-choques
de veiculos;, Chassis de veiculos, Estribos para veiculos, Assentos para
veiculos; Molas de suspensdo para veiculos; Raios para rodas de veiculos;
Jantes para veiculos; Rodas para bicicletas, Vidros para veiculos, Para-brisas;
Limpa para-brisas [escovas]; Carrinhos de bebé; Coberturas para carrinhos de

crianga, Coberturas para veiculos; Trolleys e carrinhos por tragdo humana”.

’ errari )
Marca _de Registo Internacional n°542146 , registada desde

27.09.1989 na Organizagdo Mundial da Propriedade Intelectual, com protecgio
em Portugal, que assinala, entre outros, na classe 12%, “Véhicules, appareils de

locomotion par terre, par aiv ou par eau”.

Marca de Registo Internacional n° 649112 FeFFari registada desde 9.12.1995

na Organizagdo Mundial da Propriedade Intelectual, com protecgdo em Portugal,
que assinala, entre outros, na classe 12*, “Véhicules, appareils de locomotion

par terve, par air ou par eau.
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¢ Marca de Registo Internacional n°® 500739 ’ . registada desde

03.10.1985 na Organizagdo Mundial da Propriedade Intelectual, com protecgdo
em Portugal, que assinala, entre outros, na classe 127, “Vehicles; apparatus for

locomotion by land, air or water”’.

IT1-O Direito

a)Da Prioridade das Marcas da Reclamante

10.

Considerando que a marca de registo internacional sub judice se encon-tra registada
desde 26 de Margo de 2018 na Organizagdo Mundial da Propriedade Intelectual e que as
marcas da Reclamante foram, todas elas, pedidas e concedidas anteriormente a essa
data, forgoso € concluir-se que estas ultimas séb prioritarias face a marca registanda, em

conformidade, alids, com o que se acha disposto no disposto no art. 11°,n° I do CP1.

b)Da Identidade e Afinidade dos Produtos

11.

Os produtos que a marca registanda visa assinalar sdo idénticos e afins dos assinalados

pelas marcas prioritarias da Reclamante.



12.

No quadro abaixo recordam-se os produtos assinalados na classe 12° pelas marcas em

disputa

Marca Registanda

Marcas da Reclamante

Electric vehicles; automobile chassis; hub caps;
vehicle running boards; ski carriers for cars;
automobiles; automobile bodies;

automobiles; spare wheel covers; hubs for vehicle

wheels”.

bumpers for

Veiculos, Aparelhos de locomogdo por terra, por
ar ou por dagua; Em especial automdveis, pegas
sobressalentes e acessorios para automoveis,
compreendidos na classe 12; Remendos .adesivos
em borracha para a reparagdo de camaras-de-ar;
Air bags insuflaveis [dispositivos de seguranga
para automdéveis]; Bombas de ar [acessorios para

veiculos]; Dispositivos anti-encandeantes para

veiculos [anti-reflexos]; Correntes
antiderrapantes, Dispositivos anti-roubo para
veiculos; Avisadores sonoros para bicicletas;

Carrogarias para automoveis;, Correnfes para

automéveis; Chassis para automoveis; Capols

para  aufomoveis;  Pneus  para  veiculos
motorizados; Fusos de eixos; Eixos; Carrinhos de
crianga;, Chumbos para a equilibragem de rodas
de veiculos [contrapesos]; Aros de cunhos de
rodﬁs,' Cestos  adaptados para bicicletas;
Avisadores sonoros para bicicletas; Campainhas
de bicicletas; Travdes para velocipedes; Quadros
de velocipedes,; Selins de bicicleta; Apoios para
bicicletas;, Pneus para bicicletas; Croques para.

barcos; Carrogarias; Bogies para vagdes de

caminho de ferro; Revestimento de cal¢os de
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travées para veiculos; Segmentos de travdes para
veiculos, Travfes para veiculos; Tampdes de
choque [material ferroviario rolante]; Pdra-
chogues para automoveis; Tampdes para
reservaitorios de combustivel de  veiculos;
Invélucros para  pneus; Rodas para carrinhos
[veiculos]; Carrinhos de limpeza; Cunhos de
amarra¢do [ndutica]; Embraiagens para veiculos
terrestres; Bielas para veiculos terrestres, sem ser
partes de motores;, Acoplamentos para veiculos
terrestres; Coberturas para carrinhos de crianga;
Carters para componentes de veiculos terrestres
[sem  ser para motores]; Pedaleiras para
bicicletas; Avisadores sonoros para bicic/elas,l'
Correntes para bicicletas; Guiadores para
bicicletas, velocipedes; Cubos para rodas de
bicicletas; Guarda-lamas para velocipedes;
Bombas de velocipedes; Raios de velocipedes;
Suportes de pé para velocipedes; Pneus para
bicicletas; Indicadores de direcdo para veiculos;
Dispositivos para soltar os barcos; Portas para
veiculos; Cadeias [correntes] de comando para
veiculos lerrestres, Maquinas motoras para
veiculos flerrestres;, Assentos ejetdveis para
aeronaves; Motores para veiculos flerrestres;
Defensas para embarcagdes; Bordos [saliéncias]
de aros de rodas de caminhos de ferro;, Rodas
livres para veiculos terrestres; Chaminés para
locomotivas; Chaminés para navios;, Caixas de

velocidade para veiculos terrestres; Engrenagens
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para veiculos terrestres;  Engrenagens de
velocipedes; Carrinhos de carga manuais; Apoios
de cabega para assentos de veiculos; Capols para
motores de veiculos; Capotas para veiculos;
Buzinas para veiculos; Tampoes de rodas;, Cunhos
de rodas de veiculos; Circuitos hidrdaulicos para
veiculos; Rampas para barcos; Cémaras-de—ar.
para pneumdticos; Motores a jato para veiculos
terresires;, Suportes de bagagem para veiculos;
Redes para bagagem para veiculos;, Rodas para
carrinhos de mina; Molores para bicicle‘ras;
Motores elétricos para veiculos ferrestres;
Guarda-lamas; Antiderrapantes para pneus de
veiculos; Remos de barcos; Pagaias para canoas;
Caixas especiais para veiculos de duas rodas;
Pedais para bicicletas; Pneus [pneumadaticos];
Vigias; Mecanismos de propulsdo para veiculos
terrestres; Capotas para carr;inhos de crianga;
Atrelagens de caminhos de ferro ou de vagdes;
Espelhos retrovisores;, Caixas redutoras para
veiculos terrestres; Estojos para a reparagdo de
cdmaras-de-ar; Avisadores de marcha atrds para
veiculos, Jantes de rodas para veiculos; Aros de
rodas para velocipedes e bicicletas; Forquetas
para remos; Lemes; Coberturas de selins para
bicicletas ou para motocicletas; Cintos de
seguranga para assentos de ve.iculos,‘ Assentos de
seguranga para criangas [para veiculos]; Hélices;
Hélices para barcos; Hélices de navios; Remos;

Coberturas para assentos de veiculos;, Arnés de
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seguranga para assentos de veiculos; Cascos de
.navios; Amortecedores para automodveis; Molas
amortecedoras para veiculos; Carrinhos de
compras; Porta-esquis para automéveis; Beliches
para veiculos; Mastros para navios, Picos para
preus; Esticadores de raios de rodas [tensores];
Caixas de dire¢cdo para nautica;, Volantes para
veiculos; FEstores [pdra-sol] para automoveis;
Amortecedores de suspensdo para veiculos;
Plataforma traseira elevadora [componentes de
veiculos terrestres]; Madeiras [estruturas] para
navios, Basculantes de vagdes [partes de vagoes e
camides]; Caixas basculantes para camides; Pneus
para jantes de veiculos; Conversores de bindrio
para veiculos terrestres; Barras de tor¢do para
veiculos;, Locomoveis; Ganchos de reboques para
veiculos; Cadeias [correntes]. moltoras para
veiculos terrestres; Eixos de transmissdo para
veiculos terrestres; Transmissdes para veiculos
terrestres; Bandas  de  rodagens  para
recauchutagem de pneus; Lagartas para veiculos
[tragcdo]; Carros de mdo [trolleys] de duas rodas
para  fransporte de produtos; Chassis para
veiculos; Estofos para veiculos;, Valvulas para
preus de veiculos; Pdra-choques de veiculos,
Chassis de veiculos; Coberturas para veiculos;
Estribos para veiculos, Assenios para veiculos;
Molas de suspensdo para veiculos; Raios para
rodas de veiculos; Rédas para bicicletas; Vidros

para veiculos; Para-brisas; Limpa para-brisas
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[escovas]; Carrinhos de bebé; Redes para
bicicletas; Selins para bicicletas ou para
motocicletas; Turbinas para veiculos_ terrestres;
Jantes para veiculos;, Trolleys e carrinhos por

tragdo humana’(marca da Unido Europeia n°

000454546 2

“Automobiles et piéces de rechange pour

automobiles”. "(marca de registo internacional n°

338988 )

“Automobiles et piéces de rechange pour

automobiles”. “(marca de registo internacional

n°338989

“Automobiles et piéces de rechange pour
0

automobiles "(marca de registo internacional n

-

338990, X7 )

“Veiculos; Aparelhos de locomogdo fterrestre,
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aérea ou nautica e em especial automoveis e seus
componentes e acessorios; Bombas de ar
[acessorios para veiculos]; Dispositivos anti-
encandeantes  para veiculos  [anti-reflexos];
Correntes antiderrapantes; Dispositivos anti-roubo
para veiculos; Avisadores sonoros para bicicletas;
Carrogarias para automoveis, Correntes para
automoveis;, Chassis para automéveis; *Capots
para  automoéveis;,  Pneus  para  veiculos
molorizados; Fusos de eixos; FEixos, Carrinhos de
crianga; Chumbos para a equilibragem de rodas
de veiculos [contrapesos]; Aros de cunhos de
rodas; Avisadores sonoros para bicicletas;
Campainhas de  bicicletas;  Travdes para
velocipedes; Correntes para bicicletas; Quadros
de velocipedes; Guiadores para bicicletas,
velocipedes; Bombas de velocipgdes; Aros para
rodas de bicicletas; Selins de bicicleta; Raios de
velocipedes; Apoios para bicicletas; Preus para
bicicletas: Croques para barcos;, Carrogarias;
Bogies para vagbes de caminho de ferro;
Revestimento de calcos de travdes para veiculos;
Segmentos de travoes para veiculos; Travdes para
veiculos;, Tampdes de choque [material ferrovidrio
rolante]; Pdara-choques para automdéveis, Tampdes
para reservatorios de combu.;tivel de veiculos;
Invélucros para pneus; Cunhos de amarragdo
[nautica]; Embraiagens para veiculos lerrestres;
Bielas para veiculos terrestres, sem ser partes de

motores;, Acoplamentos para veiculos ferrestres;
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Coberturas para carrinhos de crianga; Carters
para componentes de veiculos terrestres [sem ser
para motores]; Pedaleiras para bicicletas;
Avisadores sonoros para bicicletas; Correntes
para bicicletas; Guiadores para bicicletas,
velocipedes; Cubos para rodas de bicicletas;
Guarda-lamas para velocipedes; Bombas de
velocipedes, Manivelas para bicicletas; Selins
para bicicletas; Raios de velocipedes; Suportes de
pé para velocipedes; Pneus para bicicletas;
Indicadores de  dire¢do  para  bicicletas,
velocipedes, entre outros; Indicadores de dire¢do
para veiculos; Dispositivos para soltar os barcos;
Portas para veiculos; Redes para bicicletas;
Cadeias [correntes] de comando para veiculos
terrestres; - Maquinas motoras para veiculos
lerrestres;, Assentos ejetdveis para aeronaves;
Plataforma traseira elevadora [componentes de
veiculos terrestres]; Motores para veiculos
terrestres; Bordos [saliéncias] de aros de rodas de
caminhos de fervo; Rodas livres para veiculos
terrestres; Chaminés para locomotivas;, Chaminés
para navios; Caixas de velocidade para veiculos
terrestres; Engrenagens para veiculos ferrestres;
Engrenagens de velocipedes; Carrinhos de carga
manuais, Guiadores de velocipedes e de bicicletas;
Apoios de cabega para assehtos de veiculos;
Capots para motores de veiculos; Capolas para
veiculos; Buzinas para veiculos;, Tampdes de

rodas; Cunhos de rodas de veiculos, Circuitos
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hidraulicos para veiculos; Rampas para barcos;
Cdmaras-de-ar para bicicletas; Cdmaras-de-ar
para pneumdticos;, Motores a jato para veiculos
terrestres; Suportes de bagagem para veiculos;
Redes para bagagem para veiculos; Rodas para
carrinhos de mina; Motores para bicicletas;
Motores elétricos para veiculos [lerrestres;
Guarda-lamas; Anltiderrapantes para pneus de
veiculos; Remos de barcos; Pagaias para canoas;
Pedais para bicicletas; Pneus [pneumdticos],
Vigias; Mecanismos de propulsdo para veiculos
terrestres; Capotas para carrvinhos de crianga;
Atrelagens de caminhos de ferro ou de vagdes;
Espelhos retrovisores; Caixas redutoras para
veiculos terrestres; Estojos para a reparagdo de
cdmaras-de-ar; Avisadores de marcha atrds para
veiculos; Jantes de rodas para veiculos; Forquetas
para remos; Lemes; Coberturas de selins para
bicicletas ou para motocicletas; Cintos de
seguranga para assentos de veiculos; Assentos de
seguranca para criangas [para veiculos]; Hélices;
Hélices para barcos;, Hélices de navios; Remos;
Coberturas para assentos de veiculos; Arnés de
seguranga para assentos de veiculos; Cascos de
navios, Amortecedores para automoveis; Molas
amortecedoras para veiculos; Porta-esquis para
automoveis; Beliches para veiculos; Mastros para
navios; Picos para pneus; Esticadores de raios de
rodas [tensores]; Caixas de diregdo para ndutica;

Volantes para veiculos; Estores [pdra-sol] para
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automdéveis; Amortecedores de suspensdo para
ve_l'cu/os,' Madeiras [estruturas] para navios;
Basculantes de vagdes [partes de vagdes e
camides]; Caixas basculantes para camides; Pneus
para jantes de veiculos; Conversores de bindrio
para veiculos terrestres; Barras de tor¢do para
veiculos;, Locomoveis; Ganchos de reboques para
veiculos; Cadeias [correnfes] motoras para
veiculos terrestres; Eixos de transmissdo para
veiculos terrestres; Transmissées para veiculos
terrestres;  Bandas de  rodagens  para
I'eéauchulageln de pneus; Lagartas para veiculos
[tragdo]; Pneus sem cdmaras-de-ar para
velocipedes; Turbinas para veiculos ferresires;
Carros de mdo [trolleys] de duas rodas para
transporte de produtos; Chassis para veiculos;
Estofos para vefculos; Valvulas para pneus de
veiculos; Pdra-chogues de veiculos; Chassis de
veiculos; Estribos para veiculos; Assentos para
veiculos; Molas de suspensdo para veiculos; Raios
para rodas de veiculos; Jantes para veiculos;
Rodas para bicicletas; Vidros para veiculos; Para-
brisas; Limpa pdra-brisas [escovas]; Carrinhos de
bebé; Coberturas para carrinhos de crianga;
Coberturas para veiculos; Trolleys e carrinhos por

tragdo humana”. (marca da Unido Europeia n°

000161984 2)
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“Véhicules, appareils de locomotion par terre, par

air ou par eau” Marca de registo internacional

3

n°542146 Z2)

“Vehicules; appareils de locomotion par terre, par

air ou par eau. Marca de registo internacional

3

n°649112 rarrart)

Vehicles; apparatus for locomotion by land, air or

water (Marca de registo internacional n°

500739 =)

13.

Como se vé, as marcas em cotejo assinalam identicamente veiculos e automoveis bem

como diversas pegas, componentes e partes integrantes dos mesmos.

14.

Com efeito, as marcas em confronto assinalam produtos com a mesma natureza, sendo

substituiveis uns pelos outros, visando a satisfagdo de necessidades comuns de procura
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15.

Acresce que sdo produtos que geralmente tém a mesma origem empresarial.

16.

Com efeito, como é do conhecimento geral, muitas empresas que produzem e
comercializam automéveis sdo também responséveis pela fabricagdo e comercializagao

das suas pegas, componentes e partes integrantes.

17.

Além disso, tais produtos apresentam-se concorrencialmente no mercado, tendo os

mesmos canais de distribuicdo e comercializagio.

18.

Deste modo, se por mera hipotese académica de raciocinio fosse concedida protecgéo
em Portugal a marca de registo internacional sub judice, seria inevitdvel que o

consumidor fosse induzido em erro ou confusio.

19.

Na verdade, o consumidor atribuiria & Reclamante a origem empresarial dos produtos

assinalados pela marca sub judice ou, ainda, eventualmente, creria que tais produtos
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proviriam de uma empresa com algum tipo de liga¢do econdmica ou juridica com a
Reclamante, o que € dizer, no fundo, que suporia, em erro, que Reclamante e
Reclamada fossem empresas do mesmo grupo ou ainda empresas ligadas econdmica ou

juridicamente entre si, 0 que se nega por ndo corresponder a verdade.

c¢)Da Semelhanca entre os Sinais

20.

Através da comparagdo das marcas em confronto facilmente se conclui que estas
apresentam elevadas semelhancgas entre si, sendo susceptiveis de induzir o consumidor
em situagdes de erro ou confusdo bem como compreender o risco de associagdo mental

quanto a origem empresarial de tais marcas

21.

Efectivamente, quando postas lado a lado
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Marca Registanda Marcas Prioritarias

S/ FeFFaFi

facilmente se conclui que as marcas em disputa apresentam elevadas semelhangas entre
si.
22.

De facto, nas marcas em cotejo o elemento que, inquestionavelmente, é o mais

impressivo e visualmente destacado € a figura de um cavalo.

23.

Com efeito, a figura de um cavalo € o elemento comum aos sinais que ficara retido e

conservado na memoria do consumidor e que perdurard no seu espirito.
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| ' 24,

Como ja referido, e aqui se reitera, visualmente as marcas em disputa t€m como

|
elemento dominante e impressivo a figura de um cavalo.

25.

Tanto na marca registanda como nas marcas prioritirias da Reclamante, a figura do

cavalo toma a mesma orientagdo, para a esquerda; verifica-se, outrossim, que as patas

dianteiras do equino se encontram levantadas e os joelhos arqueados.

26.
Por outro lado, também a composi¢do cromatica dos sinais em disputa os tornam, numa

visdo de conjunto, semelh;antes.

27.

‘Também do ponto de vista conceptual, as marcas cotejadas apresentam elevadas

semelhangas entre si, contendo uma e outras a figura de um cavalo com a mesma

direcgdo/orientacao. !

i

|

{ 28.

i .
Acresce que a figura do cavalo empinado da Reclamante é mundialmente conhecida,

| , .

incluido em Portugal. |
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29.

Na verdade, € perfeitamente consensual a elevada reputagédo, notoriedade e prestigio do
icdnico “cavalinho rampante” - como também é conhecido - da Ferrari, facto de
enorme importincia e que ndo sera certamente desconhecido da Reclamada, que tera
querido, ilegitima e injustificadamente, beneficiar de todo o selling power das marcas da
Reclamante em resu]tadb de uma ineQitéve] associ‘égéo mental que seria, e sé‘ré, feita,

entre a marca de registo internacional sub judice e as marcas prioritarias,

30.
E que a notoriedade, reputagdo € prestigio de uma marca aumentam o risco de confusdo

e de associagdo por deixarem, no espirito do consumidor, uma memdria certa e

persistente.

31.
A eventual concessdo de protecgdo em Portugal a marca de registo internacional sub
Jjudice ora reclamada daria azo a que a Reclamada se apropriasse € pusesse em risco a

boa reputagio que a Reclamante tem desenvolvido no mercado.

32.
Refira-se que, conforme tem sido entendimento uniforme na doutrina e jurisprudéncia,
estando em causa uma marca prioritiria notéria e de grande préstigio, a
confundibilidade entre os sinais em confronto deverd ser apreciada de fdrma mais

exigente.

27



1; 33.
|

Na medida em que uma forte reputagdo € simultaneamente mais facil de prejudicar e

|

mais tentadora de lhe ret:irar vantagem, devido ao elevado valor inerente 2 mesma, o

I . . p .
“...quanto mais forte for o caracter distintivo e reputagdo, mais fécil serd aceitar o

Tribunal de Justi¢a Europeu sublinhou no caso General Motors que:

prejuizo que lhe foi causado.”

'
1
|
i

34.

Por outro lado, insiste-se, que a introdugdo no mercado dos produtos assinalados pela

e l.. . .
marca sub judice iria permitir que a Reclamada se aproveitasse da reputagio das marcas

da Reclamante gerada através da associagdo mental com as marcas desta.

‘ ~ 35.

{
i
i
|

Reclamante, ndo é, assirp, dificil de concluir que, com o sinal

Reclamada pretende associar-se implicita e indevidamente as prestigiadas marcas da

Reclamante sem para tal estar autorizada ou licenciada.

| 36.
Resulta deste modo evidente que a concessdo de protec¢do em Portugal a marca de

registo internacional sub judice retiraria, entre outras, vantagem desleal do caracter

distintivo e da reputacdo das marcas da Reclamante.
|
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d) Da notoriedade e do prestigio das marcas da Reclamante

37.
Como se tem vindo a dizer, e ora se passard a demonstrar, as marcas da Reclamante

granjeiam de um estatuto de elevada reputagao, notoriedade e prestigio.

38.
A Historia da Ferrari remonta aos anos 40 do século passado, tendo sido fundada por

Enzo Ferrari.

39.
Desde a fundagdo até aos dias de hoje, a sede da Reclamante estd localizada em
Maranello. (Para mais desenvolvimentos sobre a Historia da Reclamante, cfr o Doc, 1

que se junta e se da por integralmente reproduzido para todos os efeitos legais)

40.
As marcas da Reclamante estdo geralmente associadas ao consumo de luxo e
necessariamente a escaldes sociais elevados, sendo alids reconhecido como um
“privilégio de elite” possuir um artigo com das marcas FERRARI, com a sua famosa

iconografia, inacessivel ao consumidor médio.

41.
Como se explica no Doc, 2 que se junta e cujo teor se da por integralmente reproduzido
para todos os efeito legais, a figura do iconico Cavallino Rampante surgiu pela primeira

vez num avido pilotado por Francesco Baracca, piloto transaplpino que participou na |
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l

Guerra Mundial, Anos mais tarde, a mie de Baracca, ao assistir a uma corrida de Enzo

Ferrari, disputada no ciricuito de Savio, em Italia, terd pedido ao fundador da marca
N
automovel para que pusesse nos seus carros a imagem do Cavallino Rampante que o

seu filho usava.

42.

!
i

No Doc. 3 indicam-se os‘1 paises onde ¢ usada a famosa figura do cavalo empinado da

I

Reclamante. i
|
|

| 43.
| | |

A FERRARI ¢ conhecida nédo so pelos sumptuosos € luxuosos carros, mas também em

outros artigos e pela sua equipa de Formula 1, vencedora por inimeras vezes de
\

campeonatos do Mundo nessa modalidade desportiva, € onde se sagraram campedes,

por exemplo, o alemdo Michael Schumacher, o espanhol Fernando Alonso e ainda o

finlandés Kimi Raikkonen.
|

} 44.

Como se pode ver nos prints abaixo, a Reclamante tem lojas em praticamente todos os

Continentes:
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45.

Refira-se que a proeminente consultora de marketing e avaliadora de marcas Brand
Finance tem vindo a avaliar com o rating mais alto no Global 500 (o top de marcas mais

valiosas do mundo) a marca FERRARI. *
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46.
. .yl . . . .
Efectivamente, a referida consultora considerou a Ferrai como a mais vaiolosa marca

nos anos de 2011, 2014 ¢ 2017
1

47.
De resto, como se pode constatar no website Ranking the Brands, disponivel em

https://www.rankingthebrands.com/Brand-detail.aspx ?brandID=380.cujo print abaixo se

reproduz e se junta também o documento 4, cujo teor se di por integralmente
reproduzidos para todos os efeitos legais, as marcas da Reclamante, tém figurado de
forma consistente e reiterada nos rankings das mais conceituadas avaliadoras de marcas

e branding, nomeadamente, Interbrand, Brand Finance, NetBase, etc

-
v o | {SB ke vinaintenn 27 Deten )
P S -
- { P
Ferrari l @ . OTHERBRANDSWITHIN {1 =N
e — THIS INDUSTRY : L
[« L 1232163174 s s = e
RTB Seore : dpointsin 2018 3
Website N www.ferrari.com
Courtry of Origin :  Raly ) i
l fredustry . Automstive @
SociatMedia . . A i
L 3
t
| | ® |
; [ Rankings where fisted i Year ’ Position . .
. Bett Globat Brands 2018 80 o,
By interbrand . 1
1 |
UK RepTrat 160 : 2018 52 . a ‘
By Reputetion Institute A
Best Global Brands 2007 88 sz it |
By tnterbrand . S ] |
A, i
e — e |
Top 100 Brend Lovel ist . 2017 53 A ' :
By NeiBase ! i
I @ H
— MercreoBen: 3
Automotive Brands Ranked by Digh 1 Score 2016 i34 - .- M
By L2 ThinkTank ' @ it
i o
Nefpsss Loy Brongts we |0 ) g i
zse Luaxy Brands <
By NetBase @ ¢
L ; . B : |
Tie Automotive Sociel tridex ' 2018 8 Ay !
By Brandwaich SHOWT4ORE | 3
oo
The Mast Veluahle European Brands 2016 98 1
By Brand Finance . i -
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48.
A reputagdo, notoriedade e prestigio das marcas da Reclamante foi reconhecido por

diversos organismos oficiais de propriedade intelectual.

49.
A titulo de exemplo, indicam-se as decisdes proferidas pelos seguintes organismos

oficiais

e pelo Instituto da Propriedade Intelectual da Unido Europeia (cfr Doc.5)
-decisdo de Oposi¢do n° B 1 179470, de 20 de Agosto de 2009
-decisdo de Oposicdo n° B 2 446 998, de Janeiro de 2016
-decisdo de Oposigao n° B 2 450 453, de 24 de Setembro de 2015

decisdo de Oposigdo n° B 2 299 405, de 5 de Setembro de 2017

e pela Oficina Espafiola de Marcas y Patentes (Doc.6)
decisdo de 8 de Setembro de 2009 relativa ao registo da marca
2852334/2.
decisdo datada de 10 de Janeiro de 2008 relativa ao registo da marca
2732537/7
decisdo datada de 9 de Setembro de 2009, relativa ao regsito da marca

~2872201/9

¢ pelo Instituto Nacional da Propriedade Industrial (Doc. 7)

decisdo proferida no processo de registo da marca nacional n® 455.940

decisdo proferida no processo de registo da marca nacional n° 569.745.
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50.
Segundo so dados financeiros relativos ao primeiro semestre de 2018, divulgados a 1 de
Agosto de 2018, e disponiveis em

http://corporate.ferrari.com/sites/ferraril Sipo/files/ferrari nv_interim report 06.30.18 f

iled_final.pdf ,os lucros da Ferrai cifravam-se em 1,737 milhdes de euros, conforme

print abaixo reproduzido.

MANAGEMENT'S DISCUSSION AND ANALYSIS OF FINANCIAL CONDITION
AND RESULTS OF OPERATIONS
Highlights
“Cortsofidated Income Statement Date
For the ihree monihs énded  'For the slx months ended
Jume30, = Jrime 30, h
2018 2017 2018, 2017
(€ million, exoept per share duta)

{Net revenues 904 020 1,737 1741]
EBIT 28 202 428 n
{Profit before taxes. 213 185 419 362]
Net profit 160 136 309 260
{Ref profi anr 3 1

Dwisters of the parent 160 136 308 260
I Non-controdling interests. - - 1 -
Rasic eamings per common  share {in Buro) 07 0485 072 163 137
{Ditvned exmings per commen share (in £uro) 0.8% (%] 162 137}
Dividend spproved per commofi share (in Euro) ™ on - (%]} -
[ i nmm‘cd per common share {in Euro)™ — 0.635 — 0.635]
) ml\ox i3 umfmprrmr mi&'mnmcmdwmmmmp* [ d dlitared  per
@ l__” - . e - I H April 13, 2018, i
of €0.71 per common char Wmn.wqurmmmmémfwmmmnmm
reserve. In May 2018 the Compony peid €129 lion of the di the rematring bk be pisid b the thind of 201
@ Fallrrringy-mvlqﬂh: . bythe adar ) Mzmgaﬂﬁr i an(pvﬂll 20!7 aanﬁdzn:bmaﬁ
of .635 pe proved, ibaricm of €120 milfion. The.
which is o dicrribuable reserve snder Daach L. luu,zanmmmnudmmdmmmummmmpﬂb
the third quarter of 2017

51.
Nos prints abaixo mostra-se também a presenca da Reclamante nas principais redes

sociais
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https://www.youtube.com/user/ferrariworld

52.
Face ao que antecede ficou sobejamente demonstrada a elevada reputagdo notoriedade

das marcas da Reclamante.

53.
Ora, prevé imperativamente a Lei na al. a) do art.239° n°l do CPI como fundamento de
recusa de registo de marca, a reproducio ou imitagdo, no todo ou em parte, de marca
anteriormente registada por outrem para produtos ou servigos idénticos ou afins, que
possa induzir em erro ou confusio o consumidor ou que compreenda o risco de

associagdo com a marca registada.

54.
Acresce que € recusado o_registo de marca que, no todo ou em parte essencial, constitua
reprodugdo, imitagdo ou tradugdo de outra notoriamente conhecida em Portugal, se for
aplicada a produtos ou servigos idénticos ou afins e com ela possa confundir-se ou se,

dessa aplicagdo, for possivel estabelecer uma associagdo com o titular da marca notoria

(art.241°,n° 1 do CPI).

55.
Além disso, o art. 242° n° 1 do CPI dispde que o pedido de registo sera igualmente
recusado se a marca, ainda que destinada a produtos ou servigos sem identidade ou
afinidade, constituir tradugdo, ou for igual ou semelhante, a uma marca anterior que

goze de prestigio em Portugal ou na Comunidade Europeia, se for comunitaria, €
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sempre que o uso da marca posterior procure tirar partido indevido do caracter distintivo

ou do prestigio da marca, ou possa prejudica-los.

56.

Acresce que o art. 6° bis, n° | da Convencdo da Unido de Paris dispGe que os paises da

Unido comprometem-se a'recusar ou invalidar o registo, quer a administrativamente, se

a lei do pais o permitir, quer a pedido de quem nisso tiver interesse, ¢ a proibir o uso de .
marca de fébrica ou de comércio que constitua reprodugdo, imitacdo, ou tradugdo,
i
. 1 ~ .
susceptiveis de estebelecer confusdo, de uma marca que a autoridade competente do
pais do registo ou do uso considere que é notoriamente conhecida como sendo ja marca
de uma pessoa amparada pela presente Convengéo e utilizada para produtos idénticos ou
semelhantes. O mesmo ‘sucedera quando a parte comercial da marca constituir

reproducdo de marca notoriamente conhecida ou imitagdo susceptivel de confusdo com

esta.

|

|

‘ 57.

Uma marca é considerada imitagdo de outra quando, cumulativamente, se encontrem

preenchidos os requisitos previstos no art. 245°n° 1 do CPI, a saber.

a) A marca registada tiver prioridade;
b) Sejam ambas destinadas a assinalar produtos ou servigos idénticos ou afins;

c) Tenham tal semelhanga gréafica, figurativa, fonética ou outra que induza

facilmente o consumidor em erro ou confusdo, ou que compreenda um risco de



associa¢do com marca anteriormente registada, de forma que o consumidor ndo

as possa distinguir sendo depois de exame atento ou confronto.

58.

Face ao que antecede forgoso € concluir-se que no presente caso todos esses requisitos

se encontram preenchidos, razdo pela qual deverd ser RECUSADA protec¢do em

Portugal 4 marca de registo internacional n° 1406563 com fundamento na
‘verificagdo do estatuido na al, a) do art. 239°-1, n° 1 e dos arts. 241°,n° 1 € 242°, n° 1 ex

vi art. 254° do CPI e do art. 6° bis, n° 1 da Convengdo da Unido de Paris.

| ¢) Da possibilidade de Concorréncia desleal

59.

Acresce que caso viesse a ser efectivamente concedida protecgdo a marca sub judice
estar-se-ia a possibilitar situagdes de concorréncia desleal, previstas na al. a) do art.317°,
n°1 do CPI impeditivas de registo nos termos do disposto na al. e) do art.239°,n°lex vi

~art. 254° do CPI.
60.

Na verdade, a proliferagdo de sinais existentes no mercado exige um maior rigor na

atribui¢do dos mesmos que pela sua semelhanga permitam o desvio de clientela e em
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consequéncia, independentemente da intengdo do requerente, praticar actos de
concorréncia desleal.

|

: 61.
Como refere Carlos Ola\jfo, “na repressdo da concorréncia desleal estd em causa a
confus@o entre actividades econdmicas, e, em especial, a confusdo entre os elementos
em que tais actividades se concretizam, a saber, a identidade dos empresarios em causa,

1
seus estabelecimentos, sieus produtos e servigos, e ndo ja confusdo entre sinais

_distintivos. ... O risco deiconfusﬁo consiste em apresentar os f)rodutos ou servicos de
maneira tal que leve oéconsumidor a atribuir esses produtos ou ‘servigos a um
concorrente”.

62.
A possibilidade de serem praticados actos de concorréncia desleal através do uso da
marca registanda é muito acentuada, pois o consumidor pode ser facilmente induzido a

crer que os produtos assinalados com essa marca tém a mesma origem que a actividade

da Reclamante.

63.
Como no presente caso, ;foi demonstrada a existéncia de idéntidade e aﬁ.nidade dos
produtos mas também s §emelhan9as entre os sinais, for¢oso se torna concluir que se
fosse efectivamente concedida protec¢do em Portugal 4 marca de registo internacional
sub judice estar-se-ia aipossibilitar a pratica, de actos de concorréncia desleal,

impeditivos de registo nos termos do disposto na al. €) do art. 239°n°lex vi art. 254° do

CPI.



64.

Mas, deve dizer-se que existe MA-FE da Reclamada.

65.

~ Como se refere, por exemplo, na sentenga de 08/09/2015 do 1° Juizo do Tribunal da
Propriedade Intelectual proferida no dmbito do Processo 419/08.9TYLSB e publicada
no BPI N°012/2016, de 19 de Janeiro um registo de ma-fé deve ser entendido como o
- registo através do qual o requerente pretende, além do mais, aproveitar-sé, de forma
contrdria aos usos honestos de um determinado ramo de actividade de determinada
lﬁarca usada por terceiro de boa-fé, criando, designadamente, confusdo com aquela, tal
como previsto no art 317° n°l, al. a) do CPI (neste sentido vide Ac. de RP

dell/07/2013, relator Pedro Martins, disponivel em www.dgsi.pt )

66.

Trazendo a cola¢do os ensinamentos do Prof. Oliveira Ascensdo, refere-se ainda na

aludida sentenca que, ndo_estd de md-fé so_aquele que regista em seu nome, com

conhecimento, uma marca preexistente registada por outrem mas também aquele que

regista em seu nome uma marca com conhecimento de uso preexistente por outrem
mesmo que a marca ndo esteja registada em nome deste ultimo (negrito e sublinhados

Nnossos

67.
Na verdade, a Reclamada tentou ja obter no Peru o registo de uma marca com uma
composi¢do igual & marca sub judice e destinada a assinalar os mesmos produtos que a

marca reclamada assinala, tendo vindo a ser recusada.
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Pela sua pertinéncia junta-se como documento 10 a decisio proferida no Peru.
|

Perante tudo o que antecede, ficou sobejamente demonstrado que a marca de registo

Junta: 8 documentos

O AGENTE ‘OFICIAL DA PROPRIEDADE IDNUSTRIAL

68.

69.

ndo pode ser concedida protec¢ido em Portugal

Nestes termos e nos mais de Direito, que doutamente serdo

supridos, deve a presente Reclamagdo ser julgada

procedente €, em consequéncia recusada protec¢do em

Portugal & marca de registo internacional n° 1406563

Lisboa, 8 de Outubro de 2018
[ASSII’\atU I’a Fh‘ Assinado de forma digital por
W
: . i [ [Assinatura Qualificada) Anténio infante
Quahﬁcada] { DN: c=PT, 0=RCF - PROTECTING
At . INNOVATION, SA,, ou=Certificado para
Anténio Infante/\,

da Camara Trigueiros de Aragéo
.pessoa singular - Assinatura Qualificada,

A “$h=Infante da Camara Trigueiros de
da Ca ma l'a K Av\a\g‘évo,,gi_v_e_nName=Amﬂniu.
. . _c=sefialNumber=IDCPT-06940260, cn=
Trlguelros de 7+ =" [Assinatura Qualificadal Anténio infante
‘ da Camara Trigueiros de Aragao
: Aragéo £ Dados: 2018.10.08 17:45:15 +01'00'
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Ferrari History: Look Back to the Beginning - Ferrari.com

http://auto.ferrani .com/en_EN/ongoing-heritage/company/history/

e AR MISTORY

L OOK BACK TO
THE BEGINNING

The company’s story officially began in 1947 when the first Ferrari emerged from the historic
factory entrance on Via Abetone Inferiore in Maranello. The 125 S, as it was known, embodied
the passioh and determination of the company’s founder.

Enzo Ferrariwas born in Modena on February 18th 1898 and died on August 14th 1988. He
devoted his entire life to designing and building sports cars and, of course, to the track. Having
been made an official Alfa Romeo driver in 1924, within five years he had gone on to found the
Scuderia Ferrari on Viale Trento Trieste in Modena which assisted mostly gentlemen drivers in

racing their cars.

In 1938, Enzo Ferrari was appointed head of Alfa Corse but quit the position in 1939 to set up
his own company, Auto Avio Costruzioni, which operated ot of the old Scuderia buildings.

This new company produced the 1,500 cn¥ 8-cylinder
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Ferrari History: Look Back to the Beginning - Ferrari.com

Ferrari's share capital is currently divided as follows: 90% Fiat Group, 10% Piero Ferrari. After
the founder passed away in the late 1980s, the shareholders decided to relaunch the struggling
company, appointing Luca di Montezemolo as Chairman in 1991.

Under the latter’s guidance, Ferrari returned to predominance in Formula 1, launched a string
of new models and opened up new markets whilst still retaining the core values from its past.
Ferrarialso embarked upon Formula Uoma, a major renovation programme that puts
employees firmly at the centre of company life by creating a bright, safe, innovative and

eco-friendly working environment.

http://auto.ferrari.com/en_EN/ongoing- heritage/company/history/

815 spider, two of which were built for the Mille Miglia
in 1940.

Alfracing activities ground to a halt, however, with the
outbreak of the Second World War and, in late 1943,
Auto Avio Costruzioni moved from Modena to
Maranello. The end of the war saw Ferrari design and
build the 1,500 cm? 12-cylinder 125 S, which made its
competitive debut in the hands of Franco Cortese at
the Piacenza Circuiton May 11th 1947, . —

On the 25th of the same month, it won the Rome
Grand Prix at the city’s Terme di Caracalla Circuit.
Since that fateful day, Ferrarihas garnered over 5,000
victories on the world's tracks and roads, becoming a
modern-day legend in the process. In order to meet

growing market demand, Enzo Ferrari sold the Fiat

Group a 50% stake in the company in 1969, a figure
that rose to 90% in 1988.

3



Ferrari History: Look Back to the Beginning - Ferrari.com

Up to now Ferrari's list of racing plaudits read as follows: 15 F1 Drivers’ World titles, 16 F1

Constructors’ World titles, 14 Sports Car Manufacturers’ World titles, 9 victories in the Le Mans
24 Hours, 8 in the Mille Miglia, 7 in the Targa Florio, and 216 in F1 grands prix.

o - = - .

http://auto.ferrari.com/en_EN/ongoing-heritage/company/history/

The legendary symbol used by Ferrari has heroic
origins. It was first adopted as a personalemblem by a
highly decorated ltalian World War | pilot, Fréncesco
Baracca, who had it painted on the fuselage of his
aircraft. ’

At the end of the war, Baracca's parents offered to
allow Enzo Ferrari use the Cavallino Rampante
(Prancing Horse) symbol. He adopted it as the logo for
his racing Scuderia, placing it on a yellow shield in
honour of his hometown of Modena and topping it

with the Italian tricolour.

The classic Ferrarired, however, was simply the colour
assigned by the International Automobile Federation
to Italian grand prix cars in the early years of the last

century. .
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“MY MOTORS
- - HAVE A SOUL*

Enzo Ferrariwas born in Modena on February 18th
1898 and died on August 14th 1988. He devoted his
entire life to desigh‘ingb‘nd building sports cars and, of

_course, to the track.

Ferrari has garnered over 5,000 victoties on the
world’s tracks and roads, becoming a modern-day
legend in the process. In order to meet growing
market demand, Enzo Ferrarisald the Fiat Group a
50% stake in the company in 1969, a figure that rose
t0 90% in 1988.

" Discover more about the Jegendary life of our
.~ founder.
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Fervari MV, - Holding company - A coapanyunder Dutch law, having its official seat in Afmsterdam, the Netherlands ahd s corporate address at ViaAbetone inferiore No; 4, 1-41053
Maranello (MO), Italy, registered withthe Dutch tiada reglster uinder number 64060977
Ferravi 5.p.A. - Acompany under Italian lav, having Its registered office at Via Emiilia Est No, 1163, Modena, Italy, Companies’ Reglster of Modena, VAT and Tax number 00159560366 and
share capital of Euro 20,260,000 - Copyright 2017 - Al fights reserved
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Ferrari Corporate | Brand

HOME : ABOUTUS GOVERNANCE INVESTORS CAREER l MEDIA {

http://corporate.ferrari.com/en/about-us/brand -

ENG / ITA

BRAND

AN ICON OF STYLE,
LUXURY, SPEED

The Ferrari logo with its iconic Prancing Horse symbolizes {talian
luxury, exclusivity, performance, design and quality the world over.

P

| Ferrari

A legend built on decades of sporting successes and the inimitable style of our cars, a source of inspiration for millions of enthusiasts.

\

We support the Ferrari legend and brand by organising a plethora of initiatives for our clients and fans, both in Maranello and across the
world. We also do in other ways, such as signing licencing agreements with select partners to develop the lines of products sold in the

Ferrari Stores and to allow the creation of Ferrari museums and theme parks.

LLICENCES

Fertarils ane of the world’s best-known luxury brands.

We strive to develop and protect that brand through licences which are granted to a select number of manufacturers and distributors

9-¥
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_ HOME | ABOUTUS . GOVERNANCE  INVESTORS | CAREER | MEDIA i ENG,@

We also have multiyear licencing agreemerits with partners in the
theme park area.

The table below illustrates our current licencing mix:

| CONSUMER
| ELECTRONICS

Ferrari World, Abu Dhabi
THEME PARKS ; 113nd. Port Avertur
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Ferrari Corporate | Brand

http://corporate.ferrari.com/en/about-us/brand

HOME ABOUTUS GOVERNANCE INVESTORS CAREER ’ MEDIA ! ENG / ITA
THE FERRARI MUSEUMS

Ferrari has had two museums since January 1 2014. The original
Ferrari Museum in Maranello, which showcases the future-
focused Ferrari of today as a company with deep roots in history, is
also now flanked

by another museum in Enzo Ferrari’s native city of Modena. The
MEF or Museo Enzo Ferrari is built around the house in which the
margue's founder was born in 1898. '
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HOME | ABOUTUS ; GOVERNANCE ! |NVESTORS | CAREER = MEDIA

http://corporate.ferrari.com/en/about-us/brand

ENG / ITA

»GOT ANELLO FERRARI MUSEUM SITE (HTTP://MUSEO.FERRARL.COM

> GO TO MUSEO ENZO FERRAR] SITE (HTTP://MUSEOMODENA.FERRARL.COM/)
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“Ferrari Corpérate | Product range “flﬂp.://éorporatG3?erraﬁ ‘cortver/abdut-us/Froduct-range

'HOME- | 'ABOUTUS I GOVERNANCE i INVESTORS . | :CAREER i MEDIA } ENG/ ITA
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PRODUCT RANGE.

| ONE BRAND ONE RANGE

-Each Ferrari-car is unique. But as a wholé, they: form asingle family’ built from moré than 60 years of expertise in énrigingéring and drlvmg
-performance. The design of each Ferrari vehlcle draws'inspiration from the Scuderia Ferrariin Formula 1, Gran Turismo or Sperts
prototypes. All'our sports cars models have the same start lihe—a passnon for competition that has inspired the ihimitable technique’atd

‘deslgn Ferrarl calls its own..

LAFERRARI

‘Fertari's most ambitious project.-
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Ferrari Corporate | Product range

: o l
HOME | ABOUTUS ;. GOVERNANCE ; INVESTORS

pm——

http://corporate.ferrari.com/en/about-us/product-range

carerR | MDA | | ENG / ITA

» DISCOVER LAFERRARI APERTA (HTTP://AUTO.FERRARL.COM/EN EN/SPORTS-CARS-MODELS/CAR-RANGE/LAFERRARI-APERTA/)

F12BERLINETTA

The most powerful Ferrari of the range product.
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Ferrari Corporate | Product range

HOME | ABOUTUS : GOVERNANCE : INVESTORS CAREER 5 MEDIA

http://corporate.ferrari.com/en/about-us/product-range

ENG / ITA

> DISCOVER THE GTC4LUSSO (HTTP://GTCALUSSO.FERRARIL.COM/EN})

GTC4Lusso T

The first four-seater to be powered by a V8 engine
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Ferrari Corporate | Product range http://corporate.ferrari.com/en/about-us/product-range
’
HOME | ABOUTUS - GOVERNANCE : INVESTORS ~ CAREER | MEDIA ENG / ITA
Extreme perfarmarice for extreme driving thrills. . . ‘ ] ) S

TR SO PO AT YO R O STLE Sy TR T T e L T

L

31-Y



! . { .
HOME | ABOUTUS @ GOVERNANCE |. INVESTORS @ CAREER } MEDIA

http://corporate.ferrari.com/en/about-us/product-range

ENG / ITA

» DISCOVER THE FERRARI 488 GTB (HTTP://488SPIDER.FERRARI.COM/#EN/HOME)

488 SPIDER -

— e errey

Powerful performancé and effortless driving for superb drop-top driving pleasure.
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HOME | ABOUTUS : GOVERNANCE . INVESTORS | CAREER f

ENG / ITA

» DISCOVER THE FERRARI CALIFORNIAT {HTTP://AUTO.FERRARLCOM/EN EN/SPORTS-CARS-MODELS/CAR-RANGE/FERRARI-
CALIFORNIA-T/} '

Fi2TDF

Track-level performance on the road.
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Women's Clothing, Accessories and Watches | Ferrari Store

CLOTHING ACCESSORIES
JACKETS AND VESTS WATCHES

‘SWEATERS AND BAGS AND BACKPACKS
SWEATSHIRTS SUNGLASSES

PoLOS ) CAPS

T-SHIRTS SCARVES AND BELTS.
SHIRTS ) HIETECH AND CASES
TROUSERS WALLETS -

All All

Womens elegant boarded
leather wallet

$230.00

other colors available

Womens oversize georgette
T-shirt

$105.00

A-28

http://store. ferrari . com/us_en/womap.htmi#more2

. SHOES | GIFT IDEAS
TOD'S FOR FERRARI ‘BEST SELLERS
SNEAKER PUMA

Double zip carbon fibre wallet

$450.00
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Exclusive Men's and Women's Watches | Ferrari Store ‘ http://store.ferrari.convus_en/watches. html#fmore2

Watches

Home ; Watches

- — * it _— . r—— < [P ns - ——

CHOOSE YOUR WATCH

MOVEMENT #  CASE DIAMETER' COLORCASE +w DIALCOLOR w COLLEGHON ¥ { PRICE v SORTEY w
. - T e - " cw e — - - . - RO o —
. 13 - " -
ALL ALL ALL AL ALL ALL

Formula ltalia S Chrono
Scuderia Ferrati

$395:86(-40%) $237.00

Chrono RedRev Evo Scuderia Ferrarl

$295.00

RedRev T Scuderia Ferrari

$195.00
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BUSINESS :
Overview

Ferrari is among the 'worla‘s leading luxury brands focused on the design, engineering, production and
sale of the world's most reccggnizable luxury performance sports cars. Our brand symbolizes tuxury,
exclusivity, innovation, state-of-the-art sporting performance and lta!ién design and engineering heritage. Our
name and history and the imagei enjoyed by our cars are closely associated with our Formula 1 racing team,
Scuderia Ferrari, the most suc;cessful team in Formula 1 history, having won 222 Grand Prix races, 16
Constructor World titles and 15 Drivers’ World titles. We believe our history of excellence, technological
innovation and defining style trénscends the automotive Industry, and is the foundation of the Ferrari brand
and image. We design, engineer and produce our cars in Maranello, ltaly, and sell them in over 60 markets
worldwide through a network of 182 authorized dealers.

We believe our cars are the epitome of performance, luxury and styling. We currently sell eight models,
including six sportsvcars (458 ltalia, 488 GTB, 458 Spfder‘ F12berlinetta and our special series 458 Speciale
and 458 Speciale A) and two G“T cars (California T and FF). In March 2015, we launched our latest sports
car, the 488 GTB, which is reblacing the 458 ltalia. We expect to gradually replace our 458 models with
successor 488 models during 2015 and the next several years. We also produce a limited edition supercar,
LaFerrari, and very limited editions series (Fuoriserie) and one-off cars.

In 2014, we shipped 7,255 cars, and recorded net revenues of €2,762 million, net profit of €265 miilion,
adjusted earnings before interest, taxes, depreciation, and amortization (Adjusted EBITDA) of €693 million
and earnings before interest and taxes (EBIT) of €388 million. For additional informatjon regarding Aq]usted
EBITDA, which is a non-GAAPi measure, including a reconciliation of Adjusted EBﬁ'DA to net profit, see
“Management's Discussion and Analysis of Financial Condition and Results of Operations—Non-GAAP
Financial Measures—EBITDA and Adjusted EBITDA".

We pursue a low volume production strategy in order to maintain a reputation of exclusivity and
scarcity .among purchasers of dur cars and deliberately monitor and maintain our production volumes and
delivery wait-times to promote this reputation. We divide our regional markets into EMEA, Americas, Greater
China and Rest of APAC, repre§enting respectively 45 percent, 34 percent, nine percent and 12 percent of
units shipped in 2014. In recent jyears we have allocated a higher proportion of shipments to the Middle East
and Greater China and, to a Ies;er extent, the Americas and a lower proportion to Europe, reflecting changes
in relative demand as part of our strategy to manage waiting lists and maintain product exclusivity.

We license the Ferrari brand to a select number of producers and retailers of luxury and lifestyle
goods, and we sell Ferrari-branded merchandise through a network of 23 franchised and nine owned Ferrari
stores and on our website. As one of the world's most recognized premium luxury brands, we believe we are
well positioned to selectively expand the presence of the Ferrari brand in attraclive and growing lifestyle

categories consistent with our image, including sportswear, watches, accessories, consumer electronics and

|
|
!
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theme parks which we believe enhance the brand experience of our loyal following of clients and Ferrari
enthusiasts.

We focus our marketing and promotion efforts in the investments we make in our racing activities, in
particular Scuderia Ferrari's participation in the Formula 1 World Championship, which is one of the most
watched annual sports series in the world, with approxirﬁately 425 million television viewers annually. We
believe that these activities support the strength and awareness of our brand among motor enthusiasts,
clients and the general public. ‘

We will continue focusing our efforts on protecting and enhancing the value of our brand to preserve
our strong financial profile and participate in the premium luxury market growth. We intend to selectively
pursvue controlied and profitable growth in existing and emerging markets while expanding the Ferrari brand

to carefully selected lifestyle categories.

Our company is named after our founder Enzo Ferrari. An Alfa Romeo driver since 1924, Enzo Ferrari
founded his own racing team, Scuderia Ferrari, in Modena in 1929, initially to race Aifa Romeo cars. Though
appointed head of Alfa Romeo's racing team in 1938, he left the position in 1939 to set up his own company,
initiaify called Auto Avio Costruzioni. In late 1943, Enzo Ferrari moved his headquarters from Modena to

Maranello, which remains our headquarlers to this day.

In 1947, we produced our first racing car, the 125 S. The 125 S's powerful 12 cylinder engine would go
on to become synonymous with the Ferrari brand. In 1948, the first road car, the Ferrari 166 Inter, was
produced. Styling quickly became an integral part of the Ferrari brand.

In 1950, we began our participation in the Formula 1 world championship, racing in the world's second
Grand Prix in Monaco, which makes Scuderia Ferrari the longest running Formula 1 team. We won our first
-Constructor World Title in 1952. Our success on the world’s tracks and roads extends beyond Formula 1,
including victories in some of the most important car races such the 24 Hours of Le Mans, the world's oldest
enddrance automobile race, and the 24 Hours of Daytona.

In 1951, we started collaborating with Carrozzerla Scaglietti, founded by Sergio Scaglietti in nearby
Modena, for the production and assembly of our cars’ chassis. In 1977, we acquired Carrozzerla Scaglietti,
where the bodyworks and chassis of all of our cars are still assembled today. Carrozzeria Scaglietti is our
only production facility located outside Maranello.

Between 1950 and 1960, our car shipments more than tripled and in the late 1960s, we partnered with
the Fiat group, which acquired a 50 percent stake in Ferrari in 1969, ‘

Also In the late 1960s, to benefit from the widening audience of Formula 1, we began entering into

sponsorship agreements and displaying the logos of our sponsors on the spoilers and chassis of our single-
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seaters. In 1968, we were firstisponsored by Shell, and in 1973, we were first sponsored by Philip Morris
International. Shell and Philip Mérris International remain two of our principal sponsors today.

In the 1970s we began prbducing cars with our first rear-mounted V8 engines, such as the 308 GTB in
1975, which enjoyed great commercial success. Overall, shipments continued to increase in the 1970s,
driven by the success of two-seater sports cars such as the 308 GTB and GTS. In the 1980s we experienced
further shipment growth, duse in part to the success of the Testarossa. During this period we increased our
design and production of special series and limited edition supercars, including the 1984 Ferrari 288 GTO
and 1987 Ferrari F40, our first supercars.

After the death of our fourlxder Enzo Ferrari in 1988, the Fiat group increased its interest in Ferrari to 90
percent, with the remaining 10 pércent being held by Enzo Ferrari's son, Piero Ferrari.

In 1997, we acquired oWnership of Maserati from Fiat and built a new Maserati dedicated engine
factory in Maranello. After the Fiat group re-acquired full ownership of Maserati in 2005, we continued to
develop and manufacture engines for Maserati, including the most recent F160 3.0-litre V6 Turbo engines.

In 1995, we launched our second supercar, the F50. From 2002 to 2004, we also produced the Enzo
.supercar, our fastest car at the time, which was introduced and ﬁamed in honor of Enzo Ferrarl, The Enzo is
the predecessor of our most recent limited production supercar, LaFerrari.

The 2000s were a decade of expansion for Ferrari in terms of geographic reach, volumes, and range
of products offered. We have significantly expanded our presence in new markets, such as the Middle East,
China, Japan and the rest of thé Far East and consolidated our position in traditional markets such as the
United States, the United Kingdom and Germany, which resulted in a much higher degree of geographical
diversification. While in 1993, 58 percent of cars were shipped to Italy, Germany and the United States, those
markets now represent 45 percént of our shipments. Over the same period, we have expanded our product
range, and in particular we sougjht to cater to the needs of clients who wish to experience a higher level of
comfort and drivability, while maintaining the superior performance characteristics of a Ferrari. Finally, in
2002, we begaﬁ our branding activities with the launch of Ferrari branded products sold in our network of
Ferrari stores (see “—Brand Activities"). During this decade we won six Constructor and Drivers’ Worid Titles.

In 2008, we completed our produ;ct range with the launch of a V8 GT car, the California.
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Focangre thag 10 ysars Max bas becn ane of Entope's

Mary McCurine
aughtes of

Derpiic bedvg the d: Pzo) and shstes of S,

Thls phetograpise colleciive et M the Rywl Collem of
Bacy Ss 4 star in he owr right, sviag eenad s 3ans for 122 reodes B

Aat. Tty hove $hot o

3 P tho-g

phorgraphee
@anvetin 1995 and Honsting a portfofio (had includ:t stbmisrions
Jou Horper's Bagar, fafgniew, Adites, Guxard, Mardana
Orlersta) and The Roye! Billa, ply ing onally

Y -
. Mat Oxle
Mat Ocloy kys heen 2 motareyeding #1111 for nwee
than 25 yeer, during whikh he has writtan M ics of

Souy, Nokin, Land Rever, Vtio, Corosue snd Nike, Fof Tha
Officind Ferturi Mugezie tey've cxcsiod a suonlng fichion
sery, thot ovey Qixe daysin T4t Angeles, it suns oo g M.

Yumi Kawabata

Aftes working 43 0 Vesigo coglacer, Yomd embarked ua g

Mict Donhan and Valerfins Roesl. A former racer, he woo
the Jsko of Mon TT in 1535 nod o the first viderto do b
108mph fp of the “I'F eounia on 5 250ce prodaction Mika,

suonessl] fi $ & writer (e miomative magrines

arh as Aatorar Japan, NAVL. GQ Jopen und Car Graphic and s

#lso» judge aa dhe Jopanrsz Car of 1he Yeur peock. Yrm) lives tn
ccrttral Tokyo writh bex hueboond 200 elghtaysarold son.

d éix. with e3pretalliy tn
shootlhg cars, adtvectising ae3 portraits, For this hiwe
he shot srur cover feataze, dramatically showeasing
Ferran's now sercar, Ho lives in Thria.

Ben Oliver
This contrihudag editor1o CAR mapazine hxn produced.
many rremamble sindics oner iz yeers, inttuding
riving @ Benadey o U Arciip Circle end bording &
5¢00p en the Tote demo. He ahn runs 3 PRenempany
2nd recdrding stadlo fndensraf London,
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FERRART HAS BECOME ONI OF ’IEE I'f’OI?
YR LOOK AL THE RISTORY OF LHEB LOGOS, FIRO;
HORSIATO THIE SAIELD AND LT3 ’IRADBBUR e

THOSE OF us wha love Urand Prix ricing might
envisage shet the bmods involved, are i o lorig-
disumce ruce that Jzads to mukings in terms of rsarkés
ptice, imsge, profits und %0 an. I fact, 2 brand is a
kind of vinual contaluer. Its value will be peres ived

depending on how this * inst” is Glied
with the pmi'.‘m ur the negative, the thrilllng of the
austere. the dynamtc or the aadhlonal.

Fmaglae if you will 3 young ecing driver who, in
1925. in a maring Alfs Rumep, wins an antomobile
cace near Ravenns in lafy. This young man is, g
peopks say nawalayc, u visionsry. He loves roces
and the er.gines thwt will becosne his life. He's from
Mudana, Kt $018 his fafily home Lo be sble 1o by
rating cors, ondd be's ¢alled Hnzo Ferpard,

Surmunding hitn on this victaricns occasion isa
€rowd thrilled by the excinteneat of the races —asymbol
no: only of the finsisi entbiisicsm for speed bt slso
of the end of the mnat Lerrible confliet humanity has
expericneed, World Wag 1 Also presem js ihc Joca)

THIS ALL-CONGUERING BRAND
WORDS: ANLONIO AN,

arstoctacy; in (de stands are Covnt Emico Binaéca
and Countess Poolina Barscea (8 similar scene to
lbls s maslcrfu!ly dtpklod hy ths ﬁlm dlrector lvan

Sicily’sTaega
Flotls race of mcm.dnys Szc page V1) Theirnational
Tame {a Yinked to Uir son Froncesco, an herdie Jtalkun
it force pilol why bauled in WWI in his feared
SPAD fightce, winning dozens ot alt combnt vigiuries
beilore he died ovee Montello, On his i), 75 wes
the custom et hat time - slmost like the heritiyge of
medicval jousting — was x Ssymbol: & peancifig black
linrse thet, decardihg 10 the most cicdibls acoounts,
cewninded hitn of the binck sinllinn, called Nitble, thar
be rode at the Piseaolo wilitary tchuol.

This litve 1) which in thass doyswas
veritien with nsma * c lsnmv the Pruncing Horse ~
the Covallino Romporie — of Fesenrd, U I:. oW %0
well known asd rich in ineaning 1hat it hay beeonwe
8 globally recognised logo, one that surpasics Ui
idensity of the prodoct and i engiched by varhies <the

D’S Ii[()STI CONIC. BRANDS
M THT PRANGIN(
VHAT ENC APSUL. Afl'E

company 's contridution to sport. the unique nature of
e cors— 10 become une. of the world's best-known
eny oyt toved brends.

The Cavdlling Rompante — anét it really shavid
be wriilen and. epoken in [talian — acyuired these
values through a cofmplicated and fascinming listory.
Adier tho lisst meetlag at Ravena, Coontess Paolina
offered Eemo 3 gifit the logo of her son's plane,
suggesting Enzo place. it on hys raving tars a5 8 Jucky
chaim. The giff was a sctement both {ult of afection
and. given the tragic end of her son ond the fast
that it was directed to 8 acing driver, somewhat
reckless. Perbaps Enzd anderstood that side of it
Su it was hat- on9ln|v 1932, 61 the 24 Hovrsof Spa
~ tho harss, modified by Ferrasi {tance angfed. with the
i) hetd high rather thon hanging dnwn and pinced
withip n shicld th e yellow colour of Modeny
surmounted by the flian 1ricolovr fag), appesred for
the first Gime of the Alft Romco cais of the Seideria
Fermrl, (By this tints Iinzo, not yot 35 gears ofd, had

gonelogs
wa pat the ods.n




bmm he uniqoe natart of
2 of the wodd's best-tnown g

late ~-2nd it ccally shouh
in Tfian — acquired Grese ;
red and Fastirating histury, 154

Ravenna, Conntess Paolina E

% Sogo of her. sen's planc,
b g racing cars una lucky é _
1ement both (ull of affection ﬁ#ﬁ"
o of ber sen and the fact

2 ncing driver, somewhs!
Yndeestoad that sids of it

“picolour Nag), appearzd Jor | ﬁ‘
Ruwizo cors of th Scodesiy &
.t yet 33 years old, had
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becunie the manoger of the
bovo bl own nwme and symbot.)

Y dotyie. after alt, ts is The Officlal
=1he hétée afid shield had appeared
ters xince 16 Novpmber 1929,

as foundod. But the first ruce

ol alling Rempanté ws in 1932, The.
i ) ed; i business until 1937, making
i | Bie pubfic and the company

1938, whan Eazo moved to
cial AMa Romeo mcing team,

0 he sepfsord by the clovedleaf
> collobutedion between Féyrari
- n twvo seasuns; differences on

- mintless convineed Enzo b relum
fis oo business aétivity. Bothe

rind of four years there. could
Peérteri onniker. This agreement
the Scudeds Ferrast logo.
Hrst two 315 § cars, Enzo sel

tresiraings bod dlready been

..J,’“a 3. wrds lookigg tn Teconstrection.
irtnFerran’; the 123 S, became u realivy.
displayed. o the bonnet was dhe fogo

{he . JCavglline Ranipante. tho Halian
" ellow of Modenw,

adf, theo? No. For s cam
fogo of the Scuderia into o
The thicdd was replaced by
seription ‘SP" - for Studein
by the wond Ferrard, The
nllixe what usuatly happens
rested, Fermi wos stresdy
of Twla Nuvelar, Ning

. i
fo: the 283 10
3‘4la thy, Hrpt LU
[Rcced car 1o tuve th

AL LA ST

Haye the 1
bath ooz
ST

Fearina, Achille Wi, Louis Chiron, Guy Mol wed
the many other drivers whu had mced and won for
the Scoderia, These figures provided the beand with
mportatt vahes, olf finked 0 courage, victary
amd “Rallsnicity”.

thase volves have exponded encrminsly

did it ranppear? 3 we want (o draw ep e i of family
tree of the co-existencs of tho rectanglo and the thield,
we need once again to pul oursclves In-the mind of
Tinzo. Once his drearn of becoming 2 manufocteres
wag rexlised (2nd Who could forget bis famons phrse:
*} am someone who has dicamed of bing Ferror!'),
the Scudorin™s past ceemed just 3 memory. There was,
0o longer any need to plece his own logo, sttong and
ambitiond, an cars (ha bare ancther brand. So, for the
whole of 1951, the Scuderro id pot appent at alt.

Tt wbs éhe continued and growing soccess of
M curs, logveas wted in i fional

in the past 62 yebts. Tt Js 2 gro®ah teat melds the
i of produting o y ears hat xes
slwuye differem ~ snany becoming collecinr's items
competed.for jn 1ho suction hnuses senysk the.world —
with fruly unigue sponing arcomplishinesms, evideet
thruugh thé nuny titles and trophies gatued.
. b e
R .
Countess Paolina offecred
Enzo a gift, the logo of
her son's plane. suggesting
he place it on his raging
car as a lucky charm
ot alol i A
A% ‘xﬂ,’,' .

But none of thit could bave been achieved without
The 1oen hehind §t afi, inchoding the drivers - wheiher
vivmphant in victory or trugicatly dead ~ bot above
el 1hie tive i perable ch of this
These men, first Enzo end Jaser Luce di Montezemolo,
have succeeded In ghving emotion, respeet and pride
10 (i 3roall yellow rectaingle Grom the very firdt fige
U was displayed. perched on the msc of the find
Frrrart shat (efe the gotes of the fantoue- Muravells
Asctary back in April 1947,

And the shicld, the Scudéino? Why did dis fst
logo of Ferrnsi’s sponihg activity diknppear ood whea

omy by priete drivees ond teems, slongside
official Ferrari tars that pefsndded Ferrasd to revive
the ofd shield logo. Modernised and refined. the

Serdetia made s firs) nppzarnes on » tcam car al jhe:
‘Syracuse. Grand Prix oo 16 Merch 1952, Shuee then, it

hus always heen present on dfficial rocing Fesrsris.

Things ate diffcram for cors sald 1o cunamers for
wiad or uack vse. Despite many private customers
attnehing the Scuderto to their own cass, the. first coud-
going Ferrari with (he shisld applicd was in foct the
1984 288 GTO. This has becane the wole for Femrnei's
speciol models — ihe P40, ibe £59, the Enzo and the
FXX ~ alt o which fensure tho shicld. The scops of the
nule way later broadened to opply 1o uhm-sporty cars
such as Chalenpe Soudale. the 430 Saideris oud the
Scuderiz Spides |6M, White forother models the shitld
hs becn & popular bption. in tho car parsonalisation
progransme since the middi: of the '90x.

The tparting logo never replaces the Ferrurd brund
Ingo. which itseif hos undergone small but tignificant
modenisntian over the years and which is presont
on the front of a)) the cais that lzave Maranello.
Not jost yoad cars but Alsn racing cam, including
Pormuls Onc ears - where one it seady 10 make acy
exerifios in order to reduce weight. Dul then no ope’s
likely to remove such an extransdinery and unique
togo of vathes thit, for thie whole worli, the Femar
brand cansttutes,
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1 PR fenab e Gt o poma
Emo st Laca i Lepereneh
npreduite dat 12218

orse & tin caso che 1o sla nato nul 1947, 2lwmo In ci ta prima Ferrart

& usclta dallo stabilimento difaronelfo, ma non ne'sono dol tutto

convinto, A giudicare dal legame che ho con qusto Marchio, con gli uo-

minl dhe harto ata e fanno fa storls del Cavafline Rarnpante, €oi suoi pro-
dotti, con fe sue inprese e anche con it eritorlo di Marangilo, mi sona con-
vinle che questa: coipcidenzd non sia da) fulto casuale, Lo dico e In sipeto: an-

<he sa Jo min.carlche o § et tinpegnl sone numerosi ¢ diversi, per me (y Ferrart
vieng pritna o ttto il rosto,

Wi semiica insi quando par Ta peimia volta entral ncllo spartano ufiicio del com.
mendator Fetrad a.Marancila. €orreva anns 1973 ed eto frosco 8 studi ma an-
che W corse atomobitistiche; avendd volulo mettuere alln prova’ta mia passtone
per Pautomapile torrendo un po’ per gloce & un po* serlamentg, si4 in plsta che
nei rally, Per guesta raglone, In guel momento, pil chie. Je conoscenxe datemi

dalla fauren in legqe e fa speclatizzazione alla Columbia Universily a New-Yorlc

divenncin prexiose le asperlenze sportive, Espenténze che alla Ferrar] cbil op-
portunitd di sparimentare elevate allennesima potenza,

Da Enzo Ferrart ho imparato alcune cose che hannn datg ua'lipranta alla mia
vita: la (h!arex:a‘duqil obfettivl @ la determinazione a ragglungeri, dncurante
el mille astacoll che «hi ¢ sta dttorno spesso ingigantisce) In coerenza nelie po-
sizianl presé; # piacere della stida e ta capacid di pon arrendehsl ¢ rion voltassi
mat indlatro @ & non pardere tempe a tompiacerst dei dsultat] coggluatd, per-
et rsultat] importonti sone qualti chi 10 ANCOMD astivare,

A piccole tenipio di Maranello & stato upa palesira straordinacia per mé, in que-
off 2nni, pee impardre quelin che-avrei dovuto.fare quando, 10fnato tome pre-
sidende nel 1991, trovai ung Fermrl senzd plit i sua carlsmatlco fondmore o -
tilmente vollata Indietro o ricercarne ol stimol che ofmai non poleva pli dare.
in guel imomento tullo cit che aveve imparato neyh Annt *70, quonde ergviio
passatd do prestazion] pld che madeste at1itali Mondlail di Niki Layda e avéva-
Ao ollecto ai clientl di tutto it mondo alkuni dei modalti pity significativi della
storlp del marehio, divenae prezioso. Cost come {urdno preziase le esperienze’
fatte con Azzuren in Coline Aterica e con Yotganizzazione det tMondlall ot
Calcio del *90.

Slirattaya Ui pensare alls Farrorl deghi san) Duemila. @ quindi i ragionate pars
tendo pioprlo dai pilncip che Enzo Ferrad aveva cosl chiaramente esprassic vet-
twre eseliisive o tecnologkamente olt'avanguardia, ma aflo stesso 1empu’ capact
di assera itilizzate tn modo (acly @ cohlérigvole in'un | au blistl-
o che negli annl efa profandamente mutato; una Formula 1 di nuovo vincen-
te, basata st uh metodo ceria o sullo coninutis gacantita du tomini capeci e da
pllott etcelfent, che potese rinpovare i successi di un ormal loatano gloriuso

it neay be fust shirer coaitlents that s boin s 1997, 1he'saeeyeos de
Fistforean deft in: faetaey in sbanielln, Hgweveq Foi 0ot aslly (owineed
W is it By tho paks e faryed vath this masnee, it the snen

aatters alnf continue t waiie fiie hotusy of the Pandg Hoss,
WM i proviad, s aclyCeoments quf she uwn of Maranesio inetl I
wonzitratl B there is feose o 2 K GRgEalAnee. £va i it hetric and
0 sy o again: even thaugis § e vty iferent ankd thredse sries,
Froeud AW cuimes Syt ovylisng dhe fo pe. 1 boph Bl pesturday
tbn! S walked into Enca Fesaes spastan offika Ma(,mul)n fae the pix

o tanght ase Lortain thangs thel gredly infiutnged the oew:
I gt me 1@ DY cledr g0l anit the, deuvntinaids
um repondiest ol the thojmand oligacles thol thee puegie
aroupd fine often exayyorat, g laght e 1 e comisienl in thi pov:
sk | tagik, He tuihi v 1o ejoy Mie pleasare” of 1 ekatimane amf sl
atlitye (0 never, syer give ia or fonk back. never 0 atte fim lieey vinay
ahout ostlts Roneved becreie the mast nppasiant sals Jre the drus
il 19 tomy, Tae Kttt aenyti of Macanello 1va5ag o Aragehnny; indieiony

“groued {oe nie i1 Mose yours: 8 lannlitane ¥rhal ) weedged 10 oo whea d

'Nmnal % peevidopt-in 1590 1o 3 Forrad now hevefl of i3 flmmlez &
tokely (iking 1o the Past for shmutl to o Torwards, At that,
time, ‘eravyihing thot § ad fearesd b v 19703 wiian wir veent dmm ol
so-eang v warld honmde with Laudd e otfergdt st (isns it vawid
o e of this Most signilizant wodids éthe ’nhnpieS bisionis punens
wedons indeetd Ay was, of corse, iy previats-eqpesiomys wath the
Arznmm rnlenge w i A

3 Cop amd aty tode I Bie mgangatian
of she 1900 Funtital-YAvRS Cups {1 svas tine (o think of A Feermp for the
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Fetetel hitself Iml W (lcally exjirti gring arxt bulding eackusive,

tedmukoyiofly wan-yatdo oy bul whitl were easy lo deive arnl tom:

!omhh- inrespome 10 lhe (Inluotr th T s antonothor scine over
ars. e .honmi( an i w i mvmhfo uf wﬂuww botled

L% njen,.ond excellent duvrlx Wil would ke Imx v U1t vhlo-
dles of o nd for-cdtant wlvinus past. tostly vwe ad 1o reliezate the spme
buolic solp ol Mara:m‘lo Mthe :.mmlmyq histopts headpuriters wid undiec-
He by thn people swha sork fiieed ahe both et wnd carod fur,
“Fennyls Vonw™h an mk\nulpvulw aimed at meetny the grofussion-
af needs ol i wiplnyees-pnl mnwmg a high n,-wl.ly of fife within the
factony, yaranteving & qualiiy plmlmr I addition to bebg 3 puvearfut

15 peaple who lauk lo lwml 35 3 Ity onicqus: congany.
On thate puinciples, wa ihet nf A woup of eaceptiopalperple yvho
fiawve stediated themelves with do(unnnmmn i palsion 1o Uk Feseari
of femauroly, havé besn ableto in back the trstof ow tiént dnd tha
possion of wur enthaslasts. Ferean nnty anatotalns 3 diectt preseice on 3t
a1 the yoorlds fesding ntarketr and is viewes! wirl) Enthusbosn, ot anfy

passito; Infind ribadiré il ruofo simbolico 3sseygnate 8 Maranelio, come sade sto-
fica o, messaggio di grancle Gilenzione e fispetto nel confronti ul.ahi cllavora.
La “Fofmula Uomae”, dint un'gzienda disegnato sulle esig prolessionnii clel-
le pérséne, & tina garanzto dl qualia del pradotto ¢ defls vita, oltre a costitui-
e yn polonte messogaio ael confronti di thi guardo alla Fersgsl come »
up'azlenia davvery ualca,

Su qitests principi abbismo poiuto, lsieme-d un grippo di persona ercerionale
che-ha sapuio dedicarsi con tenacla o passione alte Ferrar| «li domanl, ticonqui-
stare 1 fiducia del nostr] clienti o T passione del nostri-tifosi. Oggl I Ferruri &
presente diretiamente in Lutti i pid imipti tantl mercatl mondiaki u raccoglie en-
tusiasmo non solo per <l che & cupace di tare nelle colse, na anche per il -
spetto the ratcolgonio le nostre vetwre stradali, sla dal clienti, cie hanno la pa-
zienza di atlendere anche fino a duo annl, che daj- q-orl\ansh spociplizzatl di
oegni Pagse.

Song contento di pater scrivre [a peemessa a questa pubblicazlone che vuole
fare un punto su <o die &stato fatlo In sessanta anni, Direl pluttosts un pun-
10 e virgola perchd [a-Ferrort non'sl ferma mai ¢ turt noj, 4id oggi, stimo pen-
satido alle tessero < si Lniranno a quafle che hanno fatio le siracrdinatia sto-
fla dullo Ferrarl, per tenderia ancora pit belia € fmportante. Non mi stanco pe-




seda sto-
i lavora.
nall del-
cosiltui-
wme

etlonale
“fconqtii-
Feorarl
sglie en-
per il o
1a la po-
fr2att gl

ae vuole
un pun-
me prens
dela sLo-
anco Pcv

16 mal dfi ripetdre 3j miei collabarator che vl vindismo un sogiho (atto i per-
sone, teenalogla esirema, bellezza, emozicne of guida,

M cestosolo una coa da fare: 1Ingr_aziare tuttl colore cha [lapna, contribulilo 6
conwlbuiranno a questa bnpresa. Vorrel citarti wuteh mn-prhmlo pef gucsta non
ne dito nessuno peschés sacebbe [ngiusl dimenticare, anche un salo nomne.
Collzbioratot], fotnitorl, sponsor, pliotl, azfoplistt, tutil hanno una parte ugiial-
mente imperiante. Sfoghando questo ibre, saranna inmoftia riitovorst prota-
gonht! direit! o testimoul.dei momeii ptis imponianti e significativi.

Luca Cordero di Montezemulo
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cats aredntil both by clicnls and dne spedaBst press aerosy the globie a0y
detiyhted io e oble fn writo thet intenchiditon to o book that gl fite e
sy of Qi Us31i bt o et oyt st 80 ycars sty a fd stops
arthe sl of it Of pethps iest qurije o fillstup but 2 seavitqlon, betavse
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Peima delia Ferrari c'era, oviamente, Enzo Ferdarl. i bambino che sogriava un
wbndo teito da tnventare, i pilots, i fondatore dl una scuderia; U direttore
delFAlta Corse, it glornalista mancato @ molto altro ancars. Bastl pensare-che nel
1947, quando la 1255, Ia prima Ferrarl ptodotta, usd daf cancelli dél piccoto sta-
bliimento di Marapefio, Enzo Ferrarl aveva gia 49.anni,.

Farrari era Puomno di una terra'dove le dofine, la cucina e | motori sano it sopo-
1e delta vita, gid da sublto una persona speciale, foise unica, Nato a Modena. il
18 febbraio 1098, Ferrarl st sppassions gl4 da plecolo alla meccanica e allauto-
mobilismo da'crss. Il 6 settambra 1908, aleta di dicd annl, il padre Affredo, -
totare 6} un'ofilcina meccanica il cul.kdificio ancora eiiste nel pressi dells sazio-
ac della citta emiliana; lo porta assieme a1 fratelia Alfredino sd assistere alla
Coppa Florio, una gara di velecitd sul miglio che si corre nel presst dI Balogna. i
plecolo Enzo ne resta atfascinato. Quattro anni pilt tardi viene foigorato da une
foto di Rofph De Palma, camplone df origine itpliana che dveva fatto fortuna ne:
gli Stati Unit) vincenda anche la 50D Miglia di indianapolis, pubblicata sulie

Starpa Wustrata. Decldé <65t che vuute.diveritare un pliota. Ma da glovana st ap--

[ anche at glosnait A 167ann! frequenta la rédazlone della inel
¢l Modena e invia corrlspondenze caidstiche ails Gozzetta delto Sport, compre-
sa quella relativa a una sconfitta casalinga del Modena contro 'inter pec 1-7. 1a

FTHE QRIGINS

£ven belfore setting up Feirard, Enzo Fesatl hid had 2 logtj and intense
Gareer. By the tipre the fisst Feral, she 125.8, emerged from the galef
of his smatl factory In Maraneils, in &xct, ho wos 57 yeors ofd with 2 &
reer that had spanned everything from compietitive Jriviny to foundding

his avm racing team, heading Atfh Corse and even fournafism. Fengari-

came from 3 paft of the world whete womnen, lood a0d ovs were the
centreof i, and It vias clear, evenat ap eatly age, that he vres @ very
special perhaps virique, iodividas), .

Torn in tindena on February 14th 1699
Ston for 3l things mechanical and for motor acing at-a very eatly age.
On Septerber Gth 1908, his father Alliedo, who owned a inethanical
workihta In 3 building that sl stands faday near 4he station in
Modona, took the 10year.old Enza end ks brothier Alfreda o watch a
1ace.over ahe mile near Dologia, Little Enzo was awestruck Dy what he
witnessed that day. Four yaars fater he save 2 photograph b the Stampa

iistrata of Raiph Oz Palmg, an (fian weho had made hisfortune bn the”

United States, winning the Indy SU0 amonigst other races. Thal Fhoto-
graph made up the young Fsrari's imind that he was going to ba o drbs-
&r, Howavey, fie ako lovad joumalism. By the age of 16 he tvas lrequreal-

1




LYoPERA E 1L S0GNO.

Feirarlcon yalla Homen 8C 2309 2 0 beerath o Tezio Huvoladt un
312 Boblo-Passo det Fonice el 1934; appslo 6 g seeest ma dacho
gl dovall & due canstied! Lo
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snrh fa sua i vittogta,

Ferid ok adur inis o 18 W fined miprtyy.
i1 e A9)0 Dok Ponnd el Feice,
et AL Raueo 8C 2360,

ing the Provitiie of Modera's editorfol office, Jcm)ing feotlialt articlas to
the Gaczetta dallo Spoyi; m(llldlny vne u-nnng hnter’s 17 defvat of
Mmigya o bome ground, The outlieak of the ﬂm Worltt Wa: turued.
the Feraii fatisly upsive doven and Epeo st bail“ Y lnht-r and byoth.
e Within & veryshort ime af pach other b1 191, the wr then tatied Up
(0 the anny tn 1917, but kuckily svas not sent to the trenches: He devek-
oped plénisy, enving up I hospital lirgt in liruxla; and tiren Boldgnn,

Diiver in Fillan ]
AL he end,of the Wae, Ferra totvined 1o hodena where his mother
Adiatytia st Kred, 3nd sofd i tathers firm before leaving for Turin,

Halys ovavmotor ity In his pocket he fiad 2 itter o ohmmdvmon to Flat
from the colonel he'd served under in the seroy, bul unfortunately he
ras not taken un. This eefectlon burl Ferron enommmly and tha swoumd
#bver quite heated, Howewn, he stayed onbn mrln‘ ‘ixing with hiwisy
and ealhusiaats, betote moving to Milan fo mk as 2 tes{ dejene for
CMN, 3 3inalf (afh(luy now bari: Jn huxim;rnne-the ¥ior,

Peimia gubirrs mondiale sconivolge 1a vita.detla sua iaimiglia, it 1916 vede lp mor-
1e, » birgve distanza ine dall'altto, del padre ¢ det trateflo. Luri viene chiamato al-

e armt nel 1917 ma, lomnatamenle, hon va in trincea. S ammaia di pleurite e

finisce,in dspedale pritna a Brestld e poi-a Aologna.

PILOTA A MILANO

Corv1a fine detle ostilith 1orna a Modena, dove & rimgsta la momma Adalglsa,
vende Vazienda patérna e parte per Torina, capitale dell'au_lgn)ublin. th tasca ha
urie lettera di presentazione alla Fiat delsito colannello nell’esercito ma per. lul
non ¢'& ulcuna’ assunzione. Per lul questo rfiuto’s una grande ferlta, che gt ra-
sterd aperta tutta Ja vita. Rimane a Torina, dove frequenta pitotl ¢ appassionati,
prinya o teasferirst 3 Mitano per lavotare alla CMN, una piccola fabbrica di auto-
mobjli siconvertita dalla fine dells guerea. Svolge | ruolo di collaudatore e esor-
disce finalmente In gara i 5 ottobre 1915, netla sallte Paima.Poggio di Berceto,
el 1923 garegglo e vince sul circulto del Savio.a Ravenna, con un’Alfa Romeo.
Nef corsp deflapremiaziane gli viene presentato il padie def leggetidario asso
defl'avipzi Ralisna fi Raracca, marta durante {a guerra. Pl tardi la

madre dcll'avlamre, Paulina, che era stota colplta dal coregglo e dalla dmpatla
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dl Fersath, o Invita 2d adottare come segno di tconoscimento il Cavalliio ram-
panie presénte sulla cartiiga degll serel.del flgllo, Un simbolo che, Ferrarl pone
sullo” sfondo’ glalto (colore dells citta df Modena) sormontato dal tricolore,

Questo scudetlo, sostanzlalmente Identicy’ a quelio che & presente ancor-aggl'

sulle mohapustd & sulle suto pli sportive della Ferrari, appora per ta prima vol-
ta sofo 115 lugllo 1532 sulle Alfa Iscritte dalla Séuderta Ferrari alla 24 Ore di Spa-
Francorchamps in Belgio,

Net 1924 Ferrarl-& pilota-ufiiclale Alfa Romeo, viace la Coppa Acerbo-a Pescara
ma poi interroinpe linprovvisamente Ia stagione di corse appeha prima di gareg-
ginre In Feancla, a Lione, dove @ dtieso Pesordlo detla nuova P2 della Casa mila-

nise. S dedita alle concessionarie Alfa che ha'operio a Modens e pot & Bologna,.

1t viijis delle corse non Jo abbandona ma & troppo amblzioso per accettace U risor
lo di semplice pilols; Caplsce che le corse e Je auto glt possono offrire ben altre
opportunitd. 5| dedlca al commercio: delle Alfa Romeb e, prendendo spunto dai
tant| piloti geatlemen che frequentono ! mondo delle corse, nel 1925 fondd fa
Seuderls Ferrarf.a ‘Modena, I vialé Trento. e Trieste, con lo scopo di far pactedi-
pare alle compatizioni i propri sod, soprattutto gentlemen,

idea fuitlona, cosl inizia ad ingaggiare anche pilotl pro!‘esslonfsﬂ. a partite da
Gluseppe Camparl. Negli annl correranno per lul, fra gll ke, Louls Chiron,

and won the Coppa Averbo at Pescara. However, he was far lao amil-
fiaus io say o driver fotéver, He reslised Widt thire svere pienty of oth-
er oppartuniifes offered by motor radny and cirs around which te
nlit duila o fife; 9nd r0 he dedicoted htrme to the deajeships Alfs
apened fint In Modena and thén In Bologna, Then, impresied by the
Istge aumbess of gentlmen drivers enamoured of Atfe Grs, Enzo
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Achilie Vardd o soprottutla Tazio Wuyolard, pitots leggenddrio iegam & Ferrari a

dJepplo filog t,hc:l,o ¢oipisce profondunieme pet il 1alento unico che N2 caralte:

rirza e gosta, Lo stezso-€nzo non disdegna dj garegglare per te; vppu-

re a livalli slnorts nel giugno del 193§ vince la Behibio-Penice, corsy in salita nel e
blacentiivo. Tra te Intenziont di Ferrar) ¢é anche if reperimanto degil sponsor, La-
scuderia, che dal 1933 gestlse ufficiatmente Fatifvith sportiva dellAlfa fomeo,

a il sostegno (nanziario di Shel) ¢ Pirelli, oltre chi i alté} bmpurtandd fornitodi

teenid. Uh precursorel .

1

LAUTO AVIO COSTRUZION

Alls fine def 1937 1a seudorla chlude, d mshncuare, percheé alkinizio 1938 Ferrart
vieng chiamipto a Mﬂa[\o con Bt ryoio di direttory dell'Alla Corse, incorico che
mantitne 1ino al settembre gelllnons successivo. ta sepatazione dalf Alls & fsru-
sca. A Fereari T ruclo va strefto, ha amblizioni dacostruttore. CAlLa perd & con-

sapevole che it patrimonio di hotorieth del nome Ferrarf & in gran yarle dovutd

al legame coi essa. Uateordo Ul buanusclta & quing! legate, allimpegpo che
€nzo, pror quatiro annj, now costrufsca outd con il proprio nomd, Cost Ferrari fop-
da b Motlenn, presso 1a sede della vecchia scuderio, 13 Auto Avio Costruzionl, 1n
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Countries where the Opponent is using the Prancing Horse device mark

Argentina
Australia
Austria
Belgium
Bahrain
Brazil -
Brunel
Canada
Chile

China

Costa Rica
Czech Republic
Denmark
Dominican Republic
Egypt
Finland
France
Germany
Greece
Guatemala
Hong Kong
Hungary
India
Indonesia
italy

Japan
Kuwait
Lebanon
Luxembourg
Macao
Malaysia
Mexico
Monaco
Nederiands
New Caledonia
New Zealand

Oman

Panama
Philippines
Portugal
Puerto Rico
Qatar
Romania
Russia

San Marino

~Saudi-Arabia

Singapore
Solvenia

South Africa
South Korea
Spain

Sweden
Switzerdand
Taiwan
Thailand
Turkey

United Arab Emirates
United Kingdom
United States

Venezuela
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Division d’opposition

DECISION
Du 20/08/2009

2/013

0ASV357

OFFICE DE L'HARMONISATION DANS LE MARCHE INTERIEUR
(MARQUES, DESSINS ET MODELES)

R280

STATUANT SUR L'OPPOSITION N°B 1 179 670

Opposante:

Représentant:

Marques antérieures:

Ferrari S.P.A.

Via Emilia Est, 1163
1100 Modena

Italle

Gabriella Diana Modlano
Via Meravigli, 16

20123 Milano

ltalle

contre

Demanderesse :

Représentant:

Manuel Jacinto LDA

Ruz Allo de S. Domingos 145
4505-020 Argongilhe
Portugal

Alvaro Duarte & Assoclados
Ave Marqués de Tomar n° 44-6°
1069-229 Lisboa

Portugal

Demande de marque
contestée :

Cavalinho




MI +34 965131344  21/08/2009 13:05:42 PAGE  3/013  OASV357
OAMI 134 965131344

Décision sur l'opposition n®> B 001179670 page: 2/12

1. FAITS ET PROCEDURE

Le 04/07/2008, ia demanderesse a déposé la demande d'enregistrement n® 5 179
007 portant sur la marque reproduite en page de couverture pour des produits el
services compris dans les classes 14, 28 39 et 42, .

L'opposition est dirigée contre tous les produits et services visés par la demande de
marque contestée. .

L'opposition est basée sur :

o lenregistrement communautaire n° 1616 481 reproduit en page de
couverture, déposé le 30/01/1997 et enregistré le 03/08/2001 pour des
produits el services compris dans les classes 3, 6, 8, 14, 16, 18, 24, 25, 28
et 41.

* lenregistrement communautaire n° 3 503 323 reproduit en page de
couverture, déposé le 31/03/2003 et enregistré le 04/03/2005 pour des
produits et services compris dans les classes 4, 8, 11, 20, 26, 27, 29, 30, 31,
34,35, 38et39,

i
* l'enregistrement ilallen n° 745 553 reproduit en page de couverlure, déposé
le 12/11/1966 et enregistré le 30/05/1967 (renouvelé pour la demigre fois le
19/10/2006) pour des produits compris dans la classe 12.

LU'opposition est basée sQr une partie des produits et services désignés par les
marques antérieures.

Les motifs de l'opposition sont ceux prévus a l'arlicle 8, paragraphe 1, point b) du
Reéglement sur la marque communautaire (le <cRMC») en ¢e qui concerne les deux
marques communautaires et a l'article 8, paragraphe 5 de ce mé&me réglement en ce
qui concerne la marque antérieure italienne.

l'opposante soutient qu'il existe un risque de confusion en raison de ia similitude
existant entre les marques et de l'identité partielle des produits et services que les
marques désignent. De plus, I'opposante soulient également que sss marques
enregistrées antérieures jouissent d'une renommée. De ce fait, la demande de
marque communautaire contestée porlera préjudice au caractére distinctif et a la
renommée du signe antérieur. De plus, I'opposante cite une décision de I'Office
concermnant les mémes sigries en confiit.

Dans ses observations en réponse, la demanderesse soutient que ['opposition
devrait 8tre rejetée du fait que les signes en cause ne sont pas similaires et, par
conséquent, ne peuven! créer un risque de confusion. Elle apporte en outre une
sentence du Tribunal du Commerce de Lisbonne, qui @ émis cel avis dans le cadre
d'une opposition confrontant les marques objets de la présente décision.
H.DECISION

1. Risque de confusion — Article 8(1)b RMC

a) Remarques préliminaires
L'opposante a basé son opposition sur les motifs prévus a l'article 8, paragraphe 1,
point b) du Réglement sur fa marque communautaire (le «RMC») en ce qui concerne
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Décision sur Fopposition n® B 001179670 ' page: 3/12

les deux marques communautaires antérieures n® 1 616 481 et n° 3 503 323.
b) Comparaison des produits et services

Pour apprécier la similitude entre les produits en cause, il y a lieu de teﬁir comple de
tous les facteurs pertinenis relatifs a ces produits. Ces facleurs incluent, en

~ particulier, leur nature, leur destination, leur utilisation ainsi que leur caractére

concurrent ou complémentaire (voir I'arrét de la Cour de justice du 29 septembre
1998, Canon, C-39/97, Rec. p. 1-6507, JO OHMI n°12/98, p.1419, point 23).

Les autres facteurs sont la destination des produils el services, leur éventuelle
perception comme étanl fabriqués, commercialisés ou fournis par la méme
entreprise ou par des entreprises économiquement liées, ainsi que leurs canaux de
distribution et points de vente,

Les produits et services sur lesquels est fondée I'opposition sont :

Classe 14 : Horlogerie, montres-bracelets, pendules, montres-goussets, horloges de
table, horloges murales, réveils, horloges & sonneris, chronomeétres,
chronographes, étuis pour monires en métaux précieux, joaillerie;
métaux précleux et leurs alliages et produits en ces matiéres ou en
plaqué non compris dans d'autres classes, parures & usage personnel
en mélaux précieux et en pierres précieuses naturelles et artificielles;
porte-plumes en mélaux précleux et leurs accessoires, porte-monnaie
en métaux précleux, cendriers en métaux précieux; ouvre-bouleflles et
fire-bouchons en métaux précieux; pore-pilules en métaux précieux;
cadres en métaux précleux; coupe-cigares en métaux precleux porle-
clgares, porte-cigareltes, tabatiéres en métaux précieux; étuis en
métaux précieux, embouls pour cigares et cigaretles en métaux
précieux; pierres précieuses, essuie-plumes et crochels en métaux
précieux; boutons de manchettes et pinces a cravates; épingles.

Classe 28: Jeux, jousts; articles de gymnastique et de sport non compris dans
d'autres classes; décorations pour arbres de Noél; jeux électroniques, a
l'exception de ceux congus pour étre utilisés seulement avec des
ordinateurs; jeux automatiques; modéles réduits de voilures.

Classe 39 : Transport; emballage et entreposage de marchandlses organlsatlon de
voyages organisés.

Les produits et services visés par la demande contestée sont ;

Classe 14 : Métaux précieux et leurs alffages et produits en ces maliéres ou en
plaqué non compris dans d'autres classes; foaillerie, bijouterie, plerres
précleuses; horlogerie et instruments chronométriques.

Classe 28 : Afticles de gymnastique et de sport non compris dans d'autres classes.

Classe 39: Transport; emballage et entreposage d'articles de maroquinerie,
bijouterie, vétements et chaussures.

Classe 42 : Création ef mainfenance de pages pour Finternet,
Les marques communautaires de l'opposante contenant, entre autres produits

détalllés en ce qui concerne les classes 14 et 28, les intitulés des classes 14, 28 et
39, il est considéré gu'elles couvrent tous les produits et services correctement




\MI +34 965131344 21/08/2009 13:05:42 DAGE 5/013 OASV357
. OAMI 434 965131344

Décision sur lI'opposition n"_ B 001179670 page: 4/12

classés dans ces classes. ll s'ensuit que tous les produits et services de la demande
dans les classes susvisées sonl considérés comme étant également couverts par les
marques communautaires anlérieures. Ces produits et services sont donc
identiques.

Par contre, en ce qui concerne les services de la demande en classe 42, & savoir,
créalion et maintenance \de pages pour linternef, lis n'ont ni la méme nature,
destination ou utilisation que les produits et services de marques communautaires
antérieures sur iesquelles{se base 'opposition. De plus ils ne sont pas concurrents
ou complémentaire. Ces services sont donc dissimilalres des produits et services sur

lesquels se base |'opposition.

Il résulte de ce qui précéde que les prodults et services relevant des classes 14, 28
et 39 visés par la demande sont identlques aux produits et services sur lesquels se
base I'opposition. -

Les services relevant de la classe 42 visés par la demande sont différents des
produits et services désignés par les marques antérieures.

¢) Comparaison des signes

Les signes & comparer son{t les sulvants:

Cavalinho

Marques antérieures Demande de marque contestée

Le territolre pertinent est 'Union européenne.

Sur le plan visuel, ies signes ont en commun la représentation d’un cheval qui
présente une stylisation graphique trés similaire. Dans les deux cas, le cheval est
représenté en nolr, il est positionné de profil dans le méme sens (vers la gauche) et
son czil est de couleur blanche. La seule différence perceptible entre les dsux
représentations réside dans la position du cheval : dans le signe antérieur, il est en
ruade alors que dans la demande de marque, il est au galop. Les signes différent
dans la mesure ol la demande de marque comporte I'élément verbal additionnel
« Cavalinho » placé au dessous de I'élément figuratlf. Par conséquent, au niveau
visuel, les signes présentent une certaine ressemblance.

Sur le plan auditif, la demande de marque sera prononcée « CAVALINHO » selon les
régles de prononclation des territolres concemés. La marque antérieure étant
purement figurative, aucune conciusion ne peut &tre tirée quant a sa prononclation
par le public concerng. ’

Sur le plan concepluel, les signes font référence au méme concept, a savoir celui
i
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d'un pelit cheval. L'élément verbal « Cavalinho » de ia demande de marque ne vient
que renforcer ce concept dans la mesure ol il sera pergu par le public portugals
comme signifiant « pelit cheval ». Cette signification sera égalemeni trés
probablement pergue par les consommateurs itallens et espagnols, du fait de la
ressemblance de cs mot avec les ¢€quivalents nationaux « cavallino» ou
« caballito ». Pour le reste du public, ce mot n'aura pas de signification. Dés lors, il
convient de constater qu'il existe une grande similitude conceptuslle entre les signes
en cause.

Dés lors, I'Office conclut que les signes présentent une moyenns ressemblance
visuelle et une grande similltude conceptuelle.

i.Le prétendu caractére distinctif élevé de la marque
antérieure

Selon l'opposante, la marque antérieure jJouit d'une renommeée et présente un
caractére distinctif élevé en raison de son usage prolongé et intensif, nolamment en
ltalie. Une lelle aliégation doit étre diment examinée dans la mesure ob le caractére -
distinctif de la marque antérieure fait partie des éléments a prendre en considération
dans |'appréclation du risque de confusion. En effet, «le risque de confusion est
d'autant plus élevé que le caractére distinclif de la marque antérieure s'avére
important» (volr l'arrét de la Cour de Jusfice du 11 novembre 1997, SABEL,
C-251/95, Rec. p. 1-6191, JO OHMI n® 1/88, p. 91, point 24) et, par conséquent, les
marques qui ont un caractére distinctif élevé, soit Intrinséquement, solt en raison de
la connaissance de celles-ci sur le marché, jouissent d'une profection plus étendue
que celles dont le caractére distinclif est molndre (voir I'arrét de la Cour de justice du
29 seplembre 1998, Canon, C-39/97, Rec. p. I-5507, JO OHMI n® 12/98, point 18).

Afin de déterminer le niveau de caractére distinctif acquis par la marque el/ou de la
renommée de la marque, Il convient de prendre en considération fous les éléments
pertingnts de la cause, a savoir, notamment, la part de marché détenue par la
marque, lintensité, I'étendue géographique et la durée de son usage, ainsi que
l'importance des investissements réalisés par I'entreprise pour la promouvoir (voir
l'arrét de la Cour du 14 septembre 1989, General Motors, C-375/97, Rec. p. [-5421,
point 27).

L'opposante a présenté ies pléces suivantes:

o Un sondage réalisé par la soclétés « Research International itafla » daté de 1990
.qui démontre une connaissance par différentes couches de la population, agées
de 18 & plus de 64 ans, des marques de I'opposante dans I'ensemble du territoire
italien! pour des produits tels que des voitures, des vins mousseux, des montres,
des vétements, des lunettes, des articles de papsterie, des parfums, des
accessoires de maroquinerie, des jouets (voltures en minlatures), des foulards et
divers non spécifiés (annexe 5 des documents apportés). Ce sondage monire
que 99% du public interviewé connail les marques de I'opposant.

J Lés annexes 2 et 3 contisnnent divers articles de presse tirés d'internet datant
de 2006 concernant I'audimat des courses de Formule 1 en Italie lors de Grands
prix, qui se compte en millions de téléspectateurs.

e L'annexe 4 concerne une recherche sur fInternet sur l'encyclopédie libre
« Wilkipédia » concernant les marques de l'opposante. Y figurent entre autres,
son histoire dans l'industrie automobile de polinte et la Formule 1 depuis environ
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60 ans, ainsi qu'une série de voitures de luxe et de course.

) Divers articles de presse, parls dans le magazine spécialisé
« QuattroruoleQuattroruote » datés de Pan 2000 & 2003, présentant les
nouveautés de la marque de 'opposante en matiére de voitures de luxe, sont
attachés en annexe 6. |

« L'annexe 7 concerne ﬂm article sur une enguéte menée par Google en 2003 qui
donne & la marque de l'opposant la premiére place en tant que « site le plus
cliqgué » dans ce moteur de recherche durant I'année 2003.

* L’'annexe 8 concerne un article du quotidien italien « La Stampa » paru en 2004,
faisant état de la 40t™ position de I'entreprise de I'opposante au niveau mondial.

o L'annexe 9 conlient de trés nombreuses factures de voitures de luxe datées
d’entre 2000 et 2005, aviec les références de la marque.

« L'annexe 10 contient une grande quantité de pholographies de voitures de luxe et
de course avec parfois des spécifications techniques des véhicules. Dans nombre
de ces photographies, on peut apprécier le logotype des marques sur lesquelles
se base l'opposition. |

« Lannexe 11 fait état d'bne liste de produlls fabriqués par I'opposante ainsi que
d’établissements qui les'commercialisent.

e Lannexe 12 reprend un article paru dans le magazine MF FASHION le 24
Novembre 2004, dont le fitre est « FERRARI , le cavallino devient une griffe de 50
milllons » L'article explique entre autres que la marque de l'opposante se
distingue, nen seulement par ses voitures de luxe et la Formule 1, mais aussi par
une diversification, nolamment dans la mode et accessoires. De plus il annonce
Pouverture de plusieurs magasins a I'étranger, entre autres, en Europe.

« L'annexe 13 reprend un adicle tiré d’Internet le 14/01/2008, concernant le
collectionnisme, st telle I'annexe 14, reprend l'histoire de la marque de
{'opposante. :

« L'annexe 15 reprend Ljne série d'articies de presse allant de 2000 a 2005,
concernant {a firme et des produits Ferrari.

¢ L'annexe 1 reprend les documents d'enregistrement de la marque antérieure
italienne de l'opposanie ; I'annexe 16 reprend un document d'enregistrement
d'une autre marque communautaire appartenant & I'opposante ; enfin, 'annexe
17, reprend la décision ;d'opposition rendue par I'Office (référence B 876 138 du
03/07/2007).

Sur la base de ce qui précéde, I'Office conclut que la margue antérieure a acquis un
caractére distinctif élevé par 'usage qui en a été falt sur le marche. En effet, les

différents documents apportés prouvent que la marque de ['opposante %’est
amplement connue et reconnue tant & un niveau national comme a un niveau
international pour divers produits et services, notamment des produits de luxe.
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d) Appréciation globale

Conformément 2 la jurisprudence de la Cour de justice, aux fins de 'appréciation du
risque de confusion, les marques doivent étre comparées dans le cadre d'une
appréciation globale de leur similitude visuelle, phonétique et conceptuelle. La
comparaison «doit &ire fondée sur l'impression d'ensemble produite par les marques,
en tenant compte, notamment, des éléments distinctifs et dominants de celles-ci»
(volr l'arrét de la Cour de Justice du 11 novembre 1997, Sabel, C-251/95,
Rec. p. I-6191, points 22 et sulvants).

Le risque de confusion doit étre apprécié globalement, en tenant compte de toutes
les circonstances du cas d'espéce. Le risque de confusion implique une certaine
interdépendance entre les facteurs pris en compte, et notamment la similitude des
marques el celle des prodults ou services désignés. Alnsi, un faible degré de
similitude entre les produits ou services peut étre compensé par un degré élevé de
similitude entre les marques, et inversement. Par ailleurs, le risque de confusion est
d'autant plus élevé que le caractére distinctif de la marque antérieure s'avére
important. Les marques qui ont un caractére dislinctif éleve, soit intrinséquement,
soit en raison de la connaissance de celles-ci sur le marché, jouissent d'une

( protection plus étendue que celles dont le caractére distinctif est moindre (voir I'arrét
de la Cour de justice du 28 septembre 1998, Canon, C-38/87, Rec. p.|-5507,
points 17 ef sulvants).

Aux fins de cetle appréciation globale, e consommateur moyen de la catégorie de
produits concernée est censé étre normalement informé et raisonnablement attentif
et avisé. Cependant, il convient de tenir compte de la dirconstance que le
consommateur moyen n'a que rarement la possibilité de- procéder a une
comparaison directe des différentes marques mais doit se fier & limage non parfaite
qu'il en a gardée en mémoire. |l échet également de prendre en considération le fait
que le niveau d'attention du consommateur moyen est susceptible de varier en
fonction de la catégorie de produits ou services en cause {voir 'arrét de la Cour de
justice du 22 juin 1999, Lloyd Schuhfabrik Meyer, C-342/97, Rec. p. I-3819, point 26).

Les produits et services ont été considérés en partle idenfiques et en partie différents
et s'adressent au grand public.

«Pour déterminer le caractére distinctif d'une marque et, partant, évaluer si elle a un
caractére distinctif &levé, Il y a lieu d'apprécier globalsment I'aptitude plus ou moins
grande de la marque & Identifier les produits ou services pour lesquels elle a été

. enregistrée comme provenant d'une entreprise déterminée et donc a distinguer ces

( produits ou services de ceux d'autres entreprises. Lors de cette appréciation, il
convient de prendre en considération tous les éléments pertinents et notamment les
qualités Intrinséques de la marque, y compris le falt qu'elle est ou non dénuée de tout
élément descripif des produils ou services pour lesquels elle a été enregistrée» (voir
larrét de la Cour du 22juin 1999, Lloyd Schuhfabrik Meyer, C-342/97,
Rec. p. I-3819, points 28 et suivants). .

S'agissant du caractére distinctif de la marque antérieure, I'opposante a prétendu
que sa marque posséde un caraclére distinctif particulier en ralson d'un usage
Intensif ou d’'une renommée. A cet égard, il convient de noter que, comme mentionné
précédemment, Popposante a produit des piéces et a démontré que la marque
antérieure posséde un caractére distinctif élevé en raison de son anciennaté et de
son usage Intensif et d’un degré élevé de reconnalssance. '

L'Office estime que la grande similitude conceptuelle et la moyenne similitude
visuelle, tenant compte de la grande distinctivité du signe des marques antérieures
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- o
sont suffisantes pour créeriun risque de confusion auprés du public.
Dés lors, I'Office estime 1qu‘il existe risque de confusion au sens de I'Article 8,
paragraphe 1, point b) RMC pour tous les produits et services ayant été jugés
identiques, & savoir, les produits et services relevant des classes 14, 18 et 39.

L'cpposition est rejetée, au sens de ce méme article RMC pour les services en
classe 42, 3 savoir création et maintenance de pages pour {'Internet.

2.  Sur'article 8(5) RMC (marque antérieure italienne n® 745 553)

Suivant les dlspositions de l'article 8(5) RMC, sur opposilion du fitulaire -d'une
marque antérieure, la marque demandée est refusée a 'enregistrement:

sf elle est identique: ou similaire & la marque antérieure et si efle est destinée
a étre enregistrée. pour des prodults ou des services qui ne sont pas
similaires & ceux pour lesquels la marque antérioure est enregistrée, lorsque,
dans le cas d'une marque communautaire antérieure, elle foult d'une
renommeée dans la communauté et dans /e cas d'une marque natfonale
antérieure, elle jouit d'une renommée dans I'Etal membre concerné et que
{'usage sans juste molif de la marque demandée tirerait indiment profit du
caractére distinctif ou de la renommée de la marque antérieure ou qu'll leur
porterait préjudice.

La protection élargie accordée a la marque antérieure par V'article 8, paragraphe 5,
du réglement n° 40/94 présuppose la réunion de plusieurs conditions. Premiérement,
ta marque antérieure prétendument renommée doit étre enregistrée. Deuxiémement,
cette derniere et celle dont l'enregistrement est demandé doivent étre identiques ou
similalres. Troisitmement, elle doit joulr d'une renommée dans fa Communauté,
dans ls cas d'une marque communautaire antérieure, ou dans IEtat membre
concemé, dans le cas d’'uns marque nationale antérieure. Quatridmement, lusage
de la marque demandée doit conduire a ce que I'une au moins des deux conditions
suivantes soit remplie : i) un profit indu serait tiré du caraciére distinctif ou de la
renommeée de la marque antérieure ou fi) un préjudice serall porté au caractére
distinctif ou a 1a renommée de la marque antérieure. Enfin, cet usage de la marque
demandée aursit lists sans juste motif.

L'identité ou la similarité des signes,

Une des conditions nécessaires a |'application de l'article 8(8) du RMC est Ia
similarité des signes. Cette similarité ne dolt pas étre aussi Importante que dans le
cas de l'arficle 8(1)b du RMC. (I suffit qu'une assoclalion Intellectuelle avec la
marque antérisure puisse étre créée en partant de la marque communautaire.

En l'espéce, Il a été vu pr%cédemmenl que la marque contestée est similaire & un
certain degré visuellement et hautement similaire’ d'un point de vue intellectuel au
signe de l'opposante. Il est constant que la marque italienne de I'opposante est

enregistrée, -
La démonstration d’une renommée de la marque antérieure

En I'espéce, it doit étre considéré que la renommée de la marque (s’ est établie en
Italie pour « véhicules terrestresy.
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L'analyse des documents démontre qu'il est incontestable, au vu du volume des
factures (ventes de véhicules de luxe), du nombre d'articles de presse concernant la
marque, des résultals des sondages, de Ia place acquise dans le marché par la -
marque antérieure, de 'ancienneté de la marque, que celle-¢i bénéficle d'une
renommée en ltalie.

Partant, il convient de vérifier si I'usage sans juste motif de la marque tireralt

ind0ment profit du caractére distinctif ou de la renommée de Ia marque ‘g"
enregistrée en ltalie et portant sur « véhicules terrestresy.

Sur le profit indament tiré du caractére distinctif ou de la renommée de la
marque antérieure et le préjudice qui leur serait porté

Le but de I'article 8, paragraphe 5, du réglement n® 40/94 n'est pas d'empécher
l'enregisirement de toute marque Identique & une marque renommée ou présentant
une similitude avec celle-ci. L'objectif de cette disposition est, notamment, de
permettre au fitulaire .d'une marque nationale antérieure renommeée de s'opposer 3
I'enregistrement de marques susceptibles soit de porter préjudice 2 Ia renommée ou
au caractére distinctif de Ja marque antérieure, soit de tirer indament profit de cefte
renommée ou de ce caractére distinctif. A cet égard, il convient de préciser que le
titulaire de la marque antérieure n'est pas tenu de démontrer I'existence d'une
atteinte: effective et actuelle a sa marque. Il doit toutefols apporter des éléments
permettant de conclure prima facle a un risque futur non hypothétique de profit indu
ou de préjudice. .

L'existence d'un fien enfre la marque demandée et la marque antérieure est une
condition essentielle pour appliquer l'article 8, paragraphe 5, du réglement n® 40/94.
En effet, les atleintes visées par cette disposition, lorsqu'elles se produlsent, sont la
conséquence d'un certain degré de similitude entre la_ marque demandée et Ia
marque antérieure, en raison de’ laquelle le public concerné effectue un
rapprochement entre les deux, ¢'est-a-dire établit un lien entre celles-ci. L'existence
de ce lien doit étre appréciée globalement, en tenant compte de tous les facteurs
pertinents du cas d'espéce {voir, par analogie, arrét Adidas, points 29 et 30).

C'est a la lumiére des considérations qui précédent qu'il doit tre vérifié si la marque
<-?3§x est susceptible de tirer inddment profit du caractére distinctif ou de la

renommée de la marque ¥ ou de lui porter préjudice pour les services pour lesquels
F'opposition n'a pas prospéré en vertu de I'Article 8, paragraphe 1, point b RMC, &
savoir les services en classe 42 : créatlon et maintenance de pages pour l'internet,

Le profit inddment tiré du caractére distinctif ou de la renommee de la marque
antérieure doit élre entendu comme englobant les cas otl Il y a exploitation et
parasitisme manifestes d’'une marque célébre ou une tentative de tirer profit de sa
réputation (voir, en ce sens, conclusions de l'avocat général M. Jacobs sous I'arrét
Adidas, précitées, point 39). ‘

La renommée telle qu'établie de la marque antérisure ainsi que leur caractére
distinctif concerne « véhicules terrestres» en ce qui concerne la marque antérieure
italienne. Il doit &lre également reconnu que ces produits sont de prestige et de
qualité particuliérement élevée. Au vu de la similitude des signes, il ne peut étre nié

qu'il existe un lien entre eux. Compte tenu du fait que la marque antérieure "’
présente incontestablement une image de luxe et de qualité, ce lien permettrait fe
transfert de cette image de luxe el de qualité a d'autres produits ou services.
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Cependant, les services de Ia demande création et maintenance de pages pour
l'Internet sont des services appartenant a un marché tolalement différent de celui de
la marque antérieure italienne (voire également des deux autres marques
antéfleures communautaires qui partagent la maéme représentation graphique). Les

exergue des éléments permettant de conclure prima facie 4 un risque futur non
hypothétique de profit indu (arrét du 25 mai 2005, Spa Monopole/OHMI — Spa-
Finders Travel Arrangements (SPA-FINDERS), T-67/04, Rec. p. 11-1825, point 40).

Il convient de souligner, en I'espéce, que le demandeur a fait la preuve de Ia
renommée de ses marques antérieures ay sens de l'article 8, paragraphe 5, du
réglement n° 40/94 et qu'il a été conclu que les Mmarques antérieures avaient un
caractére distinctif accru en raison-de leur renommée.

Concernant la possibilité de tirer un avantage du caractére distinctif ou de [a
renommée des marques antérieures, ce concept doit étre destiné a englober les cas
ol il existe une claire intention de parasitisme par rapport a la marque renommée ou
une tentative de tirer profit de sa réputation (voir 3 cet effet les conclusions de
lavocat  général M. Jacobs sous [larrét  Adidas, point 39).

Dans le cas présent, I'Office constate qu'il n'existe aucune preuve que la marque
contestée permettralt a son fitulaire de tirer indiiment profit du caractére distinctif ou
de la renommée des marques antérieures. i n'y a pas de raisonnement persuasif ou
de preuves 3 I'appui de risque d'exploitation, d'une claire intention de parasitisme par
Tapport 3 la marque renommée ou d'une tentative de firer profit de la répulation de Ia
marque antérieure ou d'une tentative de tirer profit de sa réputation. Le fait que le
demandeur exploite le marché relatif a la création et maintenance de pages pour
l'lnternet sous une marque représentant un cheval au galop, animal qul caractérise la
marque antérieure en position de ruade ne montre pas clalrement lintention de tirer
indGment profit de la réputation de la marque antérieure. Les marché pour lesquels
l'opposante a prouvé la renommée sont tellement éloignés du marché de la création
el maintenance de pages pour I'lnternet qu'il est peut probable que le demandeur
serait en mesure d'exploiter sa marque en tirant inddment profit du caractere distinclif
ou de la renommée de la marque anlérieure et de lui porter préjudice.

Des lors, il n'est donc pas nécessaire pour la division d'opposition de décider s'il
existe un risque d'usage sans juste motif de la marque demandée.

Etant donné que f'une des conditions nécessaires A l'application de I'article 8 {5) du
RMC n'est pas satisfaite, l'opposition doit &tre rejetée dans la mesure ou elle est
basée sur cet article du RMGC pour les services en classe 42 visés par la demande.




4id rox 9ODLIOLS44  Z1/0B/2009 13:05:42 PAGE 12/013  OASV357
OAMI 134 965131344

Décision sur 'opposition n° B 001179670 page: 11712

3 FRAIS

Conformément a I'article 85, paragraphe 1, du RMC, la partie perdante dans une
procédure d'opposition supporte les frais et taxes exposés par Pautre partie.
Conformément & I'article 85, paragraphe 2, du RMC, dans la mesure ol les parties
succombent respectivement sur un ou plusieurs chefs ou dans la mesure o 'équité
I'exige, la division d'opposition décide d'une répartition différente des frais.

L'opposition n'étant accuelllie que pour une partls des produits et services conlestés,
les parties succombent respectivement sur un ou plusieurs chefs. Par conséquent,
chaque partle supporte ses propres dépens,
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|
L'OFFICE DE L'HARMONISATION DANS LE MARCHE INTERIEUR
(MARQUES, DESSINS ET MODELES)
DEGIDE

1. Accuelllir l'opposition numéro B 1 179 670 pour une parlie des produits et
services contestés; a savoir, ceux qui relévent des classes 14, 28, et 39.

2, Rejeter la demande d'enregistrement numéro $ 179 007 pour tous fes
produits et services précités. La procedure d’enregisirement peut se
poursuivie pour lés aulres services visés par la demande, & savoir les
services en classe 42.

3. Condamner cha_qué partie & supporter ses propres dépens.

La division d’opposition

Alvaro Sesma Colette Hanck Paul Bullock

Conformément a rarticle 59 du RMC, toute partie a une procédure ayant conduit a
une décision peut recourir contre cette décision pour autant que cette derniére n'a
pas fait droit & ses prétentions. Conformément a I'article 60 du RMC, le recours doit
8tre formé par écrit auprés de I'Office dans un délai de dsux mois & compter du jour
de la nofification de la présente décision et un mémoire exposant les motifs du
recours doit élre déposé par écrit dans un délai de Quatre mois & compter de cette
méme date. Le recours n'est considéré comme formé quaprés palement de la taxe
de recours de EUR 800. | :

Le montant déterminé lors Jie la répartition des frais ne psut étre révisé que par une
décision de la division d'opposition, sur requéte. Conformément & la régle 94,
paragraphe 4, du REMC, la requéte doit étre présentée dans le défal d'un mols aprés
la notification de la répartition des frais et n'est réputée présentée qu'aprés paiement
de la taxe de réexamen de EUR 100 (arlicle 2, point 30, du Réglement sur les taxes
(le «<RTMCn»)).
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OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET
{TRADE MARKS AND DESIGNS)

Operations DFpARTUENT
B206a

Notification to the opponent of a decision
Alicante, 28/01/2016
DOR. MODIANO & ASSOCIATI S.P.A.

Via Meravigli, 16
1-20123 Milano

ITALIA
Your reference: T282069/Blic
Opposition number: B 002446998
Contested trade mark number: 013142146
Name of the opponent: FERRARIS.P.A,

Please see the altached decision which ends the abovementioned opposition
proceedings. It was taken on 29/01/2016.

Eamonn KELLY

Enclosures {excluding the cover letter): 10 pages.

Please note that the decisions of the Opposition Division will not be signed by
the responsible officials, but will only indicate their full name and carry a
printed seal of the Office in accordance with Rule 55(1) CTMIR.

Avénida de Europa, 4 - E - 03008 Alicanie » Spain
Tel. 434 96 513 9100 + Fax +34 96 513 1244
VAT SLID LY
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** * ** OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET
e, (TRADE MARKS AND DESIGNS)

Opposition Division

OPPOSITION No B 2 446 998

Ferrari S.P.A., Via Eniilia Est, 1163, 41100 Modena, Italy (opponent), represented by
Dr. Modiano & Associati S.P.A., Via Meravigli, 16, 20123 Milano, ltaly (professional
representative) ’

against

Equus Automotive, Inc., 2904 Bond Street, Rochester Hills Ml 48309, United States
of America (applicant), represented by Patendibiiroo Turvaja O, Liivalaia 22, 10118
Tallinn, Estonia (professional representative).

On 29/01/2018, the Opposition Division takes the following

DECISION:
1. Opposition No B 2 446 998 is upheld for all the contested goods.
2. Community trade mark application No 13 142 146 is rejected in its entirety.

3. The applicant bears the costs, fixed at EUR 650.

REASONS:

The opponent filed an opposition against all the goods of Community trade mark
application No 13 142 146. The opposition is based on, inter alia, Communily trade
mark registration No 454 546. The opponent invoked Article 8(1)(b) and 8(5) CTMR.

REPUTATION — ARTICLE 8(5) CTMR

According to Arlicle 8(5) CTMR, upon opposition by the proprietor of an earlier trade
mark within the meaning of Arlicle 8(2) CTMR, the contested trade mark shall not be
registered where it is identical with, or similar to, the earlier trade mark and is to be
registered for goods or services which are not similar to those for which the earlier
trade mark is registered, where, in the case of an earlier Community trade mark, the
irade mark has a reputation in the Community and, in the case of an earlier national
trade mark, the trade mark has a reputation in the Member State concerned and
where the use without due cause of the contesied trade mark would take unfair
advantage of, of be detrimental to, the distinctive character or the repute of the
earlier {rade mark.
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Therefore, the grounds of refusal of Article 8(5) CTMR are only applicable when the
following conditions are met.

. The signs must be either identical or similar.

. The opponent’s trade mark must have a reputation. The reputation must also
be prior to the filing of the contested trade mark; it must exist in the territory
concerned and for the goods and/or services on which the opposition is based.

. Risk of injury: the use of the contested trade mark would take unfair advantage
of, or be detrimental to, the distinctive character or repute of the earlier trade
mark.

The abovementioned requirements are cumulative and, therefore, the absence of
any one of them will lead to the rejection of the opposition under Article 8(5) CTMR
(16/12/2010, T-345/08, & T-357/08, Botolist / Botocyl, EU:T:2010:528, §41).
However, the fulfiiment of all the abovementioned conditions may not be sufficient.
The opposition may still fail if the applicant establishes due cause for the use of the
contested trade mark.

In the present case, the applicant did not claim 1o have due cause for using the

contested mark. Therefore, in the absence of any indications to the contrary, it must
be assumed that no due cause exisis.

a) The signs

Earlier trade mark Contested sign

The relevant territory is the European Union.

The earlier mark is a figurative mark with no word elements. It consists of a single
element depicting stylised black silhouette of a rampant horse, facing left. The
contested sign is a figurative mark consisting of the verbal element THROWBACK’,
represented in black upper case typeface and placed in the lower part of the mark,
and a figurative element depicting stylised rampant, regardant horse, represented in
silver blue and grey and facing left, placed above the verbal element of the sign.

Visualily, the signs are similar to the extent thal they both contain a figuralive
element representing a horse facing left. On the other hand, they differ in the verbal
element 'THROWBACK' of the contested sign, which has no counterpart in the
earlier mark. They also differ in the fact that the horse in the earlier mark is a biack
rampant horse, while in the contested mark it is a stylised rampant regardant horse,
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depicted in shades of silver blue and grey, and, therefore, depicled in a more realistic
manner than in the earlier mark.

Aurally, it must be noted that purely figurative signs are not subject to a phonetic
assessment. As the earlier mark is purely figurative, it is not possible to .compare the
signs aurally.

Conceptually, the figurative elements present in both marks will be associated with the
concept they reproduce, i.e. a rampant horse, facing left, and to that extent the marks
are conceptually similar.

The verbal element of the ¢ontested sign, THROWBACK’ will be understood by the
English-speaking part of the public as ‘a person or thing having the characteristics of a
former time' (information extracted from Oxford Diclionary on 25/01/2016 at
hitp:/ivwww.oxforddictionaries.com/definition/english/throwback). For the remaining
part of the public, this element lacks any meaning.

Taking into account the abovementioned visual and conceptual coincidences, the
signs under comparison are similar to a certain degree.

b) Reputation of the earlier trade mark

According to the opponent, the earlier trade mark has a reputation in the European
Union.

Reputation implies a knowledge threshold which is reached only when the earlier
mark is known by a significant part of the relevant public for the goods or services it
covers. The relevant public is, depending on the goods or services marketed, either
the public at large or a more specialised public.

In the present case the contested trade mark was filed on 04/08/2014. Therefore, the
opponent was required 1o prove that the trade mark on which the opposition is based
had acquired a reputation in the European Union prior to that date. The evidence
must also show that the reputation was acquired for the goods for which the
opponent has claimed reputation, namely:

Class 12: Automobiles, spare parts and accessores for automobiles, included in
class 12.

In order to determine the mark's level of repulation, all the relevant facts of the case
must be taken into consideration, including, in parlicular, the market share held by
the trade mark, the intensity, geographical extent and duration of its use, and the size
of the investment made by the undertaking in promoting it.

On 21/04/2015 the opponent submitted evidence of reputation and recalled the
documents filed in Opposition No B 1628 572. The evidence to be taken into
account is, in particular, the following:

¢ Previous decisions from the OHIM and other national industrial property
Offices, regarding the reputation of the Ferrari marks.

e Three printouls of articles dated 02/2014, referring to the 2014 ‘Brand
Finance Global 500' annual study conducted by brand valuation consultancy
Brand Finance, declaring Ferrari is the world’s sfrongest brand for the second
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consecutive year, The survey was conducted for Ferrari as a whole, not
specifically with regard to the mark on which the opposition is based.

o Results of a survey on the mark’'s recognition by Brand Finance, 2013,
placing Ferrari among the top five of the world's most powerful brands. The
survey was conducled for Ferrari as a whole, not specifically with regard to
the mark on which the opposition is based. The strength of the brand is
calculated on the basis of criteria such as financial revenue, desirabilily,
loyally and customer sentiment to visual identity, online presence and
employee satisfaction.

« Adicle from the website Newstreet.it magazine of 13/01/2004 reporing that,
according to a yearly survey named “Year-end Zeitgeist”, carried out by
Google in 2003, Ferrari was the subject most clicked on among 550 billions of
requests.

« Market survey carried out by Research International ltatia in 1980 on the
degree of knowledge among the Italian public of the name “Ferrari”.

e« Printout of a Wikipedia entry for ‘Ferrari’, dated 24/11/2009, containing
information about the company Ferrari S.p.A. and its history, as well as other
documents describing its history, without reference to their source.

« List of countries where the frade marks of the opponent are used, without any
reference lo its source.

» List of worldwide sales figures, for the period 1989 — 2007 for the trade mark
‘Prancing Horse device', without any references to its source.

« Numerous invoices, dated 2001-2005, issued by the opponent {o retailers in
the European Union (mainly in ltaly, Germany and the United Kingdomy), with
reference to Class 12 goods and showing the word “Ferrari” and a different
trade mark from the opposing trade mark in the present case.

« Documents, without reference to their source, about the history of Formula 1,
Michael Schumacher, the 50th Anniversary and Schumacher's retirement,
containing some images of the earlier marks.

o List of websites of Ferrari clubs around the world, without references to the
earlier signs.

« Tables showing the numbers of visitors to the opponent’s websites, without
references to the earlier signs.

+ Screen shots from the opponent’s web site.

+ Images of, among other items, clothing, headgear, promotional materials
(stickers, mugs, scarves, flags, etc.), umbrelias and various types of bags,
and smokers' arlicles, with their respective article numbers, mainly bearing
other signs or logos of the Ferrari Company.

o Lis! of movies in which lhe opponent’s marks have been used.

« List of the opponent's worldwide frade mark registrations regarding all of its
marks. :
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« Photlocopies of registration cerlificates of the opponent’s marks used in
different countries all over the world.

» Photocopies of ltalian and European press articles, dated betweei 1872 and
2009, regarding the opponent’s undertaking and its marks.

« Photocopies of internet articles, dated belween 2000 and 2008, ahout Ferrari
and a variety of lhe opponent’s marks.

+ Photocopies of “The Official Ferrari Magazine”, dated between 09/2008 and
09/2009, showing a variety of the opponent’'s marks.

« List of the opponent’s sale and service network of importers/representatives
in Europe and worldwide.

« Photocopies of the opponent’s catalogues, showing the opponent's cars in
connection with a variety of Ferrari signs.

On the basis of the above the Opposition Division concludes that the earlier trade
mark has a reputation in the European Union for all the goods for which the opponent
has claimed reputation.

It is clear from the evidence that the earlier trade mark has been subject to long-
standing and intensive use and is generally known in the relevant market, where it
enjoys a consclidated position among the leading brands, as has been attested by
diverse independent sources. Even though part of the documents refers only to the
mark ‘Ferrari’ and some of the documents do not contain a reference to an official
source, the evidence has to be evaluated from a global perspective and there are
numerous examples in the submissions featuring the horse device on its own. 1t is to
he noted that the surveys and press articles originate from a significant number of
diverse and independent sources. The probative value of the submitted documents is
high and the Office considers the evidence sufficient to prove that the earlier trade
mark depicting the ‘rampant horse’ has been subject to a long standing and intensive
use and that it is known in the relevant market, where it enjoys a consolidated
position among the leading brands. The invoices, sales figures, recognition surveys,
promotional materials and olher marketing activities, as well as the various
references in the press to its success all unequivocally show that the mark enjoys a
high degree of recognition among the relevant public.

¢)  The 'link’ between the signs

As seen above, the earlier mark is reputed and the signs are similar. In order to
establish the existence of a risk of injury, it is necessary to demonstrate that, given all
the relevant faclors, the relevant public will establish a link (or association) between
the signs. The necessity of such a ‘link’ between the conflicting marks in consumers’
minds is not explicitly mentioned in Article 8(5) CTMR but has been confirmed in the
judgments of 23/10/2003, C-408/01, Adidas, EU:C:2003:582, § 29 and 31, and of
2711172008, C-252/07, Intel, EU:C:2008:655, § 66. it is not an additional requirement
but merely reflects the neeéd to determine whether the association that the public
might establish between the signs is such that either detriment or unfair advantage is
likely to occur after all of the factors that are relevant to the particular case have been
assessed.
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Possible relevant factors for the examination of a ‘link’ include (27/11/2008, C-252/07,
Intel, EU:C:2008:655, § 42):

. the degree of similarity belween the signs;

. the nalure of the goods and services, including the degree of similarily or
dissimilarity between those goods or services, and the relevant public;

° the strength of the earlier mark's reputation;

. the degree of the earlier mark’s distinctive character, whether inherent or
acquired through use;

. the existence of likelihood of confusion on the part of the public.

This tist is not exhaustive and other criteria may be rélevant depending on the
particular circumstances. Moreover, the existence of a 'link' may be established on
the basis of anly some of these criteria.

The conflicting marks were found to be similar {o a certain degree, given that they
both contain a figurative element representing a rampant horse facing left. Aside from
reputation, the earlier mark’s content is inherently distinctive in relation to the goods
for which reputation has been claimed as there is no link with the concept of the
earlier mark. It has been established that on the filing date of the contested sign, the
earlier mark enjoyed a reputation for automobiles, spare parts and accessories for
automobiles, included in Class 12. The contested sign seeks protection for the
following goods: .

Class 12: Luxury sporl cars; race cars; aulomolive vehicles; and struclural parils
therefor.

The strong reputation of the opponent has been established based on, inter alia,
numerous invoices, sales figures, recognition surveys, promotional materials and
other marketing activities, as well as the various references in the press. The
evidence shows that the reputation has subsisted for a considerable amount of time
and that it is intrinsically linked to the quality of its products and excellence. The
target public of the goods in question overlaps. The link between the goods al issue
needs no explanation as it is patently clear that the contested goods are wholly
included in those, for which the reputation has been found. The goods are, therefore,
identical.

Therefore, taking into account and weighing up all the relevant factors of the present
case, the Opposition Division concludes that when encountering the conlested mark
the relevant consumers will be likely to associate it with the earlier sign, that is to say,
establish a mental ‘link’ between the signs. However, although a 'link’ between the
signs is a necessary condition for further assessing whether detriment or unfair
advantage are likely, the existence of such a link is not sufficient, in itself, for a
finding that there may be one of the forms of damage referred to in Article 8(5) CTMR
(26/09/2012, T-301/09, Citigate, EU:T:2012:473, § 96).
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d) Risk of injury

Use of the contested mark will fall under Article 8(5) CTMR when any of the followinvg
situations arise:

° it takes unfair advantage of the distinctive character or the repute of the earlier
mark;

. it is detrimental to the repute of the earlier mark;

. itis detrimental to the distinctive character of the earlier mark.

Although detriment or unfair advantage may be only potential in opposition
proceedings, a mere possibility is not sufficient for Article 8(5) CTMR fo be
applicable. While the proprietor of the earlier mark is not required to demonstrate
actual and present harm to its mark, it must ‘adduce prima facie evidence of a fulure
risk, which is not hypothetical, of unfair advantage or detriment’ (06/06/2012,
T-60/10, Royal Shakespeare, EU:T:2012:348, § 53).

It follows that the opponent must establish that detriment or unfair advantage is
probable, in the sense that it is foreseeable in the ordinary course of events. For thal
purpose, the opponent should file evidence, or at least put forward a coherent line of
argument demonstrating what the detriment or unfair advantage would consist of and
how it would occur, that could lead to the prima facie conclusion that such an event
is indeed likely in the ordinary course of events.

In the present case, the opponent claims that the earlier trade mark is one of the
most well-known marks in the world and that the contested sign is sufficiently similar
to bring to mind the earlier mark. It states that the use of the opposed mark will
withoul any doubl lead to confusion and deception as regards the origin of the goods
in question. According to the opponent, the use of the contested mark will lead to, or
may have already led to, dilution of the tremendous goodwill and reputation that the
opponent has attained over the year for its mark. In other words, the opponent claims
that use of the contested trade mark would take unfair advantage of the distinctive
character or the repute of the earlier trade mark and be detrimental to the distinctive
character of the earlier trade mark. The opponent further claims that the use of the
applicant’s sign will be detrimental to the repule of the earlier trade mark.

Before examining the opponent’s claims, it is appropriate to recall that the opposition
is directed against the following goods:

Class 12: Luxury sport cars; race cars; automotive vehicles; and structural parts
therefor.

As seen above, the earlier trade mark was found to have a reputation for:

Class 12:  Automobiles, spare parts and accessories for automobiles, included in
class 12. v

Unfair advantage (free-riding)

Unfair advamtage in the context of Article 8(5) CTMR covers cases where there is
clear exploitation and ‘free-riding on the coat-tails’ of a famous mark or an attempt to
trade upon its reputation. In other words, there is a risk that the image of the mark
with a reputation or the characteristics which it projects are transferred to the goods
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and services covered by the contested trade mark, with the result that the marketing
of those goods and services is made easier by their association with the earlier mark
with a reputation (06/06/2012, T-60/10, Royal Shakespeare, EU:T:2012:348, § 48,
and 22/03/2007, T-215/03, Vips, EU:T:2007:93, § 40).

The opponent claims that the earlier trade mark is one of the most well-known marks
in the world and that the contested sign is sufficiently similar to bring to mind the
earlier mark. According to the opponent's the earlier mark is associated with high
quality, prestige, technology and design and it has become a symbol of a creativity
and glamorous lifestyle. There is a serious risk that the use of the applicant’s sign in
relation to identical gocds will trigger an association with the opponent’s mark, and,
consequently, result in an unfair advantage of the enormous reputation of the
opponent’s mark, which was built by the opponent over decades and involved
considerable resources and effort, When the relevant public is confronted with both
signs, it is likely that it will assume that the goods either originate from the same
company, or that the applicant is in some way connected with the opponent, or that
the goods are presented to the public under some collaborative agreement with
Ferrari. The opponent claims that the use of the contested mark is likely to result in a
misappropriation of the attractive powers of the earlier mark or in an exploitation of
its image and prestige, thus taking unfair advantage of the earlier mark’s distinctive
character or repute.

In order to determine whether the use of a sign takes unfair advantage of the .
distinctive character or the repute of the mark, it is necessary to undertake an overall
assessment which takes into account all the factors relevant to the circumstances of
the case (judgment of 10/05/2007, T-47/06, ‘nasdaq’, paragraph 53, confirmed, on
appeal, by judgment of 12/03/2009, C-320/07 P, 'nasdaq’; see also judgment of
23/10/2003, C-408/01, ‘Adidas’, paragraphs 29, 30, 38; judgment of 27/11/2008,
C-252/07, 'Intel Corporation’, paragraphs 57, 58, 66; and judgment of 24/03/2011,
C-552/09 P, ‘Kinder', paragraph 53).

According to the Court of Justice of the European Union, 'as regards injury consisting
of unfair advantage taken of the distinctive character or the repute of the earlier mark,
in so far as what is prohibited is the drawing of benefit from that mark by the
proprietor of the later mark, the existence of such injury must be assessed by
reference to the average consumers of the goods or services for which the later mark
is registered, who are reasonably well informed and reasonably observant and
circumspect' (see judgment of 27/11/2008, C-252/07, ‘Intel Corporation’,
paragraph 36).

In the present case, the evidence clearly shows the repulation of the opponent's
trade mark in the automobile industry. That repulation is strong and has been built up
by the opponent over a significant period of time. The opponent’'s mark has a strong
inherent distinctive character. The signs are similar to the extent that they both
contain a figurative element representing a rampant horse facing left. The goods in
question are identical and, therefore, they are directed at the same relevant public.

Under these circumstances, it follows that there is a high probability that the use of
the applicant’s sign in relation to the contested goods may lead to free-riding. that is
to say, it would take unfair advantage of the established reputation of the opponent’s
mark and the significant effort undertaken by the opponent to achieve that reputation.
The relevant public may believe that the goods in question originate from the same
company. In particular, taking into account that the verbal element of the contested
sign 'THROWBACIK' will be associated by the part of lthe relevant public with
something ‘having the characleristics of a former time’, the contested sign might be
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perceived by this part of the public as indicating, for instance, a vintage or retro-inspired
line of preducts. Furthermore, the Opposition Division agrees that the use of the
contested sign could facilitate the transfer of positive image of the earlier mark to the
applicant's goods. As a result, the registration of the contested sign could cause an
unacceplable situation in which the applicant is allowed to take a ‘free ride' on the
investment of the opponent in promoting and building up a goodwill for its mark, as it
may stimulate the success of the applicant's goods to an extent which is
disproportionately high in comparison with the size of its promotional investment.

On the basis of the above, the Opposition Division concludes that the contested sign
is likely to take unfair advantage of the distinctive character or the repute of the
earlier trade mark.

Other types of injury

The opponent also argues that use of the contested trade mark would be detrimental
to the distinctive character and repute of the earlier trade mark.

As seen above, the existence of a risk of injury is an essential condilion for
Article 8{5) CTIMR to apply. The risk of injury may be of three different types. For an
opposition to be well founded in this respect it is sufficient if only one of these types is
found to exist. In the present case, as seen above, the Opposilion Division has
already concluded that the contested trade mark would take unfair advantage of the
distinctive character or repute of the earlier trade mark. it follows that there is no
need to examine whether other types also apply.

e) Conclusion

Considering all the above, the opposition is well founded under Article 8(5) CTMR.
Therefore, the contested trade mark must be rejected for all the contested goods.

Given that the opposition is entirely successful under Article 8(5) CTMR it is not
necessary to examine the remaining grounds and earlier rights on which the
opposition was based.

COSTS

According to Article 85(1) CTMR, the losing party in opposition proceedings must
bear the fees and costs incurred by the other party.

Since the applicant is the losing party, it must bear the. opposition fee as well as the
costs incurred by the opponent in the course of these proceedings.

According to Rule 94(3), (6) and (7)(d)(i) CTMIR, the costs to be paid to the opponent
are the opposition fee and the costs of representation which are to be fixed on the
basis of the maximum rate sel therein.
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The Opposition Division

Francesca DINU Eamonn KELLY Vit MAHELKA

According to Article 59 CTMR, any party adversely affected by this decision has a
right lo appeal against this decision. According to Article 60 CTMR, notice of appeal
must be filed in writing at the Office within two months of the daie of notification of
this decision. Furthermore, a written statement of the grounds of appeal must be filed
within four months of the same date. The notice of appeal will be deemed 1o be filed
only when the appeal fee of EUR 800 has been paid.

The: amount determined in the fixation of the costs may only be reviewed by a
decision of the Opposition Division on request. According to Rule 94(4) CTMIR, such
a request must be filed within one month from the date of notification of this fixation
of costs and shall be deemed to be filed only when the review fee of EUR 100
(Article 2(30) CTMFR) has been paid.
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x * ** OFFICE FOR HARMONIZATION IN THE INTERNAL MARKET
s {TRADE MARKS AND DESIGNS)
{
Opposition Division

' OPPOSITION No B 2 450 453
Fervari S.P.A., Via Emilia Est, 1163, 41100 Modena, ftaly (opponent), represented by

Dr. Modiano & Associati S.P.A., Via Meravigli, 16, 20123 Milan, Haly (professional
representative) ;

l

Equus Automotive Inc., 2904 Bond Street, Rochester Hills M) 48309, United Stales
of America (applicant), represented by Patendibiiroo Turvaja Oli, Liivalaia 22 10118
Tallinn, Estonia (professional representative).

against

Cn 24/09/2015, the Opposition Division takes the following
‘ .
: DECISION:

|
1. Opposilion No 82 4550 453 is upheld for all the contested goods.

2. Community trade m?rk application Mo 13 149 853 is rejected in ils entirety.

" 3. The applicant bears the costs, fixed at EUR 650,
Y
REASONS:

The opponent filed an opposition against all the goodis of Communily trade mark
application No 13 149653, The opposilion is based on, inter alia, Community lrade
mark registralion No 454 546. The opponent invoked Ardicle 8(1)(b) and 8(5) CTMR,

|

REPUTATION — ARTICLE 8(5) CTMR
|

According to Aricle 8(5) CTMR, upon opposition by the proprietor of an earlier trade
mark within the meaning of Arlicle 8(2) CTMR, the contesled irade mark shall not be
registered where it is identical wilh, or simitar lo, the earlier trade mark and is lo be
registered for goods or services which are not similar to these for which the earlier
lrade mark is regislered, where, in Ihe case of an eardier Community trade mark, the
trade mark has a reputation in the Comnwmily and, in the case of an earlier national
lrade mark, the trade mark has a repulation in the Member Slale concerned and
where the use withoul die cause of the conlesled trade mark would take unfair
advantage of, or be detrimental lo, the distinclive character or the repute of lhe
earlier lrade mark.

Therefore, the grounds of refusal of Arlicle 8(5) CTMR are only applicable when the
following conditions are met.

. The signs musl be either identical or similar.

. The opponent's fradé mark must have a reputation. The reputation must also
be prior to the filing of the contested trade mark; il must exist in the terrilory
concerned and for he goods andfor services an which the opposilion is based.
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. Risk of injury: the use of he conlasted Irade mark would take unfair advantage
of, or be delrimental to, the distinctive characier or repute of the eadier lrade
mark.

The abovementioned requirements are cumulative and, lherefors, the absence of
any one of them will lead to the rejection of the opposilion under Aticle 8(5) CTMR
{judgment of 16/12/2010, joined cases T-345/08 and T-357/08, ‘BOTOCYL',
paragraph 41). However, the fulfitment of all the abovemanlioned conditions may not
e sufficient. The opposition may still fail if the applicant establishes dug cause for
the use of the contested trade mark.

In the present case, the applicant did not claim to have dus cause for using the

contested mark. Therefore, in the absence of any indications to the contrary, it must
be assumed thal no due cause exists.

a) The signs

Eariler {rade mark ‘ Contested sign

The relevant territory is the European Union.

The earlier mark is a figuralive mark with no word elements. Il consists of a sign
depicting a strongly stylised black rampant horse, facing lefl.

The contested mark is a figuralive mark. It contains the numbers 777 represented in
black, bold characters and above it, there is an image of a highly stylised rampant,
regardant horse, depicted in black and white and facing left,

Visually, he signs ars similar lo the extenl thal they both contain a figurative
slement representing a black horse facing left. On the other hand, they differ in the
figures “777' of the conlested mark which have no counterpart in the earlier mark.
They also differ in the fact that the horse in the earlier mark is a rampant horse, while
in the contested mark it is a siylised rampant regardant horse, depicted in black and
white and facing left being what makes the horse more realistic compared to the
other.
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'

Aurally, il is noled thal (he earlier sign is a purely figurative mark. Purcly hgurahve
marks are not subject o a phonelic assessment. As one of the marks is purely
figurative, it is not posslbtg o compare them aurally.

Conceptually, the pubhc in the relevant ferrilory will perceive the earlier sign as
containing an image of & black rampant horse, facing left.

The same public will perceive the contested sign as conlaining a black horse too, and
the figure *777°. |
As an image of a horse is present in boih marks, although depicted in a different
manner and with different fealures, il is reasonable lo assume that the concept of a
horse will be perceived as part of both marks and, to thal extent, there is a cerlain
degree of conceplual similarity for the relevant public.

Taking into account the abovementioned the visual and conceplual coincidences, itis
considered lhat the signs junder comparison are similar,

|
b)  Reputation of the earlier trade mark

According to the opponer%t the earlier tracde mark has a reputation in the European
Union, :

Repulation implies a knowledge threshold which is reached only when the earlier
mark is known by a significant part of live relevant public for the goods or services it
covers. The relevant public is, depending on the goods or services marketed, either
the public at large or a more specialised public.

In the present case the contested trade mark was filed on 06/08/2014. Therefore, the
opponent was required o prove that the trade mark on which the opposition is hased
had acquired a repulation in the European Union prior to thal dale. The evidence
must also show that the reputation was acquired for the goods for which the
opponent has claimed repulation, namely

Class 12: automobiles, épare parts and accessories for automobiles, included in
Class 12. ‘

in order to determine the mark’s level of rapulation, all the relevant facls of the case
must be taken into consideralion, including, in particular, the market share held by
lhe trade mark, the intensily, geographical exlent and duration of ils use, and the size
of the investiment made by the undentaking in promoting it.

On 04/05/2015 the opponenl submilled evidence, and also recalled the documents

filled in Opposition Mo B 1528 572. The ovidence to be laken into account is
therefore the following:
i

+ Previous decisions from {he OHIM and other national industrial property
Offices. |

«  Adlicle from the website Newstreelil magazine of 13/01/2004 reporting that,

according to a yearly survey named "Year-end Zeitgeist”, carried out by

Google in 2003, Ferran was lhe subject most clicked on among 550 bhillions of

requasts.

"
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« Market survey carried out by Research Inlernational ltalia in 1990 on the
degree of knowledge among {he ftalian public of the name "Ferrari® and its
symbols.

«  Documents about the history of Ferrari S.p.A., without reference to their
solirce,

< List of countries where the trade marks of the opponent are used, withoul any
reference to its source,

«  List of worldwide sates figures, wilhout any references to its source;

+ Numerous invoices, 2001-2005, isstied by the opponent to retailers in the
European Union (mainly in Haly, Germany and the United Kingdom), with
reference to Class 12 goods and showing the word “Ferrafi” and a different
trade mark from the opposing trade mark in the present case.

« Documents, withoul raterence o their source, about the history of Formula 1,
Michael Schumacher, the B0th Anniversary and Schumacher's retirement,
conlaining some images of the eadier marks.,

« List of websites of Ferrari clubs around the world, without references to the
earlier signs.

« Tables showing the numbers of visitars to the opponent’'s websites, without
references lo the earlier signs.

+ Screen shots from the opponent’s web site.

+ Images of, among other ilems, clothing, headgear, promotional materials
(slickers, mugs, scarves, flags, etc.), umhrellas and various types of bags,
and smokers’ articles, with their respeclive article numbers, mainly bearing
olher signs or logos of the Ferrari Company.

+ List of movies in which the opponent's marks have been used.

+ Lisl of the opponent's worldwide trade mark registrations regarding all of its
marks.

+  Photocopies of registration cerlificales of the opponent's marks used in
different countries all over the world.

s Pholocopies of ltalian and European press arlicles, dated helween 1972 and
2009, regarding the opponent's undertaking and its marks.

+ Photocopies of internet articlas, dated hetwaen 2000 and 2009, abowt Ferrari
and a varisly of he opponent’s marks.

+  Pholocopies of “The Official Ferrar] Magazine®, dated balween 09/2008 and
0972009, showing a variety of the opponent's marks.

+ List of the opponent’s sals and service network of importersfrepresentatives
in Europe and worldwide.
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*+ Photocopies of the opponent’s catalogues, showing the opponent’s cars in
connection wilh a variely of Ferrari signs.

Resuits of a survey on the mark’s recognition by Brand Finance, 2013, placing
Ferrari among the top five of the world's most powerful brands. The survey was
conducled for Ferrari as a whole, not specifically with regard to the mark on
which the opposition is based. Moreover, FERRARI, together with the well-
known REARING HORSE DEVICE, was recognized in 2015 for the second
conseculive year by Brand Finance ‘The Waord's Most Powerful Brand'. The
‘Brand Finance Global 500" analysed the perdormance of leading worldwide
brands, to produce.

{tis clear from lhe evidence thal the earlier trade mark has heen subject to long-
standing and intensive use and is generally known in the relevant imarkel, where it
enjoys a consolidated position among the leading brands, as has been attested by
diverse independent sources. Even though part of the documents refer only 1o the
opponent’s mark “Ferrad” and some of the documents do not contain a reference to
an official source, the evidence has to be evalualed from a glohal perspeclive and
there are numerous examples in the submissions featuring the horse device on ils
own. The surveys are of parlicular importance as are lhe range of articles spanning
1972 1o 2009, not only do these stem from independent sotirces but they come from
an array of dilferent origins. Tho probative valuie of these documents is high and  the
Offlice considers the evidence sufficient to prove that the sarlier lrade mark consisting
only of the “rampant horse® has heen subjecl {o a long standing and inlensive use
and that it is known in the relevant market, where it enjoys a consolidated position
among lhe leading brands, as has been allesled by independent and diverse
sources. The invoices, sales figures, the humerous documents showing the eailier
mark even in conneclion with the word "Ferrari® or on a shield, the importance of the
opponent's cars bearing the earlier mark in conneclion with the Formula 1 shown by
the evidence as well as lhe various references in the press to its success, are all
circumstances thal unequivocally show thal the mark enjoys a high degree of
recognition among the relevant public.

Under these circumslances, the Opposilion Division finds that, taken as a whole, the
evidence indicates thal lhe earlier trade mark enjoys a high degree of recognition
among the relevan! public in respect of luxury sports and race cars, which leads to
the conclusion that the earlier trade mark enjoys a high degree of repulation in
tespect of the goods in Class 12, hamely automobiles, spare parts and accessories
for automobiles, inclucled in Class 12.

¢}  The ‘link! between the sign

As seen above, the earlier mark is reputed and the signs are similar to some exlent.
In order lo eslablish the existence of a risk of injury, il is necessary lo demonstrate
that, given all the relevant factors, the relevant public will establish a link (or
associalion) belwaen the signs. The necessily of such a ‘link’ batween the conflicling
marks in consumers' minds is not explicilly menlioned in Article 8(5) CTMR bul has
been confirmed in the judgments of 23/10/2003, C-408/01, ‘Adidas’, paragraphs 29
and 31, and of 27/11/2008, C-2562/07, ‘Intel Corporation', paragraph GG6. 1t is not an
additional requirement but merely reflects he need to delermine whether Ihe
association that the public might .establish between the signs Is such that either
detriment or unfair advantage is likely to occur after all of the factors that are relevant
to the particular case have been assessed.

re*
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Possinle relevant factors for the examination of a ‘link’ include (judgment of
2711112008, C-282/07, ‘Intel Corporalion’, paragraph 42):

. the degree of similarily between the signs;

. the nature of the goods and services, Including lhe degree of similarily or
dissimilarity between those goodls or services, and the relevant public:

° the strength of the earlier mark’s repitation;

. the degree of the earier mark's distinctive character, whether inherent or
acquired through use; . :

. the existence of likelihood of confusion on the part of the public.

This list is not exhaustive and other criteria may be relevant depending on the
parlicutar circumstances, Moreover, the existence of a 'link' may be eslablished on
the basis of only some of these crileria.

Firstly, the similarity belween. the signs is easily deduced from the previous
comparison of signs. The representalion of a horse with similar characleristics is
fealured within the signs with the visual differences heing due to the additional figures
777" within the contesled sign and the graphic differences in the horses. Aurally, nno
comparison can be made as the earlier mark is a figurative mark, and conceplually,
ihey are similar, Further, aside from reputation, lhe earlier mark's conlent is
inherently distinclive in relation lo the goods for which reputation has baen claimed as
there is no link with the concept of the earlier mark.

The goods for which the eartier mark has reputation are lisled above.
The conlested services are:

Class 12: Luxury spoit cars; face cars; automolive vehicles; and siructural parls
therefor.

The strong reputation of the opponent has been borne out by its tumover figures,
articles in the specialist press and other more general publications. Marsover, the
evidence shows thal the reputation has subsisied for a considerable amount of lime
and that its reputation is inirinsically linked to the quality of its products and
excellence. The targel public of these goods will be a rather specialised one in the
area of luxury sporl and race cars and in the automobile sector in general. This will
also be lhe case for the consumer of the contested goods. Therefore the relevant
public overaps. The link belween the goods at isstie needs no explanation as il is
patently clear that the contested goods are wholly ancompassed in those for which
reputation has been found.

Therefore, taking into account and weighing up all the relevant factors of the present
case, the Oppasition Division concludes thal when encountering the conlested mark
the relevant consumers will be likely lo associate il with the earier sign, that is lo say,
establish a mental 'link' between the signs. However, although a 'link’ between the
signs is a necessary condition for further assessing whether dekiment or unfair
advantage are likely, the exislence of such a fink is not sufficient, in itself, for a
finding that there may be one of the forms of damage referred to in Article 8(5) CTMR
(judgment of 26/09/2012, T-301/08, ‘CITIGATE', paragraph 96).
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d)  Encroachment upon reputation

Use of the contested mark will fall under Article 8(5) CTMR when any of the following
situations arise; ;
|

. it 1akes unfair advantage of the dislinctive characler or ths repute of the earlier

“mark;

+ itis detrimentat lo the repule of the earlier mark;

+ it is delrimental to the distinclive character of the eartier mark.

Although in opposition p‘roceedings detriment or unfair advantage may be only
potential, a mere possibility is not sufficient for Article 8(5) CTMR to be applicable.
While the proprietor of the earlier mark is not required 1o demonsirate aclual and
present harnt to its mark, it must however "adduce prima facie evidence of a fulure
risk, which is not hypothetical, of unfair advantage or detriment’ {judgment of
06/06/2012, T-60/10 ROYAL SHAKESPEARE!, paragraph 53).

It follows that the opponent must establish that detriment or unfair advantage is
probable, in the sense that it is foresesable in the ordinary course of events. For thal
purpose, the opponent should file evidence or al least put forward a coherent line of
argument, showing what the delriment or unfair advantage would consist of and how
it would occur, which could fead to the prima facie conclusion that such an event is
indeed likely in the ordinary course of events.

n the presenl case, the opponent claims thal lhe earlier trade mark is well-known
and that the conlested sign is sulficienlly similar to bring o mind the earlier mark,
-even when there is no confusion as to tha business origin between the signs.
Furher, the opponent claims that thero is a likelihood that the use, without due
cause, of the conlested sign would take unfair advantage of the distinclive character
and the repule of the eardier trade mark and be delnmenla! to the distinctive
character and repute of the earlier trade mark,

Before examining lhe opponenl‘s claim, it is appropriate to recail that the oppasition
is dlirected agains! the following goods:

Class 12: Luxury spo:l cars; race cars; auiomolive vehicles; and structural parts
therefor.

As seeir above, the earlier trade mark was found to have a reputation for:

Class 12; Aulomobiles‘,‘ spare pans and accessories for automobiles, included in
Class 12

Unfalr advantage

Unfair advantage in the context of Article 8(5) CTMR covers cases where there is
clear exploitation and ‘free-riding on the coat-tails’ of a famous mark or an attempt to
trade upon its reputation. in other words, there is a risk thal the image of the mark
with a reputation or the characteristics which it projecls are lransferred to the goods:
and services covered by the contested trade mark, with the result that the marketing
of those goods and services is made easier by iheir association with the earlier mark
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with a reputation (judgment of 06/06/2012, T-60/10 ‘ROYAL SHAKESPEARE',
paragraph 48; and judgment of 22/03/2007, T-216/03, 'VIPS' paragraph 40).

The opponent bases its claim on the following: the marks at issue are highly similar
overall and the earlier mark is anormously distinclive and well reputed. The earlier
mark is associated with high quality, prestige, technology and design and the lrade
mark has become a symbol of ltalian crealivity and flavorous lifestyles in ltaly and
abroad and is largely considered as a status symbol. There is a serious risk that the
applicant's use of such a similar mark to the opponent’s earlier mark in refation lo
identical goods would therefore trigger an association with the opponent, would lake
unfair advantage of the enormous reputation of the opponenl’'s mark, which the
opponent has spent decades and considerable rasources and sffort on promoting in
the EU. When the relevant public is confronted wilh both signs, it is likely that it will
assume that the goods either originale fron) the saime company, or that the applicant
is connecled with the opponent, or that the goods are prasented to the ptiblic under
some collaborative agreemenl with Ferrari. The opponent claims that the contested
mark is likely to result in a misappropriation of the attraclive powers of its eailier
mark or of an exploitation of ils image and prestige thus taking unfair advantage of
the distinctive character or repute.

In order to delermine whether the use of a. sign takes unfair advantage of the
dislinctive character or the repute of the mark, It is necessary {o undertake an overall
assassmenl which lakes inlo account all the factars relevant to the circumslances of
the case (judgment of 10/05/2007, T-47/06, ‘nasdaq’, paragraph 53, confimed, on
appeal, by judgment of 12/03/2009, C-320/07, 'nasdaq’; see also judgment of
231072003, C-408/01, 'Adidas’, paragraphs 29, 30, 38; judgnmenti of 27/11/2008, C-
252/07, 'Inlel, paragraphs 57, 58, 68; and judgment of 24/03/2011, C.552/09,
‘Kinder', paragraph 53).

The misappropriation of the distincliveness and repute of the sarlier mark
presupposes an association bebtween the respeclive imarks, which makes possible
the transfer of atlracliveness and prestige to the sign applied for. Given also that a
very strong reputation is bolh easier to harm and more tempting to take advaniage
of, owing to its great value, the Court underlined that ‘the stronger the eadier mark's
distinclive character and reputation, the easiec it will be to accept thal detriment has
been caused to il' {judgment of 27/11/2008, C-252/07, 'Intel’, paragraphs 67, 74,
judgment of 25/05/2005, T-67/04, 'Spa-finders', paragraph 41).

As shiown, the earlier trade mark is repiuted in the European Union and its repulation
is associated with the automobile industry. The earlier mark not only has a long-
standing reputation hut as seen before it is a main player on the formula 1 ciretit and
ils reputation is that of exclusivity, qualily and excellence, Given the identily of the
goods and the similarity of the marks, it seems thereflore inevitable that the image of
the mark and lhe charactaristics that it projects will be transferred lo the applicant’s

2%
E)

4
"
777
goods if they are maiketed under the frade mark .

In the present case there is indeed a risk that the mark applied for will take unfair
advanlage of the aura attached to lhe earlier mark on account of its reputalion and
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that, lastly, the relevant|section of the public might decide to use the applicant’s
goods in the belief thal he mark in question is linked lo he reputed mark. The fact
thal the applied mark contains the figure 777" will only create in the public’s mind the
idea that it is a new model, or series of the earller mark. Usually, in the aulomobile
seclor, cars from the same company are differentiatad by just by adding a different
figure, and this might also happen here which only reinforces the link between the
marks in the minds of the consumers. In view of the foregoing il is feasible that the
applicant may be able (o free-ride on the invesiment made by the opponent and of
the goodwill attached loj‘the mark as il may stimulale sales of goods bearing the
contested mark. ‘

On the basis of the above, the Opposition Division concludes that the contested
trade mark is likely lo lake unfair advantage of the dislinclive character or the repute
of the earlier tfrade mark. |

Other forms of encroach‘ment upon reputation

The opponent also argues that use of the conlested trade mark would be delimental
1o the distinctive character and repule of the earlier trade mark.

As seen above, encroachiment upon reputation is an essential condition for Article
8(5) CTMR to apply. Encréachment may take thres different forms. For an opposition
to be well founded in this respect, it is suificient if only one of these forms Is found to
“oceur. In the present case, as seen above, the Opposition Division has already
concluded thal the contested trade mark would 1ake unfair advaniage of the
distinctive characler and repule of the earlier lrade mark. Il follows that there is no
need to examine whether ?lher forms also apply.

e) Conclusion

|

Considering all the above; the opposition is well founded under Article 8(5) CTMR,
Therefore, the contested trade mark must be rejected for all the contested goods.

Given that the opposilion‘ is entirely successful under Article 8(S) CTMR it is not
nacessary lo examine the remaining grounds and earfier righls on which the
opposition was based.

i

COSTS

According lo Article 85(1) CTMR, the losing party in opposition proceedings miust
bear the fees and cosls incurred by the other parly.

Since the applicant is the losing parly, it must bear the opposition fee as well as the
costs incurred by the opponentin the course of these proceedings.

According lo Rule 94(3), (6) and (7)(d)(i)) CTMIR, the costs lo be paid lo the opponent
are the opposition fee and the costs of representation which are to be fixed on the
basis of the maximum rate sel tharein.

+
2 J
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The Opposition Division

Benoit VLEMINCQ - Cristina CRESPO MOLTO Vanessa PAGE

According to Article 59 CTMR, any parly adversely affected by this decision has a
right to appeal againsl this decision. According lo Article 80 CTMR, notice of appeal
must be filed in writing at the Office within two months of the date of nolification of
this decision. Furthermore, a written statement of he grounds of appeal must be filed
within four months of the same date. The nolice of appeal will be deemed to be filed
only when the appeal fee of EUR 800 has been paid.

The amount determined in the fixation of the costs may only be reviewed by a
decision of lhe Opposition Division on request, According to Rule 94(4) CTMIR, such
a request must be filed within one month from the date of notificalion of this fixation
of cosls and shall be deemed to be filed only when the review fee of EUR 100
{Article 2(30) CTMFR) has been paid.
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OPPOSITION DIVISION

OPPOSITION No B 2 299 405

Ferrari S.P.A., Via Emilia Est, 1163, 41100 Modena, ltaly (opponent), represented by
Dr. Modiano & Associati S.P.A., Via Meravigli, 16, 20123 Milano, Italy (professional
representative) |

against

Equus Automotive, Iﬁc., 2904 Bond Street, Rochester Hilis Ml 48309, United States
of America (applicant), represented by Barkhoff Reimann Vossius, Prinzregentenstr.
74, 81675 Minchen, GJermany (professional representative).

On 05/09/2017, the Opposition Division takes the following

DECISION:
1. Opposition No B 2 299 405 is upheld for all the contested goods.

2. European Union t‘rade mark application No 12 077 236 is rejected in its entirety.

3.  The applicant bears the costs, fixed at EUR 650.
i

REASONS:

The opponent filed an obposition against all the goods of European Union trade mark

application No 12 077 236 . The opposition is based on, inter alia, European

|

Union trade mark registration No 454 546 . The opponent invoked
Article 8(1){b) and 8(5) EUTMR.

The opposition is baséd on more than one earlier trade mark. The Opposition
Division finds it appropriate to first examine the opposition in relation to the
opponent’'s European Union trade mark registration No 454 546.

PROOF OF USE |

In accordance with Article 42(2) and (3) EUTMR (as in force at the time of filing of the
opposition), if the applicant so requests, the opponent shall furnish proof that, during
the period of five years preceding the date of publication of the contested trade mark,
the earlier trade mark has been put to genuine use in the territories in which it is
protected in connection with the goods or services in respect of which it is registered
and which it cites as justification for its opposition, or that there are proper reasons
for non-use. :

§
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According to the same prov15|on in the absence of such proof, the opposition must
be rejected.

The applicant requested that the opponent submit proof of use of the trade mark on
which the opposition is, inter alia, based, namely European Union trade mark
registration No 454 546. The request was submitted in due time and is admissible
given that the earlier trade mark was registered more than five years prior to the
publication of the contested application.

The contested application was published on 08/10/2013. The opponent was therefore
required to prove that the trade mark on which the opposition is based was put to
genuine use in the European Union from 08/10/2008 to 07/10/2013 inclusive.
Furthermore, the evidence must show use of the trade mark for the goods on which
the opposition is based, namely the following:

Class 12: Vehicles; apparatus for locomotion by land; in particular automobiles, spare
parts and accessories for automobiles, included in class 12.

According to Rule 22(3) EUTMIR, the evidence of use shall consist of indications
concerning the place, time, extent and nature of use of the opposing trade mark for
the goods and services in respect of which it is registered and on which the
opposition is based.

On 26/10/2016, according to Rule 22(2) EUTMIR, the Office gave the opponent until
31/12/2016 to submit evidence of use of the earlier trade mark. Upon extension
requested by the opponent, the time limit to submit evidence of use was 28/02/2017.

On 23/02/2017, within the time limit, the opponent submitted evidence of use.

On 17/03/2016, the opponent submitted observations in support of the claim of
reputation of its earlier mark and requested that the documents filed regarding
opposition proceedings No 1528 572 and No 2 446 998 constitute evidence of
reputation of the opposing trade mark in the current proceedings.

Therefore, the Opposition Division will take into account the evidence filed by the
opponent on opposition proceedings No 1 528 572 and No 2 446 998 in support of
the claim of reputation of the earlier mark to also show evidence of use of it.

The evidence to be taken into account is, in particular, the following:

e Previous decisions from EUIPO and other national industrial property Offices,
regarding the reputation of the Ferrari marks.

e Three printouts of articles dated 02/2014, referring to the 2014 ‘Brand
Finance Global 500’ annual study conducted by brand valuation consultancy
Brand Finance, declaring Ferrari is the world’s strongest brand for the second
consecutive year.

e Article from the website Newstreet.it magazine of 13/01/2004 reporting that,
according to a yearly survey named “Year-end Zeitgeist’, carried out by
Google in 2003, Ferrari was the subject most clicked on among 550 billions of
requests.

e Market survey carried out by Research International ltalia in 1990 on the
degree of knowledge among the ltalian public of the name “Ferrari”.
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Printout of a Wikipedia entry for ‘Ferrari’, dated 24/11/2009, containing
information about the company Ferrari S.p.A. and its history, as well as other
documents describing its history, without reference to their source.

List of co_untries' where the trade marks of the opponent are used, without any
reference to its source.

List of worldwidé sales figures, for the period 1989 — 2007 for the trade mark
‘Prancing Horse device’, without any references to its source.

\
Numerous invoices, dated 2001-2005, issued by the opponent to retailers in
the European Union (mainly in Italy, Germany and the United Kingdom), with
reference to Class 12 goods and showing the word “Ferrari” and a different
trade mark fromithe opposing trade mark in the present case.

Documents, without reference to their source, about the history of Formula 1,
Michael Schumacher, the 50th Anniversary and Schumacher’s retirement,
containing some images of the earlier marks.

List of websitesfof Ferrari clubs around the world, without references to the
earlier signs.
l

Tables showing the numbers of visitors to the opponent's websites, without
references to the earlier signs.

Screen shots from the opponent’s web site.

Images of, amdng other items, clothing, headgear, promotional materials
(stickers, mugs, scarves, flags, etc.), umbrellas and various types of bags,
and smokers’ articles, with their respective article numbers, mainly bearing

other signs or Ioéos of the Ferrari Company.

List of movies in which the opponent’s marks have been used.

|
List of the opponent’'s worldwide trade mark registrations regarding all of its
marks. :
Photocopies of 'registration certificates of the opponent's marks used in
different countries all over the world.

Photocopies of Italian and European press articles, dated between 1972 and
2009, regarding ’ghe opponent’s undertaking and its marks.

Photocopies of internet articles, dated between 2000 and 2009, about Ferrari
and a variety of the opponent’s marks.

|
Photocopies of “The Official Ferrari Magazine”, dated between 09/2008 and
09/2009, showing a variety of the opponent’s marks.

List of the opponent’s sale and service network of importers/representatives
in Europe and worldwide.

Photocopies of the opponent’s catalogues, showing the opponent’s cars in
connection with a variety of Ferrari signs.

e
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e Extracts from the applicant’s website including extracts from a brochure.

Assessment of evidence

As regards place of use, trade marks must be used in the territory where they are
protected. In the present case, the press articles and the catalogues refer to among
other countries, Spain, Portugal, Germany or Italy. Therefore, the evidence relates to
a significant part of the European Union.

In the case at hand, the information contained in the evidence is sufficient to
demonstrate the place of use of the earlier mark.

As far as the time of use is concerned, according to case-law, it is sufficient that a
trade mark should have been put to genuine use during a part of the relevant period
for it not to be subject to the sanctions (25/03/2009, T-191/07, Budweiser,
EU:T:2009:83, § 108).

In the present case, the Opposition Division points out that some documents are not
dated and some are dated beyond the relevant period.

Evidence referring to use made outside the relevant timeframe is disregarded unless
it contains conclusive indirect proof that the mark must have been put to genuine use
as well during the relevant period of time. Events subsequent to the relevant time
period may make it possible to confirm or better assess the extent to which the
earlier mark was used during the relevant time period and the real intentions of the
EUTM proprietor at that time (27/01/2004, C-259/02, Laboratoire de la mer,
EU:C:2004:50).

In the case at hand, some of the evidence referring to use outside the relevant
period, namely, some of the Internet articles, confirms use of the opponent’s mark
within the relevant period. This is because the use it refers to is very close in time to
the relevant period.

Furthermore, from the catalogues and the press articles, it is clearly shown that the
evidence relates to the relevant period and that the requirement of use of the earlier
trade mark in the relevant period, namely, from 08/10/2008 to 07/10/2013 inclusive
was met. '

As regards the extent of use, all the relevant facts and circumstances must be taken
into account, including the nature of the relevant goods or services and the
characteristics of the market concerned, the territorial extent of use, its commercial
volume, duration and frequency.

The assessment of genuine use entails a degree of interdependence between the
factors taken into account. Thus, the fact that commercial volume achieved under the
mark was not high may be offset by the fact that use of the mark was extensive or
very regular, and vice versa. Likewise, the territorial scope of the use is only one of
several factors to be taken into account, so that a limited territorial scope of use can
be counteracted by a more significant volume or duration of use.

The company’s printouts do not give any indication of sales figures or commercial
volume. The three printouts of articles dated 02/2014, referring to the 2014 ‘Brand
Finance Global 500’ annual study conducted by brand valuation consultancy Brand
Finance add information about sale volumes of all the Ferrari group. This articles
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states that the brand values US$ 4 billion. In the same sense, the extract from The
Telegraph adds that: ‘Ferrari’s turnover increased last year (2013) as did its profits at
Euro 246 million. As a result Ferrari now has Euro 1.36 billion cash at hand and no
debt. It's a remarkable figure for a luxury car maker, let alone one who has
completely reinvented itself and in the process rebuilt most of its R&D and production
facilities over the last decade’.

According to the opponent, such vehicles are very expensive and consequently only
a few vehicles are sold every year. It has to be recalled that low turnover and sales,
in absolute terms, of a medium- or low-priced product might support the conclusion
that use of the trade mark in question is not genuine. However, with regard to
expensive goods or an exclusive market, low turnover figures can be sufficient
(decision of 04/09/2007, R 0035/2007-2, Dinky, § 22). It is, therefore, always
necessary to take the characteristics of the market in question into account
(judgment of 08/07/2004, T-334/01, Hipoviton, EU:T:2004:223, § 51). In the present
case and taken into account the circumstances of the market and the expensive
character and the exclusivity of the items involved, the evidence provided by the
opponent, even if it is not a direct evidence of the actual figures of the items sold,
provide indications of the extent of use of the earlier mark.

The opponent also provided several catalogues and insertions in advertising articles,
featuring the relevant trade mark on cars. Even it is true that those catalogues and
articles provide no information on the quantity of goods actually sold by the opponent

under the earlier trade mark it is necessary to take into account the fact that those -

items were offered in the catalogues for consumers and that those items were
available worldwide. Such documents, despite not providing direct information on the
quantity of goods actually sold, can be sufficient by themselves to prove the extent of
use in an overall assessment.

In the case at hand, and taken all the circumstances into account, it can be inferred
from the material submitted that the opponent has seriously tried to acquire a
commercial position in the relevant market. Therefore, all this evidence, taken as a
whole, provides the Opposition Division with sufficient information concerning the
commercial volume, the territorial scope, the duration, and the frequency of use of
the earlier mark.

In the context of Rule 22(3) EUTMIR, the expression ‘nature of use’ includes
evidence of the use of the sign as a trade mark in the course of trade, of the use of
the mark as registered, or of a variation thereof according to Article 15(1), second
subparagraph, point (a)' EUTMR, and of its use for the goods and services for which
it is registered.

Nature of use requires, inter alia, that the earlier trade marks are used as trade
marks that are for identifying origin, thus making it possibie for the relevant public to
distinguish between goods and services of different providers.

In the present case, the majority of the documents show that the earlier sign in its

graphical representations LI, ~—" 7 are used, publicly

15
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and outwardly, in connection with the goods and therefore they are used as trade
marks. .

‘Nature of use’ in the context of Rule 22(3) EUTMIR further requires evidence of use
of the mark as registered, or of a variation thereof which, pursuant to Article 15(1)(a)
EUTMR, does not alter the distinctive character of the trade mark.

In the prgsentcisé, the majority of the evidence provided shows the figurative mark

T or N ‘ The signs used do constitute use of the earlier trade mark because
the circle as shown above do not alter the distinctive character of the earlier trade
mark.

In the present case, the majority of the evidence shows use of the sign as trade mark
with a clear reference to specific goods. The Opposition Division considers that the
opponent has provided sufficient indications concerning the nature of the use of the -
earlier mark.

However, the evidence filed by the opponent does not show genuine use of the trade
mark for all the goods on which the opposition is based.

According to Article 42(2) EUTMR, if the earlier trade mark has been used in relation
to part only of the goods or services for which it is registered it shall, for the purposes
of the examination of the opposition, be deemed to be registered in respect only of
that part of the goods or services.

According to case-law, when applying the abovementioned provision the following
should be considered:

...if a trade mark has been registered for a category of goods or services
which is sufficiently broad for it to be possible to identify within it a
number of sub-categories capable of being viewed independently, proof
that the mark has been put to genuine use in relation to a part of those
goods or services affords protection, in opposition proceedings, only for
the sub-category or sub-categories to which the goods or services for
which the trade mark has actually been used belong. However, if a trade
mark has been registered for goods or services defined so precisely and
narrowly that it is not possible to make any significant sub-divisions within
the category concerned, then the proof of genuine use of the mark for the
goods or services necessarily covers the entire category for the purposes
of the opposition.

Although the principle of partial use operates to ensure that trade marks
which have not been used for a given category of goods are not rendered
unavailable, it must not, however, result in the proprietor of the earlier
trade mark being stripped of all protection for goods which, although not
strictly identical to those in respect of which he has succeeded in proving
genuine use, are not in essence different from them and belong to a
single group which cannot be divided other than in an arbitrary manner.
The Court observes in that regard that in practice it is impossible for the
proprietor of a trade mark to prove that the mark has been used for all
conceivable variations of the goods concerned by the registration.
Consequently, the concept of ‘part of the goods or services’ cannot be
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taken to mean all the commercial variations of similar goods or services
but merely goods or services which are sufficiently distinct to constitute
coherent categories or sub-categories.

(14/07/2005, T-126/03, Aladin, EU:T:2005:288).

l

Firstly, an interpretation of the wording of the list of goods protected by the earlier
mark is required to determine the scope of protection of these goods. The term ‘in
particular’ used in the opponent’s list of goods indicates that the specific goods are
only examples of items included in the category and that protection is not restricted to
them. In other words, it introduces a non-exhaustive list of examples (see the
judgment of 09/04/2003, T-224/01, Nu-Tride, EU:T:2003:107).

It has to be noted that vehicles, apparatus for locomotion by land; in particular
automobiles, spare parts and accessories for automobiles, included in class 12 are
defined as apparatus or machines used for transporting people or goods, especially
by land, and as such include cars, lorries or carts and the parts or accessories of
those. Automobile is the North American word for cars.

‘In the present case, the evidence proves use only for cars and spare parts and
accessories of them such as wheels or steering wheels and not for other types of
vehicles (such as those for transporting people or goods) or other types of apparatus
for locomotion by land (such as bicycles). These goods can be considered to form an
objective subcategory of the general vehicles; apparatus for locomotion by land,
namely automobiles, spare parts and accessories for automobiles included in
Class 12. Therefore, the Opposition Division considers that the evidence shows
genuine use of the trade mark only for automobiles, spare parts and accessories for
automobiles, included in class 12.

Taking into account the evidence in its entirety, the evidence submitted by the
opponent is sufficient to prove genuine use of the earlier trade mark, during the
relevant period in the relevant territory for the goods automobiles, spare parts and
accessories for automobiles, included in class 12.

REPUTATION ~ ARTICLE 8(5) EUTMR

The opponent claimed that its earlier mark is reputed in the European Union for
automobiles, spare parts and accessories for automobiles, included in class 12.

According to Article 8(5) EUTMR, upon opposition by the proprietor of a registered
earlier trade mark within the meaning of Article 8(2) EUTMR, the contested trade
mark will not be registered where it is identical with, or similar to, an earlier trade
mark, irrespective of whether the goods or services for which it is applied are
identical with, similar to or not simitar to those for which the earlier trade mark is
registered, where, in the case of an earlier European Union trade mark, the trade
mark has a reputation in the Union or, in the case of an earlier national trade mark,
the trade mark has a reputation in the Member State concerned and where the use
without due cause of the contested trade mark would take unfair advantage of, or be
detrimental to, the distinctive character or the repute of the earlier trade mark.

il
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Therefore, the grounds of refusal of Article 8(5) EUTMR are only applicable when the
following conditions are met.

. The signs must be either identical or similar.

e The opponent’s trade mark must have a reputation. The reputation must also
be prior to the filing of the contested trade mark; it must exist in the territory
“concerned and for the goods and/or services on which the opposition is based.

o Risk of injury: the use of the contested trade mark would take unfair advantage
of, or be detrimental to, the distinctive character or repute of the earlier trade
mark.

The abovementioned requirements are cumulative and, therefore, the absence of
any one of them will lead to the rejection of the opposition under Article 8(5) EUTMR
(16/12/2010, T-345/08, & T-357/08, Botolist / Botocyl, EU:T:2010:529, § 41).
However, the fulfiiment of all the abovementioned conditions may not be sufficient.
The opposition may still fail if the applicant establishes due cause for the use of the
contested trade mark.

In the present case, the applicant did not claim to have due cause for using the
" contested mark. Therefore, in the absence of any indications to the contrary, it must
be assumed that no due cause exists.

a) The signs

L A 2t

GBS 5

Earlier trade mark Contested sign

The relevant territory is the European Union.

The earlier mark is a figurative mark with no word elements. It consists of a single
element depicting a stylised black silhouette of a rampant horse, facing left.
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|

|
The contested sign is a figurative mark which consists of a central image depicting a
stylised rampant, regardant horse, represented in silver grey and facing left. Below
this element and in a slightly smaller size, the verbal element ‘BASS’, represented in
grey upper case typeface appears. All these two elements are depicted against a
black background.

The common figurative element representing a horse, although in different positions,
has no relation with the relevant goods, therefore, it is distinctive.

In its observations, the applicant argues that the scope of protection of the
opponent’s horse design is small and the level of attention of the consumers will be
high. It adds that the common concept of a horse is descriptive for sport cars since
they inform the interested consumer directly about the fact that the engine of such
car has an enormous amount of horse powers i.e. a very fast sport car. However, the
Opposition Division considers that it is very unlikely that the consumers, when
confronted with the image of the horse, will immediate, without any further mental
step, perceive it as describing the power of the engine of the automobiles. Therefore,
the applicant’s argument is dismissed as unfounded.

The verbal element ‘BASS’ included in the contested sign means, at least for the
English-speaking part of the public, among others, the lowest adult male signing
voice or a type of fish. For the remaining part of the European public, it is a fanciful
term. Be as it may be, since it has no relation with the relevant goods, it enjoys an
average degree of distinctive character. The colour grey and the black background
are decorative elements with less distinctive character.

The earlier mark has no elements that could be considered clearly more dominant
than other elements.

The figurative element in the contested sign, due to its size and position, is the
dominant element. ‘

Visually, the signs are similar to the extent that they both contain a figurative
element representing a horse facing left. On the other hand, they differ in the verbal
element ‘BASS’ of the contested sign, which has no counterpart in the earlier mark.
They also differ in the fact that the horse in the earlier mark is a black rampant horse,
while in the contested mark it is a stylised rampant regardant horse and in the
shades of silver grey and the black background included in the contested sign.
Therefore, the signs are visually similar to an average degree.

Aurally, it must be noted that purely figurative signs are not subject to a phonetic
assessment. As the earlier mark is purely figurative, it is not possible to compare the
signs aurally. i

Conceptually, the figurative elements present in both marks will be associated with the
concept they reproduce, i.e. a rampant horse, facing left.

The verbal element of the contested sign, ‘BASS’ will be understood by, at least the
English-speaking part of the public as, among others, the lowest adult male signing
voice or a type of fish. For the remaining part of the public, this element lacks any
meaning. : -

The signs are conceptually highly similar on account of the common concept
conveyed by the horse facing left.

|
|
'
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in its observations, the applicant argues that the signs are dissimilar since the earlier
sign consists of a classic drawing of a horse whilst the applicant’s design is a modern
one showing a horse in an artificial and abstract way. However, it cannot be denied
that the central element included in both signs represents the image of a rampant
horse facing left and that the consumers will perceive it as such. The applicant’s
argument is therefore dismissed as unfounded.

The signs under comparison are visually similar and conceptually highly similar.

b) Reputation of the earlier trade mark

According to the opponent, the earlier trade mark has a reputation in the European
Union.

Reputation implies a knowledge threshold which is reached only when the earlier
mark is known by a significant part of the relevant public for the goods or services it
covers. The relevant public is, depending on the goods or services marketed, either
the public at large or a more specialised public.

In the present case, the contested trade mark was filed on 20/08/2013. Therefore,
the opponent was required to prove that the trade mark on which the opposition is,
inter alia, based, acquired reputation in the European Union prior to this date. The
evidence must furthermore show that reputation was acquired in respect of the
goods, in connection with which reputation has been claimed by the opponent and for
which use was proven, namely the following:

Class 12: Automobiles, spare parts and accessories for automobiles, included in
class 12.

In order to determine the mark’s level of reputation, all the relevant facts of the case
must be taken into consideration, inciuding, in particular, the market share held by
the trade mark, the intensity, geographical extent and duration of its use, and the size
of the investment made by the undertaking in promoting it.

The evidence submitted and referred by the opponent on 17/03/2016 to prove the
reputation of the earlier mark has been already listed hereinabove under ‘Proof of
use'.

The evidence, taken as a whole, indicates that the earlier trade mark has been
subject to a long standing and intensive use for a substantial period of time in at least
Italy, Germany and the United Kingdom where it enjoys a consolidated and leading
position in the relevant market as it has been attested by independent sources.
Although some of the evidence is dated after the contested sign was filed and it
refers to the Ferrari group, the evidence, globally, shows numerous references.
featuring the black rampant horse facing left on its own. The Opposition Division finds
that the press articles, the catalogues, the promotional materials and other marketing
activities submitted by the opponent indicates that the earlier trade mark enjoys a
certain degree of recognition among the relevant public allowing the Opposition
Division to conclude that the earlier trade mark enjoys reputation.

The evidence mainly concerns cars and parts and accessories for them (Class 12).
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On the basis of the above the Opposition Division concludes that the earlier trade
mark has a reputation in the European Union in connection with automobiles, spare
parts and accessories for automobiles, included in class 12.

c) The ‘link’ between the signs
\

As seen above, the earlier mark is reputed and the signs are similar to some extent.
In order to establish the existence of a risk of injury, it is necessary to demonstrate
that, given all the relevant factors, the relevant public will establish a link (or
association) between the signs. The necessity of such a ‘link’ between the conflicting
marks in consumers’ minds is not explicitly mentioned in Article 8(5) EUTMR but has
been confirmed in the judgments of 23/10/2003, C-408/01, Adidas, EU:C:2003:582,
§ 29 and 31, and of 27/11/2008, C-252/07, Intel, EU:C:2008:655, § 66. It is not an
additional requirement but merely refiects the need to determine whether the
association that the public might establish between the signs is such that either
detriment or unfair advantage is likely to occur after all of the factors that are relevant
to the particular case have been assessed.

Possible relevant factors for the examination of a ‘link’ include (27/11/2008, C-252/07,
Intel, EU:C:2008:655, §i42):

. the degree of similarity between the signs;

. the nature of the goods and services, including the degree of similarity or
dissimilarity between those goods or services, and the relevant public;

. the strength of the earlier mark’s reputation;

. the degree of the earlier mark's distinctive character, whether inherent or
~ acquired through use;

. the existence of likelihood of confusion on the part of the public.

This list is not exhaustive and other criteria may be relevant depending on the
particular circumstances. Moreover, the existence of a ‘link’ may be established on
the basis of only some of these criteria. '

As seen above, in the present case, the signs are visually similar to an average
degree and conceptually highly similar and the earlier mark has been found to be
reputed. That does not mean automatically that the relevant public is likely to
establish a link between them. Indeed, consideration must be given to the goods at
stake for this link to be clear.

Before examining the opponent’s claims, it is appropriate to recall that the opposition
is directed against the following goods:

Class 12: Luxury sport dars, race cars, and structural parts thereof.

As seen above, the earlier trade mark was found to have a reputation for:
automobiles, spare parts and accessories for automobiles, included in class 12.

The contested and the earlier goods are identical and they belong to the same
market sector of vehicles. The relevant public will recognise the earlier mark because
of its proven reputation and it is likely that the earlier mark will be brought to the mind

"
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of the consumers upon encountering the contested mark even if consumers of cars
and automobiles will display a higher than average degree of attention in respect to
those goods as it was argued by the applicant.

Therefore, taking into account and weighing up all the relevant factors of the present
case, the Opposition Division concludes that when encountering the contested sign
the relevant consumers will be likely to associate it with the earlier mark, that is to
say, establish a mental ‘link’ between the signs. However, although a ‘link’ between
the signs is a necessary condition for further assessing whether detriment or unfair
advantage are likely, the existence of such a link is not sufficient, in itself, for a
finding that there may be one of the forms of damage referred to in Article 8(5)
EUTMR (26/09/2012, T-301/09, Citigate, EU:T:2012:473, § 96).

d) Risk of injury

Use of the contested mark will fall under Article 8(5) EUTMR when any of the
following situations arise:

. it takes unfair advantage of the distinctive character or the repute of the earlier
mark;

. it is detrimental to the repute of the earlier mark;

) it is detrimental to the distinctive character of the earlier mark.

Although detriment or unfair advantage may be only potential in opposition
proceedings, a mere possibility is not sufficient for Article 8(5) EUTMR to be
applicable. While the proprietor of the earlier mark is not required to demonstrate
actual and present harm to its mark, it must ‘adduce prima facie evidence of a future
risk, which is not hypothetical, of unfair advantage or detriment’ (06/07/2012,
T-60/10, Royal Shakespeare, EU:T:2012:348, § 53).

It follows that the opponent must establish that detriment or unfair advantage is
probable, in the sense that it is foreseeable in the ordinary course of events. For that
purpose, the opponent should file evidence, or at least put forward a coherent line of
argument demonstrating what the detriment or unfair advantage would consist of and
how it would occur, that could lead to the prima facie conclusion that such an event
is indeed likely in the ordinary course of events.

The opponent claims that use of the contested trade mark would take unfair
advantage of the distinctive character or the repute of the earlier trade mark and be
detrimental to the repute of the earlier trade mark since the earlier trade mark may

be easily identified or recognised by the consumers throughout the European Union. -

Unfair advantage (free-riding)

Unfair advantage in the context of Article 8(5) EUTMR covers cases where there is
clear exploitation and ‘free-riding on the coat-tails’ of a famous mark or an attempt to
trade upon its reputation. In other words, there is a risk that the image of the mark
with a reputation or the characteristics which it projects are transferred to the goods
and services covered by the contested trade mark, with the result that the marketing
of those goods and services is made easier by their association with the earlier mark
with a reputation (06/06/2012, T-60/10, Royal Shakespeare, EU:T:2012:348, § 48,
and 22/03/2007, T-215/03, Vips, EU:T:2007:93, § 40).
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The opponent bases its :claim on the following:

e The earlier mark has acquired universal recognition and acclaim and they
have become a dlstlnctlve symbol worldwide of the famous company Ferrari.
The earlier mark has received an enormous degree of publicity all over the
world by virtue of its participation in the World Formula 1 Championships
since 1950. '

e The use of the contested mark will lead to the dilution of the tremendous
goodwill and reputation that the opponent has attained. It is also likely to
result in a misappropriation of the attractive power of Ferrari’'s marks or an
exploitation of its image and prestige.

* Due to the particularly high quality and originality of the products branded with
the earlier mark and due to the care and attention in promoting the trade mark
which is associated with high quality, prestige, technology, and design, the
earlier mark has become a symbol of the Italian creativity and glamourous
lifestyle in Italy and abroad.

¢ In view of the undoubted and extensive reputation of the earlier mark, it
seems inevitable that the image of the mark and the characteristics that it
projects will be transferred to the applicant’s goods.

According to the Court of Justice of the European Union

.. as regards injury consisting of unfair advantage taken of the distinctive
character or the repute of the earlier mark, insofar as what is prohibited is
the drawing of benefit from that mark by the proprietor of the later mark,
the existence of such injury must be assessed by reference to the
average consumers of the goods or services for which the later mark is
registered, who are reasonably well informed and reasonably observant
and circumspect (27/11/2008, C-252/07, Intel, EU:C:2008:655, § 36.)

The opponent substantiated the claim of unfair advantage by the argument that the
earlier trade mark acquired a special image of high quality, prestige, technology and
design and that the use of the contested sign would take unfair advantage of this
image. Moreover, the opponent claimed and proved the reputation and the leading
position of its mark in the relevant segment of the market.

The Opposition Division considers that the claim of a special image (quality, design
and prestige) of the earlier trade mark has been proven. In view of this, it is probable
that a transfer of the image and/or prestige qualities associated with the opponent’s
trade mark to the contested goods might occur. Given the high level of recognition
and the similarity between the marks, it is foreseeable that the applicant may benefit
from the special image aspects of the opponent’'s trade mark reputation seen as a
synonym of technology and/or quality.

The use of the contested mark may only take advantage of the repute of the earlier
sign if they have a certain degree of similarity, by virtue of which the relevant section
of the public makes a connection between those marks, that is to say, establishes a
link between them, which it is likely to occur as explained above.

™
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On the basis of the above, the Opposition Division concludes that the contested
trade mark will take unfair advantage of the distinctive character or the repute of the
earlier trade mark.

The opponent also argues that use of the contested trade mark would be detrimental
to the distinctive character and repute of the earlier trade mark.

As seen above, the existence of a risk of injury is an essential condition for
Article 8(5) EUTMR to apply. The risk of injury may be of three different types. For an
opposition to be well founded in this respect it is sufficient if only one of these types is
found to exist. In the present case, as seen above, the Opposition Division has
already concluded that the contested sign would take unfair advantage of the
distinctive character or repute of the earlier trade mark. It follows that there is no
need to examine whether other types also apply.

e) Conclusion

Considering all the above, the opposition is well founded under Article 8(5) EUTMR.
Therefore, the contested trade mark must be rejected for all the contested goods.

Given that the opposition is entirely successful under Article 8(5) EUTMR it is not
necessary to examine the remaining ground on which the opposition was based.

Since the opposition is fully successful on the basis of earlier mark No 454 546 there
is no need to assess the remaining earlier rights invoked by the opponent.
COSTS

According to Article 85(1) EUTMR, the losing party in opposition proceedings must
bear the fees and costs incurred by the other party.

Since the applicant is the losing party, it must bear the opposition fee as well as the
costs incurred by the opponent in the course of these proceedings.

According to Rule 94(3) and (6) and Rule 94(7)(d)(i) EUTMIR, the costs to be paid to

the opponent are the opposition fee and the costs of representation which are to be
fixed on the basis of the maximum rate set therein.

e Kk

* g
* D

The Opposition Division

José Antonio GARRIDO Carmen SANCHEZ Michaela SIMANDLOVA
OTAOLA PALOMARES
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According to Article 59 EUTMR, any party adversely affected by this decision has a
right to appeal against this decision. According to Article 60 EUTMR, notice of appeal
must be filed in writing at the Office within two months of the date of natification of
this decision. It must be ﬂled in the language of the proceedings in which the decision
subject to appeal was taken. Furthermore, a written statement of the grounds of
appeal must be filed W|th|n four months of the same date. The notice of appeal will be
deemed to be filed only \when the appeal fee of EUR 720 has been paid.

The amount determined in the fixation of the costs may only be reviewed by a
decision of the Opposition Division on request. According to Rule 94(4) EUTMIR,
such a request must be filed within one month from the date of notification of this
fixation of costs and will be deemed to be filed only when the review fee of EUR 100
(Annex | A(33) EUTMR) has been paid.
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OPPOSITION DIVISION

OPPOSITION No B 2 299 405
Ferrari S.P.A., Via Emilia Est, 1163, 41100 Modena, ltaly (opponent), represented by
Dr. Modiano & Associati S.P.A., Via Meravigli, 16, 20123 Milano, Italy (professional
representative)
against

Equus Automotive, Inc., 2904 Bond Street, Rochester Hills Ml 48309, United States
of America (applicant), represented by Barkhoff Reimann Vossius, Prinzregentenstr.
74, 81675 Minchen, Germany (professional representative).

On 05/09/2017, the Opposition Division takes the following

DECISION:
1.  Opposition No B 2 299 405 is upheld for all the contested goods.
2. European Union trade mark application No 12 077 236 is rejected in its entirety.

3. The applicant bears the costs, fixed at EUR 650.

REASONS:

The opponent filed an opposition against all the goods of European Union trade mark

application No 12 077 236 . The opposition is based on, inter alia, European

Union trade mark registration No 454 546 . The opponent invoked
Article 8(1)(b) and 8(5) EUTMR.

The opposition is based on more than one earlier trade mark. The Opposition
Division finds it appropriate to first examine the opposition in relation to the
opponent’'s European Union trade mark registration No 454 546.

PROOF OF USE

In accordance with Article 42(2) and (3) EUTMR (as in force at the time of filing of the
opposition), if the applicant so requests, the opponent shall furnish proof that, during
the period of five years preceding the date of publication of the contested trade mark,
the earlier trade mark has been put to genuine use in the territories in which it is
protected in connection with the goods or services in respect of which it is registered
and which it cites as justification for its opposition, or that there are proper reasons
for non-use.
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i
According to the same provision, in the absence of such proof, the opposition must
be rejected.

The applicant requested that the opponent submit proof of use of the trade mark on
which the opposition is, inter alia, based, namely European Union trade mark
registration No 454 546. The request was submitted in due time and is admissible
given that the earlier trade mark was registered more than five years prior to the
publication of the contested application.

The contested application was published on 08/10/2013. The opponent was therefore
required to prove that the trade mark on which the opposition is based was put to
genuine use in the European Union from 08/10/2008 to 07/10/2013 inclusive.
Furthermore, the evidence must show use of the trade mark for the goods on which
the opposition is based, namely the following:

Class 12: Vehicles; apparatus for locomotion by land; in particular automobiles, spare
parts and accessories for automobiles, included in class 12.

According to Rule 22(3) EUTMIR, the evidence of use shall consist of indications
concerning the place, time, extent and nature of use of the opposing trade mark for
the goods and services in respect of which it is registered and on which the
opposition is based. |

On 26/10/2016, according to Rule 22(2) EUTMIR, the Office gave the opponent until
31/12/2016 to submit evidence of use of the earlier trade mark. Upon extension
requested by the opponent, the time limit to submit evidence of use was 28/02/2017.

On 23/02/2017, within the time limit, the opponent submitted evidence of use.

‘On 17/03/2016, the opponent submitted observations in support of the claim of
reputation of its earlier mark and requested that the documents filed regarding
opposition proceedings No 1528 572 and No 2 446 998 constitute evidence of
reputation of the opposing trade mark in the current proceedings.

Therefore, the Opposition Division will take into account the evidence filed by the
opponent on opposition proceedings No 1 528 572 and No 2 446 998 in support of
the claim of reputation of the earlier mark to also show evidence of use of it.

The evidence to be takein into account is, in particular, the following:

» Previous decisions from EUIPO and other national industrial property Offices,
regarding the reputation of the Ferrari marks.

e Three printouts | of articles dated 02/2014, referring to the 2014 ‘Brand
Finance Global 500’ annual study conducted by brand valuation consultancy
Brand Finance, declaring Ferrari is the world’s strongest brand for the second
consecutive year.

* Article from the website Newstreet.it magazine of 13/01/2004 reporting that,
according to a yearly survey named “Year-end Zeitgeist”, carried out by
Google in 2003, Ferran was the subject most clicked on among 550 billions of
requests. :

 Market survey carried out by Research International Italia in 1990 on the
degree of knowledge among the Italian pubtlic of the name “Ferrari”.

mu»
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e Printout of a Wikipedia entry for ‘Ferrari’, dated 2411 1/2009, containing
information about the company Ferrari S.p.A. and its history, as well as other
documents describing its history, without reference to their source.

e List of countries where the trade marks of the opponent are used, without any
reference to its source.

o List of worldwide sales figures, for the period 1989 — 2007 for the trade mark
‘Prancing Horse device’, without any references to its source.

¢ Numerous invoices, dated 2001-2005, issued by the opponent to retailers in
the European Union (mainly in Italy, Germany and the United Kingdom), with
reference to Class 12 goods and showing the word “Ferrari” and a different
trade mark from the opposing trade mark in the present case.

e Documents, without reference to their source, about the history of Formula 1,
Michael Schumacher, the 50th Anniversary and Schumacher's retirement,
containing some images of the earlier marks.

o List df websites of Ferrari ciubs around the world, without references to the
earlier signs.

e Tables showing the numbers of visitors to the opponent’s websites, without
references to the earlier signs.

s Screen shots from the opponent’s web site.

e Images of, among other items, clothing, headgear, promotional materials.
(stickers, mugs, scarves, flags, etc.), umbrellas and various types of bags,
and smokers’ articles, with their respective article numbers, mainly bearing
other signs or logos of the Ferrari Company.

+ List of movies in which the opponent’s marks have been used.

e List of the opponent’s worldwide trade mark registrations regarding all of its
marks.

¢ Photocopies of registration certificates of the opponent’s marks used in
different countries all over the world.

s Photocopies of ltalian and European press articles, dated between 1972 and
2009, regarding the opponent’s undertaking and its marks.

+ Photocopies of internet articles, dated between 2000 and 2009, about Ferrari
and a variety of the opponent’'s marks.

¢ Photocopies of “The Official Ferrari Magazine”, dated between 09/2008 and
09/2009, showing a variety of the opponent’s marks.

e List of the opponent’s sale and service network of |mporters/representat|ves
in Europe and worldwide.

» Photocopies of the opponent's catalogues, showing the opponent's cars in
connection with a variety of Ferrari signs.
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« Extracts from the applicant’s website including extracts from a brochure.

Assessment of evidenqe

As regards place of use, trade marks must be used in the territory where they are
protected. In the present case, the press articles and the catalogues refer to among
other countries, Spain, Portugal, Germany or Italy. Therefore, the evidence relates to
a significant part of the European Union.

In the case at hand, 'the information contained in the evidence is sufficient to
demonstrate the place of use of the earlier mark.

As far as the time of use is concerned, according to case-law, it is sufficient that a
trade mark should have been put to genuine use during a part of the relevant period
for it not to be subject to the sanctions (25/03/2009, T-191/07, Budweiser,
EU:T:2009:83, § 108). |

In the present case, the Opposition Division points out that some documents are not
dated and some are dated beyond the relevant period.

Evidence referring to use made outside the relevant timeframe is disregarded unless
it contains conclusive indirect proof that the mark must have been put to genuine use
as well during the relevant period of time. Events subsequent to the relevant time
period may make it possible to confirm or better assess the extent to which the
earlier mark was used during the relevant time period and the real intentions of the
EUTM proprietor at that time (27/01/2004, C-259/02, Laboratoire de la mer,
EU:C:2004:50). ?

In the case at hand, some of the evidence referring to use outside the relevant
period, namely, some of the Internet articles, confirms use of the opponent’s mark
within the relevant period. This is because the use it refers to is very close in time to
the relevant period.

i
Furthermore, from the catalogues and the press articles, it is clearly shown that the
evidence relates to the relevant period and that the requirement of use of the earlier
trade mark in the relevant period, namely, from 08/10/2008 to 07/10/2013 inclusive
was met. <

As regards the extent of use, all the relevant facts and circumstances must be taken
into account, including the nature of the relevant goods or services and the
characteristics of the market concerned, the territorial extent of use, its commercial
volume, duration and frequency.

The assessment of genuine use entails a degree of interdependence between the -
factors taken into account. Thus, the fact that commercial volume achieved under the
mark was not high may be offset by the fact that use of the mark was extensive or
very regular, and vice versa. Likewise, the territorial scope of the use is only one of
several factors to be taken into account, so that a limited territorial scope of use can
be counteracted by a more significant volume or duration of use.

The company’s printouts do not give any indication of sales figures or commercial
volume. The three printouts of articles dated 02/2014, referring to the 2014 ‘Brand
Finance Global 500" annual study conducted by brand valuation consultancy Brand
Finance add information about sale volumes of all the Ferrari group. This articles
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states that the brand values US$ 4 billion. In the same sense, the extract from The
Telegraph adds that: ‘Ferrari’s turnover increased last year (2013) as did its profits at
Euro 246 million. As a result Ferrari now has Euro 1.36 billion cash at hand and no
debt. It's a remarkable figure for a luxury car maker, let alone one who has
completely reinvented itself and in the process rebuilt most of its R&D and production
facilities over the last decade’.

According to the opponent, such vehicles are very expensive and consequently only
a few vehicles are sold every year. It has to be recalled that low turnover and sales,
in absolute terms, of a medium- or low-priced product might support the conclusion
that use of the trade mark in question is not genuine. However, with regard to
expensive goods or an exclusive market, low turnover figures can be sufficient
(decision of 04/09/2007, R 0035/2007-2, Dinky, § 22). It is, therefore, always
necessary to take the characteristics of the market in question into account
(judgment of 08/07/2004, T-334/01, Hipoviton, EU:T:2004:223, § 51). In the present
case and taken into account the circumstances of the market and the expensive
character and the exclusivity of the items involved, the evidence provided by the
opponent, even if it is not a direct evidence of the actual figures of the items sold,
provide indications of the extent of use of the earlier mark.

The opponent also provided several catalogues and insertions in advertising articles,
featuring the relevant trade mark on cars. Even it is true that those catalogues and
articles provide no information on the quantity of goods actually sold by the opponent
under the earlier trade mark it is necessary to take into account the fact that those
items were offered in the catalogues for consumers and that those items were
available worldwide. Such documents, despite not providing direct information on the
quantity of goods actually sold, can be sufficient by themselves to prove the extent of
use in an overall assessment. '

In the case at hand, and taken all the circumstances into account, it can be inferred
from the material submitted that the opponent has seriously tried to acquire a
commercial position in the relevant market. Therefore, all this evidence, taken as a
whole, provides the Opposition Division with sufficient information concerning the
commercial volume, the territorial scope, the duration, and the frequency of use of
the earlier mark.

In the context of Rule 22(3) EUTMIR, the expression ‘nature of use’ includes
evidence of the use of the sign as a trade mark in the course of trade, of the use of
the mark as registered, or of a variation thereof according to Article 15(1), second
subparagraph, point (a) EUTMR, and of its use for the goods and services for which
it is registered.

Nature of use requires, inter alia, that the earlier trade marks are used as trade
marks that are for identifying origin, thus making it possible for the relevant public to
distinguish between goods and services of different providers.

In the present case, the majorit of the documents show that the earlier sign in its

graphical representationsi are used, publicly
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and outwardly, in connection with the goods and therefore they are used as trade
marks. i

‘Nature of use’ in the ccS)ntext of Rule 22(3) EUTMIR further requires evidence of use
of the mark as registered, or of a variation thereof which, pursuant to Article 15(1)(a)
EUTMR, does not alter the distinctive character of the trade mark.

In the present gese, the majority of the evidence provided shows the figurative mark

: or " N f The S|gns used do constitute use of the earlier trade mark because
the circle as shown above do not alter the distinctive character of the earlier trade
mark.

In the present case, the majority of the evidence shows use of the sign as trade mark
with a clear reference to specific goods. The Opposition Division considers that the
opponent has provided sufficient indications concerning the nature of the use of the
earlier mark. ;

However, the evidence filed by the opponent does not show genuine use of the trade
mark for all the goods on which the opposition is based.

According to Article 42(2) EUTMR, if the earlier trade mark has been used in relation
to part only of the goods or services for which it is registered it shall, for the purposes
of the examination of the opposition, be deemed to be registered in respect only of
that part of the goods or services.

|

According to case-law, when applying the abovementioned provision the following
should be considered: .

...if a trade mark has been registered for a category of goods or services
which is sufficiently broad for it to be possibie to identify within it a
number of sub-categories capable of being viewed independently, proof
that the mark has been put to genuine use in relation to a part of those
goods or services affords protection, in opposition proceedings, only for
the sub-category or sub-categories to which the goods or services for
which the trade mark has actually been used belong. However, if a trade
mark has been registered for goods or services defined so precisely and
narrowly that it is not possible to make any significant sub-divisions within
the category concerned, then the proof of genuine use of the mark for the
goods or services necessanly covers the entire category for the purposes

of the opposition. ‘

Aithough the principle of partial use operates to ensure that trade marks
which have not been used for a given category of goods are not rendered
unavailable, it must not, however, result in the proprietor of the earlier
trade mark being stripped of all protection for goods which, although not
strictly identical to those in respect of which he has succeeded in proving
genuine use, are not in essence different from them and belong to a
single group which cannot be divided other than in an arbitrary manner.
The Court observes in that regard that in practice it is impossible for the
proprietor of a trade mark to prove that the mark has been used for all
conceivable variations of the goods concerned by the registration.
Consequently, the concept of ‘part of the goods or services’ cannot be

IVO
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taken to mean all the commercial variations of similar goods or services
but merely goods or services which are sufficiently distinct to constitute
coherent categories or sub-categories.

(14/07/2005, T-126/03, Aladin, EU:T:2005:288).

Firstly, an interpretation of the wording of the list of goods protected by the earlier
mark is required to determine the scope of protection of these goods. The term ‘in
particular’ used in the opponent’s list of goods indicates that the specific goods are
only examples of items included in the category and that protection is not restricted to
them. In other words, it introduces a non-exhaustive list of examples (see the
judgment of 09/04/2003, T-224/01, Nu-Tride, EU:T:2003:107).

It has to be noted that vehicles, apparatus for locomotion by land; in particular
automobiles, spare parts and accessories for automobiles, included in class 12 are
defined as apparatus or machines used for transporting people or goods, especially
by land, and as such include cars, lorries or carts and the parts or accessories of
those. Automobile is the North American word for cars.

In the present case, the evidence proves use only for cars and spare parts and
accessories of them such as wheels or steering wheels and not for other types of
vehicles (such as those for transporting people or goods) or other types of apparatus
for locomotion by land (such as bicycles). These goods can be considered to form an
objective subcategory of the general vehicles; apparatus for locomotion by land,
namely automobiles, spare parts and accessories for automobiles included in
Class 12. Therefore, the Opposition Division considers that the evidence shows
genuine use of the trade mark only for automobiles, spare parts and accessories for
automobiles, included in class 12.

Taking into account the evidence in its entirety, the evidence submitted by the
opponent is sufficient to prove genuine use of the earlier trade mark, during the
relevant period in the relevant territory for the goods automobiles, spare parts and
accessories for automobiles, included in class 12. '

REPUTATION - ARTICLE 8(5) EUTMR

The opponent claimed that its earlier mark is reputed in the European Union for
automobiles, spare parts and accessories for automobiles, included in class 12.

According to Article 8(5) EUTMR, upon opposition by the proprietor of a registered
earlier trade mark within the meaning of Article 8(2) EUTMR, the contested trade
mark will not be registered where it is identical with, or similar to, an earlier trade
" mark, irrespective of whether the goods or services for which it is applied are
identical with, similar to or not similar to those for which the earlier trade mark is
registered, where, in the case of an earlier European Union trade mark, the trade
mark has a reputation in the Union or, in the case of an earlier national trade mark,
the trade mark has a reputation in the Member State concerned and where the use
without due cause of the contested trade mark would take unfair advantage of, or be
detrimental to, the distinctive character or the repute of the earlier trade mark.
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Therefore, the grounds of refusal of Article 8(5) EUTMR are only applicable when the
following conditions are met.

. The signs must bé either identical or similar.

. The opponent’s tﬁade mark must have a reputation. The reputation must also
be prior to the filing of the contested trade mark; it must exist in the territory
concerned and for the goods and/or services on which the opposition is based.

) Risk of injury: the use of the contested trade mark would take unfair advantage
of, or be detrimental to, the distinctive character or repute of the earlier trade
mark.

The abovementioned requirements are cumulative and, therefore, the absence of
any one of them will lead to the rejection of the opposition under Article 8(5) EUTMR
(16/12/2010, T-345/08, & T-357/08, Botolist / Botocyl, EU:T:2010:529, § 41).
However, the fulfilment of all the abovementioned conditions may not be sufficient.
The opposition may still fail if the applicant establishes due cause for the use of the
contested trade mark.

In the present case, the applicant did not claim to have due cause for using the
contested mark. Therefore, in the absence of any indications to the contrary, it must
be assumed that no due cause exists.

‘a) The signs

Earlier tradej mark Contested sign

~ The relevant territory is the European Union.

The earlier mark is a figurative mark with no word elements. It consists of a single
element depicting a stylised black silhouette of a rampant horse, facing left.

iy
1
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The contested sign is a figurative mark which consists of a central image depicting a
stylised rampant, regardant horse, represented in silver grey and facing left. Below
this element and in a slightly smaller size, the verbal element ‘BASS’, represented in
grey upper case typeface appears. All these two elements are depicted against a
black background.

The common figurative element representing a horse, although in different positions, -
has no relation with the relevant goods, therefore, it is distinctive.

In its observations, the applicant argues that the scope of protection of the
opponent’s horse design is small and the level of attention of the consumers will be
high. It adds that the common concept of a horse is descriptive for sport cars since
they inform the interested consumer directly about the fact that the engine of such
car has an enormous amount of horse powers i.e. a very fast sport car. However, the
Opposition Division considers that it is very unlikely that the consumers, when
confronted with the image of the horse, will immediate, without any further mental
step, perceive it as describing the power of the engine of the automobiles. Therefore
the applicant’s argument is dismissed as unfounded.

The verbal element ‘BASS’ included in the contested sign means, at least for the
English-speaking part of the public, among others, the lowest adult male signing
voice or a type of fish. For the remaining part of the European public, it is a fanciful
term. Be as it may be, since it has no relation with the relevant goods, it enjoys an
average degree of distinctive character. The colour grey and the black background
are decorative elements with less distinctive character.

The earlier mark has no elements that could be considered clearly more dominant
than other elements.

The figurative element in the contested sign, due to its size and position, is the
dominant element.

Visually, the signs are similar to the extent that they both contain a figurative
element representing a horse facing left. On the other hand, they differ in the verbal
element ‘BASS’ of the contested sign, which has no counterpart in the earlier mark.
They also differ in the fact that the horse in the earlier mark is a black rampant horse,
while in the contested mark it is a stylised rampant regardant horse and in the
shades of silver grey and the black background included in the contested S|gn
Therefore, the signs are visually similar to an average degree.

Aurally, it must be noted that purely figurative signs are not subject to a phonetic
assessment. As the earlier mark is purely figurative, it is not possible to compare the
signs aurally.

Conceptually, the figurative elements present in both marks will be associated with the
concept they reproduce, i.e. a rampant horse, facing left.

The verbal element of the contested sign, ‘BASS’ will be understood by, at least the
English-speaking part of the public as, among others, the lowest adult male signing
voice or a type of fish. For the remaining part of the public, this element lacks any
meaning.

The signs are conceptually highly similar on account of the common concept
conveyed by the horse facing left.
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In its observations, the applicant argues that the signs are dissimilar since the earlier
sign consists of a classic drawing of a horse whilst the applicant’s design is a modern
one showing a horse in an artificial and abstract way. However, it cannot be denied
that the central element included in both signs represents the image of a rampant
horse facing left and that the consumers wili perceive it as such. The applicant’s
argument is therefore dismissed as unfounded.

The signs under comparison are visually similar and conceptually highly similar.
|

b) Reputation of the earlier trade mark

According to the oppon‘ent, the earlier trade mark has a reputation in the European
Union. . !

Reputation implies a khowledge threshold which is reached only when the earlier
mark is known by a significant part of the relevant public for the goods or services it
covers. The relevant public is, depending on the goods or services marketed, either
the public at large or a more specialised public.

In the present case, the contested trade mark was filed on 20/08/2013. Therefore,
the opponent was required to prove that the trade mark on which the opposition is,
inter alia, based, acquired reputation in the European Union prior to this date. The
evidence must furthermore show that reputation was acquired in respect of the
goods, in connection with which reputation has been claimed by the opponent and for
which use was proven, namely the following:

\
Class 12: Automobiles, spare parts and accessories for automobiles, included in
class 12. :

In order to determine the mark’s level of reputation, all the relevant facts of the case
must be taken into consideration, including, in particular, the market share held by
the trade mark, the intensity, geographical extent and duration of its use, and the size
of the investment made by the undertaking in promoting it.

The evidence submitted and referred by the opponent on 17/03/2016 to prove the
reputation of the earlier mark has been already listed hereinabove under ‘Proof of
use’.

The evidence, taken as a whole, indicates that the earlier trade mark has been
subject to a long standing and intensive use for a substantial period of time in at least
Italy, Germany and the United Kingdom where it enjoys a consolidated and leading
position in the relevant market as it has been attested by independent sources.
Although some of the evidence is dated after the contested sign was filed and it
refers to the Ferrari group, the evidence, globally, shows numerous references
featuring the black rampant horse facing left on its own. The Opposition Division finds
that the press articles, the catalogues, the promotional materials and other marketing
activities submitted by the opponent indicates that the earlier trade mark enjoys a
certain degree of recognition among the relevant public allowing the Opposition
Division to conclude that the earlier trade mark enjoys reputation.

The evidence mainly concerns cars and parts and accessories for them (Class 12).

\

’h
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On the basis of the above the Opposition Division concludes that the earlier trade
mark has a reputation in the European Union in connection with automobiles, spare
parts and accessories for automobiles, included in class 12.

c) The ‘link’ between the signs

As seen above, the earlier mark is reputed and the signs are similar to some extent.
In order to establish the existence of a risk of injury, it is necessary to demonstrate
that, given all the relevant factors, the relevant public will establish a link (or
association) between the signs. The necessity of such a ‘link’ between the conflicting
marks in consumers’ minds is not explicitly mentioned in Article 8(5) EUTMR but has
been confirmed in the judgments of 23/10/2003, C-408/01, Adidas, EU:C:2003:582,
§ 29 and 31, and of 27/11/2008, C-252/07, Intel, EU:C:2008:655, § 66. It is not an
additional requirement but merely reflects the need to determine whether the
association that the public might establish between the signs is such that either
detriment or unfair advantage is likely to occur after all of the factors that are relevant
to the particuiar case have been assessed.

Possible relevant factors for the examination of a ‘link’ include (27/11/2008, C-252/07, .
Intel, EU:C:2008:655, § 42):

. the degree of similarity between the signs;

. the nature of the goods and services, including the degree of similarity or
dissimilarity between those goods or services, and the relevant public;

. the strength of the earlier mark’s reputation;

. the degree of the earlier mark's distinctive character, whether inherent or
acquired through use;

o the existence of likelihood of confusion on the part of the public.

This list is not exhaustive and other criteria may be relevant depending on the
particular circumstances. Moreover, the existence of a ‘link’ may be established on
the basis of only some of these criteria.

As seen above, in the present case, the signs are visually similar to an average
degree and conceptually highly similar and the earlier mark has been found to be
reputed. That does not mean automatically that the relevant public is likely to
establish a link between them. Indeed, consideration must be given to the goods at
stake for this link to be clear.

Before examining the opponent’s claims, it is appropriate to recall that the opposition
is directed against the following goods:

Class 12: Luxury sport cars, race cars, and structural parts thereof.

As seen above, the earlier trade mark was found to have a reputation for:
automobiles, spare parts and accessories for automobiles, included inclass 12.

‘The contested and the earlier goods are identical and they belong to the same
market sector of vehicles. The relevant public will recognise the earlier mark because
of its proven reputation and it is likely that the earlier mark will be brought to the mind
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of the consumers upon encountering the contested mark even if consumers of cars
and automobiles wili display a higher than average degree of attention in respect to
those goods as it was argued by the applicant.

|

Therefore, taking into account and weighing up all the relevant factors of the present
case, the Opposition Division concludes that when encountering the contested sign
the relevant consumers will be likely to associate it with the earlier mark, that is to
say, establish a mental ‘link’ between the signs. However, although a ‘link’ between
the signs is a necessary condition for further assessing whether detriment or unfair
advantage are likely, the existence of such a link is not sufficient, in itself, for a
finding that there may be one of the forms of damage referred to in Article 8(5)
EUTMR (26/09/2012, T-301/09, Citigate, EU:T:2012:473, § 96).

d) Risk of injury |

Use of the contested mark will fall under Article 8(5) EUTMR when any of the
following situations arise:

. it takes unfair advéntage of the distinctive character or the repute of the earlier
mark; :

. it is detrimental to'the repute of the earlier mark;

. it is detrimental to the distinctive character of the earlier mark.

Although detriment or' unfair advantage may be only potential in opposition
proceedings, a mere possibility is not sufficient for Article 8(5) EUTMR to be
applicable. While the proprietor of the earlier mark is not required to demonstrate
actual and present harm to its mark, it must ‘adduce prima facie evidence of a future
risk, which is not hypothetical, of unfair advantage or detriment’ (06/07/2012,
T-60/10, Royal Shakespeare, EU:T:2012:348, § 53).

It follows that the opponent must establish that detriment or unfair advantage is
probable, in the sense that it is foreseeable in the ordinary course of events. For that
purpose, the opponent should file evidence, or at least put forward a coherent line of
argument demonstrating what the detriment or unfair advantage wouid consist of and
how it would occur, that could lead to the prima facie conclusion that such an event
is indeed likely in the ordinary course of events.

The opponent claims that use of the contested trade mark would take unfair
advantage of the distinctive character or the repute of the earlier trade mark and be
detrimental to the repute of the earlier trade mark since the earlier trade mark may
be easily identified or recognised by the consumers throughout the European Union.

Unfair advantage (free-riding)

Unfair advantage in the context of Article 8(5) EUTMR covers cases where there is
clear exploitation and ‘free-riding on the coat-tails’ of a famous mark or an attempt to
trade upon its reputation. In other words, there is a risk that the image of the mark
with a reputation or the characteristics which it projects are transferred to the goods
and services covered by the contested trade mark, with the result that the marketing
of those goods and services is made easier by their association with the earlier mark
with a reputation (06/06/2012, T-60/10, Royal Shakespeare, EU:T:2012:348, § 48,
and 22/03/2007, T-215/03, Vips, EU:T:2007:93, § 40).
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The opponent bases its claim on the following:

¢ The earlier mark has acquired universal recognition and acclaim and they
have become a distinctive symbol worldwide of the famous company Ferrari.
The earlier mark has received an enormous degree of publicity all over the
world by virtue of its participation in the World Formula 1 Championships
since 1950.

¢ The use of the contested mark will lead to the dilution of the tremendous
goodwill and reputation that the opponent has attained. It is also likely to
result in a misappropriation of the attractive power of Ferrari's marks or an
exploitation of its image and prestige.

¢ Due to the particularly high quality and originality of the products branded with
the earlier mark and due to the care and attention in promoting the trade mark
which is associated with high quality, prestige, technology, and design, the
earlier mark has become a symbol of the Italian creativity and glamourous
lifestyle in ltaly and abroad.

¢ In view of the undoubted and extensive reputation of the earlier mark, it
seems inevitable that the image of the mark and the characteristics that it
projects will be transferred to the applicant’s goods."

According to the Court of Justice of the European Union

... as regards injury consisting of unfair advantage taken of the distinctive
character or the repute of the earlier mark, insofar as what is prohibited is
the drawing of benefit from that mark by the proprietor of the later mark,
the existence of such injury must be assessed by reference to the
average consumers of the goods or services for which the later mark is
registered, who are reasonably well informed and reasonably observant
and circumspect (27/11/2008, C-252/07, Intel, EU:C:2008:655, § 36.)

The opponent substantiated the claim of unfair advantage by the argument that the
earlier trade mark acquired a special image of high quality, prestige, technology and
design and that the use of the contested sign would take unfair advantage of this

image. Moreover, the opponent claimed and proved the reputation and the leading.

position of its mark in the relevant segment of the market.

The Opposition Division considers that the claim of a special image (quality, design
and prestige) of the earlier trade mark has been proven. In view of this, it is probable

that a transfer of the image and/or prestige qualities associated with the opponent’s

trade mark to the contested goods might occur. Given the high level of recognition
and the similarity between the marks, it is foreseeable that the applicant may benefit
from the special image aspects of the opponent’s trade mark reputation seen as a
synonym of technology and/or quality.

The use of the contested mark may only take advantage of the repute of the earlier
sign if they have a certain degree of similarity, by virtue of which the relevant section
of the public makes a connection between those marks, that is to say, establishes a
link between them, which it is likely to occur as explained above.
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On the basis of the above, the Opposition Division concludes that the contested
trade mark will take unfair advantage of the distinctive character or the repute of the
earlier trade mark. '

The opponent also argues that use of the contested trade mark would be detrimental
to the distinctive character and repute of the earlier trade mark.

As seen above, the existence of a risk of injury is an essential condition for
Article 8(5) EUTMR to apply. The risk of injury may be of three different types. For an
opposition to be well founded in this respect it is sufficient if only one of these types is
found to exist. In the present case, as seen above, the Opposition Division has
already concluded that the contested sign would take unfair advantage of the
distinctive character or repute of the earlier trade mark. It follows that there is no
need to examine whethér other types also apply.

e) Conclusion

Considering all the above, the opposition is well founded under Article 8(5) EUTMR.
Therefore, the contested trade mark must be rejected for all the contested goods.

|
Given that the opposition is entirely successful under Article 8(5) EUTMR it is not
necessary to examine the remaining ground on which the opposition was based.

Since the opposition is fully successful on the basis of earlier mark No 454 546 there
is no need to assess the remaining earlier rights invoked by the opponent.

COSTS : ]r

According to Article 85(1) EUTMR, the losing party in opposition proceedings must
bear the fees and costs-incurred by the other party.

Since the applicant is the losing party, it must bear the opposition fee as well as the
costs incurred by the opponent in the course of these proceedings.

l
According to Rule 94(3) and (6) and Rule 94(7)(d)(i) EUTMIR, the costs to be paid to
the opponent are the opposition fee and the costs of representation which are to be
fixed on the basis of the maximum rate set therein.

| %* *
‘ * %
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The Opposition Division

José Antonio GARRIDb Carmen SANCHEZ - Michaela SIMANDLOVA
OTAOLA § PALOMARES
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