Concept House
Cardiff Road, Newport

‘ NP10 8QQ
intellectual I
T  +44 ()30 0300 2000
?raperty F o 444 (0) 16 3081 7777
Office
World Intellectual Property Your Reference:
Organisation (WIPQ) International Registration No:
International Bureau WO0000001406563
34, Chemin des Colombettes Examiner: Katy Sweet
1211 Geneva 20 Direct Telephone: +44(0)1633814971
Switzerland Date: 03 December 2018
Dear Sirs,

Please reply by 4 February 2019 quoting the International Registration number

Intl Reg No: WO0000001406563

Mark: (Figurative)

Holder: LANDTOURER AUTOMOBILE CO., LTD
Class(es): 12

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods and services of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipo. gov.ukftmiorms and return it to this office within two
months of the date of this letter. This period cannot be extended, except in the
circumstances described below. The holder should note that failure to file a TM8
will result in the provisional refusal being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at jpg gov. uk/imiorms

The TM8 should be received on or before the date requested above unless a
cooling off period is entered into by the parties.

The holder of the International Registration must provide us with an address for
correspondence in the United Kingdom, another EEA state or the Channel

Intellectual Property Office is an operating name of the Patent Office v g aiine



Islands on a form TM33 ‘Appointment or change of agent or contact address’,
which is available at ipo.gov. ukfimiorms within this two month period.

If one is not provided within this time the refusal will be made final.

Katy Sweet

Trade Marks Registry
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Skio to main content

Intellectual Property Office

Trade mark number
EU005484639

Status
Registered

Overview

Trade mark

Mark details

Colours Claimed/Indication
Red, white, grey, silver, black, brown.

Dates

Filing date
10 November 2006

Date of entry in register
07 November 2007

Renewal date
10 November 2026

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/4/EU005484639 02/12/2018
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Goods and services

Classes and terms

Names and addresses
Holder's name

FIAT GROUP MARKETING & CORPORATE COMMUNICATION S.P.A.
Via Nizza, 250, Torino, 10126, ltaly

Representative

JACOBACCI & PARTNERS S.P.A.
Corso Emilia, 8, Torino, 10152, Italy

Publications

First advert

Journal
2007/021

Date of publication
28 May 2007

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/4/EU005484639 02/12/2018
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The information displayed is our version of the details supplied by EUIPO. For the official register of the case
please refer to the ELIP websila,

Intellectual Property Office is an operating name of the Patent Office

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/4/EU005484639 02/12/2018



Tina Weatherbed

From: Amber Matiatos <axm@dyoung.com> on behalf of Gemma Kirkland
<gmk@dyoung.com>

Sent: 22 October 2018 11:52

To: , Tribunalsection

Cc: Amber Matiatos

Subject: UK designation of International Registration No. 1406563 Rearing Horse Device in

the name of Landtourer Automobile Co., Ltd and opposition thereto by Ferrari
S.p.A. [DY-ACTIVE.FID4370178]
Attachments: FS2 and TM7.PDF

Our Ref: 0051938 GMK AXM
Dear Sirs

Please see the attached form TM7 filing opposition against the UK designation of international Registration No.
1406563 Rearing Horse Device in the name of Landtourer Automobile Co., Ltd. We also attach an FS2 in respect of
the official fee.

Please acknowledge safe receipt of these instructions.

Yours faithfully

Gemma Kirkland

Partner, Trade Mark Attorney
gmk@dyoung.com

Paralegal Staff:

Kate Mears kxm@dyoung.com

D YOUNG®CO

INTELLECTUAL

PROPERTY

D Young & Co LLP, Briton House, Briton Street, Southampton, SO14 3EB

T: +44 (0)23 8071 9500 F: +44 (0)23 8071 9800 www.dyoung.com
London - Munich - Southampton

This email is sent on behalf of D Young & Co LLP. The email is intended for the addressee(s) only and its contents are confidential and may be privileged.
Unless otherwise specified, it is not to be copied to any other party. If you receive this email in error, please notify us and destroy any electronic and hard
copies of the email. In rare cases, our spam filters may reject legitimate incoming email. We will acknowledge receipt of your email on request. We do not
accept liability for any damage resulting from viruses and you should ensure that a virus check is carried out before opening any attachments. While we have
taken precautions to ensure the integrity of this message, we cannot be responsible for any changes made to this message without our knowledge and
consent.

D Young & Co LLP is a limited liability partnership of patent attorneys, trademark attorneys and solicitors and is registered in England and Wales with
registered number OC352154. A list of members of the LLP is displayed at our registered office and at www.dyoung.com. Our registered office is at 120
Holborn, London, EC1N 2DY. D Young & Co LLP is regulated by the Intellectual Property Regulation Board. Our privacy policy is available on our website:

www.dyoung.com/privacy
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Form TM7

Notice of opposition and statement of grounds

Fee [__] £100

23 OCr 20i8

: :ifii 1

é,
Opposition based on Section 5(1) and/or 5(2) ONLY

Opposition based on, or including, any other grounds

V] £200

Note: If you wish to oppose under Section 5(1) andéor 5(2) and one or'mory SIEF GroUNdS, the Tea Will be £200

Use this form to notify of an oppasition to a trade mark application or international registration and to set out the

grounds on which you are basing this opposition.

Do not use this form if you wish to file a Fast Track opposition under Section 5(1) and/or 5(2): use Form TM7F.

. Trlde mark tumber

Number of the trade mark you are opposing. If the
opposition concemns an international Registration,
heip us identify the correct trade mark by adding "IR”

Full name of applicant/holder
Whose trade mark you are opposing

Full name of opponeni_‘
Person opposing the trade mark

Address

If the address is not within the United Kingdom,
Europesn Economic Area (EEA — which indludes

the European Union) or the Channel islands you must
have a representative in one of these regions and
comglete section 4 below

Emalil address
Complete if you have no representative and would like
us to correspond with you by email

»

Representative name
If yout have no representative, go to section 5.

Address

The address provided in this section must be
in the UK, European Economic Area (EEA)
or the Channel Islands.

[ NOTE: We will communicale with the
represantstive if this section has been
completed.

1

Email address
Complete if you would like us to correspond with you
by email

Intellectual Property Office 1s an operat'ng namae of the Patent Office

Landtourer Automobile Co., Ltd

b e v

I 120 Holborn

1466563 ‘WO DU‘UDO‘D /“—9655

Ferrari S.p.A.

Via Emilia Est, 1163

Modena

Italy

[ Postcode

1-41100

D Young & Co LLP

: London

tmfilings@dyoung.com

ECIN 2DY
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. anpllbﬂﬂe sefect Wcation of #riy related IPO Registry UK Courts EUIPO
proceedings and enter the case number aliocated _ : _ !
fo the proceedings.

FeTnTon

Number

6. Opposition notification date )
if you have infarmed the applicantholder of an : 19 September 2018
intention lo oppose the trade mark application, - :
designation - enter the date you notified them.

(**See Note]

**Nota: An opposition launched withaut giving the applicant or holder a reasonable opportunity to withdraw the application, international
designation or amendment may resuft in the opponent being ineligible for an award of costs.

| believe that the facts stated in this form and the attached
statement of grounds are true.

7. bécléréilon

1

Signature : |

g - D Yas e z_Lf !

Name ;

(BLOCK CAPITALS) » DYOUNG & €O u_'p‘ l
Date . 22 October 2018 ,

8. Your reference _ o 10051938 GMK KXM - l

Complete if you would like us to quote this in |
communications with you, otherwise leave blank. ' o T

Contact detalils y

Name, daytime telephane number of the person , Gemma Kirkland :

to contact in case of query. i
' 023 8071 9500

Number of sheets attached to this form ".?5
Checklist Where to send
Please make sure you have remembered to: Intellectual Property Office
‘ ' Trade Marks Registry
O sign and date the form Concept House
Cardiff Road
(1 Complete fee sheet (Form FS2) Newport
South Wales
[ Enclose the fee and fee sheet. Make NP10 8QQ

cheques payable to Intellectual Property Office

™7



Please tick on what grounds you are opposing the trade mark and continue to the relevant section(s)

' Oppaosition is based on Sections 5(1) or 5(2): The trade mark is either identical or similar to an earlier
/ trade mark and is to be registered for identical and/or similar goods and services.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the earlier trade mark.

> COMPLETE SECTION A

/ Opposition is based on Section 5(3): The trade mark is either identical or similar to an earlier trade
mark which has a reputation. Using the later mark would take unfair advantage of, or be detrimental to,
the distinctive character or reputation of the earlier mark.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the earlier trade mark.
Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION B

Opposition is based on Section 5(4)(a): Where the use of the applicant's trade mark would be contrary
/ to law, in particular, the law of passing off.

Note: Oppositibn on these grounds must be made by the ‘proprietor’ (owner) of the earlier right. Ticking
this box means that the total fee for this form is £200.

> COMPLETE SECTIONC

/ Opposition is based on Section 3: The trade mark is excluded from registration because it describes
the goods/services, or is not distinctive, or consists of signs that are customary within the trade, or the
application was made in bad faith.

Note:' Ticking this box means that the total fee for this form is £200.
> COMPLETE SECTION D

/ Opposition is based on other grounds.
Note: Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION E

™7



SECTION A: Opposition is based on sections 5(1) or §(2) of the Trade Marks Act on the basis of an earlier
registered or pending mark.

Please tick the relevant section(s) that apply.
5(1) ltis ldentlcal with an eariler mark and for identical goods or services as the earlier mark
5(2)(a) It is identical with an earlier mark and for similar goods or services as the earlier mark.

' / 5(2)(b) It is similar to an earlier mark and for identical or similar goods or services as the earlier mark.

You must use a separate sheet for each eariier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number
Your trade mark 454546
;!f:; g:kmark UK / 'EUTM _ International

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

™7



Q1. Which goods or services covered by the earlier trade mark are relied upon for the opposition?
LAl goods and services

‘ / . Some godds and services (please sped'fy below, use a continuation sheet if necessary}

All goods in Class 12

Q2. STATEMENT OF USE - Was the registration or protection process for the earller trade mark
completed 5 years or more before the publication date of the application you wish to oppose?

f Yes " No>GOTOQ4

Q3. Has the trade mark been used?

 Yes | ' 'No>GOTOQ3b

Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?
z / 9 All goods and services
!, l,. e —— .

i - Some goods and services (please specify below, use & continuation sheet if necessary)

P

i

> GOTOQA

™7




Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4. Which goods or services in the application that you are opposing do you claim are identical or
simifar to those covered by the earlier mark which you have listed at Q1 or Q3a (whichever is appllcable)?

: / 2 All goods and services

‘ g Some goods and services (please specify below, use 8 continuation sheet if necessary}
[}

|

i

Qs. Use this sbace to supply any further information about why you consider there is a likelthood of
confusion and e.g. why you consider the respective marks or goods and/or services to be similar.

The trade mark applled for ("the Applicant Mark") should be refused registration under the provnsnons of Sectlon 5(2)(b) of:
ithe Trade Marks Act 1994. The Applicant Mark is visually and conceptually similar to the Opponent's registration ("the !
Opponent Mark®), as both the Applicant Mark and the Opponent Mark depict an image of a horse facing left in a rearing 3
:or jumping position. The Applicant Mark will therefore merely be seen as indicating that the contested goods are offered |
:under the Opponent Mark in the UK. ‘

|

i

-In addition, the Applicant Mark covers goods which are identical and similar to the goods covered by the Opponent Mark.
‘This serves to increase the overall degree of similarity between the Opponent Mark and the Applicant Mark. The
.Opponent Mark is very well known around the world including in the UK, and has been extensively used, and as such
enjoys a high degree of inherent and acquired distinctive character. As will be demonstrated later in these proceedings, !
the Opponent Mark is highly recognised by consumers as indicating luxury and reliable goods. ;
{
In view of the above, the Opponent submits that should the Applicant Mark proceed to registration, a likelihood of
confusion including a likelihood of association would arise an the part of the public in the UK between the Opponent Mark
-and the Applicant Mark.

T™7



SECTION B: Opposition is based on section 5(3) of the Trade Marks Act on the basis of an sarlier registered
or pending trade mark, that is identical with or similar to an earlier mark which has a reputation.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number o

Your trade mark 454546

Type of mark ‘ g o

Plye':se tick -UK : § / i EUTM international

Representation of your trade mark

Enter your trade mark in the space provided - use a continuation sheet if necessary.

| H

| ;

g |

| ,

)

1

|

| |

|

! ;
I
!

™7



Q1. For which goods or services cavered by your earlier trade mark does it have a reputation?

All goods and services ‘

/ Some goods and services (please specify below, use a continuation sheet if necesseary)

All goods in Class 12

Q2.  For which goods or services in the application (you are opposing) would use of the applicant’s mark
take unfair advantage of, or be detrimental to, the distinctive character or reputation of the earlier trade
mark?

I / i All goods and services

: } i o -
i Some goods and services (plsase specify beiow, use a continuation sheat if necessary)

i

; |
{ o !

Q3. Is it claimed that the similarity between the reputed earlier trade mark and the later trade mark is
such that the relevant public will believe that they are used by the same undertaking or think that there is
an economic connection between the users of the trade marks?

%/iYes 'No

Usa this space to supply any further informalioh

i
_The Applicant Mark should be refused registration under the provisions of Section 5(3) of the Trade Marks Act 1994. f
As will be demonstrated in these proceedings, the Opponent enjoys a reputation in the Opponent Mark for the
claimed goods protected under its registration. Use of the Applicant Mark is liable to, without due cause, take unfair '
advantage of, or cause detriment to, the distinctive character or repute of the Opponent Mark. In light of the i
significant reputation enjoyed in the Opponent Mark, the relevant public is likely to believe that the Applicant Mark
and the Opponent Mark originate from the same or economically linked undertakings. Alternatively, consumers may
believe that the Opponent and the Applicant have entered into a partnership or commercial venture which permits
use of the Opponent Mark by the Applicant. Such a belief may entice consumers to use the goods of the Applicant,
believing them to be connected in some way with the reliable and luxury goods offered under the Opponent Mark.



QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE IS ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. is there any other basis for your claim of unfair advantage? If so, please explain what the advantage
would be to the holder of the later mark, and why it is unfair.

Unfair advantage is taken by the applicant as a result of the use of a closely similar sign. In the present case, the
trade marks are similar, therefore the image of the Opponent Mark is transferred to the goods designated under the
Applicant Mark. The Opponent submits that the Applicant Mark immediately calls the Opponent Mark to the mind of
the average consumer. The Opponent Mark enjoys a significant reputation for and is recognised by consumers as
-denoting luxury goods in the UK. If registered, the Applicant Mark will unfairly benefit from the power of attraction that:
ilhe Opponent Mark enjoys, and will unfairly exploit this reputation without the Applicant having made the associated
linvestment.

Qs. Is there any other basis for your claim of detriment to the reputation of the earlier mark? If so, please
explaln what the detriment would be and how it wouid occur.

,Degradauon to an earlier trade mark is caused when the goods or services for whnch the later sign is used may be
perceived by the public in such a way that the trade mark's power of attraction is reduced. The Opponent Mark has |
been used for many years and is synonymous with the luxury goods offered under the trade mark. The reputationin .
'the Opponent Mark will be tarnished by the use of a highly similar trade mark for inferior quality goods. Use of the
Applicant Mark may have a negative influence on the reputation of the Opponent Mark, which may diminish the
power of attraction the Opponent Mark enjoys. If the Applicant Mark is registered, the exclusivity conferred by the
Opponent Mark, and the ability of the Opponent to control and identify goods bearing the Opponent Mark as
originating from the Opponent, will be weakened.

Q6. Is there any other basis for your claim of detriment to the distinctive character of the earlier mark?
It so, please explain what the detriment would be and how it would affect the economic behaviour of the
relevant public.

3Dllution is caused when a trade mark’s ability to identify the goods or services for which it is registered are weakened
Thls can be demonstrated in the present case, where use of the Applicant Mark leads to a dispersion of the identity
Iand hold that the Opponent Mark has upon the public mind. If the Applicant Mark is registered, the Opponent will
'have no control over how the Applicant Mark is used by the Applicant. This will inevitably weaken the Opponent's
'position and seriously damage the exclusivity of the Opponent Mark. If the Opponent Mark's exclusivity is weakened, :
consumers may no longer be able to rely on the Opponent Mark as a mark of quality and trust and may therefore §
choose not to use the goods offered under the Opponent Mark, thereby effecting the economic behaviour of the
relevant public.

™7



Q7. STATEMENT OF USE PROVISION - Was the registration or protection process for the earlier trade
mark completed § years or more before the publication date of the application you wish to oppose?

) Yes No > GO TO Q10

Q8.  Has the trade mark been used in the 5 year period ending on the date of publication of the opposed

mark?

f/‘Yes ‘No> GO TO Q9b
Q9a. For which of the goods and services listed at Q1 is trade mark use being claimed?
| / All goods and servicesm |

Some goods and services (please specify below, use @ continuation sheet if necessary)

> GOTOQ10

.Q9b. Please state any proper reasons for non-use,

3
i
i
1

Q10. Use this space to give any further information to explain why you are opposing the application on
this ground. .



SECTION E: Opposition is based on any other grounds
You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

Use this sheet if you are basing your opposition on any other grounds and tick the appropriate box.

o If the opponent is claiming protection for an earlier trade mark under o
/ Section 5(1),(2).(3) Section 6(1)(c) which is a well known trade mark as defined in Section 56(1). See
_______ +1Note below. L ]
Section 5(4)(b) An eafrlier right by virtue of the law of copyright, design right or registered designs.
Section 60 ' Registered in the name of an agent or representative.
Rule 25(2) Opposition to amendment after publication.
Rule 29 Regulations for collective or certification marks.
Rule 30(4) Amendment of regulations for collective or certification marks.
Rule 32(3) Alteration of registered mark.
Rule 53(2) Removat of matter from the register.
Others

+1 For opposttion on these grounds the following details should be supplied in the area befow:

*  Representation of the mark

*  Details of any reference number and related jurisdiction if relevant

*  Detaiis of goods and services covered by the earller mark

*  Detalls of goods and services (in the application) which you consider to be similar identical to those covered by the earlier mark.

Alternatively you may wish to adapt Section A and Section B of this form.

Gilve detalls (including details of any right relied upon) to support the application under these grounds
(Use a continuation sheet if necessary)

Spl s

Please refer to Continuation Sheet 3




Section E:

Section 56(1) Continuation Sheet 3

EUTM Registration No. 454546 is an earlier mark under the provisions of Section 6(1)(c)
and is a well known mark as defined in Section 56(1).

Itis registered and used in respect of “Vehicles; Apparatus for locomotion by fand, air or water; In
particular automobiles, spare parts and accessories for automobiles, only included in class 12; Tire
paiches; Air bags [safety devices for automaobiles]; Pumps (Air -) [vehicle accessories]; Anti-glare
devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning systems for
bicycles; Automobile bodies; Automobile chains; Automobile chassis; Automobile hoods; Tyres for
motor vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels;
Bands for wheel hubs; Baskets adapted for bicycles; Bells for bicycles, cycles; Bicycle bells; Brakes
for bicycles, cycles; Frames for bicycles, cycles; Cycle saddles; Bicycle stands; Bicycle tires [tyres);
Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake segments
for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for
vehicle petrol [gas] tanks; Casings for pneumatic tires [tyres]; Casters for trolleys [vehicles] [carts
(Am.)]; Cleaning trolleys; Cleats [nautical]; Clutches for land vehicles; Connecting rods for land
vehicles, other than parts of motors and engines; Couplings for land vehicles; Stroller covers;
Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycle bells;
Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle
mudguards; Pumps for bicycles, cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires
[tyres]; Direction signals for vehicles, Disengaging gear for boats; Doors for vehicles; Driving chains
for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Motors for land vehicles;
Fenders for ships; Flanges for railway wheel tires [tyres]; Freewheels for land vehicles; Funnels for
locomotives; Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for
cycles; Trolleys; Head-rests for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns
for vehicles; Hub caps; Hubs for vehicle wheels; Hydraulic circuits for vehicles; Inclined ways for
boats; Inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage carriers for vehicles;
Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles; -
Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Panniers adapted for
cycles; Pedals for cycles, Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles;
Pushchair hoods; Railway couplings; Rearview mirrors; Reduction gears for iand vehicles; Repair
outfits for inner tubes; Reversing alarms for vehicles; Rims for vehicle wheels; Rims for bicycles,
cycles; Oarlocks; Rudders; Saddie covers for bicycles or motorcycles; Safety belts for vehicle seats;
Safety seats for children, for vehicles; Screw-propellers; Screw-propeliers for boats; Ship propellers;
Stern oars; Seat covers for vehicles; Security harness for vehicle seats; Ship hulls; Shock absorbers
for automobiles; Shock absorbing springs for vehicles; Shopping trolleys [carts (Am.)]; Ski carriers for
cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires (tyres}]; Spoke clips for wheels;
Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles;
Suspension shock absorbers for vehicles; Tailboard lifts [parts of land vehicles]; Ships (Timbers
[frames] for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lorries [trucks];
Tires for vehicle wheels; Torque converters for land vehicles; Torsion bars for vehicles; Traction
engines; Trailer hitches for vehicles; Transmission chains for land vehicles; Transmission shafts for
land vehicles; Transmissions, for land vehicles; Treads for retreading tires [tyres]; Treads for vehicles
[roller belts]; Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves for vehicle tires
[tyres]; Vehicle bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards; Vehicle
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seats; Vehicle suspension springs; Vehicle wheel spokes; Wheels for bicycles, cycles; Windows for
vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Dress guards for bicycles,
cycles; Saddles for bicycles, cycles or motorcycles; Turbines for land vehicles; Vehicle wheels;
Wheelbarrows” in Class 12.

As set out in the preceding pages of this Opposition, the Applicant Mark should be refused
registration under the provisions of Section 5(2)(b) and Section 5(3) of the Trade Marks Act 1994 for
the reasons stated therein. The Opponent Mark is well known throughout the UK, EU and worldwide
and is considered to be among the most famous in the world.

Itis also to be noted that the Opponent Mark is not only used in relation to vehicles but also in relation
to a large range of merchandising goods such as perfumes, watches, leather items and other luxury
goods.

Further, the Opponent is and has been for many decades, one of the strongest protagonist's of
Formula 1 Racing, one of the most popular car sports worldwide.

Evidence pertaining to the above will be presented during the adversarial stages of the Opposition.

Accordingly, the registration of Application No. 1406563 should be prevented in light of the
Opponent’s trade mark being well known in the UK as being the trade mark of the Opponent.
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EUIPO - eSearch

1of3

R

ELROPEAN UNION
INTELLECTUAL PRQOERTY OFFICE

Timeline

EUTM file information

https://enipo.europa.eu/eSearch/#details/trademarks/000454 546

U lpo Protect your intellectual property in the Eurcpeon Union

(Trade mark without text)
000454546

Registered EUTM

h---“-..*...@

L TN A

Graphic representation

19/10/2018

300112027
EUTM expiry dace

Trade mark information

Name

Filing number
Basis

Date of receipt
Type

Nature

Nice dasses

Vienna Classlfication

(Trade mark without text)
000454546

EUTM

30/01/1997

Figurative

Individual

12, 37 ( Nice Classification)
03.03.01, 03.03.17 ( Vienna

Filing date
Registration date
Expiry date
Designation date
Filing language
Second language
Appiication reference

Trade mark status

30/01/1997
0771172000
30/01/2027

italian
English
€000739

]9%/2018, 12:21



EUIPO - eScarch https://euipo.curopa.cu/cSearch/#details/trademarks/000454 546

Classification ) Registered

Acquired distinctiveness No

Goods and services

English (en)

12 Vehicles; Apparatus for locomotion by land, air or water; In particular automobiles, spare parts and accessories for
automobiles, only included in class 12; Tire patches; Air bags [safety devices for automobiles]; Pumps (Air -) [vehicle
accessories); Anti-glare devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning systems for
bicycles; Automabile bodies; Automobile chains; Automobile chassis; Automobile hoods; Tyres for motor vehicles; Axle
journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels; Bands for wheel hubs; Baskets adapted for
bicycles; Bells for bicycles, cycles; Bicycle belis; Brakes for bicycles, cycles; Frames for bicycles, cycles; Cycle saddles; Bicycle
stands; Bicycle tires [tyres]; Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake
segments for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for vehicle petra!
(gas) tanks; Casings for pneumatic tires [tyres); Casters for trolleys {vehicles] [carts (Am.)]; Cleaning trolleys; Cleats [nautical;
Clutches for land vehicles; Connecting rods for land vehicies, other than parts of motors and engines; Couplings for land
vehicles; Stroller covers; Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycle bells;
Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps for bicycles,
cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires [tyres]; Direction signals for vehicles; Disengaging gear for
boats; Doors for vehicles; Driving chains for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Motors
for land vehicles; Fenders for ships; Flanges for railway wheel tires [tyres]); Freewheels for land vehicles: Funnels for
locomatives; Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for cycles; Trofleys; Head-rests
for vehicle seats; Hoods for vehicle engines; Hoods far vehicles; Horns faor vehicles; Hub caps; Hubs for vehicle wheels;
Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage
carriers for vehicles; Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles;
Mudguards; Tires (Non-skid devices for vehicle -;; Oars; Paddles for canoes; Panniers adapted for cycles; Pedals for cycles;
Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings; Rearview
mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for vehicle
wheels; Rims for bicycles, cycles; Oarlocks; Rudders; Saddie covers for bicycles or motorcycles; Safety belts for vehicle seats;
Safety seats for children, for vehicles; Screw-propellers; Screw-propeliers for boats; Ship propellers; Stern oars; Seat covers
for vehicles; Security harness for vehicle seats; Ship hulls; Shock absorbers for automobiles; Shock absorbing springs for
vehicles; Shopping trolleys {carts (Am.)]; Ski carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires
[tyres]; Spoke clips for wheels; Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automaobiles;
Suspension shock absorbers for vehicles; Tailboard lifts [parts of land vehicles]; Ships (Timbers {frames) for -); Tipping
apparatus, parts of trucks and waggons; Tipping bodies for lorries [trucks]; Tires for vehicle wheels; Torque converters for
land vehicles; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles; Transmission chains for land vehicles;
Transmission shafts for [and vehicles; Transmissians, for land vehicles; Treads for retreading tires {tyres); Treads for vehicles
(roller belts}; Sack trucks; Undercarriages for vehicles; Uphoistery for vehicles; Valves for vehicle tires [tyres]; Vehicle
bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards; Vehicle seats; Vehicle suspension springs; Vehicle
wheel spokes; Wheels for bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams (baby carriages);
Dress guards for bicycles, cycles; Saddles for bicycles, cycles or motorcycles; Turbines for land vehicles; Vehicle wheels;
Wheelbarrows.

37 Construction, repair and maintenance services for motor vehicies, all included in class 37.

Owners
FERRARI S.P.A.
4] 7308 Zountry IT-1taly Correspondence address
) Can be accessed and
Orgamisation  FERRARI Sacioouny n/a FERRARI S.P.A. changed by authorised user
S.PA Jown Modena Via Emilia Est, 1163 via the User Area
L < {-41100 Modena
egal statu Legal entity 205t code 41100 ITALIA
e Canr be accessed and
Aarnss ’ll‘;as:milia Est, changed by authorised user
via the User Area
Can be accessed and
changed by authorised user
via the User Area
Representatives
DR. MODIANO & ASSOCIATI S.P.A.
o 10583 Cayntry 17 - icaly Correspondence addrass
00 39-0285907777
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https://euipo.europa.cu/eSearch/#details/trademarks/0004 54546

EUIPO - eSearch
Qrgarisatior n/a State/county n/a DR. MODIANO & ASSOQCIATI
N Lexal pers . it SPA 00 39-0272021062
g egaiperson  Tow ano Via Meravigli, 16
“ype Association Post cone 20123 1-20123 Milano ,
ITALIA uami@modiana.com
Adoress Via Meravigli,
16
Cancellation
No datg
Appeals
No data
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SECTION A: Opposition Is based on sections 5{1) or 5(2) of the Trade Marks Act on the basis of an earlier

registered or pending mark.

Please tick the relevant section(s) that apply.

'L 5(1) itis Identlcal with an eamer mark and for Identlcal goods or servlces as the earller mark
‘ R

5(2)(a) itis identlcal wnh an eariler mark and for sImIlar goods or services as the earher mark

’ / j 5(2)(b) It is slmilar to an eamer mark and for ldentlcal or simllar goods or services as the earlier mark

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number | - :
Your trade mark 539585
%';'ma; T, B
Please tick ‘ (UK

Representation of your trade mark

Enter your trade mark in the space provided - use a continuation sheet if necessary.

[N SR

kit
|

Ferrari

[/ EUTM ! | International
J SR § !
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Q1. Which goods or services covered by the earlier trade mark are relied upon for the opposition?

All goods and services

| / . Some goods and services {please specify below, use a continuation sheet if necessary)

All goods in Class 12

Q2. STATEMENT OF USE - Was the registration or protection process for the earlier trade mark
completed & years or more before the publication date of the application you wish to oppose?

:/,‘Yes ~ No>GOTOQ4
Q3. Has the trade mark been used?

| ves "~ INe>GOTOQ3b

Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?

[/ i AII goods and sefviceé

. Some goods and services (please specify below, use e continuation sheet if necessary)
i X R e .

> GOTOAQ4.

T™7
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Q3b. Please state any proper reasons for non-use.

!

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4. Which goods or services in the application that you are opposing do you claim are identical or
similar to those covered by the earlier mark which you have listed at Q1 or Q3a (whichever is appllcable)?

/ i All goods and services

; Some goods and services (please specify below, use & continuation sheet if necessary) !

Qs. Use this space to supply any further information about why you consider there is a likelihood of
confusion and e.g. why you consider the respective marks or goods and/or services to be similar.

'The trade mark applied for ("the Applicant Mark") should be rafused registration under the provisions of Section 5(2)(b) of
‘the Trade Marks Act 1994. The Applicant Mark is visually and conceptually similar to the Opponent's registration (the
,Opponent Mark"), as both the Applicant Mark and the Opponent Mark depict an image of a horse facing left in a rearing -
ior jumping position. The Applicant Mark will therefore merely be seen as indicating that the contested goods are offered .
:under the Opponent Mark in the UK.

! In addition, the Applicant Mark covers goods which are identical and similar to the goods cavered by the Opponent Mark. -
{This serves ta increase the overall degree of similarity between the Opponent Mark and the Applicant Mark. The :
Opponent Mark is very well known around the world including in the UK, and has been extensively used, and as such
{enjoys a high degree of inherent and acquired distinctive character. As will be demonstrated later in these proceedings, '
Ethe Opponent Mark is highly recognised by consumers as indicating luxury and reliable goods.

In view of the above the Opponent submits that should the Applicant Mark proceed to registration, a likelihood of
confuswn including a likelihood of association would arise on the part of the public in the UK between the Opponent Mark -
_ {and the Applicant Mark.

i
i
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SECTION B: Opposition is based on section 5(3) of the Trade Marks Act on the basls of an earlier registered
or pending trade mark, that is identical with or similar to an earlier mark which has a reputation.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number

Your trade mark 539585
e of mark e R s _ ey
;nge tick ‘ LUK | / EUTM : i International
1 A A Rt I
Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.
Ferrari
|
T™7



Qf. For which goods or services covered by your earlier trade mark does it have a reputation?

AII goods and services

|

/ Some goods and services (please specify below, use & continuation sheet if necessary)

i

All goods in Class 12

Q2. Forwhich goods or services in the application (you are opposing) would use of the applicant’s mark
take unfair advantage of, or be detrimental to, the distinctive character or reputation of the earlier trade
mark?

f / LAl goods and services

Some goods and services (please spec:fy below, use a continuation shest if necassaly)

‘—T'—°"— —

Q3. Is it claimed that the similarity between the reputed earlier trade mark and the later trade mark is
such that the relevant public will believe that they are used by the same undertaking or think that there is
an economic connection between the users of the trade marks?

;.ties éNo

: : Use this space to supply any further information ' A ) . i

The Applicant Mark should be refused registration under the provisions of Section 5(3) of the Trade Marks Act 1994.
! As will be demonstrated in these proceedings, the Opponent enjoys a reputation in the Opponent Mark for the

| claimed goods protected under its registration. Use of the Applicant Mark is liable to, without due cause, take unfair
jadvantage of, or cause detriment to, the distinctive character or repute of the Opponent Mark. In light of the
;significant reputation enjoyed in the Opponent Mark, the relevant public is likely to believe that the Applicant Mark
:and the Opponent Mark originate from the same or economically linked undertakings. Altematnvely, consumers may
belleve that the Opponent and the Applicant have entered into a partnership or commercial venture which permits
'use of the Opponent Mark by the Applicant. Such a belief may entice consumers to use the goods of the Applicant,
ibelieving them to be connected in some way with the reliable and luxury goods offered under the Opponent Mark.

™7
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QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE IS ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. s there any other basis for your claim of unfair advantage? If so, please explain what the advantage
would be to the holder of the later mark, and why it is unfair.

‘Unfair advantage is taken by the applicant as a result of the use of a closely similar sign. in the present case, the
trade marks are similar, therefore the image of the Opponent Mark is transferred to the goods designated under the
rApplicant Mark. The Opponent submits that the Applicant Mark immediately calis the Opponent Mark to.the mind of
ithe average consumer. The Opponent Mark enjoys a significant reputation for and is recognised by consumers as
|denoting luxury goods in the UK. If registered, the Applicant Mark will unfairly benefit from the power of attraction that

'the Opponent Mark enjoys, and will unfairly exploit this reputation without the Applicant having made the associated
linvestment.

Q5. Is there any other basis for your claim of detriment to the reputation of the earlier mark? If so, please _
explaln what the detriment would be and how it would occur.

Degradatmn toan earlner trade mark is caused when the goods or services for which the later sign is used may be
‘perceived by the public in such a way that the trade mark's power of attraction is reduced. The Opponent Mark has
ibeen used for many years and is synonymous with the luxury goods offered under the trade mark. The reputation in
lthe Opponent Mark will be tamished by the use of a highly similar trade mark for inferior quality goods. Use of the
]Applmnt Mark may have a negative influence on the reputation of the Opponent Mark, which may diminish the
;power of attraction the Opponent Mark enjoys. If the Applicant Mark is registered, the exclusivity conferred by the
tOpponent Mark, and the ability of the Opponent to control and identify goods bearing the Opponent Mark as
'originating from the Opponent, will be weakened.

Q6. ls there any other basis for your claim of detriment to the distfnctlve character of the earlier mark?
If so, please explain what the detriment would be and how it would affect the economic behaviour of the
relevant publlc

iDllutlon is caused when a trade mark's ability to identify the goads or services for which it is reglstered are weakened
‘This can be demonstrated in the present case, where use of the Applicant Mark leads to a dispersion of the identity
‘and hold that the Opponent Mark has upon the public mind. If the Applicant Mark is registered, the Opponent will
have no contro! over How the Applicant Mark is used by the Applicant. This will inevitably weaken the Opponent's
position and seriously damage the exclusivity of the Opponent Mark. If the Opponent Mark's exclusivity is weakened,
:consumers may no longer be able to rely on the Opponent Mark as a mark of quality and trust and may therefore

choose not to use the goods offered under the Opponent Mark, thereby effecting the economic behaviour of the
relevant public.

™7
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Q7. STATEMENT OF USE PROVISION - Was the registration or protection process for the earlier trade
mark completed 5 years or more before the publication date of the application you wish to oppose?

/ Yes No » GO TO Q10

Qs. Has the trade mark been used in the 5 year period ending on the date of publication of the opposed
mark?

 ives ' |No>GOTOQsD
Q9a. For which of the goods and services listed at Q1 is trade mark use being claimed?
/ All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

> GOoTOQ10

Q%b. Please state any proper reasons for non-use.

Q10. Use this space to give any further information to explaln why you are opposing the application on
this ground. ‘

l

|

™7
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SECTION E: Opposition is based on any other grounds

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

Use this sheet if you are basing your opposition on any other grounds and tick the appropriate box.

v

i ih;oi)bénent is claiming—protection for an earlier trade mark under
Section 5(1).(2).(3) Section 6(1)(c) which is a well known trade mark as defined in Section 56(1). See

R TtNote below. e
Section 5(4)(b) An earlier right by virtue of the law of copyright, design right or registered designs.
Section 60 Registered in the name of an agent or representative.
Rule 25(2) Oppons;t;o;_tuo a;;:dm;t ;fter publicatio; o
Rule 29 Regulations for collective or certification marks.
Rule 30(4) Amendment of regulations for collective or certification marks.
Rule 32(3) - Alterat:c;\ of .r;e;stered mark.
Rule 53(2) Removal of matter from the register.

Others

11 For opposition on these grounds the following detalis should be supplied in the area below:

Reprasentation of the mark

Details of any reference number and related jurisdiction if relevant

Details of goods and services covered by the earlier mark

Details of goods and services (in the application) which you consider to be similar identical to those covered by the earlier mark.

Alternatively you may wish to adapt Section A and Section B of this form.

Give detalls (including details of any right relied upon) to support the application under these grounds
{Use a continuation sheet if necessary)

{Please refer to Contmuation Sheet 4
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Section E:

Section 56(1) Continuation Sheet 4

$

ESFrari

EUTM Registration No. 539585 is an earlier mark under the provisions of Section 6(1)(c)
and is a well known mark as defined in Section 56(1).

It is registered and used in respect of “Vehicles; Apparatus for locomotion by land, air or water; In
particular automobiles, spare parts and accessories for automobiles, only included in class 12; Tire
patches; Air bags [safety devices for automobiles]; Pumps (Air -) [vehicle accessories]; Anti-glare
devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning systems for
bicycles; Automobile bodies; Automabile chains; Automobile chassis; Automobile hoods; Tyres for
motor vehicles; Axie journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels;
Bands for wheel hubs; Baskets adapted for bicycles; Bells for bicycles, cycles; Bicycle bells; Brakes
for bicycles, cycles; Frames for bicycles, cycles; Cycle saddles; Bicycle stands; Bicycle tires [tyres];
Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake segments
for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for
vehicle petrol [gas] tanks; Casings for pneumatic tires [tyres]; Casters for trolleys [vehicles] [carts
(Am.)}; Cleaning trolleys; Cleats {nautical]; Clutches for land vehicles; Connecting rods for land
vehicles, other than parts of motors and engines; Couplings for land vehicles; Stroller covers,
Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycle bells;
Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle
mudguards; Pumps for bicycles, cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires
[tyres]; Direction signals for vehicles; Disengaging gear for boats; Doors for vehicles; Driving chains
for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Motors for land vehicles;
Fenders for ships; Flanges for railway wheel tires [tyres]; Freewheels for land vehicles; Funnels for
locomotives; Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for
cycles; Trolleys; Head-rests for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns
for vehicles; Hub caps; Hubs for vehicle wheels; Hydraulic circuits for vehicles; Inclined ways for
boats; inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage carriers for vehicles;
Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles;
Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Panniers adapted for
cycles; Pedals for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms for fand vehicles;
Pushchair hoods; Railway couplings; Rearview mirrors; Reduction gears for land vehicles; Repair
outfits for inner tubes; Reversing alarms for vehicles; Rims for vehicle wheels; Rims for bicycles,
cycles; Oarlocks; Rudders; Saddle covers for bicycles or motorcycles; Safety belts for vehicle seats;
Safety seats for children, for vehicles; Screw-propellers; Screw-propeliers for boats; Ship propellers;
Stern oars; Seat covers for vehicles; Security harness for vehicle seats; Ship hulls; Shock absorbers
for automobiles; Shock absorbing springs for vehicles; Shopping trolleys fcarts (Am.)]; Ski carriers for
cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres]; Spoke clips for wheels;
Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles;
Suspension shock absorbers for vehicles; Tailboard lifts (parts of land vehicles]; Ships (Timbers
[frames] for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lorries [trucks];
Tires for vehicle wheels; Torque converters for land vehicles; Torsion bars for vehicles; Traction
engines; Trailer hitches for vehicles; Transmission chains for land vehicles; Transmission shafts for
land vehicles; Transmissions, for land vehicles; Treads for retreading tires [tyres}; Treads for vehicles
[roller belts]; Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves for vehicle tires
[tyres]; Vehicle bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards; Vehicle
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seats; Vehicle suspension springs; Vehicle wheel spokes; Wheels for bicycles, cycles; Windows for
vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Dress guards for bicycles,
cycles; Saddles for bicycles, cycles or motorcycles; Turbines for land vehicles; Vehicle wheels;
Wheelbarrows" in Class 12.

As set out in the preceding pages of this Opposition, the Applicant Mark should be refused
registration under the provisions of Section 5(2)(b) and Section 5(3) of the Trade Marks Act 1994 for
the reasons stated therein. The Opponent Mark is well known throughout the UK, EU and worldwide
and is considered to be among the most famous in the world.

It is also to be noted that the Opponent Mark is not only used in relation to vehicles but also in relation
to a large range of merchandising goods such as perfumes, watches, leather items and other luxury
goods.

Further, the Opponent is and has been for many decades, one of the strongest protagonist's of
Formula 1 Racing, one of the most popular car sports worldwide.

Evidence pertaining to the above will be presented during the adversarial stages of the Opposition.

Accordingly, the registration of Application No. 1406563 should be prevented in 'Iight of the
Opponent’s trade mark being well known in the UK as being the trade mark of the Opponent.
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EUIPO - eSecarch https://enipo.curopa.ew/eSearch/#details/trademarks/000539585

Q Eu Ipo Protect your Intellectual property in the European Union
EUROPEAN UNMON

PROREATY OFFICE

EUTM file information

Ferrari
000539585

Timeline

Rogistered EUTM
Ome—————— Qe r—- - +
. 19/1?/;013

0900812027
EUTV exoiry date

Graphic representation
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EUIPQ - eSearch ‘ https://euipo.europa.eu/éSearch/#details/trademarks/OOO539585

20f4

Prari

Trade mark information

Name Ferrari Filing date 09/05/1997
Filing number 000539585 Registration date 19/11/1998
Basis EUTM Expiry date i 09/05/2027
Date of receipt 09/05/1997 Designation date
Type Figurative Filing language italian
Nature Individual Second language English
Nice classes 12, 37 ( Nice Classification ) Application reference C000851
Vienna Classification 03.02.26, 03.03.01, 03.03.17, Trade mark status Registered
26.04.02, 26.04.05, 26.04.22,
26.04.98, 26.04.99, 26.11.08 (
Vienna Classification ) Acquired distinctiveness No

Goods and services

English (en)

12 Vehicles; Apparatus for locomoation by land, air or water; In particular automobiles, spare parts and accessories for
automobiles, only included in class 12; Tire patches; Air bags [safety devices for automobiles]; Pumps (Air -) [vehicle
accessories]; Anti-glare devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning systems for
bicycles; Automobile bodies; Automobile chains; Automabile chassis; Automobile hoods; Tyres for motor vehicles; Axle
journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels; Bands for wheel hubs; Baskets adapted for
bicycles; Bells for bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Frames for bicycles, cycles; Cycle saddles; Bicycle
stands; Bicycle tires {tyres); Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake
segments for vehicles; Brakes for vehicles; Buffers for railway rolling stack; Bumpers for automobiles; Caps for vehicle petrol

%§0/20l8, 12:21



EUIPOQ - eSearch https://euipo.europa.eu/eSearch/#details/trademarks/000539585

[gas] tanks; Casings for pneumatic tires [tyres]; Casters for trolieys [vehicles] [carts (Am.)); Cleaning tralleys; Cleats [nauticall;
Clutches far tand vehicles; Cannecting rods for land vehicles, other than parts of motors and engines; Couplings for fand
vehicles; Stroller covers; Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycie befls;
Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps for bizdes,
cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires [tyres]; Direction signats for vehicles; Disengaging gear for
boats; Doors for vehicles; Driving chains for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Motors
for land vehicles; Fenders for ships; Flanges for railway wheel tires [tyres]; Freewheels for land vehicles; Funnels for
locornatives; Funnels for ships; Gear boxes for iand vehicles; Gearing for land vehicles; Gears for cycles; Trolleys: Head-rests
for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns for vehicles; Hub caps; Hubs for vehicle wheels;
Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for pneumatic tires; jet engines for land vehicles; Luggage
carriers for vehicles; Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles;
Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Panniers adapted for cycles; Pedals for cycles;
Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings; Rearview
mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for vehicle
wheels; Rims for bicycles, cycles; Oariocks; Rudders, Saddle covers for bicycles or motorcycles; Safety belts for vehicle seats;
Safety seats for children, for vehicles; Screw-prapeliers; Screw-propellers for boats; Ship propellers; Stern oars; Seat covers
for vehicles; Security harness for vehicle seats; Ship hulls; Shack absorbers for automobiles; Shack absorbing springs for
vehicles; Shopping trolleys [carts (Am.)]; Ski carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires
{tyres); Spoke clips for wheels; Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles;
Suspension shock absorbers for vehicles; Tailboard lifts [parts of land vehicles}; Ships (Timbers {frames} for -); Tipping
apparatus, parts of trucks and waggons; Tipping bodies for lorries {trucks); Tires for vehicle wheels; Torque converters for
land vehicles; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles; Transmission chains for land vehicles;
Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for retreading tires ftyres]; Treads for vehicles
{rotler belts}; Sack trucks; Undercarriages for vehicles; Uphalstery for vehicles; Valves for vehicle tires [tyres]; Vehicle
bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards; Vehicle seats; Vehicle suspension springs; Vehicle
wheel spokes; Wheels far bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams (baby carriages),
Dress guards for bicycles, cycles; Saddies for bicycles, cycles or motorcycles; Turbines for land vehicies; Vehicle wheels;
Wheelbarrows. :

37 Construction, repair and maintenance services for motor vehicles, all included in class 37.

Owners
FERRARI S.P.A.
0 7308 Country IT - ltaly Correspondence address :
i) Can be accessed and
Crganisation FERRARI State/courty n/a FERRARI S.P.A. changed by autharised user
S.PA. -own Modena Via Emilia Est, 1163 via the User Area
.egal szatus nga[gntigy pos: code 41100 :T‘}:L‘llgo Modena
Can be accessed and
Adaress :I::;mma Est, changed by authorised user
via the User Area
Can be accessed and
changed by authorised user
via the User Area
Representatives

DR. MODIANO & ASSOCIATI S.P.A.

) 10583 Country IT - italy Carrespondence address 0285907777

) 00 39- 7
Orgamissuon n/a Statescounty n/a DR. MODIANO & ASSOCIATI
Lesal stat L rso Tt Mil S.P.A. :

status egal person  Tow ano Via Meravigli, 16 00 39-0272021062
Type Assaclation PosC cade 20123 1-20123 Milano :
. ITALIA

Addiess \{? Meravigli, uami@maodiano.com
Cancellation
No dara
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SECTION A: Oppaosition is based on sections 5(1) or §(2) of the Trade Marks Act on the basis of an earlier
registered or pending mark.

Please tick the relovant section(s) that apply.
; 5(1) it is identical with an earlier mark and for identical goods or services as the earlier mark
| 5(2)(a) It is identical with an earlier mark and for mmllar goods or services as the earlier mark.

/ 5(2)(b) It is similar to an earlier mark and for ldentlcal or similar goods or services as the earller mark

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.
ABOUT THE EARLIER TRADE MARK

Trade mark number

Your trade mark 161984
Type of mark ‘ : : » : .
Please tick UK ;’ / EUTM | . international

Representation of your trade mark _
Enter your trade mark in the space provided - use a continuation sheet if necessary.
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Q1.  Which goods or services covered by the earlier trade mark are relied upon for the opposition?

All goods and services

; / - Some goods and services (please specify below, use a continuation sheet if necessary)

i All goods in Class 12

Q2. STATEMENT OF USE - Was the registration or protection process for the earlier trade mark
completed 5 years or more before the publication date of the application you wish to oppose?’

/ EYes - ;No>GOTOQ4
Q3. Has the trade mark been used? |

Fj Yes “ ' | .No> GO TO Q3b
Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?
/ ‘ AII g-oods.an&i servi_0§§

, Some goods and services (please specify balow, use a continuation sheet if necessary)

> GO TO Q4.
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Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4.  Which goods or services in the application that you are opposing do you claim are Identical or
similar to those covered by the earlier mark which you have listed at Q1 or Q3a (whlchever Is appllcable)?

f / All goods and services

! | Some goods and Services (please specify below, use & continuation sheet if necessary)

|
t
1
|
‘

Q5. Use this space to supply any further information about why you consider there is a likellhcod of
confusion and e.g. why you consider the respective marks ot goods and/or services to be similar.

The trade mark applied for ("the Applicant Mark") should be refused registration under the provisions of Section 5(2Xb) of
the Trade Marks Act 1994. The Applicant Mark is visually and conceptually similar to the Opponent's registration ("the
-Opponent Mark"), as both the Applicant Mark and the Opponent Mark depict an image of a horse facing left in a rearing
or jumping position. The Applicant Mark will therefore merely be seen as indicating that the contested goods are offered

:under the Opponent Mark in the UK.

In addition, the Applicant Mark covers goods which are identical and similar to the goods covered by the Opponent Mark.

- This serves to increase the overall degree of similarity between the Opponent Mark and the Applicant Mark. The

.Opponent Mark is very well known around the world including in the UK, and has been extensively used, and as such
.enjoys a high degree of inherent and acquired distinctive character. As will be demonstrated later in these proceedings,
‘the Opponent Mark is highly recognised by consumers as indicating luxury and reliable goods.

In view of the above, the Opponent submits that should the Applicant Mark proceed to registration, a likelihood of
confusion including a likelihood of association would arise an the part of the public in the UK between the Opponent Mark

-and the Applicant Mark.

™7
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SECTION B: Opposition is based on section 5(3) of the Trade Marks Act on the basis of an earlier registered
or pending trade mark, that is identical with or similar to an earlier mark which has a reputation.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Tm]e niafk ﬁﬁrﬁber

Your trade mark . 161984

Type of mark ’ : ' ,' : -
Pzesetick UK : / EUTM ' "International |

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

™7
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Q1. For which goods or services covered by your earlier trade mark does it have a reputation?

i

/ All goods and services

j / . Some goods and services (please specify below, uss a cantinuation sheet if necessary)

All goods in Class 12

Q2.  For which goods or services in the application (you are opposing) would use of the applicant’s mark

take unfair advantage of, or be detrimental to, the distinctive character or reputation of the earlier trade
mark?

'y | Al gaods and services

| Some goods and services (please specify below, use a continuation sheet ifnecessary)

Q3. Is it claimed that the similarity between the reputed parlier trade mark and the later trade mark is
such that the relevant public will believe that they are used by the same undertaking or think that there is
an economic connection between the users of the trade marks?

;/ Yes ; l‘ No

f Use this space 'to supply ahy flm‘her inforfnafion k

:The Applicant Mark should be refused registration under the provisions of Section 5(3) of the Trade Marks Act 1994.
'As will be demonstrated in these proceedings, the Opponent enjoys a reputation in the Opponent Mark for the
‘claimed goods protected under its registration. Use of the Applicant Mark is liable to, without due cause, take unfair
|advantage of, or cause detriment to, the distinctive character or repute of the Opponent Mark. In light of the
lsignificant reputation enjoyed in the Opponent Mark, the relevant public is likely to believe that the Applicant Mark
~and the Opponent Mark originate from the same or economically linked undertakings. Alternatively, consumers may
‘believe that the Opponent and the Applicant have entered into a partnership or commercial venture which permits
‘use of the Opponent Mark by the Applicant. Such a belief may entice consumers to use the goods of the Applicant,
‘believing them to be connected in some way with the reliable and luxury goods offered under the Opponent Mark.
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QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE IS ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. Is there any other basis for your claim of unfair advantage? If so, please explain what the advantage
would be to the holder of the later mark, and why it is unfair.

,Unfair advantage is taken by the appllcant as a result of the use of a closely smnlar slgn In the present case, the
‘trade marks are similar, therefore the image of the Opponent Mark is transferred to the goods designated under the .-
,Appllcant Mark. The Opponent submits that the Applicant Mark immediately calls the Opponent Mark to the mind of
‘the average consumer. The Opponent Mark enjoys a significant reputation for and is recognised by consumersas
'denoting luxury goods in the UK. If registered, the Applicant Mark will unfairly benefit from the power of attraction that'
.the Opponent Mark enjoys, and will unfairly exploﬂ this reputation without the Applicant having made the assocuated

mvestment

Qs. is there any other basis for your claim of detriment to the reputation of the earlier mark? If so, please
explam what the detriment would be and how it would occur.

Degradatlon to an earher trade mark is caused when the goods or services for which the later sign is used may be
pereelved by the public in such a way that the trade mark's power of attraction is reduced. The Opponent Mark has
'been used for many years and is synonymous with the luxury goods offered under the trade mark. The reputationin
‘the Opponent Mark will be tarnished by the use of a highly similar trade mark for inferior quality goods. Use of the
1Applicant Mark may have a negative influence on the reputation of the Opponent Mark, which may diminish the
,power of attraction the Opponent Mark enjoys. If the Applicant Mark is registered, the exclusivity conferred by the
‘Opponent Mark, and the ability of the Opponent to control and identify goods bearing the Opponent Mark as ,
‘originating from the Opponent, will be weakened. :

Q6. s there any other basis for your claim of detriment to the distinctive character of the earlier mark?
If so, please explain what the detriment would be and how it would affect the economic behaviour of the
relevant public.

!Dilution is caused when a trade mark's ability to identify the goods or services for which it is registered are weakened.
This can be demonstrated in the present case, where use of the Applicant Mark leads to a dispersion of the identity
and hold that the Opponent Mark has upon the public mind. If the Applicant Mark is registered, the Opponent will
have no control over how the Applicant Mark is used by the Applicant. This will inevitably weaken the Opponent's |
‘position and seriously damage the exclusivity of the Opponent Mark. If the Opponent Mark's exclusivity is weakened, -
jconsumers may no longer be able to rely on the Opponent Mark as a mark of quality and trust and may therefore
ichoose not to use the goods offered under the Opponent Mark, thereby effecting the economic behaviour of the
‘relevant public.
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Q7.  STATEMENT OF USE PROVISION - Was the registration or protection process for the earlier trade
mark completed 5§ years or more before the publication date of the application you wish to oppose?

/ . Yes No > GO TO Q10

Q8. Has the trade mark been used in the § year period ending on the date of publication of the opposed
mark?

W Yes 'No> GO TO Qgb
Q%a. For which of the goods and services listed at Q1 is trade mark use being claimed?
/ AII goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

> GOTOoQ10

Q8b. Please state any proper reasons for non-use.

Q10, Use this space to give any further information to explain why you are oppdslng the application on
this ground.

™7
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SECTION E: Opposition is based on any other grounds
You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

Use this sheet if you are basing your opposition on any other grounds and tick the appropriate box.

If the op;;bnent is claiming protection for an earlier trade mark under

/ Section 5(1),(2).(3) Section 6(1)(c) which is a well known trade mark as defined in Section 56(1). See
L fiNotebelow. L

Section 5(4)(b) An earlier right by virtue of the law of copyright, design right or registered designs.

Section 60 Registered in the name of an agent or representative.

Rule 25(2) Opposition to amendment after publication.

Rule 29 Regulations for collective or certification marks.

Rule 30(4) Amendment of regulations for collective or certiﬁcatibn marks.

Rule 32(3) ARteration of registered mark.

Rule 53(2) Removal of matter from the register.

Others

11 For opposition on these grounds the following details should be supptied in the area below:

*  Representation of the mark

*  Details of any reference number and related jusisdiction if relevant

¢ Detalls of goods and services covered by the earfier mark

*  Details of goods and services (in the application) which you consider to be similar identical to those covered by the eartier mark.

Alternatively you may wish to adapt Section A and Section B of this form.

Give detalls (including details of any right relied upon) to support the application under these grounds
{Use a continuation sheet if necessary)

Please refer to Continuation Sheet 5
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Section E:
Section 56(1) Continuation Sheet §

————,,

2
EUTM Registration No. 161984 is an earlier mark under the provisions of Section 6(1)(c)
and is a well known mark as defined in Section 56(1).

It is registered and used in respect of “Vehicles; Apparatus for locomotion by land, air or water, in
particular cars and components and fittings therefor; Pumps (Air -) [vehicle accessories]; Anti-glare
devices for vehicles; Anti-skid chains; Anti-theft devices far vehicles; Audible warning systems for
bicycles; Automobile bodies; Automabile chains; Automobile chassis; Automobile hoods; Tyres for
motor vehicles; Axle journals; Axies for vehicles; Pushchairs; Balance weights for vehicle wheels;
Bands for wheel hubs; Bells for bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Chains for
bicycles, cycles; Frames for bicycles, cycles; Handle bars for bicycles, cycles; Pumps for bicycles,
cycles; Rims for wheels of bicycles, cycles; Cycle saddles; Spokes for bicycles, cycles; Bicycle

stands; Bicycle tires [tyres]; Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for
vehicles; Brake segments for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers
for automobiles; Caps for vehicle petrol [gas] tanks; Casings for pneumatic tires [tyres]; Cleats
[nautical]; Clutches for land vehicles; Connecting rods for land vehicles, other than parts of motors
and engines; Couplings for land vehicles; Stroller covers; Crankcases for land vehicie components,
other than for engines; Cranks for cycles; Cycle bells; Chains for bicycles, cycles; Handle bars for
bicycles, cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps for bicycles, cycles; Crank
mechanisms for bicycles; Saddles for cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires
[tyres]; Direction indicators for bicycles, cycles and the like; Direction signals for vehicles;
Disengaging gear for boats; Doors for vehicles; Dress guards for bicycles, cycles; Driving chains for
land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Tailboard lifts [parts of land
vehicles]; Motors for land vehicles; Flanges for railway wheel tires [tyres]; Freewheels for land
vehicles; Funnels for locomotives; Funnels for ships; Gear boxes for land vehicles; Gearing for land
vehicles; Gears for cycles; Trolleys; Handle bars for bicycles, cycles; Head-rests for vehicle seats;
Hoods for vehicle engines; Hoods for vehicles; Horns for vehicles; Hub caps; Hubs for vehicle wheels;
Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for bicycles, cycles; Inner tubes for
pneumatic tires; Jet engines for land vehicles; Luggage carriers for vehicles; Luggage nets for
vehicles, Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles; Mudguards; Tires
(Non-skid devices for vehicle -); Oars; Paddles for canoes; Pedals for cycles; Pneumatic tyres;
Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings; Rearview
mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for
vehicles; Rims for vehicle wheels; Oarlocks; Rudders; Saddle covers for bicycles or motorcycles;
Safety belts for vehicle seats; Safety seats for children, for vehicles; Screw-propellers; Screw-
propeliers for boats; Ship propeliers; Stern oars; Seat covers for vehicles; Security harness for vehicle
seats; Ship hulls; Shock absorbers for automobiles; Shock absorbing springs for vehicles; Ski carriers
for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres]; Spoke clips for wheels;
Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles;
Suspension shock absorbers for vehicles; Ships (Timbers [frames) for -); Tipping apparatus, parts of
trucks and waggons; Tipping bodies for lorries [trucks]; Tires for vehicle wheels; Torque converters for
fand vehicles; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles; Transmission
chains for fand vehicles; Transmission shafts for land vehicles; Transmissions, for land vehicles;
Treads for retreading tires [tyres}; Treads for vehicles [roller belts]; Tubeless tires [tyres] for bicycles,
cycles; Turbines for land vehicles; Sack trucks; Undercarriages for vehicles; Upholstery for vehicles;
Valves for vehicle tires [tyres]; Vehicle bumpers; Vehicle chassis; Vehicle running boards; Vehicle
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seats; Vehicle suspension springs; Vehicle wheelf spokes; Vehicle wheels; Wheels for bicycles,
cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Stroller
covers; Vehicle covers [shaped]; Wheelbarrows” in Class 12.

As set out in the preceding pages of this Opposition, the Applicant Mark should be refused
registration under the provisions of Section 5(2)(b) and Section 5(3) of the Trade Marks Act 1994 for
the reasons stated therein. The Opponent Mark is well known throughout the UK, EU and worldwide
and is considered to be among the most famous in the world,

It is also to be noted that the Opponent Mark is not only used in relation to vehicles but also in relation
to a large range of merchandising goods such as perfumes, watches, leather items and other luxury
goods. '

Further, the Opponent is and has been for many decades, one of the strongest protagonist's of
Formula 1 Racing, one of the most popular car sports worldwide.

Evidence pertaining to the above will be presented during the adversarial stages of the Opposition.

Accordingly, the registration of Application No. 1406563 should be prevented in light of the
Opponent’s trade mark being well known in the UK as being the trade mark of the Opponent.
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Acqrirad disineryeness No

Goods and services

English (en)

12 Vehicles; Apparatus for locomotion by land, air or water, in particular cars and componerts and fittings therefor;
Pumps (Air -) [vehicle accessories]; Anti-glare devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible
warning systems for bicycles; Automobile bodies; Automabile chains; Automobile chassis; Automobile hoods; Tyres for
motor vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels; Bands for wheel hubs: Bells
for bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Chains for bicycles, cycles; Frames for bicycles, cycles; Handle
bars for bicycles, cycles; Pumps for bicycles, cycles; Rims for wheels of bicycles, cycles; Cycle saddles; Spokes for bicycles,
cycles; Bicycle stands; Bicycle tires [tyres}; Boat hooks; Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles;
Brake segments for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automabiles; Caps for vehicle
petrol (gas] tanks; Casings for pneumatic tires [tyres}; Cleats [nautical); Clutches for [and vehicles; Connecting rads for land
vehicles, other than parts of motors and engines; Couplings for land vehictes; Stroller covers; Crankcases for land vehicle
components, other than for engines; Cranks for cycles; Cycle bells; Chains for bicycles, cycles; Handle bars for bicycles,
cydles; Hubs for bicycle wheels; Cycle mudguards; Pumps for bicycles, cycles; Crank mechanisms for bicycles; Saddles for
cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires [tyres]; Direction indicators for bicycles, cycles and the like;
Direction signals for vehicles; Disengaging gear for boats; Doors for vehicles; Dress guards for bicycles, cycles; Driving chains
for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Taitboard lifts [parts of land vehicles]; Motors for
land venhicles; Flanges for railway wheel tires {tyres]); Freewheels for land vehicles; Funnels for lacomotives; Funnels for
ships; Gear boxes for iand vehicles; Gearing for land vehicles; Gears for cycles; Trolleys; Handle bars for bicycles, cycles,
Head-rests for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns for vehicles; Hub caps; Hubs for vehicie
wheels; Hydraulic circuits for vehicles; Inclined ways for baats; Inner tubes for bicycles, cycles; Inner tubes for pneumatic
tires; Jet engines for land vehicles; Luggage carriers for vehicles; Luggage nets for vehicies; Mine cart wheels; Motors for
cycles; Motars. electric, for land vehicles; Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Pedals
for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings;
Rearview mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for
vehicle wheels; Oarlocks; Rudders; Saddle covers for bicycles or motorcycles; Safety belts for vehicle seats; Safety seats for
children, for vehicles; Screw-propellers; Screw-propellers for boats; Ship propellers; Stern oars; Seat covers for vehicles;
Security harness for vehicle seats; Ship hulls; Shock absorbers for automobiles; Shock absorbing springs for vehicles; Ski
carriers for cars; Sleeping berths far vehicles; Spars for ships; Spikes for tires [tyres); Spoke clips for wheels; Steering gears
for ships; Steering wheels for vehicles; Sun-blinds adapted far automobiles; Suspension shock absorbers for vehicles; Ships
(Timbers [frames] for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lorries [trucks); Tires for vehicle
wheels; Torque converters for land vehicles; Torsion bars for vehicles; Traction engines; Trailer hitches for vehicles;
Transmission chains for land vehicles; Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for
retreading tires [tyres}; Treads for vehicles [rolier belts]; Tubeless tires [tyres] for bicycles, cycles; Turbines for land vehicles;
Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves for vehicle tires {tyres]; Vehicle bumpers; vehicle
chassis; Vehicle running boards; Vehicle seats; Vehicle suspension springs; Vehicle wheel spokes; Vehicle wheels; Wheels for
bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Stroller covers; Vehicle
covers [shaped]; Wheelbarrows.

37 Repairs and maintenance services for motor vehicles, included in class 37.
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SECTION A: Opposition is based on sections 5(1) or §(2) of the Trade Marks Act on the basls of an earlier
registered or pending mark.

Please tick the relevant sectlon(s) that apply

] 5(1) itis Identical with an earller mark and for ldentlcal goods or servlces as the earuer mark

N
: 5(2)(a) ltis ldentlcal wuth an earller mark and for slmllar goods or servlces as the eamer mark

/ js(z)(h) it is slmtlar to an eamer mark and for Identlcal or slmllar goods or services as the earher mark

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number | -

Your trade mark 924922

"Iype“ofmar'km L e . ‘__ S o
Pl Vs | jeum | [itematonsl

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.
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Q1.  Which goods or services covered by the earfier trade mark are relied upon for the opposition?

: / All goods and services

Some goods and services (please specify below, use & cantinuation sheet if neceséary)

{
|
i

Q2. STATEMENT OF USE - Was the registration or protection process for the earlier irade mark
completed 5 years or more before the publication date of the application you wish to oppose?

;/%Yes | 'No>GOTOQ4

Q3. Has the trade mark been used?

W iYes ‘No>GO TOQ3b
Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?
i / ]' All goods and services
! i A S e
; i Some goods and services {please specity balow, use a continuation shest if necessary)

{

> GOTOQA4.
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Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4.  Which goods or services In the application that you are opposing do you claim are identical or
similar to those covered by the earlier mark which you have listed at Q1 or Q3a (whichever is appllcable)?

| / i AII goods and services

| Some goods and ServiCes (please specily below, use a continustion sheet if necessary)

Q5. Use this space to supply any further Information about why you consider there is a likelihood of
confusion and e.g. why you conslider the respective marks or goods and/or services to be similar.

-The trade mark applied for ("the Applicant Mark") should be refused registration under the provisions of Section 5(2)(b) of :
ithe Trade Marks Act 1994. The Applicant Mark is visually and conceptually similar to the Opponent’s registration ("the
{Opponent Mark"), as both the Applicant Mark and the Opponent Mark depict an image of a horse facing left in a rearing
,orjumplng position. The Applicant Mark will therefore merely be seen as indicating that the contested goods are offered
under the Opponent Mark in the UK.

}In addition, the Applicant Mark covers goods which are identical and similar to the goods covered by the Opponent Mark.
This serves to increase the overall degree of similarity between the Opponent Mark and the Applicant Mark. The
Opponent Mark is very well known around the world including in the UK, and has been extensively used, and as such
ienjnrys a high degree of inherent and acquired distinctive character. As will be demonstrated later in these proceedings,
the Opponent Mark is highly recognised by consumers as indicating luxury and reliable goods. ‘
ln view of the above, the Opponent submits that should the Applicant Mark proceed to registration, a likelihood of '
.confusion Including a likelihood of association would arise on the part of the public in the UK between the Opponent Mark
iand the Applicant Mark.



SECTION B: Opposition is based on section 5(3) of the Trade Marks Act on the basis of an earlier registered
or pending trade mark, that is identical with or similar to an earlier mark which has a reputation.
You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number N
Your trade mark 924922
of mark S T
:zp.i fick : / UK ,T JEUTM l( [Intemational ]
. - PR - e e e e I . - e — ..

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.




Q1.  For which goods or services covered by your earller trade mark does It have a reputation?

/ All goods and services ' "

Some goods and services (please specify below, use a continuation shest if neoessaly)

Q2.  For which goods or services in the application (you are opposing) would use of the applicant’s mark
take unfair advantage of, or be detrimental to, the distinctive character or reputation of the earlier trade
mark?

' / i All goods and services

Some goods and services {please specily below, use a continuation sheet if nacessary)

Qa. Is it claimed that the similarity between the reputed earlier trade mark and the later trade mark is
such that the relevant public will believe that they are used by the same undertaking or think that there Is
an economic connection between the users of the trade marks?

g(‘EYes ' : §N0

1
% Use this space to éupply any further information

.The Applicant Mark should be refused registration under the provisions of Section 5(3) of the Trade Marks Act 1994.
:As will be demonstrated in these proceedings, the Opponent enjoys a reputation in the Opponent Mark for the
“claimed goods protected under its registration. Use of the Applicant Mark is liable to, without due cause, take unfair
.advantage of, or cause detriment to, the distinctive character or repute of the Opponent Mark. In light of the
sagmﬁeant reputation enjoyed in the Opponent Mark, the relevant public is likely to believe that the Applicant Mark
tand the Opponent Mark originate from the same or economically linked undertakings. Alteratively, consumers may
;believe that the Opponent and the Applicant have entered into a partnership or commercial venture which permits
;use of the Opponent Mark by the Applicant. Such a belief may entice consumers to use the goods of the Applicant,
.bellevmg them to be connected in some way with the reliable and luxury goods offered under the Opponent Mark

™7
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QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE IS ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. Is there any other basis for your claim of unfair advantage? If so, please explain what the advantage
would be to the holder of the later mark, and why it is unfair.

Unfair advantage is taken by the applicant as a result of the use of a closely similar sign. In the present case, the |
trade marks are similar, therefore the image of the Opponent Mark is transferred to the goods designated under the |
Applicant Mark. The Opponent submits that the Applicant Mark immediately calls the Opponent Mark to the ming of i
the average consumer. The Opponent Mark enjoys a significant reputation for and is recognised by consumers as }
.denating luxury goods in the UK. If registered, the Applicant Mark will unfairly benefit from the power of attraction thatl
the Opponent Mark enjoys, and will unfairly exploit this reputation without the Applicant having made the associated

investment.

Qs. Is there any other basis for your claim of detriment to the reputation of the earlier mark? If so, please
explain what the detriment would be and how it would occur.

?Degradation to an earlier trade mark is caused when the goods or sewiees for which the fater sign is used may be
;perceived by the public in such a way that the trade mark’s power of attraction is reduced. The Opponent Mark has
‘been used for many years and is synonymous with the luxury goods offered under the trade mark. The reputation in
‘the Opponent Mark will be tarnished by the use of a highly similar trade mark for inferior quality goods. Use of the
:Applicant Mark may have a negative influence on the reputation of the Opponent Mark, which may diminish the
!power of attraction the Opponent Mark enjoys. If the Applicant Mark is registered, the exclusivity conferred by the
:Opponent Mark, and the ability of the Opponent to control and identify goods bearing the Opponent Mark as
loriginating from the Opponent, will be weakened.

Q6. s there any other basis for your clalm of detriment to the distinctive character of the earlier mark?
If so, please explain what the detriment would be and how it would affect the economic behaviour of the
relevant public.

Dilution is caused when a trade mark'’s ability to identify the goods or services for which it is registered are weakened.
This can be demonstrated in the present case, where use of the Applicant Mark leads to a dispersion of the identity
iand hold that the Opponent Mark has upon the public mind. If the Applicant Mark is registered, the Opponent will
jhave no control over how the Applicant Mark is used by the Applicant. This will inevitably weaken the Opponent's
posibon and seriously damage the exclusivity of the Opponent Mark. If the Opponent Mark's exclusivily is weakened,
!eonsumers may no longer be able to rely on the Opponent Mark as a mark of quality and trust and may therefore
‘choose not to use the goods offered under the Opponent Mark, theraby effecting the economic behaviour of the
;relevant public.




Q7. STATEMENT OF USE PROVISION - Was the registration or protection process for the earlier trade
mark completed 5 years or more before the publication date of the application you wish to oppose?

;/ Yes No> GO TO Q10

Q8.  Has the trade mark been used in the 5 year period ending on the date of publication of the opposed

mark?

f Yes 'No>GOTO Qsb
Q9a. For which of the goods and services listed at Q1 is trade mark use being claimed?
/| Al goods and sevices - -

{ i Some goods and services (please specify below. use e continuation sheet if necessary)

' -

> GOTOQ10

Q8b. Please state any proper reasons for non-use.

i
!
i
!

Q10. Use this space to give any further information to explain why you are opposing the application on
this ground. .
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Search for a trade mark - Intellectual Property Office Page 1 of 2

Skip to main content

Intellectual Property Office_

Trade mark number
UK00000924922

Status
Registered

Overview

Trade mark

Mark details

Mark Description/Limitation
The Trade Mark is limited to colours the green, white, red, black and yellow, as shown in the representation on
the form of application.

Disclaimer
Registration of this Trade Mark shall give no right to the exclusive use of the letters "SF".

Dates

Filing date
09 May 1968

https://trademarks.ipo.gov.dk/ipo-tmcase/page/Results/ 1/UK 00000924922 19/10/2018



Search for a trade mark - Intellectual Property Office

Date of entry in register
23 February 1970

Renewal date
.09 May 2023

- Page 2 of 2

Goods and services

Classes and terms

Class 12

Motor cars, and parts and fittings therefor included in Class 12.

Names and addresses
Owner(s) name

Ferrari S.p.A.
Via Emilia Est 1163, 41100 Modena, Italy

Country of Incorporation

italy

IPO representative name

D. Young & Co. LLP
120 Holborn, London, EC1N 2DY, United Kingdom

Publications
First advert

Journal
4766

Date of publication
01 January 1970

Intellectual Property Office is an operating name of the Patent Office

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/ 1 /UK 00000924922

5"2/10/2018



SECTION A: Opposition is based on sections 5(1) or 5(2) of the Trade Marks Act on the basis of an earlier
registered or pending mark.

Please tick the relevant section(s) that apply.

5(1) It is identical with an eamer mark and for identical goods or services as the earlner mark

5(2)(a) It is Idermcal W|th an earher mark and for similar goods or services as the earlier mark.

/ 5(2)(b) itis simllar to an earlier mark and for Identical or similar goods or servlces as the earlier mark.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.
ABOUT THE EARLIER TRADE MARK

Trade mark number

Your trade mark 162065
Type of mark ; ' ' o
Please tick | UK | / | EUTM. Irrternatlonal

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.
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Q1.  Which goods or services covered by the earlier trade mark are relied upon for the opposition?

‘ All goods and services

‘ / Some goods and services (please specify below, use a confinuation sheet if necessary)

All goods in Class 12

Q2. STATEMENT OF USE - Was the registration or protection process for the earlier trade mark
completed 5 years or more before the publication date of the application you wish to oppose?

f Yes . No>GOTOQ4
Q3. Has the trade mark been used?

) Yes 'No>GO TO Q3b
Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?
/ All goods and services

Some goods and services (please specify below, use a continuation sheet ¥ necessary)

> GOTOQA4.
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Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4.  Which goods or services in the application that you are opposing do you claim are identical or
similar to those covered by the earlier mark which you have listed at Q1 or Q3a (whichever is applicable)?

/ All goods and services

Some goods and services (plesss spectfy below, use a continuation sheet if necessary)

Qs. Use this space to supply any further information about why you consider there is a likellhood of
confusion and e.g. why you consider the respective marks or goods and/or services to be similar.

.The trade mark applied for ("the Applicant Mark”) should be refused registration under the provisions of Section 5(2)b) of
‘the Trade Marks Act 1994. The Applicant Mark is visually and conceptually similar to the Opponent's registration (“the
:Opponent Mark"), as both the Applicant Mark and the Opponent Mark depict an image of a horse facing feft in a rearing
or jumping position. The Applicant Mark will therefore merely be seen as indicating that the contested goods are offered
under the Opponent Mark in the UK.

_In addition, the Applicant Mark covers goods which are identical and similar to the goods covered by the Opponent Mark.
‘This serves to increase the overall degree of simitarity between the Opponent Mark and the Applicant Mark. The
‘Opponent Mark is very well known around the world including in the UK, and has been extensively used, and as such .
_enjoys a high degree of inherent and acquired distinctive character. As will be demonstrated later in these proceedings, -
-the Opponent Mark is highly recognised by consumers as indicating luxury and reliable goods. '

In view of the above, the Opponent submits that should the Applicant Mark proceed to registration, a iikelihood of

“confusion including a likelihood of association would arise on the part of the public in the UK between the Opponent Mark
and the Applicant Mark.
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SECTION 8: Opposition Is based on section 5(3) of the Trade Marks Act on the basis of an earlier registered
or pending trade mark, that is identical with or similar to an earlier mark which has a reputation,

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number
Your trade mark 162065

e of mark : - - R
Pl - UK : / EUTM " intemational |

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

.

BI‘I‘a

”‘l?*mmb%

™7
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Q1.  Forwhich goods or services covered by your earlier trade mark does it have a reputation?

All goods and services

/ " Some goods and services (plaase specify below, use a continuation sheet if necessary)

t

All goods in Class 12

Q2.  Forwhich goods or services in the application (you are opposing) would use of the applicant’s mark
take unfair advantage of, or be detrimental to, the distinctive character or reputation of the earlier trade
mark?

A
/ | All goods and services
l

1 Some goods and services (plasse specify below, use a continuation sheet if necessary)

]
)
I

i

i

|
L

Q3. Is it claimed that the similarity between the reputed earlier trade mark and the later trade mark is
such that the relevant public will believe that they are used by the same undertaking or think that there Is
an economic connection between the users of the trade marks?

'i/EYes ;No

! Use this space to supply any further information

'The Applicant Mark should be refused registration under the provisions of Section 5(3) of the Trade Marks Act 1994.
{As will be demonstrated in these proceedings, the Opponent enjoys a reputation in the Opponent Mark for the
jclaimed goods protected under its registration. Use of the Applicant Mark is liable to, without due cause, take unfair
‘advantage of, or cause detriment to, the distinctive character or repute of the Opponent Mark. In light of the
_significant reputation enjoyed in the Opponent Mark, the relevant public is likely to believe that the Applicant Mark
‘and the Opponent Mark originate from the same or economically linked undertakings. Alternatively, consumers may
ibelieve that the Opponent and the Applicant have entered into a partnership or commercial venture which permits
use of the Opponent Mark by the Applicant. Such a belief may entice consumers to use the goods of the Applicant,
believing them to be connected in some way with the reliable and luxury goods offered under the Opponent Mark.

™7
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QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE IS ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. is there any other basis for your claim of unfair advantage? If so, please explain what the advantage
would be to the holder of the later mark, and why it is unfair.

‘Unfair advantage is taken by the applicant as a result of the use of a closely similar sign. In the present case, the
'trade marks are similar, therefore the image of the Opponent Mark is transferred to the goods designated under the
‘Applicant Mark. The Opponent submiits that the Applicant Mark immediately calls the Opponent Mark to the mind of
‘the average consumer. The Opponent Mark enjoys a significant reputation for and is recognised by consumersas
:denoting luxury goods in the UK. [f registered, the Applicant Mark will unfairly benefit from the power of attraction that;
‘the Opponent Mark enjoys, and will unfairly exploit this reputation without the Applicant having made the associated
.investment.

QS. Is there any other basis for your claim of detriment to the reputation of the earlier mark? If so, please
explain what the detriment would be and how it would occur.
|Degradation to an earlier trade mark is caused when the goods or services for which the later sign is used may be |
iperceived by the public in such a way that the trade mark's power of attraction is reduced. The Opponent Mark has |
been used for many years and is synonymous with the luxury goods offered under the trade mark. The reputation in
the Opponent Mark will be tamished by the use of a highly similar trade mark for inferior quality goods. Use ofthe
Applicant Mark may have a negative influence on the reputation of the Opponent Mark, which may diminish the
power of attraction the Opponent Mark enjoys. If the Applicant Mark is registered, the exclusivity conferred by the
|Opponent Mark, and the ability of the Opponent to control and identify goods bearing the Opponent Mark as
ioriginating from the Opponent, will be weakened. ' !
|

'

Q6. Is there any other basis for your claim of detriment to the distinctive character of the earlier mark?
If so, please explain what the detriment would be and how it would affect the economic behaviour of the
relevant public. ' '

IfDiIution is caused when a trade mark’s ability to identify the goods or services for which it is registered are weakened.
!This can be demonstrated in the present case, where use of the Applicant Mark leads to a dispersion of the identity

fand hold that the Opponent Mark has upon the public mind. If the Applicant Mark is registered, the Opponent will !
‘have no control over how the Applicant Mark is used by the Applicant. This will inevitably weaken the Opponent's .
.position and seriously damage the exclusivity of the Opponent Mark. If the Opponent Mark's exclusivity is weakened, |
consumers may no longer be able to rely on the Opponent Mark as a mark of quality and trust and may therefore i
choose not to use the goods offered under the Opponent Mark, thereby effecting the economic behaviour of the f
relevant public. %

™7
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Q7. STATEMENT OF USE PROVISION - Was the registration or protection process for the earlier trade
mark completed § years or more before the publication date of the application you wish to oppose?

/ Yes No > GO TO Q10

Q8. Has the trade mark been used in the § year period ending on the date of publication of the opposed
mark?

v Yes No > GO TO Qgb
QSa. For which of the goods and services listed at Q1 is trade mark use being claimed?
/  All goods and services

; Some goods and services (please specify below, use a continuation shest if necessary)

> GOTO Q10
Q8b. Please state any proper reasons for non-use. -

'
i

Q10. Use this space to give any further information to explain why you are opposing the application on
this ground. '

™7
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EUIPQ - eSearch https://euipo.curopa.ew/cSearch/#details/trademarks/000162065

Eu |po Protect your Intellectual property )n the European Union
EUTM file information

Ferrari
000162065

Timeline

Registered EUTM

h'“M"'V

18072018

0110412026
EUTM expiry date

Graphic representation
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Trade mark information

= :
Ted, spiiglre,

Name Ferrari

Filing snrher 000162065

Basi EUTM

Date of e e pi 01/04/1996

Type Figurative

Noture Individual

iz c'asses 12, 37 ( Nice Classification )
viernd Ciassifit an sn 03.02.26, 03.03.01, 03.03.17,

26.04.02, 26.04.05, 26.04.22 {
Vienna Classification )

Fil-owg data
Registration Jdate
Eapiry date
Oesignauar dace
Filing "anguage
Setunc ‘angudge
Appl ~3tion rererence

rade rrark stotas

01/04/1996
26/10/1998
01/04/2026

Italian
English
€0000003S
Registered

S
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Acyuired thalivct veness No

Goods and services

English (en)

12 vehicles; Apparatus for locomotion by land, air or water; In particular cars and components thereof; Pumps (Air -)
{vehicle accessories]; Anti-glare devices for vehicles; Anti-skid chains; Anti-theft devices for vehicies; Audible warning
systems fo- bicycles; Automobile bodies; Automaobile chains; Automobile chassis; Automabile hoods; Tyres for mator
vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance weights for vehicle wheels; Bands for wheel hubs; Bells for
bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Chains for bicycles, cycles; Frames for bicycles, cycles; Handle bars
for hicycles, cycles; Pumps for bicycles, cycles; Rims for wheels of bicycles, cycles; Cycle saddles; Spokes for bicycles; cycles;
Bicycle stands; Bicycle tires [tyres]); Boat hooks; Bodies far vehicles; Bogies for railway cars; Brake facings for vehicles; Brake
segments for vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for vehicle petrol
[gas] tanks; Casings for pneumatic tires [tyres]; Cleats (nautical]; Clutches for land vehictes; Cannecting rads for land
vehicles, other than parts of motors and engines; Couplings for land vehicles; Stroller covers: Crankcases for land vehicle
components, other than for engines; Cranks for cycles; Cycle bells; Chains for bicycles, cycles; Handle bars for bicycles,
cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps for bicycles, cycles; Crank mechanisms for bicycles; Saddles for
cycles; Spokes for bicycles, cydles; Cycle stands; Bicycle tires [tyres]; Direction indicators for bicycles, cycles and the like;
Direction signals for vehicles; Disengaging gear for boats; Doors for vehicles; Dress guards for bicycles, cycles; Driving chains.
for land vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Tailboard lifts {parts of land vehicles]; Motors for
land vehicles; Flanges for railway wheel tires [tyres); Freewheels for land vehicles; Funnels for locomotives; Funnels for
ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for cycles; Trolleys; Handle bars for bicycles, cycles;
Head-rests for vehicle seats; Hoods for vehicle engines; Hoads for vehicles; Horns for vehicles; Hub caps; Hubs for vehicie
wheels; Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for bicycles, cycles; Inner tubes for pneumatic
tires; Jet engines for land vehicles; Luggage carriers for vehicles; Luggage nets for vehicles; Mine cart wheels; Mators for
cycles; Motors, electric, for land vehicles; Mudguards; Tires (Non-skid devices for vehicle -); Oars: Paddles for canoes; Pedals
for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings;
Rearview mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for
vehicle wheels; Oarlocks; Rudders; Saddle covers for bicycles or motorcycles; Safety belts for vehicle seats; Safety seats for
children, for vehicles; Screw-propellers; Screw-propellers for boats; Ship propellers; Stern oars; Seat covers for vehicles;
Security harness for vehicle seats; Ship huils; Shock absorbers for automobiles; Shock absorbing springs for vehicles; Ski
carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres]; Spoke clips for wheels; Steering gears
for ships; Steering wheels for vehicles; Sun-blinds adapted for automaniles; Suspension shock absorbers for vehicles; Ships
(Timbers [frames) for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lorries {trucks); Tires for vehicle
wheels; Tarque converters for land vehicles; Torsion bars far vehicies; Traction engines; Trailer hitches for vehicles;
Transmission chains for land vehicles; Transmission shafts for iand vehicles; Transmissions, for land vehicles; Treads for
retreading tires [tyres); Treads for vehicles [roller belts}; Tubeless tires [tyres] for bicycles, cycles; Turbines for land vehicles;
Sack trucks; Undercarriages for vehicles; Upholstery for venicles; Valves for vehicle tires [tyres]; Vehicle bumpers; Vehicle
chassis; Vehicle running boards; Vehicle seats; Vehicle suspension springs; Vehicle wheel spokes; Vehicle wheels; Wheels for
bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Stroller covers; Vehicle
covers [shaped], Wheelbarrows.

37 Construction, repair and maintenance services for motor vehicles, all included in class 37.

Owners
FERRARI S.P.A.
1D 7308 Country IT - italy Correspondence address
) Can be accessed and
Orgamsation  FERRARY Satecounty  nfa FERRARI S.P.A. changed by authorised user
S.PA. Town Modena Via Emilia Est, 1163 via the User Area
Legal status Legal entity 1-41100 Modena
& Pos: wode 41100 ITALIA
Can be accessed and
Address ¥:asgmllia Est, changed by authorised user
via the User Area
Can be accessed and
changed by authorised user
via the User Area
Representatives

DR. MODIANO & ASSOCIATI S.P.A.

0 10583 Country IT - ftaly Correspondence address
' 00 39-0285907777
O ganisation n/a State/rannty n/a DR. MODIANO & ASSOCIATI
Legal st 1 n 1 S.PA.
eaiss  Legal person  lowr Milano Via Meravigli, 16 00 39-0272021062

@990/2018, 12:23
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iype Association 24t cde 20123 1-20123 Milano i@modi
uami@modiana.com
Addres; Via Meravigi, ITALIA
16
Cancellation
No cara
Appeals
Nig data
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SECTION C: Opposition is based on Section 5(4)(a) of the Trade Marks Act, where the use of the
applicant’s trade mark would be contrary to law, in particular, the taw of passing off.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER UNREGISTERED TRADE MARK

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

Q1. When and where was the earlier right first used in the UK?

Date used:
Enter date of first use since at least 1968

Where used: e

Enter name of city/region or specify
‘thoughout UK’ if used nationally

Throughout the UK

b o e e e ——————————e+ — e —— e _
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Q2. On which goods or services has the earlier right been used for?

Please see the attached continuation sheet

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q3.  For which goods or services (of the application that you are opposing) do you consider that use of
the applicant's mark would amount to passing off?

/ All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

Q4. Why would use of the applicant’s trade mark be contrary to law, particularly the law of passing off?

The Applicant Mark should be refused registration under the laws relating to passing off. The Rearing Horse trade
mark has been used by the Opponent in the UK since at least 1968. The Opponent enjoys a significant reputation in
its trade mark in the UK and consumers within the UK recognise products bearing these trade marks as originating
from the Opponent.

it is submitted that use of the Applicant Mark will constitute a misrepresentation to the UK public that there is an
association between the goods applied for and the Opponent. It is submitted that given the Opponent's strong
reputation in their trade mark, consumers, when presented with the Applicant Mark, will assume a collaboration,
endorsement or association between the parties. Such a misrepresentation would lead to damage to the Opponent,
and the goodwill that it has built up in its trade mark in the UK. This would consist of damage to the distinctive
character and reputation of the Opponent's trade mark and potentially damage to the repute of its business and the
understanding among the public of the high quality that the Opponent's trade mark represents. This damage may
also manifest in loss of sales, which the Opponent would otherwise have enjoyed under its trade mark had it not
been for the existence of the Applicant Mark.

™7



SECTIONC: Opposition is based on Section 5(4)(a) of the Trade Marks Act, where the use of the
applicant’s trade mark would be contrary to law, in particular, the law of passing off.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER UNREGISTERED TRADE MARK

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

Q1. When and where was the earlier right first used in the UK?

Date used: -
Enter date of first use at least since 1968

Where used:

Enter name of city/region or specify
‘thoughout UK if used nationall
used natfonally Throughout the UK
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Q2, On which goods or services has the earlier right been used for?

Please see attached continuation sheet

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q3.  For which goods or services (of the application that you are opposing) do you consider that use of
the applicant’s mark would amount to passing off?

/ All goods and services

Some goods and services (please specily below, use a continuation sheet if necessary)

Q4. Why would use of the applicant’s trade mark be contrary to law, particularly the law of passing off?

The Applicant Mark should be refused registration under the laws relating to passing off. The Rearing Horse trade
mark has been used by the Opponent in the UK since at least 1968. The Opponent enjoys a significant reputation in
its trade mark in the UK and consumers within the UK recognise products bearing these trade marks as originating
from the Opponent.

It is submitted that use of the Applicant Mark will constitute a misrepresentation to the UK public that there is an
association between the goods applied for and the Opponent. it is submitted that given the Opponent's strong
reputation in the trade mark, consumers, when presented with the Applicant Mark, will assume a collaboration,
endorsement or association between the parties. Such a misrepresentation would lead to damage to the Opponent,
and the goodwill that it has built up in its trade mark in the UK. This would consist of damage to the distinctive
character and reputation of the Opponent's trade mark and potentially damage to the repute of its business and the
understanding among the public of the high quality that the Opponent's trade mark represents. This damage may
also manifest in loss of sales, which the Opponent would otherwise have enjoyed under its trade mark had it not
been for the existence of the Applicant Mark.




SECTION C: Opposition Is based on Section §(4)(a) of the Trade Marks Act, where the use of the
applicant’s trade mark would be contrary to law, in particular, the law of passing off.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER UNREGISTERED TRADE MARK

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

Q1.  When and where was the earlier right first used In the UK?

Date used: . e
Enter date of first use |since at least 1968 —]

Where used: f e
Enter name of city/region or specify

‘thoughout UK’ if used nationally ' Throughout the UK
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Q2. On which goods or services has the earlier right been used for?

Motor cars, and parts and fittings therefor included in Class 12

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q3. Forwhich goods or services (of the application that you are opposing) do you consider that use of
the applicant's mark would amount to passing off?

/ All goods and services

Some goods and services (please speafybelow use a continuation sheel :!neoessary)

Q4. Why would use of the applicant’s trade mark be contrary to law, particularly the law of passing off?

- — S 1

The Appllcant Mark should be refused reglstratnon under the Iaws relatmg to passing off The Reanng Horse trade
mark has been used by the Opponent in the UK since at least 1968. The Opponent enjoys a significant reputation in
its trade mark in the UK and consumers within the UK recognise products bearing these trade marks as originating
from the Opponent.

It is submitted that use of the Applicant Mark will constitute a misrepresentation to the UK public that there is an
association between the goods applied for and the Opponent. It is submitted that given the Opponent's strong
reputation in their trade mark, consumers, when presented with the Applicant Mark, will assume a collaboration,

. endorsement or association between the parties. Such a misrepresentation would fead to damage to the Opponent,
+ and the goodwill that it has built up in its trade mark in the UK. This would consist of damage to the distinctive

‘ ; Character and reputation of the Opponent’s trade mark and potentially damage to the repute of its business and the
: understandmg among the public of the high quality that the Opponent's trade mark represents. This damage may
 also manifest in loss of sales, which the Opponent would otherwise have enjoyed under its trade mark had it not

; been for the existence of the Applicant Mark. ]




SECTION C: Opposition is based on Section 5(4)(a) of the Trade Marks Act, where the use of the
applicant’s trade mark wouid be contrary to law, In particular, the law of passing off.

You must use a separate sheet for each earfier mark, so copy this sheet as many times as you need.
* ABOUT THE EARLIER UNREGISTERED TRADE MARK '

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet if necessary.

o
|

Ferrari

|
|
|
?

T UV U . A . N RN . e e = e

Q1. When and where was the earller right first used In the UK?

m“‘d: e e e - .
Enter date of first use since at least 1997

Where used: I . . e
Enter nama of city/region or specify .

‘thoughout UK’ if used nationally Throughout the UK
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Q2, On which goods or services has the earller right been used for?

Please see the attached continuation sheet

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q3.  For which goods or services (of the application that you are opposing) do you consider that use of
the applicant’s mark would amount to passing off? :

/ ‘ All goods and services

Some goods and services (please specify balow, use a continuation sheet if necessary)

Q4. Why would use of the applicant's trade mark be contrary to law, particularly the law of passing off?

{The Applicant Mark should be refused registration under the laws relating to passing off. The Opponent's frade mark
has been used by the Opponent in the UK since at least 1997. The Opponent enjoys a significant reputation in its
trade mark in the UK and consumers within the UK recognise products bearing these trade marks as originating from
the Opponent.

it is submitted that use of the Applicant Mark will constitute a misrepresentation to the UK public that there is an
association between the goods applied for and the Opponent. It is submitted that given the Opponent’s strong
reputation in their trade mark, consumers, when presented with the Applicant Mark, will assume a collaboration,

' endorsement or association between the parties. Such a misrepresentation would lead fo damage to the Opponent,
' and the goodwill that it has built up in its trade mark in the UK. This would consist of damage to the distinctive
character and reputation of the Opponent's trade mark and potentially damage to the repute of its business and the
understanding among the public of the high quality that the Opponent's trade mark represents. This damage may
also manifest in loss of sales, which the Opponent would otherwise have enjoyed under its trade mark had it not
been for the existence of the Applicant Mark.




SECTION C: Opposition is based on Section 5(4)(a) of the frade Marks Act, where the use of the
applicant’s trade mark would be contrary to law, in particular, the law of passing off.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER UNREGISTERED TRADE MARK

Representation of your trade mark
Enter your trade mark in the space provided - use a continuation sheet If necessary.
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Q1.  When and where was the earlier right first used in the UK?

Date used: - ,
Enter date of first use since at least 1997
" Where used:
Enter name of city/region or specify
‘thoughout UK’ if used nationally

Throughout the UK
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Q2.  On which goods or services has the earlier right been used for?

Please see attached continuation sheet

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q3.  For which goods or services (of the application that you are opposing) do you consider that use of
the applicant's mark would amount to passing off?

/ All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

Q4.  Why would use of the applicant’s trade mark be contrary to law, particularly the law of passing off?

The Applicant Mark should be refused registration under the laws relating to passing off. The Rearing Horse trade
mark has been used by the Opponent in the UK since at least 1997. The Opponent enjoys a significant reputation in
its trade mark in the UK and consumers within the UK recognise products bearing these trade marks as originating
from the Opponent. ‘

It is submitted that use of the Applicant Mark will constitute a misrepresentation to the UK public that there is an
association between the goods applied for and the Opponent. It is submitted that given the Opponent’s strong
reputation in their trade mark, consumers, when presented with the Applicant Mark, will assume a collaboration,
endorsement or association between the parties. Such a misrepresentation would lead to damage to the Opponent,
and the goodwill that it has built up in its trade mark in the UK. This would consist of damage to the distinctive
character and reputation of the Opponent's trade mark and potentially damage to the repute of its business and the
understanding among the public of the high quality that the Opponent's trade mark represents. This damage may
also manifest in loss of sales, which the Opponent would otherwise have enjoyed under its trade mark had it not
been for the existence of the Applicant Mark.




SECTIONC

Q2: On which goods or services has the earlier right been used for?

Vehicles; Apparatus for locomotion by land, air or water; In particular automobiles, spare parts and
accessories for automobiles, only included in class 12; Tire patches; Air bags [safety devices for
automobiles]; Pumps (Air -) [vehicle accessories); Anti-glare devices for vehicles; Anti-skid chains; Anti-
theft devices for vehicles; Audible warning systems for bicycles; Automobile bodies; Automobile chains;
Automobile chassis; Automobile hoods; Tyres for motor vehicles; Axle journals; Axles for vehicles;
Pushchairs; Balance weights for vehicle wheels; Bands for wheel hubs; Baskets adapted for bicycles;
Bells for bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Frames for bicycles, cycles; Cycle
saddles; Bicycle stands; Bicycle tires [tyres]; Boat haoks; Bodies for vehicles; Bogies for railway cars;
Brake facings for vehicles; Brake segments for vehicles; Brakes for vehicles; Buffers for railway rolling
stock; Bumpers for automobiles; Caps for vehicle petrol {gas] tanks; Casings for pneumatic tires [tyres];
Casters for trolleys [vehicles] [carts (Am.)]; Cleaning trolleys; Cleats [nautical]; Clutches for land vehicles;
Connecting rods for land vehicles, other than parts of motors and engines; Couplings for land vehicles;
Stroller covers; Crankcases for land vehicle components, other than for engines; Cranks for cycles; Cycle
bells; Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle
mudguards; Pumps for bicycles, cycles; Spokes for bicycles, cycles; Cycle stands; Bicycle tires [tyres];
Direction signals for vehicles; Disengaging gear for boats; Doors for vehicles; Driving chains for fand
vehicles; Driving motors for land vehicles; Ejector seats for aircraft; Motors for land vehicles; Fenders for
ships; Flanges for railway wheel tires [tyres); Freewheels for land vehicles; Funnels for locomotives;
Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles; Gears for cycles; Trolleys;
Head-rests for vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Homs for vehicles; Hub caps;
Hubs for vehicle wheels; Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for pneumatic
tires; Jet engines for land vehicles; Luggage carriers for vehicles; Luggage nets for vehicles; Mine cart
wheels; Motors for cycles; Motors, electric, for land vehicles; Mudguards; Tires (Non-skid devices for
vehicle -); Oars; Paddles for canoes; Panniers adapted for cycles; Pedals for cycles; Pneumatic tyres;
Portholes; Propulsion mechanisms for land vehicles; Pushchair hoods; Railway couplings; Rearview
mirrors; Reduction gears for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles;
Rims for vehicle wheels; Rims for bicycles, cycles; Oarlocks; Rudders; Saddle covers for bicycles or
motorcycles; Safety belts for vehicle seats; Safety seats for children, for vehicles; Screw-propellers;
Screw-propeliers for boats; Ship propellers; Stern oars; Seat covers for vehicles; Security hamess for
vehicle seats; Ship hulls; Shock absorbers for automaobiles; Shock absorbing springs for vehicles;
Shopping trolleys [carts (Am.)]; Ski carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes
for tires [tyres]; Spoke clips for wheels; Steering gears for ships; Steering wheels for vehicles; Sun-blinds
adapted for automobiles; Suspension shock absorbers for vehicles; Tailboard lifts [parts of land vehicles];
Ships (Timbers [frames] for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lormries
ftrucks]; Tires for vehicle wheels; Torque converters for land vehicles; Torsion bars for vehicles; Traction
engines; Trailer hitches for vehicles; Transmission chains for land vehicles; Transmission shafts for land
vehicles; Transmissions, for land vehicles; Treads for retreading tires [tyres); Treads for vehicles [roller
belts]; Sack trucks; Undercarriages for vehicles; Upholstery for vehicles; Valves for vehicle tires [tyres];
Vehicle bumpers; Vehicle chassis; Vehicle covers [shaped]; Vehicle running boards; Vehicle seats;
Vehicle suspension springs; Vehicle wheel spokes; Wheels for bicycles, cycles; Windows for vehicles;
Windscreens; Windscreen wipers; Prams (baby carriages); Dress guards for bicycles, cycles; Saddles for
bicycles, cycles or motorcycles; Turbines for land vehicles; Vehicle wheels; Wheelbarrows.
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SECTION D: Opposition Is based on section 3 of the Trade Marks Act on the basis that the trade mark falls
to satisfy certain requirements of a trade mark. ’

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need

- Please tick and complete the relevant section(s) that apply. (Use a continuation sheet if necessary)

‘ 3(1)(a) Itis a sign that does not satisfy the requirements of section1(1) because:

l ’ 3(1)(b) Itis a trade mark that is devoid of any distinctive character because:

e e e e s e

3(1)(c) Itis a trade mark which consists exclusively of signs or indications which may serve, in
trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin, the time
of production of goods or rendering of services, or other characteristics of goods or services
because:

customary in the current language or in the bona fide and established practices of the trade

r'l 3(1)(d) Itis a trade mark which consists exclusively of signs or indications which have become
- because:
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/ 3(6) lItis a trade mark which should not be registered for some or all of the goods and services
in the application as the application was made in bad faith:

l

Please refer to Continuation Sheet 2

Other State any other part of section 3 you rely on and give your grounds:

State which of the applicant’s goods or services you oppose under Section 3 grounds

\/ All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

™7
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Section D
Section 3(6): Continuation Sheet 2

The Applicant Mark should be refused under the provisions of Section 3(6). The Applicant Mark is for
the device of a left facing horse in a jumping position, set within a badge in relation to Class 12
goods. The distinctive element of the Applicant Mark is the image of the horse, which is highly similar
to the Opponent's sign and trade mark(s).

As will be demonstrated through these proceedings, the Opponent has an extensive reputation in its
trade marks worldwide, including in the UK for Class 12 goods and its trade marks for and including
the Rearing Horse device are well known and considered to be among the most famous in the world.
It is also to be noted that the Opponent's trade marks are not only used in refation to vehicles but also
in relation to a large range of merchandising goods such as perfumes, watches, leather items and
other luxury goods. Further, the Opponent is and has been for many decades, one of the strongest
protagonist's of Formula 1 Racing, one of the most popular car sports worldwide.

‘In light of this reputation and the notoriety of its trade mark, it is submitted that the Applicant must
have been aware of the Opponent when adopting its trade mark, and did so in an attempt to align
itself with the Opponent, or worse, block sales of the Opponent's goods.

Evidence supporting the Opponent’s claims for bad faith will be presented during the adversarial
stages of the Opposition.

Accordingly, the Applicant's application for registration of Application No. 1406563 falls short of the
standards of acceptable commercial behaviour, and is dishonest, such that the Applicant Mark can
only be deemed to have been made in bad faith.
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