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SERGE \IF HEP

PO NG, 14-2018-00248
Cipposiion

BISWANATH HOSIERY MILLE LT,
Oppaser,

Appin Sar. No. 138789
Gate Piled: 11 Dogember 2017

YRS

GUANGZEOU DARING INTERNATIONAL
SORW &Ri}i&ﬁ £, s R E sg
Resgondent-Appicad,

L A S A A A S R AR S

Tradems rx* LUX

o g4 gt g d gt ip gl st e p S oA

NOTICE TO ANSWER

GLANGIZROU DARING INTERRATIONAL
FORWARDING u&? LT

Respandent-An i
R 18, No. 788, b@ Syuank Aveue
Satyury [8sl, Guanehou

510008 Ching

GREETINGS:

SISWAKATH HOSIERY MILLS LD, td & Verified Nolits of Qpposition to yowr
Tragemark Appin, No 1380881,

{}z»i G fm'sgﬁiaﬁ% with the ogulrementy under Rule 4,
% &% 3 amended by IPGH WL N"mar nmm Cirodar
{ R t} Intsy %‘af&%\ Frovesd
§ & VERIFIED ANSWER wm t}"rifty {“%@" §
st Conform o B w 3, ‘\u% ¥
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from E}i‘ hém\f ‘ﬂ:m\ Ver sﬂﬁﬁ e‘fm»
s%#\'m“{:m ADENCE with the reguirements

Corofiadly, Rude & Sec 12 of the revised rules provides that @ “5‘3{3""5’ et ‘3“5*
M@f@ﬁ iy &rz& Wit i case o 2 to e e answer of e answer i filsd
sepuantly, e case shall t m‘:ﬁa&é g0 ihe hasis of the apposition and &
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REPUBLIC OF THE PHILIPPINES
INTELLECTUAL PROPERTY QFFICE QF THE PHILIPPINES
SUREAL OF LEGAL AFFAIRS
TAGUG CITY, METRO MANILA

BISWANATH HOBIERY 0 No, 201800248
MELLSLTD,,
Lpposer,
Opposition 1 inlemational
Rogishration Mo 1387861
~YETES- Dats Filed 11 December 2017
Diate Published: 28 March 2018
Clags @ 2B
GUANGZHOU DARING Trademarke"y
INTERNATIONAL
FORWARDING QO LTD,,
Respondent-Applicant.

R SNSRI s S O
R NS R o
) - «
R —" SRS it S T

VERIFIED NOTICE OF OPPOSITION

5
&

Upposer, BISWANATH HOSIERY BILLE LTD. (‘Biswanath
Hosgiery™}, through the undersigned counsel, most respectfully states:

PARTIES

1. Bhwanath Hosiery s 9 cwrporation duly organized and
axisting undsy the laws of the Republic of Indig, with principal place of
business at Lux Induglries Limited {"Luk Induaties™), P.8. Snjan Tech
Park, DN -82, SectorV, 10t Flogr, Salt Lake Gity, Kolkata ~ 700 081,
india.

T B i represenisd in these procsedings by the
undersigned faw i, whene § oy be served with orders,
notices and olhwyr processss of this Honorable Office st the
addresy  indicated below The origingd and  suthenticatsd
Special Powsr of Atlomey USPAT) axecuted by the duly
authorized represeniative of Biswarnath MHosiery in favor of
DCLaw dated 07 May 2018 is alleched a3 “Exhibit &” while
the original ard suthanticatsd Certification dated 02 May 3018,
showing the authority of Biswanath Hosisry's reprasentative o
execute the SPA s altached as "Exhibit B®,



1.2, Biswanath Moslery has 2 real and effective indusirisl
astablishment in the Republic of India, which ig a patly to the
Paris Convention for the Prolection of ndusinal Froperty {the
"Pars  Convention™ and the Trade-Helated Aspects of
intollectus! Froperty Rights UTRIPET Agresment. Biswanath
Hosiery is filing this Opposition based on Section 3% of Repubiic
Agt PRATY BIS2 or the hnkcliegiual Froperty Cote of the
Fhilinpinas (P Gode™)

S 20 Hoappears that the Respondent-Applicant hag an sddress
ocated at Rm. 718, No. 798, Sanyuan Avenue, Baivun Dist
Guangzhou, Ching, whare 8 may be served with  summong,
pleadings, notices, snd other count progesses of the Honwrsble
Oifics.

STATEMENT OF FACTUAL ANTECEDENTS

3. On 1 Cecember 2017, the Raspondsrd-Apphicent scught
the registration of the bademark for LUK belonging to Biswanath
Hosdary for goods under Class 258 consisting of “Tas-shirfs, smocks;
oiothing: sports jorseys; knitssar folothingl: shoss; hats, hosiery;
soarves; feather balls ffothingl™ A sopy of Infermational Registration
No. 1387941 s allached as "Exhibii O,

4. On 26 March 2018, the Respondent-Spplicant's
fradernark application was pubdished for aliowance i the Bursay of

gm@mam E-Gazetle. A copy of the application published in this
Hororable's Office website is attached as "Exhibit DY

& Wilhin the perind aflowed by the Regulations on infer
Parlsg  Procesdings, as amended {("Amended Regulations”),
Biswanath Hoslery requasted on 25 April 2018, on 24 May 2018 and
on 22 Jung 2018 for addiional periods o file the Verifisd Notice of
Qpposition ("Opposifion™), or until 24 July 2018

8. Hence, this Qpposition is timely filed.

Bactlon 3. mwsmfmmi Cnnvaniions g Raciprely, ~ Any PRESDT WG IS & RGOS o ale &
dominiiad or has 2 real wd eifvcivs biduslrial eotabisniment i & cotniy which i 8 SRy 19 A poreis 34
oy sgreament rdlaling to wtellectos] propmty Aoite a7 e repression oF gnisi SOErRieT b whia the B
is slan @ panty, oo ektands reciprudal fghts fo nalionels of the Piilppines Ty Sy, SR B entiing 16 boowh e
BRI NAcSsERry o ofed SRRt o By proviaen of Stk Scrveanlion iRy O oipreRy B, By SER000N I e fgnes
fo wilnich any owvesr oF si tobslieniugt propay right b othaiaiss entlting by tis Aot




GROUNDS N SUPPORT OF THE QOPPOSITION

i

THE REGISTRATION OF THE MARK “LUX" SUBJECT
OF THIS OPPOSITION IS CONTRARY TO THE
PROVISIONS OF SECTION 1231.1 (] OF RA No. 8283,
AS AMENDED.

A BISWANATH HOSIERY IS THE FIRST YO
ADOPT, USE AND REGISTER THE MARK,
SLUX.?

8. DISWANATH HOSERY'S MARK, "LUX", 1§ A
WELL-KNOWN TRADEMARK.

#

THE  RESPONDENT-APPLICANTS MARK B8
CONFUSINGLY SIMILAR TO BISWANATH HOSERY'S
MARK AND USED FOR IOENTICAL AND 3INILAR

A, THE RESPONDENT-APPLICANTS MARK may
HNOT BE HNPEGQIRTERED DBEOAISE T B
HHERNTICAL  AND LIEBLY TO Causs
CONFURION WITH BIEWANATH HOSIERYS
MARK, “LUXY, WHICH 1B A4 Wbl HNOws
MARK,

B, THE REGISTRATION OF RESPONDENT-
APPLICANT'S MARK WILL INDICATE A FaLsE
CONNECTION  BETWEEN THE  GOODS
QFFERED BY RESPUONUENT-APPLICANT AND
BISWANATH HOSIERY,

.

THE REGISTRATION OF THE MARK “LUX® BY THE
RESPONDENT-APPLICANT IS IN BAD FAITH.

SLUXT I8 ALBD BISWANATH HOSIERYS TRADE

PROTECTED AR SUCH UNDER SECTION 1852 QE RA
§283
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DISCUSSION

£ THE Remistranon OF Tae Mark
s UXY Susseer  OF Tus
Oeposinon I8 CoNRaRY TO T
Prousiows OF Sscmion 1231 {E)
OF Ra No, 8283, As AMENDED.

A, BISwWanATH HOsSIERY 18 THE PRy
To Apoey, Lisg A REGISTER THR
BMark, "LUXY.

B, Bowasate Hosisey's Magk,
SLUXY I8 & WeLL-Kuoww
TRADEMARK,

7. EBiswanath Hoslery is & subsithary of Lux industries
Umited {Lux Industries™), alse a corporation duly organized and
existing under the laws of the Republin of indis and with principal
place of business at Lux Industries Limited, P.S. Srgan Tach Pawx,
D52, Sector-V, 10th Floor, Sall Lake City, Kolkata ~ 700 081, India,

8.  Biswanath Mosiery and Lux Industries have more than
fifty (807 voars of expetience in manuiachuring, distabution and relal
inn the hosiery Indusiry. Biswanath Hoslery was sslablished in 1887 in
ndia by the late Girdhadlaljl Todi. The naxt 20 years saw the
company growing 100 tmes in size through g serles of markeling and
manufacturing innovations ®

g In the early 1880U's, the Biswanath Mosiery launched
export operations and quitkly established a stong  presence
earspas, with offices i the Middle East, Burops, and Aftlea. In the
span of 8 few years, it has gained & strong hothold in the global
hosiery arena and has increased global exports by over 80%.°

10, In the year 1995, Biswanath Hoshry was incorporated inte
Lux industries under the leadership of Mr. Ashok Todi and Mr,
Pradesp Todi. Biswength Hoslery became 2 subsidiaey of Lux
fndustries, which started marketing s products under the brand
name, ‘Lu' throughowt the hosiery market

o 11. The sxport operation of Lux Industries and Biswananth
Hosiery was followed v short order by the esteblishment of aver

4%




£

S00,000 retal cullels all over iIndis, and offices in Kolkata, Deilly,
Agra, Indore, Mumbai, Ludhiana, Jaipus, and Roorkes 3

18, In 2001, Lux Industres went public and for the first tioe,
ownership of the company was available outside of the Todi family. In
2003, Lux industries lsunched s first initial public offering S

A 13 Lux Industries has manufacturing facilitiesfactones i six
locations across  inglla houwsing  modern amd lop  grade
infrastructurs and state-of-the-ar! squipment fo alfow | 10 create op-
notoh products for consumers. # has over 380 circuder knilling
machines, mcluding Sinker, Rib and Inferlock machines, used o
craate top qusality products”

14, Lux Industnies tgkes prde in ds culfting-edge technology
orentation by introducing 8 bouguet of modem machineres and
souipment importad from reputed brands from all over the world ke
Singapore, Hely, Germany and Ching, In s Dankurd plant, imporied
state of the st sgquipmant from Morgan Teonica, Mayer & Cls,
Bierrebi, Hi-lech Fabrg inspection Machings, Eastman Machinengs,
Siruba, Juld and Brothers, el are insalisd which reduce waslages
and help bringing efficiency in manufactuning process, reduce fime
and inprove quality®

15, Lux Indusiries now employs people in over 8 dozen offices.
This helps Lux indusines to mest all demands from lients 8l around
the workd ®
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18, Apart from the LUX brand, Biswanath Hoslery and Lux
Industies own prarmium brands fike ONN, GenX and Lyra for women,
m@ﬁ ,:sm:f kids‘ iimawv@af %m;h ag sses}%sf %}risfﬁ bm{es"s wimar’ wez‘ar
symmmaus wzm *‘sagh s:gua i*";f amﬁ Wmfmmm as &%i i&; h§5~§*§f
progucts are crafted in 100% puwre cotton saurced from the top Giokal
Market ¥

20, As such, Biswanath Hosiery and Lux Industries Limited is 8
recipient of the following awards: Asie's Greatest Brands (3018} The
World's Greatest Brands & Leaders (2015 The Admirgd Brand of
India {2014 1 2M15Y Master Brand (313 o R0 &b and Asig’s Most
Fromising Brang {20439

21, These products under the LUX brand are sxporied fo the
aforementioned counties through Lux industries’ extensive sales
networks and business pariners throughout the world

23 Biswanath Hoslery, as holder of the LUX trademark and is
variants, has penvitted Lux Industries and J M Hosiery Factory o
market, distribute and sell LUK products in various countries. ¥

23. The LUX brand has gained wide acceplance singe its
itroduction i the world market. & sampling of sales reoord shows 8
sleady increass in he volume of orders and purchases of LUX
products

24, Bswanath Hasiery and Lux industies have spent
considerable resources in advertising and promoting the LUX tvand
worldwide. M udrosrweeroomd 18 the oficial onling sife of the
LUX brand. The brand s also marketed onfine amang he widest

2 Einbit R
W Ehiol

10
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& mark which & considered 0 be wall-kinown idemationally and in
tha Philippines, ‘whether or not it is registersd here, as being already
the mark of a person other than the applicant for registration, and
usad for identical or similar goods or services., Based on the
aforsquoted provisions of the Pans Convention and RA 8233, the
registration of 3 mark must be refused where i is tkaly to confuse 8
wal-known mark, whathey regisiersd o nof, when used for identics!
or simitar goods.

28 The registration of the Respondent-dpplicants mak &
prosoribed under the aforeguoted provisions in view of the ssact
similarity of the mark and the goods for which | is sought o be
registored and the trade channels as well as the conditions under
which sales of these gouds are made.

28, There is no question that the madk sought 1o be registered
s exaclly identica! to Biswanath Hosiery's trademark, “LUX”. Thus,
the ragistration and use of the "LUX" mark by the Rsspondent
Applicant {o idanlify identical and similar goods under Glass 85 willl
sty cause confusion or deoetve the relevant public

3. Among the faclors to delerming whether there &
fikelihood of confusion arg: (1) strength of the sanior user's mark
{2} degree of similarity between the marks; (3) proximity of the
producty; {4) hkelihood that the senior user of the mark witl bridge
the gap; {5) svidence of actual confusion; (8) defendants' bad faithy
{7} quality of defendanty’ products; and {8) sophistication of the
rafgvant consumer group,

It Nol only is Biswanath Hosiery's mark sxactly the same as
that of and the goods # covers identical and similar to those of
Raspondent-Applicant's, but # algo s a strong, distinctive mark that
rises the likelthood of confusion fo & much higher degres. Cther
than Biswanath Hoslerny's {redemark and Respondent-Applicant's
appiication for registration, no other entity has registerad with the
Bureau of Trademarks the "LUX" trademark under Class 25 and
closely-related classas.

32 Tha distinclivensss or "strength” of a mark measures @3
capacity to indicale the source of the goods o services with which #
s usad. The greater the distingliveness of the mark, the greater the
Rkedlihood of confusion that prospective purchasers will sssociate the
same oF B osimidar designation found on other goods, services of
husinesses with the prior user. "Strong” marks that have a high

b‘i&m‘t‘ﬁz o sbrilas Qo %%\Ms& Wﬂa’&w\‘ ‘xh&t in dss»mfmm R ST R T R iR k:*mw BOOOWH Shak
e feken of S Eocedodpe of te selevant seclie of B oD, Maiey Bien of e pulNie oF B, inoReding
FrRppines mnm HEd Boof obiuned 2% & el of e peomaion of e MRk W,
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- of ﬁwm’mw&ﬁ&% ara thus protected against the use of similer
R . ma*écs against a wider range of goods or services than are “weak’
designations that have less distincliveness or market resognition, ™

e

33, Thus, by virtus of the sirmilarity and strength of the marks,
the Regpondent-Applicants use of the “LUX" mark wil cause
confusion in the minds of polendind consumers not ondy as o the
wientity of the producis bul also with regard o ther the sourseg,
affilation or sponsarship.

34, the mark "LUX" is allowad o be registered in the name
of the Respondent-Applicant, s registration and use will greally
dittunigh the distinctivenass of Biswanath Hosiery's radamark and
dilute #s goodwill and reputation which # has painstakingly built over
the decades.

38 In sum, the registration of the mark “LUX" i favor of the
Respondent-Applicant should be denisd because it is identical with
Biswanath Hoslery's well-known trademark,

B, Tue REGISTRATION OF
RESPONDENT-APPLICANTS Marx
WL INDICATE & FALSE CORNNECTION
BETWEEN THE (BO0DS OFFERED BY
RESPORDENT-APPLICANT AND
Biswanatd Hosegy.

38, RespondentApphcants use of and stempt fo register
“LUXT as o trademark s tantamount o giving the appearance that
Regpondent-Applicant's clothing goods are affiliated to or under the
sponsorship of Biswanath Hosiary, I a consumer sees a clothing
proguct marked “LUX", he may Hkely think that the said product is
urgder the foensing o sporsorship of Biswanath Hosiery, Thus,
Respondent-Applicants application must be refused to prevent the
mark’s falve association to Biswanath Hosiery and the likelhood of
causing damage or prejudice to Biswanath Mosiery's goodwill and
reputation painstakingly bullt for decades.

Hl. Tue RegistrRation OF Tus Marg
SLUKY By The RespONDENT
ArpLcant Is i Bao Famu.

37 In Lim Hoa vs. Dimecltor of Patents ™ the Court posed @
rhstonicsl gusslion, s
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‘W ask, however, why, with all the birds iy e o, ang 8t
the fishes e sea, grd gl the animals on the face ol {he sarihi o
shovise from, fhe dedendant company selisclad btwo roosters as 88
racie-mark, attough B divsctory and manages miust have been
wall dware of the long-continesd use of 8 rovsier by the plaintff in
sonnasiinn wilh the sale and agveriisement of us goads?”

38, The same may be asked of Respondent-Spplicant on s
choice of & mark that 18 confusingly similar to Biswanath Hosary's
SLUX™ tademark. Considerning the widespread presence of “LUX®
clothing products in the ginbal marksd, § cannot be doubled that
Respondent-Applicant is fully aware of brands belonging to the
Biswanath Hoslery, Thus, #§ may be properly asked of Respondent-
Applicant whather s atlempt to register & mark for the same clothing
goods smacks of bad faith, knowing that the “LUX"Y iz already the
registered trademark of anamer antity, hersin the Biswanath Hosl tery,
who has established goodwill and business reputalion worldwide in
the clothing Induslry.

B LUXY 13 also Biswanarw
HOSIERY'S  TRADE  NamE OR
CORPORATE HAME AND SUST BE
PROTECTED AR SUCH  UNDER
Srenon I185.20F RA B203.
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Makaft City for the City of Taguig, 23 July 2018,
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