(Tel): 022-24134555
(Email): madrid.tmr@nic.in
(website): www.ipindia.nic.in

Government of India
TRADE MARKS REGISTRY
Boudhik Sampada Bhavan, S.M. Road, Antop Hill,
Mumbai-400 037, India.
NOTIFICATION OF PROVISIONAL REFUSAL OF PROTECTION OF AN INTERNATIONAL REGISTRATION DESIGNATING INDIA

Rule 17(1) of the Common Regulations

1. Office making the notification: | TRADE MARKS REGISTRY, GOVERNMENT OF INDIA
Number of the international registration: 1310831

(Reference IRDI No allotted to this international registration by the TMR India)... 3995557

1. Name of the holder (or other information enabling the identity of the international registration to be confirmed):
LUMINAL AGENCY FZ LLC

V. Provisional refusal based on an opposition

The following person(s) have filed opposition to protection of the trademark in India-

1. SURINDER MALIK, E-12, CONNAUGHT PLACE, NEW DELHI 110001
V. Provisional refusal for all the goods and/or services
VL. Grounds for refusal [(where applicable, see item VII)]:

The Grounds are mentioned as per the Notice(es) of Opposition attached herewith
VIl. |Information relating to an earlier mark

As mentioned in Notice(es) of Opposition attached herewith, if any.
VIIl. |Corresponding essential provisions of the applicable law [(see text under Xil)]:

Section 21 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
Sections 9, 11, 12, 13, 14 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
IX. Information relating to subsequent procedure:

(i) If the holder of the International Registration wants to protect his trademark in India he/she, on receipt of the
Provisional Refusal based on Opposition must submit a Counter Statement on form TM-6/TM-O through a
registered trademark agent/advocate having address in India. The said Counter Statement must be submitted
along with the scanned copy of the Statement of Case signed by the holder and the Power of Attorney in
favor of the agent/attorney.

(ii) |Time limit for response or for a request to file Counter Statement against the provisional refusal: Two month
from the date of receipt of provisional refusal by the holder of international registration.

(iii) |Authority to which such request for review or appeal should be made: The response to the provisional refusal
in the form of the Counter Statement must be submitted before the Registrar of Trade Marks, International
Registration Division, Trade Marks Registry, Mumbai. The Counter Statement including the scanned copy of
the Statement of Case and the Power of Attorney must be submitted online through the gateway
comprehensive e-filing services for trademarks.

(iv) |Indications concerning the appointment of a representative: The response to the provisional refusal must be
submitted through an Indian agent or a representative. The said agent may be a trademark agent registered
with the Indian Trade Marks Registry office or an Advocate within the meaning of Indian Advocates Act, 1961.
Such agent/attorney must be engaged by the holder through a Power of Attorney on form TM-48 executed in
the favor of the said trademark agent/advocate.

X. Date of the notification of provisional refusal:
13/03/2019
XI. Signature or official seal of the Office making the notification:

FOR REGISTRAR OF TRADEMARK
DIPMALA P MATHAPATI
Designation: SENIOR EXAMINER
Mumbai




[XI.  |Corresponding essential provisions of the applicable law:

*** end of the report ***



Receipt No.: 2164338
Date: 07/03/2019
Amount: Rs.2700/-

Ref No: A-3995557 Form
No: 975810

FORM TM-O

THE TRADE MARKS ACT, 1999
Notice of Opposition / Application for Rectification of the Register by cancelling or varying
registration of a trade mark / Counter statement / Request to refuse or invalidate a trade
mark under Section 25(a),(b) of Geographical Indication of Goods (Regulation and

Protection)

under the Trade Marks Act

REQUEST

NOTICE OF OPPOSITION

FEE

2700

APPLICANT OR REGISTERED PROPRIETOR/OPPONENT/THIRD PARTY MAKING THE

APPLICATNION/REQUEST

Opponent Name

SURINDER MALIK

Treading As

Address

E-12, CONNAUGHT PLACE, NEW DELHI
110001

Service Address

1/B, Street No.4, East Guru Angad Nagar,
Delhi- 110092

Mobile No

7834897828

Email address

lexfonsip@gmail.com

AGENT OF THE APPLICANT OR REGISTERED PROPRIETOR/OPPONMENT/THIRD PARTY

AS THE CASE MAY BE(if any)

Agent Name LEX FONS

Address 1/B STREET NO -4 EAST GURU ANGAD
NAGAR DELHI 110092

Mobile No 7834897828

Nature of the Agent Advocate

Registration No 11192

REQUEST OPPOSITION/APPLICATION IN THE MATTER OF

DETAILS OF APPLICATION NUMBER

3995557

CLASS

14

REQUEST NOTICE OF OPPOSITION
GROUNDS OF OPPOSITION Grounds of opposition are attached separately
Date 07-03-2019 02:02 PM

Digitally Signed By

VIKAS KHERA

for LEX FONS
[Attorney]
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TA-G

THE THRADE MARRS QUT, 18w

Fes Ry 3,700 Atterrey™s Code Nog 1182

Fraprictor’s Code Noo

ROTICE OF OPPORITHMY TO APPLICATION FOR REGINTRATHWN OF &
TRABE MARK

ISECTION ZIQ RULE €3

IN THE MATTER OF application no, JHREST in Class 14 doted 276882818 n e
e of Lundesl Agesey FE LLL, hwving office st Dabel Design Distriv

Building § A205 Duba,

AND

IS THE MATTER OF gpposition therets endered by Sweinder Malik of B33
Cormaught Place, New Delhi- 1100014

2 brovtrosss, {nderest andbyr

ae s PR N
e Ovponesdty having

s office at B3, Convaught Place, Naw Delh T10001, the Opponent shove namad

3

hereby pive molice of v ntoskion o oppose rogistemtion of the tade mark
ot anano alvertised nader nomber 3995337 fn Class 14 in Trade mack Joumal No.

1877 dated 26, 11.301R

&

Groungds of onpoaition are s Hllow»

P

The Opponent {(which expression inchsles s predecessors

&

%

interest and/or title} iv engaged in the husinesy of manwfachering and

warketing of ionter alla Leather bagy, Wallets, Bells, Readymade gavmwnis,

MRNENNENNRNRIE R T B R pn N T




Leather Linings and other pmducty related thereof {berelnalyr may be
referred to as “the suid goeads”) and bave been carrying on thetr business indey
aliz under the name and style of M/s Da Milano at B-13, Cormaught Place,

New Delhi- 110081

2. The Opponent has given Hoense to Da Milano Leathers Prtc Lid. to use the
adenark DA MILANQO I India, Therefore, the use of trademank by Da
Milane Leathers Pyt Lil may be considered the use of the mark DA

MILAND by the Opponesd.

43

The Opponent marksts thelr products under the distioctive bade wmark DA

MILANG.

4. The Opponent honestly adopted the trade mark DA MILANO (hereinafter

s N

may be referved to as "the said frade mark”) in the year 1989 and sincs then the
frade mark DA MILANG has besn used vontinuously, unirderrupledly,

extensively  and  comunesciadly by the Opponent in the cowsse of

aforementioned frade and business. The sald trade roark has thus become
distinctive of the soume and tade ovigin of goods manufactured and

marketed by the Opponent exclustvely amd none else

5. Ower the years, the Opponent hes developed considerable expartiss and
technology specialization in s field Its products mavketed and sold under
the tade mark DA MILANG ae manufactured as per irdernational
standards and guality specifivations. Thuw, customers associate products
bearing the tradewark DA MILANQ with the technological prowess and

manufaciuring specialization of the Opponent.

&, The Opponst’s sales under the trade mark/ service mark DA MILANG has
twreased consistently due to considerable fywestment in bravad building,
advertisement, promotional canpaign and marketing expenses bestdes the
efforts of the managsment in building long term customer relationship. DA
MILAND family has colebratad pver sixty vears of unintersupted work from

feather tanming indusiry to today’s prembu, high end leather accessories and

AAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAAA




home furnishing brand, Achieving thiv system from the fsct that e
2 2‘1‘

Opponent promotes prized oraflamansiip, an obsesston for experienced

handiwork and the Tust of rescurcss o oreate the Opponent preferred

sigrature stvles. Uiy the finest loather painstakingly ;imcw‘ od ard the most

prepuum Hettngs ars wsed to achieve and the desived resudt by the Opporend,

As a vesull of which the Opponent proudly enduorse their ;sradm fxowith g life

Sy warranty.

(0

¥ Classie eleganwe and exsluring sophistivation have always been the basis of

thes signature DA MILANG stvle, suppotted with siate of the art fechawsiogy
and omativity, Be it Handbags, Portfolic bags, Travel bags, Wallels ar
aconssories, the Opponent’s foonie style definey hucaey of the highest *aaixi\
The Opponent products are exported o ditferent countries and showeassd at

Irading departmend stoves, The Opporernt products ave also sold o Dubsiand

Kepal.

In the domestic market, presently the Qpponent operates 44 companty owned

o

and ssiboparated exclusive showrooms and bas prosence i 15 vites and also
st 1GT Intrnationnd & Domestic Adrport, Temdnal 3, Dellvd, Mundsd Domesti

Adrport, Alvnadabad International Adrport & Kollala Adeport

8, The Opponent is also planuing o opon more showrnoms in other parts of the
country, That DA MILANQD b an award winaing, foonie prenduam brand,
urdgualy positioned as & kading Indian Playver. The brand is koown for iy
exquisite oraftevanship and  bwmscnlade styling New oollectiors ame
Tonnwhed every ssason by a wam of designers. The Opponent’s trdenuwek DA
ALANG v counted awongst the countey’s most successful seiddevst rotadl
brasuds,

X

) The Opponent has recetved several acondadss/ awards, from the industry, fn
the fast & years for is uncestcld quality prvlucts and servives repcherad, The
Opponent has recoived fnder alia Towges Botal Awands for the year 30

2003, 33, 2014 and 2018 condlrously from felin Betad] Forumn, Star Retatler




Awards HZ, Inorbit Malad-best Habdon Acvessorizs, InorbitCvberbad, 311

SN

11 The Opponent’s products wraler the trademark are alvo available on keading

scpmmerce portal osugh 88 Wwwamaonoom, wwowiabongaoss,
www, piynira.cont e it i subniiited that the Opponent’s sales undey fw
tradinark DA MILANG hay consistently been inorsssed over the past
sevaral years dwe to oomsiderable fovestment in the brand aadlding
advertisemend, promotional campaigns and marketing sxpenses busides the
offorts of the meanagsnent o building long tevm customers wlationsidp, The
Opponent i & fon of wepude which maagfecturss products of wnmatched
guality and internatiorsl standards. The gonds of the Opponent undsy the
rademark DA MILANG hos acguived enwiable goodwill and veputation
throughout India, owing o extensive comperial use and abverlisemsents
ghrough various meditnms inghading newspapsrs, magasines, hoardings, xales
provetional material & huge Sosscial expensses, The Opponent has also
spomsored many conferences/meets. The trademary DA BULANG of the
Opponant anjoys colossal goodwill and repudation in respoct of ity aforesaid
gods, The poblic bhas come f axsocide the Opposets  products
manfachred and marketed wnder DA MILANO exchosively with dhwe

Cpponent and nows slex,

13, The Opponent alve maintadrs 8 website with 8 name wwwdandlanosom

which gives the full detalls abouwt the Qpponsr's registerad and famoas
tradentek DA MILANG. I & notoworthy to mention et the Qppanent's
DA BUILANG in additton to belog advertised and promoted dissctly by the
Crpponent, & also additfonally fulirectly showcssed and promcted byt
Various mgs_g:srf g-cominerce portaly who sells DA MILANG producis on their
websitey, thus tnoreasing the awareness about DA MILANG Morsosvey, in
thix day of nstant corwrumdeation and ntemet being availabls fo consumer
and the member of the trade and public at large, services oifered and

prowmoted by the Opporsnd recelve instant attention and populasity In India




Alsn, a ot favelling svrosy the country sporsad the repulall
ks X - E X

on of the

Cpporsad’s DA MILANG by way of word of mwouthy Therefore, the

gosdsservices of Qppon

ent under e fade

mark BA MILANG ams

extremely popular i Indis, Mogeover, the Opponend hag 8 presence in ol

the

i3

n

metre cities of India.

In ordsr to gt sladuiory dight and to protent s

rademark

misappropriation,  diuion and wvisess, the QOpponent has applad for

R

registration of the mark DA MILANO in classes 03, 88, 08, 14, I8, ¥ and 38

&

W

wnder the provisions of The Trade Mark Ach, 1998 (herefuafier vy be seforved Jo

as Ve Aot} the detal]l whereof are suumerated hevel below: -

TRADEMARK

APPLICATION | CLASS
SREGISTRATION

N

STATUS

TR
N

Repisterad

1232

et

X
2 DA MILANO (LABELY | 5868 25 Registersd | 1266

DAMILANC {LABE

i

Registerad

Registared |

TDA MILAND

3GOIN

Registered

DA MILANG

Registered

Srehargriacy
Registerad

DA MELANO

Registered

a 1A MILANO Pendiy LR
0 DA MILAND FEEI 35 Pending | 13K
P DA MILANO(LABEL} | 981288 35 Pergding | 13022

DA VLANDS A4BOTR {6 Registeved | 183
1B THE MILAND USIRE 25 Vending | Suppl

MILANG

XYY
HERRRT

Reglsters:d

MITAND

GRI2RR

Paannding




The above mentioned registerad bademarks are valid and subaisting and the

wwarksy which are pending will be rogistored after due provess of lawe

14 The trade Mark DA MILANG reprossnts a powerkul hrand knows o many
wiillioms of cushunses v India, The Opponent hes weed the frade mark DA
SILAND continuonsly sod wrdirdermaptedly sines the date of iy adoption
The custeanees, public wwendber of the ads huevs Devoane sarmtomed ke the
high guality of goods wadey the trade wark DA MILANGD that ermanate fom
the Cpponent. The Qpponent i the propristor of the sk D& MILANG and
other MILANCG suffix vuoks. The trade puek DA MILANGD on socount of

long, extensive and undnterrupted vey cormotes and denptes the source and

b

oeigine of goods bearfog sadd mark as origdnating from the O .rpe:s::’zmt and

adopted

‘:u

ome slve i India do respect of satd goods. The Opporerg has honexs

the trade moark DA MEHANO and has wed the same oontinuously

comnerclally, openly, and without nterruption from any oorner thersupont
e to massive arud rontinuous use sice the date of adoption and by vivtue of
vegistration undsy the Act the radenwwk DA MILANG has lost s p::‘imz*ef}f
sigrficance i any. and bas attained the seeondary sipnificanos o respect of

the sadd business and related nssiness,

15 The Opponsnt has beern diligent iy protecting 85 intellectual proparty vights
and has lakun steps to protect s distinctive, well kooown, rogistered and
famons ade wark DA MILANG. Over a pevicd of time, the trade tark &
BMILANG has comw abowt 10 aoquire formidable goodwill ardd reputation

amongst pondasy of the public arsl the consumer ot large and corstituiss

Tt wherein is owred

23

eatuable infellectual property of e Qpponent, the ri

and  zealously  guarded by the Oppovent agatost  misuse,  abusy,

misappropristion and mdsrepressrdation,



16, On acomuy of registration, extensive provactional activities s wdsterrupied
use, the trade puok DA MILANG has

bustness of the Opponent The rade sk DA MILAND of the Opponent is a

tinctive of the goods and

“welbb-known trade wark” as svvisaged ander e provistons of ssotin 2 (T
{2} of the sct and s entithed o mainnum protecBon agatnst off kinds of

3 T

pasuse and  miseppropriation by any  manufocturer,  trade

irrespartive of the class or the goads for whikch the wmark i registes
By the Opponent,

17, The applcant with mudatide fndention to trade ppon e valuable goodwill

WX

and reputation egjoved by the Opponest in iy well-bnown, famous and
vegistered trade mwark D& MILANQ hes filad the presat applivation for

regiskration of ¢ deceptively similar frade mark DY BHLANG (herelnafter

G

& 3 LT 3 PRUE- SERPIREIN: Lk G VG JUNCTE: S-J0qees S e 6 T IR e
veferved to as “the vprigred perk ™) tn fdendical olass and i respact of Blentioa

and cognate and allied goods, The applicant with wadafide fnfent has

deliberately adopted the mark which is deceptivedy similar to the Dpponent’s

¢ the customers amd public

wellknoewn rade mark, only with intent to conly
at farge, The makdids intention of S applicant i apparent from the fact that

the apphicant has copled the entive mark andd has fust deleted the alphabet &
aad hes added 1 in the Opponent’s reark DR MILANG & male the
vpugred mark T MILANG deveptively sindlar to the Oppovend’s mark

>

he malafide Intention of the applicant & further demwmstrated from the faat

that the applicant hus mlopted the lopugned mark it mespect of blentival and
2 allied goods to that of the Opponent. The consumer ad tradses wonld
frevaviably come o conclusion that the vival mark belongs to the Qpponeat or
has souw strong or subtls conpection therewith, Thus, & salafide fderdion on
the apphicant’s part v writ large in that the adoption of 8 deceptively stmilay
mark by the apphicant was actuated solely with a view to misappropriate and
trade wpon the established goodeill and reputaticeswlueh has soomed o the

Orpponent’s trade mark DA MILANG



IR 1 is submitted that the Opponent's frade mark DA MILANQ v & well-known
trads mpark amongst Hw public, The sald mark of the Opponent fes varved &
riche fov itself in the Hoe of Hs goods and 35 not only inherently distinctive bat
alsr capable of distinguishing thw goods of the Upponent frea others. The
impugned mark of the applicant heing phonetically, visually and struchuwrally
similar 1o the Oppovent’s well-known moark laoks inberent dstinctivensss
ard Iv not capable of distinguishing the applicant’s goeals from these of g
Opporeed The registration of the impugned muud s, thas, Halle o be refused
withis the provisions of BSsctinn %3} {a} read with Section 2 () of the Actas

it i decedving the pullic and cousing condusion.
18, The adoption of the inpugnsd mark as applied for, oo goods of iduntiond and

wiated desoviptions, having common rading chanuels, &3 lkely o cawe

N

confuston and/ov deception about the souwre and ongin of e goods, T &
pertinent ke note that condusion and/or deveption fv fnevitable s the

applcant’s inpugned mark & o Matant copy of the Cpponant’s welbkanown
and fameass frade vaeke The confisdon would also arisy on asvonunt of
presumption that may be drawn about 2 franchise srangement, nexus o
trade connscton between the goods and business of the appiivant and thoss

e Opponent, The registration of the lopugned mark s thus, Hable o be
gismissed as iR & wiokdion of Secting 133} of the Act and alse SecBan

FHI) of the &st

28, The adoption by e applicant of the topugned mark o celation o goods for
which :s‘zf-gistmtim*z s sought ks deliberate, o bad Raith, mals fide, dishonest
angd sedely valowlated o misvepresent the origin of goods sl misappropriate
the goodwill and reputadion attached with the trade ek DA RMILARG of
the Cpponent Thees carmot possibly be any jnstifioation on the paet of the

splicant to adopt a stmilar wark, ¢ uepi o carn ol gadng and Ry pass oft

B ; b ¥

the applicant’s goods and/or Dusiness as and for those of the QOpponent

Thus, the application is Hable to be disndesed iy cnder to protert public
NE S




21, The Opponent subeits bere that the rogistration of the impugned rade maek
D1 AN wondd be in violaton of the provisions of the Actinas psch an 8
i Ukely to wanlead the pudlic as regavds the bade sowce from which the
goods pertaining to the lmpugned mark enunate and the hellhood
aszociation as conterapiated vnder Section 2 (1 §) 3V} {a) of the Act for false
frade dexcription. Henox, the bapugoed mark §F MHANO & Habls f be

sefused registration by the loarned Registrar in the public intersst.

et

22, The adoption by the applicant of the tvpugned mack in Class 14 35 mala Side,
v Bad faith andd sodely maotivated o tade upon the goodwill and reputation
exfoved by the Opponent fu 8 welb-known trade roark DA BILANG, The
Apphcant v called ypon to prove {is bona fide ntention in wloption of the
trpugned mard The dpplicant cumet, therefore, clater ixelf fo T w bowa
fide, honest proprietor of the impugeed reark within the provistons of
Section 1X of the Act and therefore cannot fake the shelter wander the sadd
section hudny dishorest arad there is ne other clvumstanes which may perouit

the Appleant to use the impugned mark which &8 a blatand copy of the

Opponent’s mark DA MILANG,

33 Under the above circumstanves, # fs submitted that the registration of the

//4

Y

te

Ry

fropugrsd mark would be contrary to the provisions of Section 2 {1 {5
(&) SecHor M2, Seetion THYY, Section T and Section of THE) of the Actand
therefore the Lewresed Begistrar is reguested o sxevize ds disoretion,

evnpowered wuder SecBion 184}, against the grant of registration and refuse

the Application No, 3595887 & Class 14, i onder o maintain the pueity of the

Register of Trade Marbs, Purthey, the radenmark hax been Blad onva prog
o be used basts, therefors the applicant will not suffer any haroy or injury

the regixiration for the same v devded. Howseeer, if the impugned mawrk is
registered then great loss and infury will be caused to the i‘g};\«m&it i terrn of
woney and repulation, Fucther, the consumer will also be decsived about the
origin of goods, The A?‘{"h\.ﬁﬁi’ et 0 be barred from the olafin of “honest”

or "oonecurressd uee’




24, Under the above chraiunsiances it is praved that the tnpugned Application

Mo, 3995587 wm Clasy M may please be orefusedabandoned, presam

opposition be allowad and vosts of pravessiings be awardsd to the Opponent,

wid o the

Al communications in refation o these proceedings oy be addres

following adsdress i India

LEXFONS
E‘R*t’ia\‘ 1?3‘@}9??&-" Aftorney
1B, Shraet Mo, 4, Fast Gare Angad \Amr Dol - 110082
Fowdd infofledons.coni ?9 onsiv@omatioen
fovantact M I-40053R450, +U1 - FRISEETRN

Taaked this P day of Mo, 2018

¥i
For, Lexfons
Astvocates for Oppanent

'{'\ E
The Registraw of Trade Marks

The Qffice of the Trade Marks Begistey, Mumbai,




NENRARANRNARRAN A

VERIBICATION:

T, Vikas Khere, the attormwy duly appodated by the Opponent hersde to e

e 13

r"’;

arg

s

upposition, do fwrshy ‘xfe;zié‘i}r that the contents of paragraph nos
frue as per the information revetvad from the recnrds of the Opporsed and
Believed o be corrvot and nothing waterial or relevant is concealad therefrom,
argd the vortterds of pavagraph s 1F 0 23 ave subadssions sad objections

radsed on bohalf of the Cppament and the sanw are froe and cormet The

conbonts of the fast pavagraph are o prayer fo s Hon'Me Teibanal

YVerlfied ab NMew Delhi ot this 70 day of Mareh, 3018,

Vikas Khera
Advocals




