Rechtsabteilung Internationales Markenwesen
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IR 133/2019/W1-1

MADRID AGREEMENT AND PROTOCOL
MADRIDER ABKOMMEN UND PROTOKOLL

PROVISIONAL REFUSAL OF PROTECTION Rule 17 (1)

VORLAUFIGE SCHUTZVERWEIGERUNG Regel 17 (1)

I.  Authority pronouncing the refusal: Behorde, die die Schutzverweigerung erlassen hat:
Austrian Patent Office Osterreichisches Patentamt
Dresdner StraBe 87 Dresdner Strale 87
A — 1200 Vienna {Austria) A — 1200 Wien (Osterreich)

[I.  Number of the international registration;
Mi Cloud

Nr. der internationalen Registrierung: 1 433 787

Number of the basic registration / application and country of origin:
Nr. der Basisregistrierung / -anmeldung und Ursprungsiand: 28028402 China

. K Provisional refusal based on oppaosition(s)
Vortdufige Schutzverweigerung wegen eines(mehrerer) Widerspruchs(-spriiche)

a Provisional refusal based on both - ex officio examination and opposition
Vorlaufige Schutzverweigerung wegen absoluter Griinde und Erhebung eines Widerspruchs

\TR X Provisional refusal for all the goods and/or services
Voridufige Schutzverweigerung flir alle Waren und/oder Dienstleistungen

Provisional refusal for some of the goods and/or services:
Vorlaufige Schutzverweigerung flr die folgenden Waren und/oder Dienstleistungen:

] Admission only for the following goods and/or services:
Zulassung nur fOr folgende Waren und/oder Dienstleistungen:

V.  Grounds for refusal
Grinde der vorldufigen Schutzverweigerung

O Absolute grounds

B Opposition(s) by opponent(s}). see VI.
Eingelangte Widerspriiche: siehe VI.

VL.  Information relating to eartier mark(s} or application(s)
Informationen betreffend die ltere(n) Marke(n) oder Anmeldung(en)

A)

Type / Registration number / Mark / Filing date /Filing number / Priority date
Art/ Registernummer /Marke / Anmeldedatum / Anmeldenummer / Prioritdtsdatum

EUTM 011571866/ ICLOUD/13.02.2013

Name and address of the owner(s):
Name und Adresse des(der} Inhaber(s):
Apple nc.
One Apple Park Way
US-95014 Cupertino

Name and address of the representative in this opposition procedure:
Name und Adresse des Vertreters im gegensténdlichen Widerspruchverfahren:




KWR Karasek Wietrzyk Rechtsanwilte GmbH
Fleischmarkt 1
A - 1010 Wien

Goods and services on which the opposition is based:
Waren und Dienstleistungen, auf die sich der Widerspruch stiitzt:

cl. 9:Computer software for authoring. downloading. transmitiing. receiving. editing. extracting. encoding.
decoding. displaving, storing and organizing text. graplics, images. and electronic publications: computer software.
namely. operaiing system programis. data synchronization progranms, and apphication development tool programs
for personal and handheld computers; pre-recorded computer programs for persenal information management,
database management software. character recognition software, telephony management software. electronic mail
and messagmy software. paging sotiware, mobite telephone seftware; database synchronization software. computer
programs for accessing, browsing and searching online databases. computer software for the redirection of
messages, Internet e-mail, and/or other data to one or more clectronic handheld devices from a data store on or
assoclated with a personal compulter or a server: computer software for the synchronization of data between a
remole station or deviee and a fixed or remote station or device.

cl. 35 :Computerized database and file management; data processing services; compulterized data storage and
retrieval services: computerized data slorage and retrieval services for text, data, image, audio. video. and
multiniedia content; creating indexes of information. sites and other resources available on global computer
networks and other electronic and communications networks for others; searching, browsing and retrieving
information, sites. and other resources available on globai computer networks and other electrenic and
communications networks for others: organizing content of information provided over a global computer network
and other electronic and communications networks according to user preferences: providing an online searchable
database of text, data. image, audio. video. and multimedia content in the fields of computer hardware, computer
software, consumer electronics. telecommunications and muliimedia goods. mobile phones. handheld digital
electronic devices, and other consumer electronics and accessories, peripherals, and carrying cases for such
products.

cl. 39: Physical storage of electronically stered data. text. images. audio and video; physical storage services for
archiving electronic data.

cl. 42: Application service provider (ASP) services featuring sottware for authoring. downtoading. iransmitting,
receiving, editing, extracting, enceding, decoding. displaying. storing and erganizing text, graphics, images, and
clectronic publications: providing search engines [or obtaining data on a global computer network.

B)

Type / Registration number / Mark / Filing date /Filing number / Priority date
Art/ Registernummer /Marke / Anmeldedatum / Anmeldenummer / Priorititsdatum

EUTM 014067755/ ICLOUD/31.05.2011/

Name and address of the owner(s}):
Name und Adresse des{der) Inhaber{s):
Apple Inc.
One Apple Park Way
US-85014 Cupertino

Name and address of the representative in this opposition procedure:
Name und Adresse des Vertreters im gegenstindlichen Widerspruchverfahren:




KWR Karasek Wietrzyk Rechtsanwilte GmbH
Fleischmarkt 1
A - 1010 Wien

Goods and services on which the opposition is based:
Waren und Dienstleistungen, auf die sich der Widerspruch stiitzt:

cl.Y: Accessories. parts. {ittings. and testing apparatus for all ol the following goods: Computer hardware:
microprocessors, memory beards, monitors. displays, kevboards, cables. modems, primters. disk drives. adapters.
adapter cards. connectors and drivers: blank compulter sterage media: magnetic data carricrs: computer software:
computer software for authoring. downloading, transmitting. receiving, editing. extracting. encoding, decoding.
displaying, storing and organizing text. graphics, images, and electronic publications: cemputer software and
firmware. namely. eperating system programs. data synchronization programs. and application development ool
programs for personal and handheld computers: computer hardware and software for providing integrated telephone
communication with computerized global information networks: pre-recorded computer programs for personal
mnformation management. database management software, character recognition software. telephony management
software. electronic mail and messaging software, paging software. mobile telephone software: database
synchromzation software. computer programs for accessing, browsing and searching online databases, computer
software for the redirection of messages, Internet e-mail. and‘or other data to one or more clectronic handheld
devices from a data store on or associated with a personal computer or a server: computer software for the
synchronization of data between a remote station or device and a fixed or remote station or device; downloadable
electronic publications in the nature of books, plays. pamphlets, brochures. newsletters, joumals. magazities. and
periodicals on a wide range of topics of general interest; handbeld digital electronic devices and software related
thereto; MP3 and other digital format audic plavers: hand held computers. tablet computers, persenal digital
assistants, electronic orgamzers, electronic notepads: mobile digilal electronic devices, global positioning svstem
{GiPS) devices, telephones: handheld and mobile digital electronic devices for the sending and receiving of
telephone calls. faxes, electronic mail. and other digital data: cordless (elephones: mobile telephones; parts and
accessories for mobile telephones: facsimile machines, answering machines. cameras. videophones, elephone-based
information reirneval sofiware and hardware: electronic handheld units or the wireless receipt. storage andior
transmission of data and messages. and clectronic devices that enable the user to keep track of or manage personal
information: electronic communication equipment and mstruments: telecommunications apparatus and instruments:
fomis. typetaces. type designs and symbols in the form of recorded data: chips. discs and tapes bearing or for
recording computer programs and seftware: random aceess niemory, read only memory: soiid state memory
apparatus: compuler and electronic games: user manvals in clectronically readable. machine readable or computer
readable torm for use with. and sold as a unit with, alf the aforementioned goods: apparatus for data storage: hard
drives; miniature hard disk drive storage units; audio video dises, CD-ROMs_ and digital versatile dises: mouse
pads; batteries; rechargeable batteries; chargers: chargers for electric batteries: headphones; stereo headphones: in-
car headphones: stereo speakers: audio speakers; audio speakers for home: monsor speakers: speakers for
computers: personal stereo speaker apparatus: radio recetvers, amplifiers, sound recording and reproducing
apparatus. clectric phonographs, record players, high fidelity stereo apparatus, tape recorders and reproducing
apparatus, loudspeakers, multiple speaker units, microphones: digital audio and video devices: audic cassetie
recorders and players. video cassetie recorders and players. compact disc players. digital versatite dise recorders and
players, digital audio tape recorders and players: digital music andior video plavers: radios: video cameras: audio.
video. and digital mixers; radio transmitters: car audio apparatus: computer equipment for use with all of the
aforesaid goods: elecironic apparatus with multimedia functions for use with all of the aforesaid yoods; electronic
apparatus with mtcractive functions for use with all of the atoresaid goods Parts and fittings for all the aforesatd
goods Covers, bags and cases adapted or shaped o contain all of the aforesaid zoods. made of leather. imitations of
leather. cloth. or textile materials.




cl.35: Advertising agency services; advertising. marketing, and promotion services: advertising and marketing
consultavon: sales promotion services: promoting the goods and services of others: conducting market research;
analysis of advertsing response and market research: preparation, production, and dissemination of advertisements
and advertising material for others: media planning services: admmistration of consumer lovalty programs:
arranging and conducting incentive rewards programs o promote the sale of goods and services; business services.
namely. dissemination of advertising for others via computer networks and global conmunication networks:
compilations of directories for publishing on the Internet and other electronic, computer and communications
networks; retail store and online retail store services in the {ields of computer hardware, computer soltware.
consumer clectronics. telecommunications and multimedia goods. mobile phones. handheld digital electronic
devices. and other consumer electronics and accesseries. peripherals . and carrying cases for such products: retail
siore services provided via the Intemet and other computer, electronic and communications networks i the ficld of
computer hardware. computer software. consumer electronics. telecommunicatons and multimedia poods and
accessories. mobile phones. handheld digaal electronic devices. and other consumer electronics and accessories.
peripherals. and carrying cases for such products: retail store services in the field of books, magazines. pericdicals.
newsletters, journals and other publications on a wide range of opics of general interest, provided via the Internet
arwl other computer, electronic and conununications networks: retail store services in the field of entertainment
featuring movies, television programs. sporting events. musical works. and audio and audiovisual works. via the
Internet and other computer. electronic and communications networks; retail store services featuring compuler.
clectronic and entertainment products, telecommurnications apparatus, mobile phones. handheld maobile digital
electronic devices, and other consumer electronics. computer software, and accessories. peripherals. and carrving
cases for such products, via the Internet and other computer, electronic and communications networks: product
demonstrations provided in-store and via global communications networks and other electronic and communications
networks: information, advisory and consultancy services relating to all the aforesaid.

¢l.37: Repair and installation services: maintenance. instailation and repair of computer hardware, computer
peripherals and consumer clectronic devices: consulting services in the freld of maintenance ol computer hardware.
computer peripherals. and consumer electronic devices.

¢l.38: Providing user access to the Internet (service providers).

cl41: Providing an ealine searchable database of text, data, image. audio, video. and multimedia content in the
field of entertainment featuring music. video. film. books, persodicals, television. games and sports: informasion,
advisery and consultancy services relaling to all the aforesaid.

C)
Type / Registration number / Mark / Filing date /Filing number / Priority date
Art / Registernummer /Marke / Anmeldedatum / Anmeldenummer / Prioritatsdatum

EUTM 013002928/ ICLOUD/13.02.2013/

Name and address of the owner(s):
Name und Adresse des{der) Inhaber(s):
Apple Inc.
One Apple Park Way
US-95014 Cupertino

Name and address of the representative in this opposition procedure:
Name und Adresse des Vertreters im gegenstandlichen Widerspruchverfahren:




KWR Karasek Wietrzyk Rechtsanwéite GmbH
Fleischmarkt 1
A - 1010 Wien

Goods and services on which the opposilion is based;
Waren und Dienstleistungen, auf die sich der Widerspruch stiitzt;

¢l.9: Mouse pads: batteries: rechargeable batteries: chargers: chargers for electric batteries: headphones: sterco
headphones: in-ear headphones! sterco speakers: audio speakers: audio speakers for home: monitor speakers:
speakers for computers: personal stereo speaker apparatus: loudspeakers. multiple speaker unis. microphones:
covers. bags and cases adapted or shaped to contain all of the aforesaid goods, made of leather. imitations of

icather. cloth. or textite matcrials,

¢l.35: Advertising agency services: advertising. marketing. and promotion services: advertising and marketing
consultation: sales promotion services: promoting the goods and services ol others; conducting market research;
analysis of advertising response and market rescarch: preparation. production. and dissemination of advertisements
and advertising material {or others: media planning services: administralion of consumer loyaley programs;
arranging and conducting incentive rewards programs to promote the sale of goods and services: retail store and
enline retail store services in the fields of computer hardware, computer software. consumer electronics.
telecommunications and multimedia goods, mobile phones. handheld digital electronic devices. and other consumer
electronies and aceessories, permpherals . and carrying cases for such products: retail store services provided via the
Internet and other computer. electronic and communications networks in the field of computer hardware. computer
software. consumer clectronics. telecommunications and multimedia poods and accessories, mobile phones.
handheld digital electronic devices. and other consumer electronics and accessories. peripherals. and carrving cases
for such products: retail store services in the field of books. magazines. periodicals. newsleters. journals and other
publications on & wide range of topics of general interest, provided via the Internet and other computer. electronic
and commumecations networks; retail store services in the field of entertainment featuring movies. television
programs, sporting events. musical works. and audio and audiovisual works. via the Internet and other computer.
clectronic and communications networks: retail store services featuring computer. elecironic and entertainment
products, telecommunications apparatus. mebile phones. handheld mobile digital electronic devices. and other
consumer electronics. computer software. and accessorics, peripherals. and carrving cases for such products. via the
Internet and other computer. electronic and communications networks: product demonstrations provided in-store
and via global communications networks and other electronic and communications networks,

cL37: Repair and installation services: maintenance. installation and repair of compulter hardware. computer
peripherals and consumer electronic devices: consulting services in the field of maintenance ol computer hardware,
computer peripherals. and consumer electronic devices,

¢L42: Design and ¢reation of advertisements and advertising matertal [or others.
™

Type / Registration number / Mark / Filing date /Filing number / Priority date
Art / Registernummer /Marke / Anmeldedatum / Anmeldenummer / Pricritédtsdatum

EUTM 014597736/ ICLOUD/25.08.2015/

Name and address of the owner(s):
Name und Adresse des(der) Inhaber(s):
Apple Inc.
One Apple Park Way
US-85014 Cupertino

Name and address of the representative in this opposition procedure:
Nare und Adresse des Vertreters im gegensténdlichen Widerspruchverfahren:




cl.9: Computers. computer peripheral devices, computer terminals: coniputer hardware; microprocessors, memory
boards, monitors. displays. keyboards. cables. modems. printers, disk drives, adapters. adapter cards, connectors
and drivers: blank computer storage media: magnetic data carriers: compuler soltware: computer sollware for
authoring, downloading, transmitting. receiving, editing. exiracting. encodig. decoding. displaying. storing and
organizing text. graphics. images. and electronic publications: computer software and lrmware, namely, operating
system programs, data synchronization programs. and application development tool programs for personal and
handheld computers: computer hardware and software for providing integrated telephone communication with
compuierized global information networks: pre-recorded computer programs for personal imformation
management. database management soltware, character recognition software, telephony management soflware,
electionic mail and messaging software. paging soltware, mobile telephone software: database synchronization
software, computer programs for accessing. browsing and searching online databases. computer software for the
redirection of messages. Internet e-mail. and/or other data to one or more electronic handheld devices from a data
store on or asseciated with a personal computer or a server: computer software for the synchronization of data
between a remote station or device and a (ixed or remote station or device: downloadable electronic publications i
the nature of books. plays. panphlets, brochures, newsletters. journals. magazines. and periodicals on a wide range
of topics of general interest: handheld digital electronic devices [ur dala processing. infonmation processing, storing
and displaying data. transmitting and receiving data, ransmission of data between computers and software related
thereto: MP3 and other digitai format audio players; hand held computers, tablet computers. personal digital
assistants, electronic organizers. electronic notepads: mobile digital electronic devices. global positioning svstem
(GPS) devices. welephones: handheld and mobile digital electronic devices for the sending and receiving of
telephone calls, faxes. electronic mail. and other digital data: cordless telephones; mobile telephones: parts and
accessories for mobile telephones: facsimile machines, answering machines. cameras, videophones. telephene-
based information retrieval software and hardware; electronic handheld units for the wireless receipl. storage and/or
transmission of data and messages, and clectronic devices that enable the user to keep track of or manage personal
information; electronic communication equipment and instruments: clecommunications apparatus and instruments:
fonts. typefaces. type designs and symbols in the form of recorded data: chips. discs and tapes bearing or for
recording computer programs and soltware; random access memory. read only memory: solid state memory
apparatus: computer games: user manuals n clectronically readable. machine readable or computer readable form
for use with. and sold as a unit with, all the atorementioned goods: apparatus for data storage: hard drives;
miniature hard disk drive storage units: audio video dises, CD-ROMs. and digital versatile discs; computer
equipment for use with all of the aforesaid goads: electrenic communications apparatus with multimedia functions
for uxe with the aforesaid goods; electronic communications apparatus with interactive functions for use wish the
aforesaid goods: accessories, parts, fittings. and testing apparatus for all of the aloresaid gonds: parts and fitlings
for all the aforesaid goods.

¢L.38: Telecommunicaions: communication and telecommunication scrvices: telecommunication access services:
communications by computer: communication between computers: electronic sending of data and documentation
via the Internet or other databases: supply of data and news by clectronie transmission: providing
lelecommunication access 1o websites and electronic news services online allowing the dewnload of information
and data: providing tefeconmmunication access to web sites on the Internet: delin ery of digital music by
telecommunications: providing wireless telecommunications via electrenic contmunications networks; wireless
digital messaging. paging services. and electronic mail services. including services that enable a user to send and-or
receive messages through a wireless data network: one-way and two-way paging scrvices: communication by
compuler, computer intercommunication: telex. telegram and telephone services: hroadeasting or transmission of
radio and television programs: time sharing scrvices for communication apparatus: provision of
telecommunications access and links 10 computer databases and the Internet; efectronic transmission of streamed
and downloadable audio and video files via computer and other communications networks: webcasting services
{transmission): delivery of messages by electronic transmission: provision of connectivity services and acuess 1o
cleetrenic communications networks, for transmission or reception of audio. video or multimedia content:
provision of telecommunications connections to electronic communication networks. for transmission or reception
of audio. video or multimedia content: providing telecommunication access to digital music web sites on the

Intervet; providing telecommunication access to MP3 web sites on the Intemet: delivery of digital music by




telecommunications: provision of teleconnnunications connections to the Internel or compulter databases; electronic
neail services: telecommunication of information (including web pages): video broadeasting. broadcasting pre-
recorded videos featuring music and entertainment. felevision programs. motion pICTUres. news, sports. games,
cultural events, and entertainment-related programs of all kinds. via a global computer network: streamimg of video
content via a global computer network: subseription audie breadeasting via a global computer network: audio
broadeasting; audio breadeasting of spoken word. music, concerts, and radio programs, broadeasting pre-recorded
videos featuring music and entertaimment. television programs. metion pictures. news. sports. games. cultural
events. and entertainment-related programs of all kinds. via computer and other communications networks:
streaming of audio content via a global computer network; electronic transmission of audic and video files via
communications nelworks: communication services, namely. maiching users for the transfer of music. video and
audro recordings via communication networks: providing on-line bulletin boards for the transmission of Messages
among COMpUIET USErs COnCerning entertainment. music, concerts, videos, radio, television. {ilm. news., Sports.
games and cultural events: rental and bire of communication apparatus and electronic mail-boxes: electronic
communications cousultancy: facsimile. message collection and transmission services: transmission of data and of
information by clectrenic means. computer. cable, radio. teleprinter, eleletier. electronic mail. telecopicr.
television. microwave, laser beam. communications satellite or electronic communication means: transmission of
data by audjo-visual apparatus controlled by data processing apparatus or computers. information. advisory and
consultancy services relating 1o all the aforesaid; provision of telecommunication access time (o weh-sites featuring
multimedia materials; providing teleconumunication access 1o databases and directories via communications
networks for obtatming data in the fields of music, video. film. books. television, pames and sports: providing users
with telccommunication aceess time © electronic communications networks with means of dentifying. locating,
grouping. distributing, and managing data and links to third-party computer servers, COmputer processors angd
compuier users: providing user access to the Inlernet (service providers): providing temporary infemet access Lo use
on-line non-downloadable software (0 enable users 1o program audio. video. text and other multimedia contenl.
including music. concerts. videos, radio, television. news. sports, games. cultural events. and entertainment-related
programs.

¢h42: Application service provider (ASP) services featuring computer sofiware: application service provider (ASP})
services featuring software for authoring, downloading, transmitting, receiving, editing, extracting. encoding,
decodmg. displaying. storing and organizing text, graphics, images. and clectronic publications; scientific and
technological services and research and design relating thereto: design and development of computer hardware and
settware: computer hardware and software consuiting services: rental of computer hardware and software apparatus
and equipment: multimedia and audio-visual software consulting services: COMPULEr programning: support and
consultation services for developing computer systems. databases and applications: information relating o
computer hardware or software provided on-line from a global computer network or the Internet: creating and
maintaining web-sites: hosting the web-sites of others: providing search engines for obtaining data via
communications nelworks: application service provider (ASP) services featuring software for use in connection
with enline music subscription service, software that enables users o play and program music and entertainment-
related audio. video. text and multumedia content. and sofiware featuring musical sound recordings. entertainmest-
refated audio. video. text and multimedia content: providing search engines for abraining data on a global computer
network: information. advisory and consultancy services relating (o ali the aforesaid: operating search engines:
computer consulting and support services for scanning information into computer dises.

chd5: Online social networking services: providing a social networking website.

[ see annexes (extract from register or opposition form)
siehe Annex(e) (Auszug aus dem Register oder Widerspruchsformular)




VIl.  Applicable provisions of the national law (see text last pages)
Anwendbare Bestimmungen des nationalen Gesetzes (siehe Gesetzesauszug auf den letzten Seiten)
Section 29a and the following §29aff
VI Information relating to subsequent procedure / Information iiber das weitere Verfahren
Replyfresponse to the provisional refusal / AuRerung auf die Schutzverweigerung
{i)  Time limit for reply / Aulerungsfrist: 24/09/2019
(i)  Representative - see XI. “Provisions of the applicable law” (Section 61 Subsections 1 and 4 Trade
Mark Act).
Verlreterregelung - siehe XI. Provisions of the applicable Jaw* (§ 61 Abs. 1 und 4 MSchG).
(i} The original opposition request(s) and any accompanying documents will then be communicated to
the person or representative appointed once a written reply has been received .
Der/die Original-Widerspriiche und allféllige Beilagen werden dann an die benannte Person oder den benannten
Vertreter zugestellt, sobald eine schriftiiche Aulierung eingelangt ist,
(iv) In case the trademark holder does not fite within the time limit set out in {i) a written statement, which
fulfils the requirements of (ii}, the refusal will be declared final without further proceedings by the
Austrian Patent Office. In case of more than one opposition the trade mark holder has to submit one
written statement responding to each opposition raised, otherwise the opposition, to which the
trade mark holder does not respond, will be granted in total. The same applies if no response to the
absolute grounds raised —if applicable- has been submitted. Within the time limit set out in (i} the
holder of the trade mark also has the opportunity to request the opponent/s to furnish proof of
use of the trade mark/s the opposition/s is/are based on (§ 29 b (3) MSchG). The written statement
and any attachment/s shall be accompanied by copies corresponding to the number of oppositions
raised.
Bringt der Markeninhaber der angegriffenen Marke innerhalb der unter (i) gesetzten Frist keine
schriftliche Auflerung, die die Vorgaben aus (i) erfiillt, ein, so hat das Osterreichische Patentamt
ohne weiteres Verfahren die endgliltige Schutzverweigerung zu verfigen. Im Falle von mehreren
Widerspriichen muss sich der Markeninhaber in einem gemeinsamen Schriftsatz erkennbar zu jedem
der zugestellten Widerspriiche inhaltlich Zultern, andemfalls wird einem Widerspruch, auf welchen
keine Aufterung des Markeninhabers erfolgt ist, im vollem Umfang stattgegeben. Innerhalb der in (i)
genannten Frist hat der Markeninhaber auch die Moglichkeit, den Widersprechenden aufzufordern,
den Nachweis der Benutzung fiir die Widerspruchsmarke/n zu erbringen (§ 29 b Abs. 3 MSchG). Der
schriftlichen Auerung und allfilligen Beilagen sind Kopien in der entsprechenden Anzahl der
Widerspriiche anzuschliefien.
{v)  Authority to address the reply: see |.
Behdrde, an die die Aulerung 2u richten ist: siehe |.
IX.  Date of provisional refusal Number of Annexes:
Datum der vorlaufigen Schutzverweigerung Zahl der Anhange:
24/05/2019
X.  Signature or official seal of the Office
Unterschrift oder Amisstempel der Behdrde
"
Rech iges Mitglied Sivie Frach </ ) /£
echtskundiges Mitglie ivie Froc /-'%Luiﬁ(f- ﬁ e
Xl.  Supplementary information
Zusatzliche Information
Data concerning the trademark(s) cited as base for opposition may be found using the following finks:
Registerdaten der Widerspruchsmarke(n) finden Sie unter:
http:/fwww. patentami.at
hitp:/Awww. wipe.intfipdlien/radrid
hitp.//oami.europa.ew/CTMOnline/RequestManager/de SearchBasic
Xl
I.  Corresponding essential provisions of the applicable law: Austrian Trade Mark Act
(Federal Law Gazette No. 260/1870 in its current version / Bundesgesetzblatt Nr. 260/1970 idgF)
Sectiont

A trade mark may consist of any signs, in particular words, including personal names, or designs, letters, numerals, colours, the
shape of goods or of their packaging, or sounds, provided that such signs are capable of




1) distinguishing the goods or services of one undertaking from those of other undertakings; and
2)  being represented on the trademark register in a manner which enables the competent authorities and the public to
determine the clear and precise subject matter of the protection afforded to its proprietor.

Section 4
{1) Exciuded from registration shali be signs which
1. consist exclusively
(a) of state coats of anms, national flags or other national emblems or of the coats of arms of Austrian provincial or
local authorities;
(b) of official certification or guarantee signs which are used in Austria or - pursuant to 2 notice to be published in the
Federal Law Gazette (Section 6 subsection 2) —in a foreign state, for the same goods or services as those for which the
mark is intended for, or for similar goods or services;
{c) of signs of international organizations to which a member state of the Paris Union for the Protection of Industrial
Property belongs, provided the signs have been promulgated in the Federal Law Gazette and their registration is
capable of conveying the impression of an existing connection to that organization or of misleading the public in regard
to the existence of such a connection. The last sentence of Section 6(2) shall apply to such promulgation;
2. cannot constitute a trade mark in accordance with Section 1;
. are devoid of any distinctive character;
4. consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended
purpose, value, geographical origin, or the time of production of the goods or of rendering of the service, or other
characteristics of the goods or services;
5. consist exclusively of signs or indications which have become customary in the current language or in the bona fide and
established practices of the trade to designate the good or service;
6. consist exclusively of the shape or any other characteristic which results from the nature of the goods themselves, or which
is necessary to obtain a technical result, or of the shape which gives substantial value to the goods;
7. are contrary to public policy or to accepted principles of morality;
8. are of such a nature as to deceive the public, for instance as to the nature, quality or geographical origin of the good or
service;
9. pursuant to Unicn legisiation or national law including international agreements to which Austria is party, providing for protection
of designaticns of origin and geographical indications, are excluded from registration;
10. pursuant to Union legislation or national law including international agreements to which Austria is party. providing for protection
of traditional terms for wine, are excluded from registration;
11. pursuant to Unien legislation or national law including international agreements to which Austria is party, providing for protection
of traditional specialities, are excluded from registration;
12. consist of, or reproduce in their essential elements, an eariier plant variety denomination registered in accordance with Union
legislation or national law including internationat agreements to which Austria is party, providing for protection of plant variety
rights, and which are in respect of plant varieties of the same or closely related species.

(5]

(2) Registration shall, however, be admissible in the cases of subsection 1 clauses 3, 4 and 5, if the sign has acquired a distinctive
character in Austria in the circles concerned following the use which has been made of it prior to application,

Section 29a

{1} Within a period of three months following the date of publication of the registration of a mark (Section 17 subsection 5), opposition
to this registration may be raised. It shall only be based on a mark fulfilling the conditions of Sectien 30 subsection 1 or 2, a well-
known trademark according to Article 8bis of the Paris Convention or a designation of origin or geographical indication in accordance
with section 32a.

{1a) Opposition may be based on one or more prior rights as described in Subsection (1), provided that they all belong to the same
holder or applicant. if the opposition is based on a Unien trademark section 30 subsection 4 shall apply mutatis mutandis. If the
opposition is based on a weill-known trademark, this trademark has to be weli known according to Article 6bis of the Paris Convention
at the time of filing or priority. Opposition may be based on some or all of the goods and services of the earlier right and may be
directed against some or all the goods and services of the contested trademark.

{2) In case of registration of a mark under the Madrid Agreement concerning the international registration of marks, Federal Law
Gazette No. 400/1973 and under the Protocol refating to the Madrid Agreement concerning the international registration of marks,
Federal Law Gazette No, 32/1989, the publication in the gazette, issued by the International Bureau of the World Intellectual Property
Organization, replaces the publication referred to in subsection 1. The opposition period starts on the first day of the month following
the month the gazette has been issued, in which the publication of the international registration is contained.

(3) The substantiated opposition must be received by the Patent Office at the last day of the time period at the latest. It shall be filed
in writing and along with all attachmenis also in duplicate.

(4) ...

(5) ...

(B) The opportunities to file a request for cancellation with the Canceliation Department remain unaffected.

Section 28b

(1) Upon expiration of the opposition period the owner of the mark shall be informed about all oppositions timeiy received and be
invited to submit a writien reply within a reasonable period of time which may be extended upon justified reasons. Within this period,
the trademark holder has the possibility to request the opponent/s to furnish proof of use of the frademark/s the opposition/s is/are
based on according to section 29b subisection 3. If the owner of a contested mark does not file a written statement within the time
limit , the relevant legal department shall, in accordance with the request, without any further proceedings order the total or partial
invalidity of the mark, even if the opposition is based on an application not registered yet at the date the decision is taken. The
provisions for the cancellation procedures in section 35 subsection 5 shall apply mutatis mutandis unless otherwise indicated
hereinafter.

(2)...

(3) If opposition is based on a mark which, at the date of filing or priority of the mark opposed, has been registered more than 5 years
ago, the oppositicn shall only be granted if, following a request by the owner of the mark opposed, satisfactory evidence is provided
within a reasonable period of time that the conditions for revocation of Section 33a {no genuine use) do not apply at the day of filing
or priosity of the earlier trademark. Documents provided to furnish evidence of genuine use of the trademark shall be transmitied to
the holder of the contested trademark to allow for any comments. If within the period of 2 months following the transmiittal of the
documents presented to furnish evidence of genuine use the owner of the mark files a request for revocation based on or equivatent




to Section 33a with the competent authorities directed at the mark of the opponent and, within a reasonable period of time, furnishes
evidence about this fact the opposition procedure shall be adjourned and resumed ex offico or upon request after the decision in the
canceliation procedure has become final. For the purpose of the opposition procedure, the trademark of the oppenent shall be
deemed to be valid only in respect of that goods and goods and services of the trademark where there has been genuine use.

(3a} Until the end of the time limit to respond by filing a written statement according to subsection1 or of the time iimit to respond
according to subsection3 upon joint request of the Parties and without further need for substantiation a time limit up to a maximum of
6 months starting with the day the request has been received by the Office to allow for amicable settlement shall be granted. Open
time limits according to subsections t and 3, notwithstanding further options to extend them based on reasons deemed to be
considerable, shall end at the same time as the limit allowing for amicable settlement.

{4) ...

{5)...

{6) As far as a mark has been finally deciared invalid, or, as far as, following ex officio legal examination {Section 20), protection of
an international registration has been refused finally, or, as far as a mark has been cancelled based on a final decision concerning a
request to the Cancellation Department with retroactive effect to the beginning of the period of protection, a pending oppesition to the
mark shall be deemed settled to the respective extent and the parties shall be informed about this fact. The opposition procedure
shall be closed in the same manner if during the pendency of the opposition procedure the procedure to register the application, the
opposition is based on, is closed without leading to registration, or, if the mark or designation of origin or geographical indication,
opposition is based on, finally loses protection in Austria.

(7) Costs of the opposition procedure shall be borne by each party on its own.

Section 30 subsection 1
(1) The owner of an earlier filed mark may request the cancellation of a mark provided that either
1) the two marks and the goods and services the marks are registered for are identical,
or
2) the two marks and the goods and services the marks are registered for are identical or similar so that there exists a
Likelihood of confusion on the part of the public which includes the likelihood of association with the earlier mark.

Section 61

(1) Anyone acling as representative before the Patent Office shall have his domicile or principal place of business in the European
Economic Area (EEA) or in the Swiss Confederation: in regard to attorneys at law, patent attorneys and notaries public though the
respective professional regulations shall appty. The representative shall demonstrate his authorisation by a written power of attorney
which shall be presented in original version or by way of a duly certified copy. If several individuals are authorised callectively, each
of them shall also be authorised to represent individually.

2) ...

(3) ...

{4) A person having neither domicile nor principal place of business in the European Economic Area (EEA) or in the Swiss
Contfederation may claim rights under this Federal Act before the Patent Office only when being represented by a representative
fulfiling the requirements of subsection 1. Befare the Cancellation Department such persons may only claim rights when being
represented by an attorney at taw, a patent attorney ¢r a notary public. [.....).
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