DIREZIONE GENERALE PER LA LOTTA ALLA CONTRAFFAZIONE
Ufficio Italiano Brevetti e Marchi

MADRID AGREEMENT AND PROTOCOL
PROVISIONAL REFUSAL OF PROTECTION
Rule 17(1)

I Office making the notification:

MINISTERO DELLO SVILUPPO ECONOMICO

Direzione Generale per la Lotta alla Contraffazione - Ufficio Italiano Brevetti e Marchi
Via Molise, 19 - 00187 ROMA

e-mail : dgicuibm.div02 @ pec.mise.gov.it

II. Number of the international registration: 1 406 563

Trademark:

. Name of the holder: LANDTOURER AUTOMOBILE CO., LTD

IV. Information concerning the type of provisional refusal:
[0 Provisional refusal based on an ex officio examination

A

X Provisional refusal based on an opposition (opposition n°652018000051929)

[J Provisional refusal based on both an ex officio examination and an opposition

V. Information concerning the scope of the provisional refusal:
X} Provisional refusal for all the goods and/or services

[J Provisional refusal for some of the goods/services:

VI. Grounds for refusal : Identity or similarity between the marks and identity or similarity
between the goods/services.

VIi.  Opponent rights:
1) Well-Known Sign

2) Registration number: 302015902352277 (National Trademark)
i) Filing date: 15/05/2015
i) Registration date: 23/03/2016
iij) Name and address of the opponent: FERRARI S.P.A.
Via Emilia Est, 1163 1-41100 Modena ITALIA
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iv)  Reproduction of the mark:
v) List of some of the goods:
12: automobili; autovetture; automobili da corsa; auto sportive; parti strutturali di automobili,
di automobili da corsa, di auto sportive, di veicoli terrestri, di veicoli nautici; ricambi ed
accessori per automobili, automobili da corsa, auto sportive, veicoli, veicoli terrestri; cofani
di motori per veicoli; motori per veicoli terrestri; motori elettrici per veicoli terrestri; veicoli
elettrici; cambi di velocita per veicoli terrestri; cerchi di ruote per veicoli; fodere per sedili di
veicoli; foderine per veicoli; fodere per volanti di veicoli; guarnizioni interne di veicoli
[imbottitura]; parasole [alette] per automobili; portasci per automobili; sedili di sicurezza per
bambini per veicoli; sedili di veicoli; appoggiatesta per sedili di veicoli; fodere per sedili di
veicoli: cinture di sicurezza per sedili di veicoli; volanti per veicoli; veicoli telecomandati
diversi dai giocattoli; biciclette, loro parti e accessori compresi in classe 12; tricicli, loro parti
e accessori compresi in classe 12; cicli, loro parti e accessori compresi in classe 12;
pneumatici; copertoni [pneumatici]; carrozzine; passeggini; coperture per carrozzine;

coperture per passeggini; carrelli da golf; rimorchi [veicoli]; airbag per veicoli; antifurto per
veicoli; veicoli; apparecchi di locomozione terrestri, aerei 0 nautici.

3) Registration number: 161984 (EUTM)
i) Filing date: 01/04/1996
i) Registration date: 02/10/1998
i) Name and address of the opponent: FERRARI S.P.A.
Via Emilia Est, 1163 I-41100 Modena ITALIA
iv)  Reproduction of the mark:

S/

v) List of some of the goods:

12: Vehicles; Apparatus for locomotion by land, air or water, in particular cars and
components and fittings therefor; Pumps (Air -) [vehicle accessories]; Anti-glare devices for
vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning systems for
bicycles; Automobile bodies; Automobile chains; Automobile chassis; Automobile hoods;
Tyres for motor vehicles; Axle journals; Axles for vehicles; Pushchairs; Balance weights for
vehicle wheels; Bands for wheel hubs; Bells for bicycles, cycles; Bicycle bells; Brakes for
bicycles, cycles; Chains for bicycles, cycles; Frames for bicycles, cycles; Handle bars for
bicycles, cycles; Pumps for bicycles, cycles; Rims for wheels of bicycles, cycles; Cycle
saddles; Spokes for bicycles, cycles; Bicycle stands; Bicycle tires [tyres]; Boat hooks;
Bodies for vehicles; Bogies for railway cars; Brake facings for vehicles; Brake segments for
vehicles; Brakes for vehicles; Buffers for railway rolling stock; Bumpers for automobiles;
Caps for vehicle petrol [gas] tanks; Casings for pneumatic tires [tyres]; Cleats [nautical];
Ciutches for land vehicles; Connecting rods for land vehicles, other than parts of motors and
engines; Couplings for land vehicles; Stroller covers; Crankcases for land vehicle
components, other than for engines; Cranks for cycles; Cycle belis; Chains for bicycles,
cycles; Handle bars for bicycles, cycles; Hubs for bicycle wheels; Cycle mudguards; Pumps
for bicycles, cycles; Crank mechanisms for bicycles; Saddles for cycles; Spokes for bicycles,
cycles; Cycle stands; Bicycle tires [tyres]; Direction indicators for bicycles, cycles and the
like; Direction signals for vehicles; Disengaging gear for boats; Doors for vehicles; Dress
guards for bicycles, cycles; Driving chains for land vehicles; Driving motors for land vehicles;
Ejector seats for aircraft; Tailboard lifts [parts of land vehicles]; Motors for land vehicles;
Flanges for railway wheel tires [tyres], Freewheels for [and vehicles; Funnels for
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locomotives; Funnels for ships; Gear boxes for land vehicles; Gearing for land vehicles;

| Gears for cycles; Trolleys; Handle bars for bicycles, cycles; Head-rests for vehicle seats;
Hoods for vehicle engines; Hoods for vehicles; Horns for vehicles; Hub caps; Hubs for
vehicle wheels; Hydraulic circuits for vehicles; Inclined ways for boats; Inner tubes for
bicycles, cycles; Inner tubes for pneumatic tires; Jet engines for land vehicles; Luggage
carriers for vehicles; Luggage nets for vehicles; Mine cart wheels; Motors for cycles; Motors,
electric, for land vehicles; Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles
for canoes: Pedals for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms for land
vehicles; Pushchair hoods; Railway couplings; Rearview mirrors; Reduction gears for land
vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for vehicle
wheels:; Oarlocks; Rudders; Saddle covers for bicycles or motorcycles; Safety belts for
vehicle seats; Safety seats for children, for vehicles; Screw-propellers; Screw-propellers for
boats; Ship propellers; Stern oars; Seat covers for vehicles; Security harness for vehicle
seats; Ship hulls; Shock absorbers for automobiles; Shock absorbing springs for vehicles;
Ski carriers for cars; Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres);
Spoke clips for wheels; Steering gears for ships; Steering wheels for vehicles; Sun-blinds
adapted for automobiles; Suspension shock absorbers for vehicles; Ships (Timbers [frames]
for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for lorries [trucks];
Tires for vehicle wheels; Torque converters for land vehicles; Torsion bars for vehicles;
Traction engines; Trailer hitches for vehicles; Transmission chains for land vehicles;
Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for
retreading tires [tyres]; Treads for vehicles [roller belts]; Tubeless tires [tyres] for bicycles,
cycles; Turbines for land vehicles; Sack trucks; Undercarriages for vehicles; Upholstery for
vehicles; Valves for vehicle tires [tyres]; Vehicle bumpers; Vehicle chassis; Vehicle running
boards; Vehicle seats; Vehicle suspension springs; Vehicle wheel spokes; Vehicle wheels;
Wheels for bicycles, cycles; Windows for vehicles; Windscreens; Windscreen wipers; Prams
(baby carriages); Stroller covers; Vehicle covers [shaped]; Wheelbarrows.

4) Registration number: 302006901458723 (National Trademark)
i) Filing date: 19/10/2006 '
i) Registration date: 12/01/2010
iy Name and address of the opponent: FERRARI S.P.A.
Via Emilia Est, 1163 1-41100 Modena ITALIA
iv) Reproduction of the mark:

v) List of some of the goods:
12: apparecchi di locomozione terrestri, aerei o nautici.

5) Registration number: 302015000075747 (National Trademark)
i) Filing date: 24/11/2015
i)y Registration date: 23/06/2017
i) Name and address of the opponent: FERRARI S.P.A.
Via Emilia Est, 1163 1-41100 Modena ITALIA
iv) Reproduction of the mark:
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v) List of some of the goods:

12: automobili; autovetture; automobili da corsa; auto sportive; parti strutturali di automobili,
di automobili da corsa, di auto sportive, di veicoli terrestri, di veicoli nautici; ricambi ed
accessori per automobili, automobili da corsa, auto sportive, veicoli, veicoli terrestri; cofani
di motori per veicoli; motori per veicoli terrestri; motori elettrici per veicoli terrestri; veicoli
elettrici; cambi di velocita per veicoli terrestri; cerchi di ruote per veicoli; fodere per sedili di
veicoli; foderine per veicoli; fodere per volanti di veicoli; guarnizioni interne di veicoli
[imbottitura); parasole [alette] per automobili; portasci per automobili; sedili di sicurezza per
bambini per veicoli; sedili di veicoli; appoggiatesta per sedili di veicoli; fodere per sedili di
veicoli: cinture di sicurezza per sedili di veicoli; volanti per veicoli; veicoli telecomandati
diversi dai giocattoli; biciclette, loro parti e accessori compresi in classe 12; tricicli, loro parti
e accessori compresi in classe 12; cicli, loro parti e accessori compresi in classe 12;
pneumatici; copertoni [pneumatici]; carrozzine; passeggini; coperture per carrozzine,
coperture per passeggini; carrelli da golf; rimorchi [veicoli]; airbag per veicoli; antifurto per
veicoli; veicoli; apparecchi di locomozione terrestri, aerei 0 nautici.

6) Registration number: 454546 (EUTM)
i) Filing date: 30/01/1997
ii) Registration date: 07/11/2000
iii) Name and address of the opponent: FERRARI S.P.A.
Via Emilia Est, 1163 1-41100 Modena ITALIA
iv) Reproduction of the mark:

v) List of some of the goods:

12: Vehicles; Apparatus for locomotion by land, air or water; In particular automobiles,
spare parts and accessories for automobiles, only included in class 12; Tire patches; Air
bags [safety devices for automobiles]; Pumps (Air -) [vehicle accessories]; Anti-glare
devices for vehicles; Anti-skid chains; Anti-theft devices for vehicles; Audible warning
systems for bicycles; Automobile bodies; Automobile chains; Automobile chassis;
Automobile hoods; Tyres for motor vehicles; Axle journals; Axles for vehicles; Pushchairs;
Balance weights for vehicle wheels; Bands for wheel hubs; Baskets adapted for bicycles;
Bells for bicycles, cycles; Bicycle bells; Brakes for bicycles, cycles; Frames for bicycles,
cycles; Cycle saddles; Bicycle stands; Bicycle tires [tyres]; Boat hooks; Bodies for vehicles;
Bogies for railway cars; Brake facings for vehicles; Brake segments for vehicles; Brakes for
vehicles; Buffers for railway rolling stock; Bumpers for automobiles; Caps for vehicle petrol
[gas] tanks; Casings for pneumatic tires [tyres]; Casters for trolleys [vehicles] [carts (Am.)];
Cleaning trolleys; Cleats [nautical]; Clutches for land vehicles; Connecting rods for land
vehicles, other than parts of motors and engines; Couplings for land vehicles; Stroller
covers; Crankcases for land vehicle components, other than for engines; Cranks for cycles;
Cycle bells; Chains for bicycles, cycles; Handle bars for bicycles, cycles; Hubs for bicycle
wheels; Cycle mudguards; Pumps for bicycles, cycles; Spokes for bicycles, cycles; Cycle
stands; Bicycle tires [tyres]; Direction signals for vehicles; Disengaging gear for boats;
Doors for vehicles; Driving chains for land vehicles; Driving motors for land vehicles; Ejector
seats for aircraft; Motors for land vehicles; Fenders for ships; Flanges for railway wheel tires
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[tyres]; Freewheels for land vehicles; Funnels for locomotives; Funnels for ships; Gear
boxes for land vehicles; Gearing for land vehicles; Gears for cycles; Trolleys; Head-rests for
vehicle seats; Hoods for vehicle engines; Hoods for vehicles; Horns for vehicles; Hub caps;
Hubs for vehicle wheels; Hydraulic circuits for vehicles; inclined ways for boats; Inner tubes
for pneumatic tires; Jet engines for land vehicles; Luggage carriers for vehicles; Luggage
nets for vehicles; Mine cart wheels; Motors for cycles; Motors, electric, for land vehicles;
Mudguards; Tires (Non-skid devices for vehicle -); Oars; Paddles for canoes; Panniers
adapted for cycles; Pedals for cycles; Pneumatic tyres; Portholes; Propulsion mechanisms
for land vehicles; Pushchair hoods; Railway couplings; Rearview mirrors; Reduction gears
for land vehicles; Repair outfits for inner tubes; Reversing alarms for vehicles; Rims for
vehicle wheels; Rims for bicycles, cycles; Oarlocks; Rudders; Saddle covers for bicycles or
motorcycles; Safety belts for vehicle seats; Safety seats for children, for vehicles; Screw-
propellers; Screw-propellers for boats; Ship propellers; Stern oars; Seat covers for vehicles;
Security harness for vehicle seats; Ship hulls; Shock absorbers for automobiles; Shock
absorbing springs for vehicles; Shopping trolleys [carts (Am.)]; Ski carriers for cars;
Sleeping berths for vehicles; Spars for ships; Spikes for tires [tyres]; Spoke clips for wheels;
Steering gears for ships; Steering wheels for vehicles; Sun-blinds adapted for automobiles;
Suspension shock absorbers for vehicles; Tailboard lifts [parts of land vehicles]; Ships
(Timbers [frames] for -); Tipping apparatus, parts of trucks and waggons; Tipping bodies for
lorries [trucks]; Tires for vehicle wheels; Torque converters for land vehicles; Torsion bars
for vehicles; Traction engines; Trailer hitches for vehicles; Transmission chains for land
vehicles; Transmission shafts for land vehicles; Transmissions, for land vehicles; Treads for
retreading tires [tyres]; Treads for vehicles [roller belts]; Sack trucks; Undercarriages for
vehicles; Upholstery for vehicles; Valves for vehicle tires [tyres]; Vehicle bumpers; Vehicle
chassis; Vehicle covers [shaped); Vehicle running boards; Vehicle seats; Vehicle
suspension springs; Vehicle wheel spokes; Wheels for bicycles, cycles; Windows for
vehicles; Windscreens; Windscreen wipers; Prams (baby carriages); Dress guards for
bicycles, cycles; Saddles for bicycles, cycles or motorcycles; Turbines for land vehicles;
Vehicle wheels; Wheelbarrows.

VIIl. Corresponding essential provisions of the applicable law (see text under XIl):
Art.12 1), ¢) and d) of the Italian Industrial Property Rights Code.

IX. Information relating to subsequent procedure:

0] Time limit for requesting review or appeal:
The holder of the registration may, through a representative appointed according to article
201, request copy of the opposition notice within a period of three months from the date on
which he received the notification of this provisional refusal by the International Bureau of
WIPO. Furthermore, copy of the notification received by WIPO must be attached to the
abovementioned request to the Italian Patent and Trademark Office.

() Authority to which such request for review or appeal should be made:
The holder of the registration may, through a representative appointed according to article
201, submit his objections to the present refusal to Ufficio Italiano Brevetti e Marchi -
Divisone Il Affari Giuridici e Normativi - Via Molise, 19 — 00187 ROMA - ITALY .

an) Indications concerning the appointment of a representative:
Where the applicant is not established or domiciled in a Member State of the European

Union or in the European Economic Area, he may submit his objections through a registered
agent in the roll kept for this purpose by the Italian Patent and Trademark Office (see:
www.ordine-brevetti.it) or a lawyer registered in the appropriate professional role (see:
www.ordineavvocati.it) — (art. 201-203 Code of Industrial Property Rights).
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Ministero dello Sviluppo Economico
AOO _Politiche industriali ¢ Tutela

X. Date of the notification of provisional refusal Struttura; DGLCUIBM_Div08
REGISTRO UFFICIALE

Prot. n. 0132988 - 27/05/2019 - USCITA

Prot. N.:

XlI. Corresponding essential provisions of the applicable law:

Extract from the Code of Industrial Property Rights
(Legislative Decree of February 10" 2005, n.30)

Art. 17 - International Registration

1. For the registration of trademarks with the World Intellectual Property Organization (WIPO), the provisions in
force pursuant to international conventions shail remain valid.

2. International trademarks registered with the World Intellectual Property Organization (WIPO) of Geneva,
based on the Madrid Agreement concerning the International Registration of Marks, Stockholm text of 14 July
1967, ratitied by law no.424 of 28 April 1976, and the respective Protocol, adopted in Madrid on 27 June 1989,
ratified by law no.169 of 12 March 1996, containing the designation of Italy as the country in which protection is
requested, must meet the requirements set for national trademarks by this Code.

3. The ltalian Patent and Trademark Office carries out the examination of the international trademarks that
designate ltaly in compliance with the applicable provisions of the applications for national trademarks.

Art. 7 — Subject Matter of Registration

1. A trademark consist of any sign which capable of being represented graphically, and in particular words,
including personal names, designs, letters, numerals, sounds, the shape of a goods or of their packaging, the
color combinations or tones, provided that such signs are capable of distinguishing the goods or services of one
undertaking from those of other undenrtaking.

Art. 8 - Portraits of person, names and well known signs

1. Portraits of person shall not be registered as trademarks without the persons’ consent, and after their death,
without the consent of the spouse and children; if there are no such relatives or after their death, of the parents
and other ancestors, and if there are no such ancestors or after their death, of the relatives up and including the
fourth degree.

2. The names of persons other than those who apply for registration may be registered as trademarks, provided
that their use is not such as to harm the reputation, creditworthiness or dignity of those who have the right to bear
those names. The ltalian Patents and Trademarks Office shall however have the right to make the registration
conditional upon the consent as set forth in paragraph 1. In any event, the registration shall not prevent persons
having the right to the name to use in the business chosen by them, if the requirements are met as set forth in
Article 21(1).

3. If well known, the following may be registered or used as trademarks only by the qualified person, or with the
consent of the same, or of the persons indicated in paragraph 1: names of persons, signs used in the fields of
art, literature, science, politics or sports, the designations and abbreviations of events and those of entities and
associations without economic purposes, as well as the characteristic emblems of the same.

Art. 9 — Shape trademarks

1. Signs shall not be registered as trademarks if they consist solely of the shape dictated by the nature of the
product, the shape of the product necessary to obtain a technical result, or of the shape that gives substantial
value to the product.

Art. 10 - Coats of arms

1. Coats of arms and other signs considered in existing international conventions on the subject matter, in the
cases and the conditions mentioned therein, as well as the signs containing symbols, embiems and-coats of
arms which are in the public interest shall not be registered as trademarks, unless the consent of the appropriate
authorities to their registration has been given.

2.!f a trademark contains words, figures or signs with political meaning or a highly symbolic value, or containing
heraldic elements, before registration, the Italian Patents and Trademarks Office shall send the copy of the
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trademarks and whatever else may be necessary to the relevant or appropriate public agencies, to receive their
opinion, in accordance with the provisions of paragraph 4.

3.The Italian Patents and Trademarks Office may act in accordance with provisions of paragraph 2 in all cases
where there is a doubt that trademark could be contrary to the law, the public policy or accepted principles of
morality.

4. If the relevant or appropriate agency, as per paragraphs 2 and 3, expresses an opinion against the registration
of the trademark, the Italian Patents and Trademarks Office shall reject the application.

Art.12 - Novelty

1.Signs shall not be registered as trademarks if as of the date of filing of the application any of the following
applies: :

a) (omissis);

b) (omissis);

c) They are identical to a trademark already registered by others in the Country or having effect in the Country
following an application filed on an earlier date or having effect from an earlier date due to a right of a priority or a
valid claim of seniority for identical goods or services;

d)They are identical or similar to a trademark that has already registered by others in the Country or having effect
in the Country following an application filed on an earlier date or having effect as from an earlier date due toa
right of priority or a valid claim of seniority for goods and services that are identical or similar, if due to the identity
or similarity between the signs and the identity or similarity between the goods or services there exists a
likelihood of confusion on the part of the public, than can also consist of a likelihood of association between the
two signs;[...]

e);f); 2. 3. (omissis)

Art. 13 - Distinctive character

1.Signs lacking a distinctive character shall not be registered as trademarks. These include:

a) those consisting only of signs that have become commonly used in current language or in the common
practices of the trade;

b) those consisting of general designations of goods or services or descriptive indications that refer to them, such
as sings that may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical
origin or the time of production of the good or of the rendering of the service or other characteristics of the good
or service.

2. Notwithstanding paragraph 1, signs that have acquired a distinctive character prior to application for
registration, due to the use that has been made of them, may be registered as trademarks.

3. (omissis)

4. (omissis)

Art. 14 — Lawfulness and third- party rights

1.The following shal! not be registered as trademarks:

a) signs that are contrary to the law, public policy or accepted principles of public morality;

b) signs that can mislead the public, in particular as to the geographical origin, nature or quality of the goods or
services.

c) (omissis)

Art. 135 — Board of Appeal .

1.An appeal may be filed with the Board of Appeal against decisions of the Italian Patent and Trademark Office
that totally or partially reject an application or request, refuse registration or prevent the recognition of a right, and
in the other cases provided for by this Code, within the mandatory term of 60 days from the date of receipt of the
notification of the decision.

(omissis)

Ant. 170 - Examination of applications

1.The examination of applications which have been found to meet the formal requirements, is aimed at
determining:

a) for trademarks: if Article 11 may be applied when collective marks are involved,; if the word, design or sign can
be registered as a trademark pursuant to Aricles 7, 8, 9, 10, 13, paragraph 1 and 14, paragraph 1, letters a) and
b); if the conditions indicated in Article 3 are met.

b) (omissis)

Art. 171 - Examination of the International trademarks

1.(omissis)

2. If the Italian Patent and Trademark Office deems that the trademark shall not be registered in full or in part, or
if an opposition has been filed by third parties pursuant to Article 176, the Office shall proceed pursuant to Article
5 of the Madrid Agreement for the International Registration of Marks, Stockholm text of 14 July 1967, ratified by
Law no. 424 of 28 April 1976 or the respective Protocol of 27 June 1989, ratified by Law No. 169 of 12 march
1996, to issue a provisional refusal of the international registration and gives notice to the World Intellectual
Property Organization.

3.The provisional refusal under paragraph 2 is issued within one year for_international registrations based on the
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Madrid Agreement for the International Registration off Marks, and within eighteen months for those based on
the respective Protocol. The terms start on the dates respectively indicated in the cited International
Conventions.

4.In the case of provisional refusal, the protection of the trademark shall be that of a trademark application filed
with the Italian Patent and Trademark Office. '
5.Within the mandatory term set out by the Italian Patent and Trademark Office, the owner of an international
registration, for which a provisional refusal has been communicated to the World Intellectual Property
Organization, through an attorney appointed in accordance with Article 201, may submit his own arguments, or
request a copy of the opposition paper based on which the provisional refusal was issued. In the latter case, if
the owner of the international registration requests a copy within the required period, the Office shall send the
notice to the parties as Article 178, paragraph 1, and apply the other rules on the opposition proceeding set forth
by Articles 178 et seq.

6.If within the term indicated in paragraph 5, the owner of the international registration does not submit his
arguments, or does not request a copy of the opposition paper in accordance with the rules indicated above, the
Italian Patent and Trademark Office shall issue the final refusal.

7.The ltalian Patent and Trademark Office shall notify the World Intellectual Property Organization of the final
decisions relating to international trademarks designating italy.

Art. 201 - Representation

1.2.3.(omissis)

4. The appointment may be granted only to attorneys registered in a specific Register established for that
purpose at the Board of the Industrial Property Consultants Institute.

5. (omissis)

6.The appointment may also be granted to a lawyer admitted to the Bar.




