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NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL
REGISTRATION DESIGNATING NEW ZEALAND

1. Office making the notification: Intellectual Property Office of New Zealand
2. Date of the notification of provisional refusal: 6 July 2019
3. Number of the international registration: 1455136

Our reference: 1123537

4, Representation of the mark: M ASTERS OF PASTA

5. Name of the holder: Barilla G. e R. Fratelli - Societa per Azioni

6. Basis for refusal: Provisional refusal based on an ex officio examination.

7. Scope of refusal: Provisional refusal for some of the goods and/or services — the indication of

the goods/ services follows below.

Class 35: retail business services and online retail business services featuring the following
goods: coffee, tea, cocoa and artificial coffee, rice, tapioca and sago, flour and preparations
made from cereals, bread, pastry and confectionery, ices, sugar, honey, treacle, yeast, baking-
powder, salt, mustard, vinegar, sauces (condiments), spices, ice, oat-based food, farinaceous
foods, starch for food, aniseed, star aniseed, seasonings, coffee flavorings [flavourings],
flavorings, other than essential oils, flavorings [flavourings], other than essential oils, for
beverages, flavorings [flavourings], other than essential oils, for cakes, crushed oats, husked
oats, high-protein cereal bars, stick liquorice [confectionery], cocoa-based beverages, coffee-
based beverages, chocolate-based beverages, tea-based beverages, baking soda [bicarbonate
of soda for cooking purposes], biscuits, malt biscuits, petit-beurre biscuits, sweetmeats [candy],
buns, puddings, cocoa, cocoa beverages with milk, coffee beverages with milk, unroasted
coffee, cinnamon [spice], caramels [candy], condiments, crackers, couscous [semolina], cakes,
wheat flour, flour, fruit jellies [confectionery], edible ices, baking powder, macaroni,
mayonnaise, rusks, unleavened bread, breadcrumbs, bread rolls, pasta, pesto [sauce], pizzas,
cereal preparations, ravioli, cooking salt, tomato sauce, soya sauce, dressings for salad,
sandwiches, oatmeal, semolina, hominy grits, cereal-based snack food, rice-based snack food,
sorbets [ices], spaghetti, meat gravies, noodles, tarts, vermicelli [noodles], saffron [seasoning],
ginger [spice].

Class 43: Services for providing food and drink; cafés; cafeterias; canteens; restaurants; self-
service restaurants; food and drink catering; snack-bars.




8. Groundsfor refusal:

Classification and specification
Goods and/or services unduly broad

Objection Your class 35 specification includes the wording:

retail business services and online retail business
services featuring the following goods: coffee, tea,
cocoa and artificial coffee, rice, tapioca and sago, flour
and preparations made from cereals, bread, pastry and
confectionery, ices, sugar, honey, treacle, yeast, baking-
powder, salt, mustard, vinegar, sauces (condiments),
spices, ice, oat-based food, farinaceous foods, starch
for food, aniseed, star aniseed, seasonings, coffee
flavorings [flavourings], flavorings, other than essential
oils, flavorings [flavourings], other than essential oils,
for beverages, flavorings [flavourings], other than
essential oils, for cakes, crushed oats, husked oats,
high-protein cereal bars, stick liquorice [confectionery],
cocoa-based beverages, coffee-based beverages,
chocolate-based beverages, tea-based beverages,
baking soda [bicarbonate of soda for cooking purposes],
biscuits, malt biscuits, petit-beurre biscuits, sweetmeats
[candy], buns, puddings, cocoa, cocoa beverages with
milk, coffee beverages with milk, unroasted coffee,
cinnamon [spice], caramels [candy], condiments,
crackers, couscous [semolina], cakes, wheat flour, flour,
fruit jellies [confectionery], edible ices, baking powder,
macaroni, mayonnaise, rusks, unleavened bread,
breadcrumbs, bread rolls, pasta, pesto [sauce], pizzas,
cereal preparations, ravioli, cooking salt, tomato sauce,
soya sauce, dressings for salad, sandwiches, oatmeal,
semolina, hominy grits, cereal-based snack food, rice-
based snack food, sorbets [ices], spaghetti, meat
gravies, noodles, tarts, vermicelli [noodles], saffron
[seasoning], ginger [spice].

Thiswording is unduly broad. Please identify the specific goods
and/or services for which you seek protection. Please note the
Office considers “featuring” to be non-limiting. The applicant may
wish to consider alternate wording such as “namely”.

Relevant law . The relevant provisions of New Zealand law are listed below at 11.
Distinctiveness

Section 18(1)(c) and (b) — M ark descriptive and non-distinctive
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: Objection :
. Descriptiveness

. The Commissioner must not register a mark that describes a
characteristic of the goods or services. A mark describes a
characteristic of the goods or services if an ordinary person, when
seeing the mark in relation to the goods or services, would
understand the mark as describing, indicating, or calling to mind
their nature or some attribute they possess.

The Shorter Oxford Dictionary defines MASTER as:

Any person who possesses a particular talent or has
mastered a particular skill; a person pre-eminent in a
particular field; an expert. Usually with of.

The mark therefore merely describes the nature of the services for
which you seek registration, including the provision of pastain :
restaurants and cafes by people who have mastered the skill of
. making pasta.

Distinctiveness

. The Commissioner must also not register a trade mark that hasno
distinctive character. A trade mark has no distinctive character if it
cannot serve the essential function of a trade mark which isto :
distinguish your goods and/or services from those of other
traders.

Given your mark’s descriptiveness, we consider that other traders
are likely, in the ordinary course of their business and without
improper motive, to want to use your mark, or some mark
resembling it, in relation to the promotion of their own goods or

- services.

Goods and/or services Class 43: Services for providing food and drink; cafés; cafeterias;
: canteens; restaurants; self-service restaurants; food and drink
. catering; snack-bars.

Relevant law The relevant provisions of New Zealand law are listed below at 11.

9. Information relating to subsequent procedure:

Responding to this refusal

The Holder may respond in writing to this refusal. Any response made to the Office must be
filed using the Commissioner’'s website at www_innrz.qgoevi.nz. You will also need to provide an

address for service in New Zealand or Australia.

Timeframe for responding

If the Holder does not respond by 20 June 2020, this refusal becomes final for the specified
goods and/or services.
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Refusal still possible following opposition

If we subsequently accept the designation in New Zealand refusal may still result from an
opposition. The opposition period runs for 3 monthsfrom the publication of the mark. It is
possible that an opposition may be filed more than 18 months from the date we were notified
of the International Registration.

10. Signature by the Office:

Intellectual Property Office of New Zealand

Murray Clarke

Senior Trade Mark Examiner

+64 4 901 1404

For the Commissioner of Trade Marks

11. Provisions of relevant law:
Trade M arks Act 2002
5 Interpretation
(1) In this Act, unless the context otherwise requires,—

collective association means a body (whether incorporated or not) that hasor isable to
have members, and is—

(a) constituted for the joint benefit of its membersfor the time being; and

(b) so constituted that its membership at any time can be ascertained

5 Interpretation
(1) In this Act, unless the context otherwise requires,—
trade mark—

(a) means any sign capable of—

(i) being represented graphically; and

(i) distinguishing the goods or services of one person from those of another person;
and

(b) includes,—

(i) except in section 85, a certification trade mark; and

(i) except in section 85, a collective trade mark

17 Absolute grounds for not registering trade mark: general

(1) The Commissioner must not register as atrade mark or part of atrade mark any
matter—
(a) the use of which would be likely to deceive or cause confusion; or
(b) the use of which is contrary to New Zealand law or would otherwise be
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disentitled to protection in any court; or

(c) the use or registration of which would, in the opinion of the
Commissioner, be likely to offend a significant section of the community,
including Maori.

(2) The Commissioner must not register atrade mark if the application is made in bad
faith.

(3) Despite subsection (1)(b), the Commissioner may register a trade mark even if use
of the trade mark isrestricted or prohibited under the Smoke-free Environments
Act 1990.

18 Non-distinctive trade mark not registrable

(1) The Commissioner must not register—
(a) asign that isnot a trade mark:
(b) atrade mark that has no distinctive character:
(c) atrade mark that consists only of signs or indications that may serve, in

trade, to designate the kind, quality, quantity, intended purpose, value,
geographical origin, time of production of goods or of rendering of
services, or other characteristics of goods or services:

(d) atrade mark that consists only of signhs or indications that have become
customary in the current language or in the bona fide and established
practices of trade.

(2) The Commissioner must not refuse to register a trade mark under subsection
(1)(b), (c), or (d) if, before the date of application for registration, as a result of
either the use made of it or of any other circumstances, the trade mark has
acquired a distinctive character.

19 Relevance of colour to distinctive character of trade mark

(1) In determining the distinctive character of atrade mark, the Commissioner or the
court, as the case may be, must consider whether or not the trade mark is, or isto
be, limited in whole or in part to 1 or more specified colours.

(2) Atrade markthat is, or isto be, registered without limitation of colour is, or will
be, registered for all colours.

20 Trade mark that contains protected geographical indication must not be registered
The Commissioner must not register atrade mark that—
(a) contains a protected geographical indication in respect of specified goods;
and
(b) relates to specified goods that do not originate from the place indicated in
the protected geographical indication.

21 Trade mark that contains commonly used chemical names must not be registered

(1) The Commissioner must not register, in respect of a chemical substance or
preparation, a trade mark that contains the commonly used and accepted name
of any single chemical element or single chemical compound.

(2) Subsection (1) does not apply to aword that is used to denote only a brand or
make of the element or compound made by the owner or a licensee of the trade
mark, together with a suitable name or description open to the public use.
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22

23

24

25

(2)

27

Registrability of trade mark that contains certain words
The Commissioner may register a trade mark that contains the words “copyright”,
“layout design”, “patent”, “patented”, “plant variety right”, “registered”, “registered

design”, or “trade mark”, or any abbreviations of those words, or any similar words.

Registrability of trade mark that contains person’'s name

If aperson applies for registration of a sign as atrade mark and the sign containsthe
name or representation of a person, the Commissioner may require the written
consent of—

(a) that person unlessthe person died 10 years or more before the making of
the application; or

(b) the person's legal representative if—
(i) the person died within 10 years before the making of the application;
or

(i) the Commissioner thinks the person's consent cannot for any other
reason be obtained.

Registrability of trade mark that contains representations of Royal Family
The Commissioner must not register atrade mark that contains a representation of Her
Majesty or any member of the Royal Family, or an imitation of any such representation,
unless the applicant has obtained the consent of Her Majesty or the relevant member
of the Royal Family to the registration of the trade mark.

Registrability of identical or similar trade mark

The Commissioner must not register atrade mark (trade mark A) in respect of any

goods or services if—

(a) it isidentical to atrade mark (trade mark B) belonging to a different
owner and that is registered, or has priority under section 34 or section
36,—
(i) in respect of the same goods or services; or
(i) in respect of goods or services that are similar to those goods and

services, and its use is likely to deceive or confuse; or

(b) it is similar to atrade mark (trade mark C) that belongs to a different
owner and that is registered, or has priority under section 34 or section
36, in respect of the same goods or services or goods or services that are
similar to those goods or services, and its use is likely to deceive or
confuse; or

(c) it is, or an essential element of it is, identical or similar to, or a translation
of, atrade mark that iswell known in New Zealand (trade mark D),
whether through advertising or otherwise, in respect of those goods or
services or similar goods or services or any other goods or services if the
use of trade mark A would be taken asindicating a connection in the
course of trade between those other goods or services and the owner of
trade mark D, and would be likely to prejudice the interests of the owner.

section 26 overrides subsection (1).

Registrability of trade mark that contains representation of flag, etc, generally
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28

29

30

If aperson applies for registration of a sign as atrade mark and the sign includes a
representation of the flag, armorial bearing, insignia, orders of chivalry, or
decorations of any entity, the Commissioner may require that the applicant obtain
the written consent of the person who appearsto the Commissioner to be
entitled to consent to the registration and use of the sign as a trade mark.
Subsection (1) does not apply if section 28 or section 29 applies.

Registrability of trade mark that containsflag, State emblems, etc, of convention
country
The Commissioner must not, without the authorisation of the competent authorities of
the country concerned, register atrade mark that contains a representation of—
(a) the flag of a convention country unless the Commissioner considersthat
the use of the flag in the manner proposed is permitted without that
authorisation; or

(b) the armorial bearings or any other State emblem of a convention country
that is protected under the Paris Convention or the TRIPS Agreement; or
(c) an official sign or hallmark—
(i) adopted by a convention country; and
(i) that indicates control and warranty in relation to goods or

services of the same, or similar, kind as those goods or servicesin
relation to which the trade mark isto be registered; and

(iii) that is protected under the Paris Convention or the TRIPS
Agreement.

Registrability of trade mark that contains armorial bearings, etc, of certain
international organisations

The Commissioner must not, without the authorisation of the international
organisation concerned, register atrade mark that contains a representation of
the armorial bearing, flag, or other emblem, or the abbreviation or name, of an
international intergovernmental organisation of which 1 or more convention
countries are members if the armorial bearing, flag, or other emblem, or the
abbreviation or name, of the international organisation concerned is protected
under the Paris Convention or the TRIPS Agreement.

Despite subsection (1), the Commissioner may register atrade mark if the
Commissioner considers that the use of the armorial bearing, flag, or other
emblem, or the abbreviation or name, of the international organisation concerned
in the manner proposed—

(a) is not likely to suggest to the publicthat a connection exists between the
organisation and the trade mark; or
(b) is not likely to mislead the public asto the existence of a connection

between the user and the organisation.

When emblems, etc, are protected under Paris Convention or TRIPS Agreement

For the purposes of section 28 and section 29, the State emblems (other than the
national flag) of, or the official signs or hallmarks adopted by, a convention country, or
the emblems, abbreviations, or names, of an international organisation, as the case
may be, are protected under the Paris Convention or the TRIPS Agreement only if, or to
the extent that,—
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(a) the country or the organisation concerned has notified New Zealand in
accordance with Article 6ter (3) of the Paris Convention, or under that
Article as applied by the TRIPS Agreement, that it desiresto protect the
State emblem, official sign, or hallmark, or the emblem, abbreviation, or
name, asthe case may be; and

(b) the notification remainsin force; and

(c) New Zealand has not objected to it in accordance with Article6ter (4) of
the Paris Convention, or under that Article as applied by the TRIPS
Agreement, or any such objection has been withdrawn.

32 Application: how made

(1) A person claiming to be the owner of atrade mark or series of trade marks may,
on payment of the prescribed fee (if any), apply in the prescribed manner (if any)
for the registration of the trade mark or series of trade marks used or proposed to
be used in respect of the following:

(a) particular goods or services within 1 or more classes:
(b) particular goods and services within 1 or more classes.
(2) The Commissioner must not register atrade mark in respect of all of the goods

and services included in a class, or a large variety of goods or services, unless the
specification is justified by the use or intended use of the sign.

54 When regulations that govern use of certification trade mark must be provided
Before the Commissioner makes a decision on an application for the registration
of a certification trade mark, the applicant must provide the Commissioner with
draft regulations that govern the use of the certification trade mark for the
Commissioner's approval.

55 Consideration of application for registration of certification trade mark

(1) When the Commissioner or the court deals with an application for the registration
of a certification trade mark, the Commissioner or the court, as the case may be,
must consider—

(a) the matters that are relevant to an application under gectinn 32; and

(b) whether or not the certification trade mark should indicate that it is such
atrade mark; and

(c) whether the applicant is competent to certify the goods or servicesin
respect of which the certification trade mark is to be registered; and

(d) whether the draft regulations are satisfactory in terms of subsection (2);
and

(e) whether in all the circumstances the registration applied for would be in
the publicinterest.

(2) For the purposes of subsection (1)(d), regulations—

(a) must contain provisions that relate to when the owner is—
(i) to certify goods or services; and
(i) to authorise the use of the trade mark; and

(b) must contain, or may contain, any other provisions that the Commissioner

requires or permits (as the case may be) to be inserted in them (for
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42

44

example, a right of appeal to the Commissioner against the owner’s
refusal to certify goods or services or to authorise the use of the trade
mark in accordance with the regulations).

Trade M ark Regulations 2003

Information required in application for registration on filing
The application must contain the following information when it is filed:

(d)

the applicant's name and address or, in the case of joint applicants, the name
and address of each applicant unless reguiation 13{Z) applies:

aclear representation of the trade mark:

if the application is for registration of a series of trade marks, a clear
representation of each trade mark in the series:

the goods and services for which registration is required.

The information provided under subclause 1(a) relating to the applicant’s address may
also contain any or all of the following:

(a)
(b)
(c)
(d)

atelephone number
afax number

an email address

an alternative address

In thisregulation, address means a postal address that is sufficiently detailed to enable
the Commissioner to contact the applicant at that address.

Information that must be supplied before acceptance of application
An applicant must supply the following information before the application can be
accepted, and may supply it after filing the application:

(a)
(b)

the applicant's address for service

whether the application is for a certification or a collective trade mark;
and

the class or classes of the edition of the Nice Classification in effect at the
time of the application in which registration is sought; and

in the case of a certification trade mark, the regulations governing the use
of the trade mark approved by the Commissioner; and

atransliteration of any foreign charactersin the trade mark; and
atranslation of any foreign wordsin the trade mark; and

if the trade mark is a colour or colours, a description acceptable to the
Commissioner of the colour or colours; and

if the trade mark islimited as to colour, a description acceptable to the
Commissioner of the colour or coloursin the trade mark; and

if the applicant has made a claim for convention priority, the information
specified in regulation 47; and

astatement by the applicant that the trade mark is being used or is
proposed to be used.

45 Commissioner may request further information

The Commissioner may request further information from an applicant that will
assist in the examination of the application.
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59 Requirements for collective trade mark application
An application for registration of a collective trade mark must—
(a) comply with the requirements of reguiation 41, requiation 42, and
reguiation 44; and
(b) contain a declaration that the applicant is a collective association as
defined in segtion 5{1} of the Act.
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