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INDUSTRIAL CO., LTD.

Class(es): 21

Notification Of A Provisional Total Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods and services of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipg.gov uk/tmianms and return it to this office within two
months of the date of this letter, that is, on or before 17 September 2019.
This period cannot be extended, except in the circumstances described below.
The holder should note that failure to file a TM8 will result in the provisional
refusal being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at igo.gov. ukfdmiorms

The TM8 should be received on or before the date requested above unless a
cooling off period is entered into by the parties.

The holder of the International Registration must provide us with an address for
correspondence in the United Kingdom, another EEA state or the Channel

Intellectual Property Office is an operating name of the Patent Office v g aiine



Islands on a form TM33 ‘Appointment or change of agent or contact address’,
which is available at ipo.gov. ukfimiorms within this two month period.

If one is not provided within this time the refusal will be made final.

Judith Davies

Trade Marks Registry
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Skio to main content

Intellectual Property Office

Trade mark number
WO00000000545507

Status
Protected

Overview

Trade mark

sahm

Dates

Date of protection of the international registration in UK
09 March 2007

Renewal date
17 November 2019

International registration date
17 November 1989

Designation date
10 March 2006

Office of origin
Germany

Goods and services

Classes and terms

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/2/WO0000000545507 17/07/2019
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Utility and decorative objects made of earthenware, ceramic, porcelain, glass and tin for household and industrial
use (for gastronomy), especially drinking vessels such as glasses, jugs, beer mugs, tankards, tumblers, beakers,
goblets, tulip-shaped beer glasses, boot-shaped beer glasses, balloon-shaped glasses, small glasses.

Services for perfecting glassware, porcelain and earthenware, especially engraving, cutting, etching, printing,
inscribing, painting.

Names and addresses
Holder’s name

SAHM GMBH & Co KG
13, Westerwaldstrasse, 56203 HOHR-GRENZHAUSEN, Germany

WIPO representative name

SCHIEDERMAIR RECHTSANWALTE Partnerschaftsgesellschaft
Escherscheimer LandstraBe 60, 60322 Frankfurt am Main, Germany

Publications
First advert

Journal
6662

Date of publication
08 December 2006

The information displayed is our version of the details supplied by WIPO. For the official register of the case
please refer to the WiFO wabsite.

Intellectual Property Office is an operating name of the Patent Office

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/2/WO0000000545507 17/07/2019
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§. Related proceedings IPO Reglstry UK Courts EUIPO
if applicable, selact location of any related :
proceedings and enter the case nurber allocatad
ta the proceedings. Number
6. Opposition notification date
1t you have informed tha applicantholder of an 28.06.2019
intention ta eppose the trade mark application,
deslgnation — enter the date you nolified them.
[*"See Note]
‘#*Note: An oppostfon launched without glving the sppiicant ox hid
des!gnatlon or amendment may rasuft i in the oppanent being meli |g|ble fpr an awerd
7. Declaration | belisve that tha facts stated in this form and the attached
statement of grounds are frue.
Signature Morts & (lerk UP
Name MARKS & CLERK LLP
(BLOCK CAPITALS})
Date 10.07.2019
8. Your reference XNB34278GB

Compiate if you would like ua to quote this In
communications with you, otherwise laave blank.

Contact details
Name, daylime telephone number of the
person to contact in case of query.

Number of sheets sitached 1o this form

Mr Michael Barrett
020 7420 0000
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Please tick on what grounds you are oppesing the trade mark and continue to the relevant section(s}

Opposition is based on Sections 5§(1) or 5(2): The trade mark is sither identical or similar to an earlier
/ trade mark and is to be registered for identical and/or similar goods and services.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the sarlier trade mark.

> COMPLETE SECTION A

Opposition is based on Saction 5(3): The trade mark is either identical or similar to an earker trade mark
which has a reputation. Using the later mark would take unfair advantage of, or be detrimenta! to, the
distinctive character or reputation of the earlier mark,

Note: Qpposition on these grounds must be made by the ‘proprietor* (owner) of the earlier trade mark.
Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION B

Oppusition is based on Section 5(4}(a); Where the use of the applicant’s trade mark would be contrary to
law, in particular, the law of passing off.

Note: Oppasition on these grounds must be made by the ‘propristor’ (owner} of the earlier right. Ticking
thls box means that the totat fee for this form is £200.

> CONMPLETE SECTION C

Opposition is based on Section 3: The trade mark is excluded from registration because it describes the
goods/services, or is not distinctive, or consists of signs that are customary within the trade, or the ap-
plication was made in bad faith.

Note: Tieking this box means that the total fee for this form is £200.

> COMPLETE SECTION D

Oppusition is based on other grounds.
Note: Ticking this box means that the total fee for this formn is £200.

> COMPLETE SECTION E

T™M7
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SECTION A: Opposition is based on sections 5(1) or §{2) of the Trade Marks Act on the basis of an earliar
registared or pending mark.

Please tick the relevant sectlon(s) that apply.

5(1) It is Idantical with an earller mark and for identical goods or services as the earlier mark

5(2)(a) It is identical with an earlier mark and for similar goods or services as the eartier mark.

/ 5(2)(b} It Is similar to an earlier mark and for identical or similar goods or services as the earlier mark.

You muyst use a separate sheet for each earfler merk, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number
Your trada mark {R545507

;?eg:;'?gxmm ’ UK EUTM / International

Representation of your trade mark
Enter your frade mark in the space provided - use e continuation sheet If necessary.

™7
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Q1.  Which goods or services covered by the earlier trade mark are relied upon for the cpposition?

All goods and services

/ Some goods and services (peass spectly befow, use a continvation sheet i necessary)

Class 21: Ulility and decorative objects macde of eanhenwaré, ceramic, porcelain, glass and tin for household and
industrial use (for gastronomy), especially drinking vesssls such as glasses, jugs, beer mugs, tankards, tumblsrs,
beasakears, goblets, tulip-shaped heer giasses, boot-shaped beer glasses, balloan-shaped glasses, small glasses.

Class 40: Services for perfecting glassware, porcelain and earthenware, especially engraving, cutting, etching,
printing, inscribing, painting. '

Q2. STATEMENT OF USE - Was the registratlon or protection process for the earlier trade mark corhplotod

§ years or more before the application date (or priority date, if applicabls) of the application or
international registration you wish to oppose?

/ Yes No> GO TO Q4

Q3. Has tha trade mark baen used In the 8-year period ending on the date of application (or priority date,
if applicable) of the opposaed mark?

/ Yes No> GO TO Q3b

Q3a. For which of the goods and services listad at Q1 Is trade mark use being clalmed?

All goods and services

/ Some goods and services (pleass speciy baiow, use a continualion shest i necessary)

Class 21:

Utility and decorative objects made of glass for housshold and industrial use (for gastronomy}, especially drinking
vesasls slich as glasses, jugs, baer mugs, tankards, tumblers, beakers, goblets, tulip-shaped beer glasses,
boot-shaped beer glasses, balloon-shaped glasses, small glasses.

Class 40;
Services for perfecting glassware

> GO TO Q4.

T™7
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Q3b. Please state any propar reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE QPPOSING

Q4. Which goods or services In the application that you are opposing do you ciaim are identical or simijar
to those covered by the earlisr mark which you have listed at Q1?

J All goods and services

Some goods and services (picase spectly below, uss a continuation shaet if necessary)

Qs. Use this space to supply any further information about why you consider thereis a likelihood of
confusion and e.g. why you consider the respective marks ar goods and/or services to be similar.

Please refer to paragraphs 4 to 13 of the Statement of Grounds enclosed.
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SECTION B: Opposition Is based on section 5(3) of the Trade Marks Act on the basis of an earlier registered
or pending trade mark, that Is kientical with or similar to an sarlier mark which has a reputation.

You must use a separals shesf for each earlier mark, so copy this sheet as many litnes as you nesd.

ABOUT THE EARLIER TRADE MARK

Trade mark number
Yol irada mark

;YIQI::G g& mark UK EUTM International

Representation of your trade mark \
Enter your tracde mark in the space provided - use a continuation sheet if necessary.
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Q1. For which goods or services covered by your earlier trade mark does It have a raputation?

All goods and services

Some goods and services (please spacily bsiow, vse a continuetion sheet if necessary)

Q2. For which goods or services in the application (you are opposing) would use of the applicant's
mark take unfalr advantage of, or be detrimental to, the distinctive character or reputation
of the sarlier trade mark?

Ali goods and services

Some goods and sarvices (pisase specify below, use & continuation sheet if necessary)

Q8.  Isit claimed that the similarity between the reputed earller trade mark and the later trade mark is such
that the relevant public will belleve that they are used by the same undertaking or think that there is
an economic connection between the users of the trade marks? :

Yes No

Use this spaca to supply any furlther informalion
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QUESTIONS 4 TO 6 SHOULD BE ANSWERED IF THERE 1S ANY OTHER BASIS FOR YOUR CLAIM OTHER
THAN FOR YOUR ANSWER TO Q.3

Q4. Is there any other basis for your claim of unfair advantage? If so, please explain what the
advantage would be to the holder of the later mark, and why It Is unfalr.

Q5. 18 there any other basis for your claim of datriment to the reputation of the eariisr mark? If so, pisase
explain what the detriment would be and how it would occur.

Q6. Is there any other basis for your claim of detriment to the distinctive character of the earlier mark?
If so, please explain what the detriment would be and how it would affect the economic behaviour of
the relevant public.

T™7
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Q7. STATEMENT OF USE - Was the reglstration or protection procesas for the earller trade mark
completed 5 years or more hefore the application date (or priority date, §f applicable} of the
application or Internatlonal registration you wish to oppose?

Yes No> G0 TO Q10

Q8. Has the trade mark been used in the Syear perlod snding on the date of application {or priority
date, If applicable) of the opposed mark?

Yes No > GO TO Qgb

QYa. Forwhich of the goods and services listed at Q1 Is trade mark use belng claimed?

All goods and services

Some goods end services (sisase specify below, rse g continuation sheet if necessary)

> GOTOQ10

Q9b. Pleasae state any proper reasons for non-use,

Q0. Use this space to give any further information to explain why you are opposing the application on
this ground.

™7
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SECTION C: Opposition is based on Section §{4}{a) of the Trace Marks Act, where the use of the
applicant’s trade mark would be contrary to law, in particular, the law of passing off.

You must use a separate shieet for each earffer mark, so copy this sheet as many limes as you need.

ABOUT THE EARLIER UNREGISTERED TRADE MARK

Representation of your trade mark
Enfter your trede mark in the apace provided - use a continuation sheet if necessary.

Qi. When and where was the earlier right first used in the UK?

Date used:
Enter dale of firsl use

Where used:
Enter name of cltyfregion or specify
‘throughout UK’ if used nationally

TM7
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Q2. On which goods or services has ths earlier right been used for?

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Qa. For which goods or services (of the application that you are opposing) do you consider that use of
tha applicant’s mark wouid amount to passing off?

Al goods and services

Some goods and services fpisase specify below, use a conthuetion sheet if necessary)

Q4. Why wauld use of the applicant’s trade mark be contrary to law, particularly the law of passing off?

™7
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SECTION D: Opposition is based on sectlon 3 of the Trade Marks Act on the basis that the trade mark falls
to satisfy certain requirements of & trade mark.

You must use & ssparate shest for each earfier merk, so copy this sheet as many times as you need

Please tick and complste the relavant sectlon{s} that apply. (Use a conffnuation sheet if necessary)

3(1Ha) ltis 2 sign that does not doss not satisfy the requiremants of sectfon1(1) because:

3(1Xb} It is e trade mark which is devoid of any distinctive character because;

3(1)(c) Itis a trade mark which consists axclusively of signs or indications which may serve, in trads,
lo designate the kind, quality, quantity, infended purposs, vaiue, geographical origin, the time of
production of goods or rendering of services, or other characteristics of goods or services because:

3(1){d} Itis a trade mark which consists exclusively of signs or indications which have become
customary in the current language or in the bona fide and established practices of the trade

because:

T™7
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3(6] It is a tracle mark which should not be registered for some or all of the goods and services
in the spplication as tha application was made in bad faith:

Other Staie any other pari of section 3 you rely on and give your grounds:

State which of the applicant’s goods or services you oppose under Section 3 grounds

All goods and services

Some goods and services (please spacify below, use a continuation sheet # necessary)

™7
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SECTION E: Opposition is based on any oiher grounds
You must use & separate sheet for each sarlier mark; so copy this sheet s My Hiids ds you feed,
Lisw this sheet if you are basing your apposition on any other grounds afid flsk the appropidate box.

" 1% , ff the oppunant ndamng protectior: far an sarlisr rade mark undar Sectish B(1)e} |
Section 81213 | nieh is-a well known trade mezk as defined.in Saction. (1. Se et bk

Section S)(h) An earier tight by virtue of the lew of copyright or the: aw: relstirig to
' industrial property Aghts.

Seotlon 5(6)  Registered in thecnsime of sn egent or representative.

Rule 25(2) " Opposition o emendment after publication.

Ride 29 Regtetions far collactive: or certification marks.

Rule S0(4) Amendment of regudetions for colleative or cerlification macs.

Rule 32(3). Alisration of raghsterad mark.

| Rule 53(2) | Removal of matter from the regjstes,

Othars. Cthers

Ottters. 1+ Foropposiicn an fhese grounds tie fallowing datalis should ba suppiiest in fhe sres below

Reprerantation-of tha.mark

Calals of sy referenice inmber gaed related Jurisdiction it rejevant

Datiys.of goods and servioas soverod by thie eadler mark.

Dol ot oot srd services tn the-appiioation] witich you-consides o be:similer idendical fo thase coverad biy i aatfier mark.

Alteeralivaly you-mgy. wish 10-adapt Sectieri Aand Section B efihls for.

Sive detalls {Including dotzlls of any right refied upon} to support the application undsr these grounds
(Lise 8 continuation sheet If necessary}

= A n
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[CONTINUED] Detalls to support your eppositian under these grounds

flav Fab/e TM?
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The Trade Marks Act 1994 (as amended)

IN THE MATTER of the UK
Designation of International
Registration No.
WO0000001458845 SAMA GLAS
(stylised) in Class 21 in the name of
GUANGDONG SHANGMING

INDUSTRIAL Co, LTD.
{hereinafter referred tc as “the
Applicant™)

-and-

IN THE MATTER of an Opposition
thereto in the name of SAHM GMBH
& Co KG (hereinafter referred to as

“the Opponent”)

Statement of Grounds

8015786-1
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1. The Opponent is the registered proprietor of International Registration No.

WO0000000545507 sa m designating the UK in classes 21, 34, 40 and 42 (the
Opponent’s Mark). Details of the Opponent's Mark and the goods relied upan for
opposition purposes are set out hereunder:

Region Registration No. Mark Goods

IR (UK)  wWOO0000000545507 Class 21

sahm Utility and decoraiive objects
made of  earthenware,
ceramic, porcelain, glass and
tin for household end
industnial use (for
gastronomy), especially
drinking vessels such as
glasses, jugs, beer mugs,
tankards, tumblers, beakers,
goblets, tulip-shaped beer
glasses, boot-shaped beer
glasses, balloon-shaped
glasses, small glasses.

Class 40

Services for perfecting
glassware, porcelain and
earthenware, especially
engraving, cutting, etching,
printing, inscribing, painting.

2. On 15 November 2018 the Applicant sought to pretect international Registration No.
Sdma

wWO0000001450845 GLA S (hereinafter “the Contested Application”) in the UK for
the follewing goods in class 21:;

Class 21

Daily glassware [including cups, plates, pots, cviinders]; kitchen utensils; drinking
vessels; daily porcelain finciuding pots, bowls, piates, pots, fars, cans]; daily potiery
[including pots, bowis, plates, jars, jars, pots, casseroies, pots, pottery utensils]; works
of art of porcelain, ceramic, earthenware, terra-cotta or glass; enamelied giass, not for
building; bottles; cleaning instruments, hand-operated; coffee percolalors, non-electric

3. Protection under the Opponent’s Mark was applied for in the UK on 10 March 2006.

The Opponent's Mark therefore constitutes an earlier trade mark within the meaning
of 8.6(1)(a) of the Trade Mark Act 1994.

9015786-1
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Section 5(2){b) of the Trade Mark Act 1994
4. The marks to be compared are:

The Opponent's Mark The Contested Application
sahm Sdamd
GLAS

5. Visually the Contested Application coincides in the first two letters of the Opponent’s
Mark, “S” and “A" with the letter “M” appearing in the third and fourth positions of the
respective signs. The Contested Application is broken into two words, with the first
word “SAMA” being visually similar to the Opponent's Mark, the prefix differing in only
one letter and being the same length.

6. Although phonetically “SAHM" and “SAMA GLAS?” differ in length, generally consumers
pay mere attention to the beginning of signs, which is where the respective marks
coincide. Taking into account the silent 'h’ in the Opponent’'s Mark, the mark "SAHM®
would be pronounced almost identically to the prefix “SAMA”, with the exception of the
letter “A” at the end of the word.

7. Conceptually, the Opponent’s Mark has no meaning tc the relevant consumer and is
inherently distinctive for the gocds and services for which it is registered. In the
Contested Application, the prefix "SAMA" also has nc meaning, whereas the suffix
“GLAS" would create associations in the minds of the relevant consumer with
“GLASS", a noun defined as “a hard, fransparent matenal, used fo
make windows, bottles, and  other objects’ {Cambridge Dictionary,
hitps://dictionary.cambridge.crg/dictionary/english/glass). The suffix “GLAS” describes
the goods claimed in the Contested Application and is therefore descriptive. The
dominant and distinctive element is therefore the prefix “SAMA”.

8. We accordingly submit that the relevant public will consider the Contested Application
to be visually, phonetically and conceptually similar to the Opponent's Mark.

9. The Applicant has applied for goods in Class 21 that are identical and similar in nature,
intended purpose, methods of use to the goods registered under the Opponent’s Mark
in Class 21 and the respective goods have the same end users and mave through the
same trade channeils.

10. The Applicant has applied far goods in Class 21 that are similar to the services
registered under the Opponent's Mark in Class 40, owing to their complementarity.

11. In view of the similarity between the respective trade marks and the identity and
similarity between the respective goods in question, there exists a likelihood of
confusion arising on the part of the relevant public. The likelihood of confusion includes
a likelihood of association. Registration of the Applicant's mark would accordingly
offend against the provisions of s. 5(2)(b) of the Trade Marks Act 1994,

3

9015786-1
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12. The Opponent reserves the right to submit additional evidence and submissions in
support of this opposition if the application is not withdrawn.

13. The Opponent seeks the total refusal of IR designation to the UK No.

WO0000001459845 SAMA GLAS (stylised) in Class 21 in the name of GUANGDONG
SHANGMING INDUSTRIAL CO., LTD.

14. The Opponent requests that an award of costs is made in its févour.

Dated this 10" Day of July 2019

MARKS & CLERKLLP

Representative of the Opponent

Mr Michael Barrett

9015786-1
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Marks&Clerk LLP

Patent and Trade Mark Attorneys

G

N 4

Fax No: 01633 817777
To:
Attn:
From: Anderson, Cheryl
Subject: . TM7 and Statement of Grounds - Opposition to UK Designation of Internationa| Trade Mark
Date: 10 July 2019 at 16:42
No. of pages: 23
! WFAX CO[VER SHEET
g4 gt ) i
105020
INFIOATER T TR PR f

80 Long Acre, Landon, WCZE 9RA
Tel: +44 (0)20 7420 0000  Fax: +44 (0)20 7836 3339
Email: london@marks-clerk.com http:/iwww.marks-clerk.com

Marks & Clerk LLP is a limited liability partnership and is registered in England and Wales with registered
number OC343273. A list of members’ names is open to'inspection at our registered office, 90 Long Acre,
London WC2E 9RA
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Dear Sirs

Please find enclosed the followi

o TM7 _

e Statement of Grounds 10 5209

o Fee Sheet T ‘
Yours faithfully e T

Cheryl Anderson | Trade Mark Administrator
for Marks & Clerk LLP

D +44 20 7420 0008 | F +44 20 7836 3339
canderson@marks-clerk.com | 15 Fetter Lane, London EC4A 1BW, UK

www.marks-clerk.com | Linkedin | Twitter




