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Government of India
TRADE MARKS REGISTRY
Boudhik Sampada Bhavan, S.M. Road, Antop Hill,
Mumbai-400 037, India.
NOTIFICATION OF PROVISIONAL REFUSAL OF PROTECTION OF AN INTERNATIONAL REGISTRATION DESIGNATING INDIA

Rule 17(1) of the Common Regulations

. Office making the notification: | TRADE MARKS REGISTRY, GOVERNMENT OF INDIA

Number of the international registration: 1453355
(Reference IRDI No allotted to this international registration by the TMR India)... 4109289

1. Name of the holder (or other information enabling the identity of the international registration to be confirmed):
Shantou Chenghai Longjun Toy Factory

V. Provisional refusal based on an opposition

The following person(s) have filed opposition to protection of the trademark in India-

1. LEGO Juris A/S, Koldingvej 2, DK - 7190 Billund, Region of Southern Denmark

V. Provisional refusal for all the goods and/or services

VL. Grounds for refusal [(where applicable, see item VII)]:

The Grounds are mentioned as per the Notice(es) of Opposition attached herewith

VIl. |Information relating to an earlier mark

As mentioned in Notice(es) of Opposition attached herewith, if any.

VIIl. |Corresponding essential provisions of the applicable law [(see text under XII)]:

Section 21 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
Sections 9, 11, 12, 13, 14 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56

IX. Information relating to subsequent procedure:

(i) If the holder of the International Registration wants to protect his trademark in India he/she, on receipt of the
Provisional Refusal based on Opposition must submit a Counter Statement on form TM-6/TM-O through a
registered trademark agent/advocate having address in India. The said Counter Statement must be submitted
along with the scanned copy of the Statement of Case signed by the holder and the Power of Attorney in
favor of the agent/attorney.

(ii) |Time limit for response or for a request to file Counter Statement against the provisional refusal: Two month
from the date of receipt of provisional refusal by the holder of international registration.

(iii) |Authority to which such request for review or appeal should be made: The response to the provisional refusal
in the form of the Counter Statement must be submitted before the Registrar of Trade Marks, International
Registration Division, Trade Marks Registry, Mumbai. The Counter Statement including the scanned copy of
the Statement of Case and the Power of Attorney must be submitted online through the gateway
comprehensive e-filing services for trademarks.

(iv) |Indications concerning the appointment of a representative: The response to the provisional refusal must be
submitted through an Indian agent or a representative. The said agent may be a trademark agent registered
with the Indian Trade Marks Registry office or an Advocate within the meaning of Indian Advocates Act, 1961.
Such agent/attorney must be engaged by the holder through a Power of Attorney on form TM-48 executed in
the favor of the said trademark agent/advocate.

X. Date of the notification of provisional refusal:
18/07/2019
XI. Signature or official seal of the Office making the notification:

FOR REGISTRAR OF TRADEMARK
Sonali N. Morey

Designation: EXAMINER

Mumbai




[XI.  |Corresponding essential provisions of the applicable law:

*** end of the report ***



Receipt No.: 2270368
Date: 18/07/2019
Amount: Rs.2700/-

Ref No: A-4109289 Form
No: 997162

FORM TM-O
THE TRADE MARKS ACT, 1999
Notice of Opposition / Application for Rectification of the Register by cancelling or varying
registration of a trade mark / Counter statement / Request to refuse or invalidate a trade
mark under Section 25(a),(b) of Geographical Indication of Goods (Regulation and
Protection)
under the Trade Marks Act

REQUEST NOTICE OF OPPOSITION

FEE 2700

APPLICANT OR REGISTERED PROPRIETOR/OPPONENT/THIRD PARTY MAKING THE
APPLICATNION/REQUEST

Opponent Name LEGO Juris A/S

Trading As

Address Koldingvej 2, DK - 7190 Billund, Region of
Southern Denmark

Service Address RAHUL CHAUDHRY & PARTNERS RCY
HOUSE C-235, Defence Colony, New Delhi -
110024

Mobile No 9899449240

Email address mail@rahulchaudhry.com

AGENT OF THE APPLICANT OR REGISTERED PROPRIETOR/OPPONMENT/THIRD PARTY
AS THE CASE MAY BE(if any)

Agent Name RAHUL CHAUDHRY & PARTNERS

Address RCY HOUSE, C-235, DEFENCE COLONY,
NEW DELHI-110024

Mobile No 9899449240

Nature of the Agent Advocate

Registration No

REQUEST OPPOSITION/APPLICATION IN THE MATTER OF

DETAILS OF APPLICATION NUMBER 4109289

CLASS 28

REQUEST NOTICE OF OPPOSITION

GROUNDS OF OPPOSITION Grounds of opposition are attached separately

Date 18-07-2019 03:47 PM




Digitally Signed By
RAHUL CHAUDHRY

for RAHUL CHAUDHRY & PARTNERS
[Attorney]



FORM TM - Q
NOTICE OF QPPOSITION
THE TRADE MARKS ACT, 1909

Attorney's Code No.: 24020

Propristor's Code Mg, Nil,

IN THE MATTER OF Application no. JRDI - 4109289 in class 2% in the name of Shantou
Chenghai Longhu Toy Factory of the address No. 4, Bast National Road, Zhulin Village,
Lisnshadg Towa, Cheoghai Distast, Shantou City Guangdeng, Ching, in fespect of “Inrelligent
bous; towy started by laver; oy piodels: toy vwelicles: controllers for toys; seple model kity frops],

faysy biglding Slocks flovs}; scale model valicles; radioscamtrelled foy vehicles ™

We, LEGO Jurls A/8, of the address Koldingve] 2, DK~ 7190 Billund, Region of Southem
Denmark Chereinafter referred to as the “Oppensne ™, wigeh tessm shall inelads the predecessors
i imrerest, S bitte oid vights, afilioted compariies, subsidigriss, and/or Jicensers) heveby give

notice of our intention to opposs the above said application for the registration of the trade mark

\§‘\:\Q\:\ \§
’LEP;XN {(BEVICE) advertissd under applivation number IRI - 4109289 in class

2% 10 the Trade Matks fournalna. 1893-0 deted and nidds wvaiiable o the public on 18/03/2019,

The grounids of epposition ars as fellows: -

1. The Opponent and s affilisted companies under the LEGO Group varries on an
established and reputed business g3 o manufacturer and merchant of inter alio toys of all
kinds, The Gpponent g_faﬂed its business under the name of LEGO A8, The frade mark
tights suhsequently got assigned to LEGD Schweiz AG who further assigned these rights
to the Opponent, LEGO hurds A& The Qppmm}t i the world’s largest loy manufacturer
and its flagship products LEGO consist of ecolorful interlocking bricks and su
accompanying arrsy of gems, mini-figures and various other paris. The toys have
achieved an jnternational appesl, with an cxtensive subculiure that supports LEGO

movies, gumes, competitions aud six LEGO themed amuserent parks.

2. Founded in the year 1932 by Ok Kitk Keistiansen, the Opporent Company hag passed
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from father to son and is now owned by Kield Kirk Kristiansen, s grandehild of the
founder. It was in the year 1934 that the company tame LEGO was coined. The name

LEGO {5 an abbreviation of the two Danish words “leg godt”, meaning “play well™, &t

has come a long way over 83 years, from a small carpenter’s workshop to 2 modem,
global snterprise thal is now, in terms of sales and market value, the world’s latgest toy

company since the first half of the year 2014,

I 1949, the Opponent began produciny different types of plastic and wooden foys,
including Awtomatic Binding Bricks, a forerunner of the LEGO bricks we know today. In
the year 1873, in arder to unify all of the Opponent sonpandey’ produets under one
JETER
banner, & single aew logo x\\\\\\\\\wss adoptsd 16 replace the various fogos used 6l

NN
B3 g%
thén, Tha {}Fp(}ﬁgnt°s Jago &\\\\\\\ {hureinafter referred fo ax the “LEGG label™),

refhaing the wiost recogmizable version of the Opponent’s brand identity. Today the

Opponent is one of the world’s leading manufacturers of play materials for children,
employing approximately 14,762 people globally as of the year 2014, LEGQ produials
can be purchased in moors than 140 countries and are used throughout the world including
India and have garnered it credibility, which 18 vnparafieled in its Bns of business. The
Oppanent’s rademark LEGO and the LEGO ‘iabs,{! are heteinalter together referred o 35

the “LEGO mgrks” wherever appropiate:

Since it hegan proaducing plastic bricks, the Opponent has released thousands of play seis
theted around 2 variety of iopics. The LEGO range has expanded o encompass
Acoessory mntors, pears, lights, sensors sad cameras designed to be weed with LEGO
components. Thers are even special bricks, like LEGQ NXT that can be programmed
with 2 PC or & Mag to perform very complicatsd and useful tasks. Thess programumable
bricks are seld wnder the pame LEGO MINDSTORMS. There are several robtic
competitions which use LEGO bricks. The Opponent owns part of Merlin. Entertainment,
the company that today operates sbx LEGOLAND smusement parks across the warld,
including the original in Billund, Denmark; and others in Windsor, England; Guneburg,
Germany; California; Florida and Malaysia. The QOpponent bas a large list of video games
that appeal to & wide age rangs with titles sech as LBGO Star Wars: The Complete Saga,
LEGO Indiana Joneyand LEGO Batman,

Ot January 28, 2008, LEGO celebrated the S0th anniversary of the LEGQ brick with a
worldwide building cantest. In Ovtober 2010, the Opponent launched LEGQ Univarse, 2
so-called MMOG (mass multiplayer online game). In the yesr 2013, the Opponent
opened offices in Beijing, China and Singapore and its LEGO Brand Retuil Store number

100 1o ‘White Plaing, USA. In 2013, the LEGO Group sntered into a Climate Savers

3
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partnership with the World Wildlife Fund (WWF). The LRGO name celebrated its 80th
hirvthday in the year 2014 and the LEGO Movie premiered ik & number of countries in the
same yeat. Double-digit growth across all regiong deliverad 2 turnover of 11,504m DEK
n the first hatf of 2014, fueled by the suscess of The LEGO Movie produets. In less than

10 years, the company has fquadrupled ite revenus.

Information pertaining to the Opponent’s products hearing the LEGO marks is advertised

and digplayed on a number of websites including vl

Levean £, Yy nh giving sasy sccess o information pertaining to pries

and guality of the goods noder’ the LEGO mueks to customersipurchassrs! traders and
people gt lacge. The aforssaid websites further provide for vn-Hne selling of products

which sven extends to overseas supply/shipments o consumers.and traders.

The trade mark LEGO hus been in continuous use as & part of the Opponent’s cotporate
name and trading style sinee @5 adoption in the year 1934 and the Opponent hag been
using the LEGE sarks in India since the year 1987 when the first {(duty fres) onder was
delivered. The products under the LEGQ murks are available in all the premium toy
storss in Munibal, Delbi, Chennal, Bergalury, Kollata, Hyderabad dnd all the chain
outlets viz, WESTSIDE;, SHOPPERS STCGR CROSSWORD, LANDMARK,
TIFESTYLE, and CENTRAL MALL across the country.

The Opponent is the rogistersd proprictor-of the world-famons LEGQ marks in Indis ag
per the following detalls. Detailed information of the afvresald wade merk vegistered in

the dame of‘ths; Opponent i India is given helaw:

Registration Dateof | Journal | Registration
No. registration | ne. Bate

S'{

T Trade miark

z LEGO 240430 | 28 | OSOI9H | 4yg | OTAIRA06T

Goods:
Games and playthings {(not being ordinary playing cards)

293208 2 | 30877 | gpo | 0D3AOWISTA

2
Goods:

Games and playthings (not being ondinary playing cards)

LEGO 405480 | 28 | FTO2IT 1 ggy | ITZOIOEI

3




Loods:
Toys, gomes and playthings, (other than playing cardsl, alt being gonds included in

o o 582806 ap | 30062003 | qage | TMHI99Z

_

Games and playthings (not being ordibary playing cards)

\
| : 9, 16,
5 1308962 | 20,25, | 27072007 | 1350 | 15/09/2004
28, 41
AN A S S S S
Govdg:

[Class: 9] Gams Cartridges for Computer Video Games, Computer Game Casseftes,
Computer Gamg Fragaanis, Conmputer Game Tapes, Video Games Withowt Digplay, CD
ROM-Games and DVD- (Games withouwt Display, Computer Video (Games without
Display, Tapss, PMscs and Records Recorded with Sound andior Images; Exposed
Cinematographic Films, ff’mg_rammabia Migro-Computers f'or Building sud Cuestroliing
Matorized Toys, Computer Programe for Designing and Contolling Motorized Tays,

Retnoie Conteal Utits for Controlling Progranumable Toys tneluded in Clags 9.

{Class: 16] Printed Mattor, Books, Magazines, Newsletters, Printed Manuals and User
Guides, Stickers, Trading Cards, Books for Collecting Stickers; snd Trading Cards,
Pamphiets, Posteards, Ureeting Cards, Posters, Calendars, Writing Paper, Envelopes,
Wiiting and Drawing Pads, Notebooks, Pens and Pencils, Pen and Pencils Cages, Peneil
Sharpeners, Erasers, Insttuctional and Teaching Material (Other Than Apparatus)

included in Class 16.
[Class: 20] Fomdture included in Clage 20.
[Class: 25] Clothing, Fontwesr, Headgear included in Class 28.

[Class: 28] Toys, Games and Plaything, Video Games with Display, CD ROMB-CGames

and DY -Games with Display, Computer Video Games with Display inchuded in Clase

Pnd
[

{Class: 411 Theme Pack and Amusssnt Park Services, Bducation, Providing af
Traiing, Eatertaloment, Spotting and Cultural Activities, School; Learning Danbres,
Kindergartens, Holidsy Camp Services (Bafertaimmeat) Sport Camp Services,

Arranging and Conducting of Seminass, Play Rooms, Party Flanning {Entertainment),

Publication of Books, Magszines, Manuals snd Texts; Produstion of Radio and




Films incloded m Class 41,

Television Programines, Video Tapes, Sound Recordings, CO-ROMS And Cinema

e
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1.

The aforesald registrations which have been renewed from time to tine and are valid and
subsisting on the register, confer upon the Opponent the statulory vight v use of the
LEGO puerks 1o the sxchusion of all othery and to restrain the use and/ or registration of
sny tade mark thet s identical and/ or deceptively similar to #he Opponent’s prior
registered trade mark within fhe heaning of Seetion 28 (1) of the Teade Marks Act, 1999

(hereinggiar referred to av “ihe o).

LEGD label dates back to September 17, 1974 under Registration Number 1026871 in
the United States. The Opponent has also altaived registration for the LEGO muarks in
several other jurisdietions of the warld including registrations in countries throughout

Europe, South- Americs, Asia and Afvica.

By virhue of long use, vast publicity and excellent quality of the goods, the LEGQ marks
have aequired iremendaps reputation and goodwill amongst the purchseing publiv and the
mentbers of the tr&de Thus, the metnbers of th trads and public assoetate snd consider
mmy tade mark consisting of or containing the word LEGO or the LEGQ label
wichigively with the Opponent and no oae glse, A vast anount of mvney and =ffort has
begn spent in the promotion of the various products being sold under the mark. Thus, the
LEGE marks when ussd in iselation or in any combination of words/ devices is believed
iy the public 1o be the Opponent’s mark and the uae of the same by the Applicast only

disturbs the vast reputation of s mark enjoyed by the Qpponent.

The LEGU marks we well-known/ famous on s global fooling and has attained
reprendous reputation and goodwill intcmationslly and also in India, through vast

publicity, dizsemination of information abeut the macks and products thereunder by the

muang of articles, advertisements, news iterns, ete. The LEGO marks have gained

popularity and stisined the status of well-kacewn trademarks within the meaning of the
prévisiens of Artitle & bis of the Paris Convention and Section U {6-7) of the Act. In
the country of the Applivant’s origin, China, the Opponent’s muck LEGO hes been
recognized ay “well-knéwn” trade mark 5}/ the Befjing Higher Court in China, The

Opponent's aforensentionsd trade mark LEGO has been vecognized a5 & well-known

mark by the Assistant Registrar of the Trads Mark Registry in India, vide order dated

Pebruacy 185, 2017, in the proceedings under Oppasition No. 358768 filed against

Trademark Application e 999048,

it s pertinent Yo note that the Opponent has Injdated legal acticn against many Chinese

companies sgainst the nisuse of the LEGO marks and have got favorable ardsrs as well.

wn



The Opponent has also initiated legal antion against the Applicant and its related Chiness
compandes for manufactusing and selling products bearing the Applicant’s impugned
pademark LEPIN. The Conrt adjudicating $ mager confirmed the allegstion of
counterfeiting and held that the: Applicant and lts related companier have infringed the
Dpponieat’s copyright in LEGO srtwork 3z well a3 for darrving uofair competition acls,
The conrt oedered the Applicant and 18 related companies to cease producing, selling
exhibiting or in any way promoting the infringing producta, and to pay damages o the
Ogporent. The Oppodent hust obtained g favorahle decision on 24 May 2019 & the

apposition against the Applicant’s Chinese trademark application No. 21693052 for the
“ in class 28 The Applicant’s Chiness application No. 21693052 for the

* {sfhe bagic application of the IR No. 1453335 an well a5 the impugned

gk " in India under Applicativn Ne. [RDI-4109289,

13, The Opponent hes wso nitistad and pravailed fegal aaﬁm;s_ against various intemational
wademark spplications of the Applicant, including successful oppositicn and invalidation
actions sgainst the bnpugned mark in South Korea, Chile and United Kingdom. The
Opponant obtained favorable decisions in opposition procesdings against the Applicant’s
impugned mark in South Korsa in procesditigs under Trademark Opposition No 40201 6-
995 tu Application no. 40-2016-32932 vide order dated August 25, 2017 and Chile in
procesdings under Ruling No. 182592 dated May 30, 2017. The Opponent was futher

sucesssful in the {nvalidation action initisted sgaingt the Applicant’s Registration Mo

1336070 in the United Kingdom in proceedings uader (/142/19 vide order dated March
19, 2019

14, The Opponent reserves s right to addoce any additional evidence in suppont of the
statements and submissions mede herein st the relevant stage of the oppasition
proceedings.

o

s

\ 9

m
L

Application Ne. IRDI4109289 in class 28 in the name of Shanton Chenghal Longiun

15, The present opposition is agaimt the impugned mark * LEPIN (Deviee) ander

Ty Pactory, advertised in Trade Marks Journal i, 1893-0 dated and made available io
the public on 18/03/2019.

16, The Applicant has filed the applivation for the bmpugned mark 8

&
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23/11/2018, on » proposed 1o be used basts, It is pertinent to note that the Applicant wag
aware of the Opponent’s LEGED murks at the time of filing the application for the
impugned maark as the sforementionsd peder from Veljing Higher Conrt had already beon
passed as well as due to the popularity of the Opponent’s tradamark internationally and
speciaily in China which is the Applicant’s country of origin. Hence, the Opponent has
reasonable cause to believe that the Applicant was aware af the Opponent's LEGO migrks
at the time of adoption of the impugned wark and the impugned mark bad been filed @
bad faith and with a dishonest intérmia‘n o ride upon the gcsndxs?ili and repuiation.of the
if}{gp()nmt. A pictoria] depiction of the rival marks clearly brings out the viriual ideniity

between the rival marke-

OPPONENT'S MARKS IMPUGNED MARK

T s s R
Vaaeren

_

Tt f¢ clear that the Applicant has adopted the impugned mark incorporating the color
combination and stylization of ths Opponents well-known LEGO tademiatks, spectally
the t&d color hatkground which is deceptively situilsr 1o the Qppondat’s well-known
LEGO Iabel, to give the impression of au association with the Opponent. Bince the
Opponent’s LEGO Isbel having a red color baskground wie sdopted internationally in
,zhg year 1973, snid has biosn in use in India since the year 1987, it is abundantly clear that
the impugned mark has been adopted only with an intention of riding off the goodwill
and veputation of the Opponent’s sarlier and well-known LEGO lsbel. An average
person of imperfect recollection ia very tkely to confise the Applicant’s praducts heardng
the impugned mark with thoss of the Opponent vader is welidknown LEGQ label on

aceourit of the deceptive similarities between the rival marks.

The Applicant has filed the. application for registration of the impugned mark of

23411/2018 on proposed to be tsed hasiz Cn the other hand, the Opponent has been

7
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contingously and extensively using the LEGO label since 1973, all across the globe and
in India since the year 1987, Thus, it is evident that the Applicant’s adoption of the
impugned merk iv subsequent o the Oppoedent’s adoption, (e and registvations for the
well-known LEGO Tabel Thus, it is sobmitnd that the Applicant has adopied =
deceptively stimilar fropugned maik with the sole intention of free-riding and encoshing
upor the enviable and wide spread poodwill snd repitation subsisting in Oppotient’s
famous LEGU lakel by creating a misplaced association between the impugned mark
and the Oppotient and its well-known trade mark, The Applicaid 15 thos called upon to
provide & justification as o bow it cams to conesive the deceptively similar impugned
mark, particularly when the Opponent’s well-kmovar mark LEGO ¥abel 15 already
existing on ihe Register of Trade Muarks and the goods thersunder have besn sold and

publicized sxtenaively inlndia.and internationally.

. The Opponent is the prior and honest adopter, registerad propeintor and legitimaie user of

the LEGO label and had thus filed the application for the registration of its said trade
wmark as carly as the yesr 1974, wheveas, the Applicant has dishonestly applied for
teisiration of the impugned mark oo 23112018 on proposed to be nsed basis. The use,
it any, of the impugned mark by the Applicant will cause confusion in the minds of the
general public as the Applicant’s mark is deceptively similsr to the Opponent’s sarlier
and well-known LEGO Iabel. The goods under the Opponent’s emlier LEGO label
sonform to 8 very high standard of quality snd use of the deceptively similar impugned
mark for any gonds would cause orevnbers of the trade and pulblic alike to be deceived
and/or confused itto belioving that these goads are origlnating fram the Opponent and
therefore, possess the same quality, reliability and other positive trails that subsist in the
Opponent’s goods, Thus, any use of the inpugned mark for any goods will undoubtedly

cause vonfusion amongst the public and reay lead to wronglul association ef the

Applicants goods with the business of the Upponent. Thetelwre, the tmpugned mark

shoiid e refived registration under the provisions of Section {2) (a) of the Aet:

.The Applicant has filed the present applivation for the Impugned mark which s

Jeceptively sinilar to the Cipponent’s pricr vegistered, in use and well-known LEGO
fabel of the Opponent and for same goods in class 28, namely “futelligen fops) fays
stevted By laser; toy models: toy vehiclgs; vontrollers Jor toys; scale model kits {tysl:
toys; huilding blocks {toys]; scate model vehicles, radio~controlled toy vehivles”. The
gsaods of the Applicant shall be sold through tie sams trade channels and will have the
samie custontey base which are sssociated with the Opponent’s praducts wnder the
Opponent’s LEGO label. Both the Applicant’s and Opponent’s produsts shail be
svailable to an average consumer through common stores andd e-vatall outlets, Therefore,
the impugned mak is lkely to cause confusion on the part of the puhlic cleding the

likelihood of assaciation with the Opponent’s earligr LEGO label, in particular

¥ That the impugned mark is the same andfor & variaut of the Upponeat’s earlicr
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trade mark;

* That the impugned goads under the fmpugned mark sriginate from the Qpponent
sndfor being sponsored, affiliated, approved or endersed by the Oppoeiit;

*  That the Opponent has set up a new unit or venturs for providing goods nnder the

impugned merk;

W

That the Opponent has granted & license to or sntered into & franchise agreoment

with the Applicant

The use and registtation of the uapugned mark would lead to the dilution of the
repuiation of the Opponent’s well-koown LEGD fabel, would cause winvamanted
bafciship on the Opponert and cause imeparable hsonfinjury to the goodwill and
repulstion of the Opponent. Tn view therdef, the hupuptisd mak should be refused

registration under Section 11(1) of the Act,

The Applicant has adopied a deceptively sinilar mark with the sole intention of {legally
passing-off iy goods ag those of the Opponent. By subsequently adopting the tmpugned
mark, the Faudulent inténtion of the Applicant is apparent which is sufficient to debar ity
spplication from proceeding 1o registration. The Apulicant i trying by misappropriate the
goodwill snd reputation vested in the Oppovent’s well-known LEGO label. Uss, if any,
of & deceptively similar or nogply Wentical mark would amaunt to an offence of passiog-
off within the meaning of the Act and therefore the impugned applisation is Hable 1o be

refused registrstion upder Nectipn 113} of the Act.

. The Opponent, in its dapacity 4s the legitimate owner of the well-known LEGO label

does not consent to the registeation of the inpugned trade mark and the Applicant is

therefore no entitled to rely upon Section 11{4) of thz Act.

. Honssty of adoption and use is the sime gua non for considering an application under

Ssction 12 ofthe Agt, Tt is well establishad that if the adoptiou or subsequent ussr of the
ek 1a proved to be dishonest, no antount of use will help the Applicant (F Narayanan,

Law of Trade Marks and Passing off Sth edn., o p. 300). The adoption of the impugned

ik by the Applicant is not honest and is in bad feith with malafide intention to froe ride

on the established goodwill and fame of the Opponent’s prior well-known LEGO labd
and its long-slanding unintercupted vse. Hence, the Applicant cannot claiin te be an
orest concurrent user’ snd thus the Applivant’s impugned mank is Hable to be rejecied

in the interestof Justive,

. The Applicant was well awsare of the Opponent’s sarlier well-known LEGO fabel which

has been extensively used globally incheding Ching and India. The Applicant has adopted
the deceptively similar impugned wmark solely with the male fide intention to
misappropriate snd frade upon the established goodwill and reputation of the Opponerd™s
well-known LEGO label. The impugned application has been filed in bad faith and the
Applicant cannet claim to be the propristor of the inpugned mark as per the provisions of



Seetion 18{1yof the Act,

24, Sinee the Opponeant is the registered proprieiar of itd well-known trade LEGQ label, any
use of a deceptively similam/ nomly identical mark by any person including the Applicant
who, not being a registered proprictor ov & person using by way of peemitied use, in the
course of trade, would amount to infringement of the Opponent’s registered frade mark a3

per the provisions of Section 29 of the Act,

25. Furthermaore, the adoption of the tmpugned mark being fraudulent and dishonest, the
repistration thereof would be a negation of the mandate enslrined in the preamble of the

Act, which reads as follows:

“Ar Aot o amend and congolidate the Jow relating fo the trade wiarks, to provide for
registration and bitter protection of the trade mavks for goods and services and for the

prevention of the use of fraudulent marks ™.

26, Tn view of the grounds and veasons set vut above and in onder to maintain the purity of
the Regiater and in the intercst of gencral public, the Opponsnt respectiully submits that
it is 4 fit and proper case for the exarcise of the Registrar's decision in favor of the
Opponsnt by refusing registration of the impugned mark. The Dpponent will be subjecied
to grave inconvenisnce snd damage of reputation and gocdwill if the deceptively similar
impugned mark is allowed to proceed to registeation. The registrstion of the impugned
mavk would fucther be conteary 1o public tnterest. In fast, rofusal of the same would serve
& cith the dishonsst confmercial poactice of deiihsmi@iy adopiing prier trademarks with
3 view 1o ride on the hard-carned reputation and goodwill of thase who have worked hard

to popidarize the same,

27, The Opponent submils that the regististion of the deceplively similar impughed miark
would be contrary 1o ihe provisions of Scetion 9, 11, 12, 18, 28 and 29 of the Act and the
Hor'ble Tribunal ought to refuse registration of the impugned matk in exercise of it

discretion unider Section 18(4) of ths Act,

28, We srave leave to add, alter or amend the above grounds of opposition st auy time during

the instant opposition proceedings as per the provisions of Seetion 21{Ty ol the Act,

29, In the light of the above vtated facts and clrounistances, it s prayed that:
i, The impugned wark in class 28 wder Application No. IRDIAT09289 be refused
registration;
i, The instant opposition be gllewed;
i Costs of these proceedings be awapded fo the Opponent;
tv.  Pass any Turther srder(s) vs the Mon'ble Tribunal reay deem fit and proper in the

facts and circunwstances of this case.
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All commiedcitions i relation 1 thess proceedings way be sent to the following address in
India

RANUL CHAUDHRY & PARTNERS
RUY House
{235, Defence Colony,
New Dethi - 110024
Phons Ne: +91 11 43500000, 401 11 43500003/4
Mabile No: 919899449240
Enail: punldinahulchadinecam

Dited this 18" day of hdly, 2019

LEGO Juria AlS
By ats f\ﬁ(unm

a}mm ET ,
gf RABUL C HAU&HR‘Y & Pﬁifi NERR
To.,
The Registrar of Trade Mavks
Offics of the Trade Marks Registry
At MUMBAL

N N S

VERIFICATION

1, SHUBNEET PANIETE, being acguainted with the facts of this fase hereby vertfy that the
sontents of Parsgraphs 1 to 14 are based on the Information received from the Opponent which I
believe to be true and comeat. Contents of paragraghs 15 1 28 ade submissions in sipport of the
ppposition and are based on e legal advice and contents of paragraph 29 is a prayer to the

Hon’ble Tribunal.

Signed ot Delht
Dated this 18% day of July, 2018,
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