UNITED STATES PATENT AND TRADEMARK OFFICE (USPTO)
OFFICE ACTION (OFFICIAL LETTER) ABOUT APPLICANT’S TRADEMARK APPLICATION

US. APPLICATION SERIAL NO. 79261057

e *79261057*

CORRESPONDENT ADDRESS:
WEIHAI TONGDA; MARKS AGENT OFFICE CO., L CLICK HERE TO RESPOND TO THIS LETTER:

Rm 601, Building 19,
2 Gubei Street,
264200 Shandong
CHINA

APPLICANT: WEIHAI LIYU INDUSTRIAL CO., LTD

CORRESPONDENT’S REFERENCE'DOCKET NO:
N/A
CORRESPONDENT E-MAIL ADDRESS:

OFFICE ACTION

STRICT DEADLINE TO RESPOND TO THIS LETTER

INTERNATIONAL REGISTRATION NO. 1472446

STRICT DEADLINE TO RESPOND TO THIS NOTIFICATION:AVOID ABANDONMENT OF THE REQUEST FGRTENSION
OF PROTECTION OF THE INTERNATIONAL REGISTRATION, THE USPTO REGSHEIVE A COMPLETE RESPONSE TO TE
PROVISIONAL FULL REFUSAL NOTIFICATI®ATHIN 6 MONTHS OF THE “DATE ON WHICHHE NOTIFICATION WAS SEN
TO WIPO (MAILING DATE)” LOCATED ON THE WIPO COVER LETTER ACCOMPANYING THIS NOTIFICATION.

In addition to the Mailing Date appearing on the WIPO cover ketter, a holder(hereafier “applicant”) may confirm this Mailing Date using the USPTO’s
Trademark Status and Document Retrieval (TSDR) system afétp/fisdr.ospto.goy!.  To do so, enter the U.S. application serialnumber for this
application and then select “Documents.” The Mailing Date used to caleulate theresponse deadline for this provisional full refusal is the “Create/Mail
Date” of the “IB- 1rst Refusal Note.”

This is a PROVISIONAL FULL REFUS Altthe request for extension of protection of the mark in the above-referenced U.S. application. See 15
U.S.C. §1141h(c). See below in this notification (hereafter “Office action”) for details regarding the provisional full refiisal

The referenced application has been reviewed by the assigned trademark examining attorney.  Applicant must respond timely and completely to the
issues below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SUMMARY OF ISSUES:

e AMENDMENT TO THE IDENTIFICATION OF GOODS REQUIRED
¢ DISCLAIMER STATEMENT REQUIRED
e MARK DESCRIPTION REQUIRED

SEARCH RESULTS

The trademark examiningattorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that would
bar regstration under Trademark Act Section 2(d). TMEP §704.02; see 15 U.S.C. §1052(d).

However, applicant must respond to the issues below.

AMENDMENT TO THE IDENTIFICATION OF GOODS REQUIRED



The identification of goods is indefinite and must be clarified for the reasons set forth below. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.

Generally, applicant must amend this wording to specify the common commercial or generic name of the goods. See TMEP §1402.01. 1f the goods
have no common commercial or generic name, applicant must describe the product, its main purpose, and its intended uses. See id.

Specifically, the wording “hand tools,” “agricultural implements,”” “abrading mstruments,” “garden tools” and “fulling tools™ are all indefinite and the
applicant must clarify the nature of the goods contenplated. For exanple, the apphcant may amend “hand tools” to specify the particular type of “hand
tools” contermplated, such as “cutter bars, hammers and pincers,” as shown below.

Generally, a trademark examining attorney will recommend acceptable substitute wording for unacceptable identifications of goods. In the case of
“fulling tools,” however, because the nature of the goods is unclear from the application record, the trademark examining attorney is unable to suggest
any alternative wording for these particular goods. See TMEP §1402.01(e). Please fill in the blank below or delete the entry entirely.

Additionally, the identification of goods contains brackets. Generally, applicants should not use parentheses and brackets in identifications in their
applications so as to avoid confusion with the USPTO ’spractice of using parentheses and brackets in registrations to indicate goods that have been
deleted from regstrations or in an affidavit of incontestability to indicate goods not claimed. See TMEP §1402.12. The only exception is that
parenthetical information s permitted m identifications in an application if it serves to explain or transhte the matter immediately preceding the
parenthetical phrase in such a way that it does not affect the clarity or scope of the identification, e.g., “fiied tofu pieces (abura-age).” Id.

Therefore, applicant must remove the brackets fromthe identification and incorporate any bracketed information into the description of the goods, as
shown below.

Lastly, any modification to this wording must identify goods in International Class 08, the classification specified in the application for these goods.
Applicant may adopt the following identification, if accurate:

Class 08: Hand tools, namely, cutter bars, hammers and pincers; hand drills, hand-operated; hand-operated agricultural implements,
namely, broadforks thand-eperated}; hand-operated abrading tools mstmments—[-h&nd—mstmments-} hand-operated garden tools,
namely, trowels, weeding forks and spades fhand-eperatedy; tableware, namely, knives, torks and spoons ;
shears; hand-operated graving tooks thand-teels}; hand-operated fulling tools, namely, {specify common commercml or generic name for

tools contemplated or delete the entry entirely} thandteels}; hand-operated cutting tools thand-teels}.

Applicant’s goods may be clarified or limited, but may not be expanded beyond those originally itemized in the application or as acceptably narrowed.
See 37 CF.R. §2.71(a); TMEP §§1402.06, 1904.02(c)(iv). Applicant may clarify or limt the identification by mserting qualifying language or deleting
iters to result in a more specific 1dent1ﬁcat10n, however, applicant may not substitute different goods or add goods not found or enconmpassed by those in
the original application or as acceptably narrowed. See TMEP §1402.06(a)-(b). The scope of the goods sets the outer limit for any changes to the
identification and is generally determined by the ordinary meaning of the wording in the identification. TMEP §§1402.06(b), 1402.07(a)-(b). Any
acceptable changes to the goods will firther limit scope, and once goods are deleted, they are not permitted to be reinserted. TMEP §1402.07(e).
Additionally, for applications filed under Trademark Act Section 66(a), the scope of the identification for purposes of permissible amendments is limited
by the international class assigned by the International Bureau of the World Intellectual Property Organization (International Bureau); and the
classification of goods may not be changed from that assigned by the International Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b).
Further, n a multiple-class Section 66(a) application, classes may not be added or goods transferred from one existing class to another. 37 C.F.R.
§2.85(d); TMEP §1401.03(d).

For assistance with identifying and classifying goods in trademark applications, please see the USPTO’s online searchable {75 dccepiabie
Identification of Goods and Services Mgl See TMEP §1402.04.

DISCLAIMER STATEMENT REQUIRED

Applicant must provide a disclaimer of the unregistrable part(s) of the applied- for mark even though the mark as a whole appears to be registrable. See
15U.S.C. §1056(a); TMEP §§1213, 1213.03(a). A disclaimer of an unregistrable part of a mark will not affect the mark’s appearance. See
Schwarzkopf v. John H. Breck, Inc., 340 F.2d 978, 979-80, 144 USPQ 433, 433 (C.C.P.A. 1965).

In this case, applicant must disclaim the norr Latin characters that transliterate to ““YU” because it is notinherently distinctive. These unregistrable term(s)
at best are merely descriptive of an ingredient, quality, characteristic, function, feature, purpose, or use of applicant’s goods. See 15 U.S.C. §1052(e)
(1); DuoProSS Meditech Corp. v. Inviro Med.Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012);TMEP §§1213,
1213.03(a).

Specifically, in the application, the applicant specified that the non-Latin characters that transliterate to “YU” translate to “hard metal” in English.
Additionally, the attached evidence fromthe TM Technologies, Excelta and KS Tools web sites show that hand tools are made of hard metal and are
used to cut through hard metal. Therefore, the non-Latin characters that transliterate to “YU” are at best merely descriptive of a characteristic of the



applicant’s goods or the use of applicant’s goods.

Please note that non-English wording that ismerely descriptive, deceptively misdescriptive, geographically descriptive, generic, or informational in
connection with the identified goods, s an unregistrable component of a mark that is subject to disclaimer. TMEP §§1213.03(a), 1213.08(d);see
Bausch & Lomb Optical Co. v. Overseas Fin. & Trading Co, 112 USPQ 6, 8(Comnir Pats. 1956). The disclaimer must refer to the non-Latin
characters and the trarsliteration (a phonetic spelling of the pronunciation, in Latin characters); e.g., “the non-Latin characters that transliterate to “YU™”.
TMEP §1213.08(d).

Applicant may respond to this issue by submitting a disclaimer in the following format:

“No claimis made to the exclusive right to use the non-Latin characters that transliterate to “YU” apart from the mark as shown.”

For an overview ofdisclaimers and mstructions on how to satisfy this issue using the Trademark Electronic Application System (TEAS), see the
Disclairer webpage.

MARK DESCRIPTION REQUIRED

Applicant must submit a description ofthe mark, because one was not included in the application. 37 C.F.R. §2.37; see TMEP §§808.01,808.02.
Applications for marks not i standard characters must mnclude an accurate and concise description of the entire mark that identifies all the fiteral and
design elements. See 37 C.F.R. §2.37; TMEP §§808.01, 808.02, 808.03(b). Inthis case, the drawing of the mark is not in standard characters.

The following description is suggested, if accurate:

“The mark consists of the design of two non-Latin characters presented horizontally.”

RESPONSE GUIDELINES

For this application to proceed, applicant must explicitly address each refusal and/or requirement i this Office action. For a refusal, applicant may
provide written arguments and evidence against the refisal, and may have other response options if specified above. For a requirement, applicant should
set forth the changes or staterrents. Please see “Hespondiys to Office Actiond” and the mformational sideo “Resporse to Qdfice Actid’ for more
information and tips on responding

If the applicant has specific questionsabout this Office action, the applicant may call or email the undersigned examining attorney.  Although the

trademark examining attorney cannot provide legal advice or staterments about applicant’s rights, the trademark examining attorney can provide applicant

with additional explanation about the refisal(s) and/or requirement(s) i this Office action. See TMEP §§705.02, 709.06. Although the USPTO does
not accept emails as responses to Office actions, emuils can be used for informal communications and will be included in the application record. See 37

C.F.R. §§2.62(c), 2.191; TMEP §§304.01-.02, 709.04-.05.

Because of the legal technicalities and strict deadlines involved in the USPTO application process, applicant may wishto hire a private attorney
specializing in trademark matters to represent applicant in this process and provide legal advice. Although the undersigned trademark examining attorney
is permitted to help an applicant understand the contents of an Office action as well as the application process in general, no USPTO attorney or staff s
permitted to give an applicant legal advice or staterrents about an applicant’s legal rights. TMEP §§705.02, 709.06.

attorney. 37CER. §2 11

WHOIS PERMITTED TO RESPOND TO THIS PROVISIONAL FULL REFUSA#yresponse to this provisional refisal must be
personally signed by an individual applicant, all joint applicants, or someone with legal authority to bind a juristic applicant (e.g., a corporate officer or
general partner). 37 C.F.R. §§2.62(b), 2.193(e)(2)(i); TMEP §712.01. Ifapplicant hires a qualified U.S. attorney to respond on his or her behalf, then
the attorney must sign the response. 37 C.ER. §§2.193(e)(2)(i), 11.18(a); TMEP §§611. 030)) 712.01. Qualified U.S. attorneys include those in
good standing with a bar ofthe highest court of any U.S. state, the District of Colunmbia, Puerto Rico, ancbther U.S. commonwealths or U.S.
territories.  See 37 C.ER. §§2.17(a), 2.62(b), 11.1, 11.14(a); TMEP §§602, 712.01. Addltlona]ly for all responses, the proper signatory must
personally sign the docurrent or personally enter his or her electronic signature on the electronic filing. See 37 C.F.R. §2.193(a); TMEP §§611.01(b),
611.02. The namre of the signatory must also be printed or typed immediately below or adjacent to the signature, or identified elsewhere in the filing. 37
C.F.R. §2.193(d); TMEP §611.01(b).

In general, foreign attorneys are not permitted to represent applicants before the USPTO (e.g, file written commumications, authorize an amendment to
an application, or submit legal arguments in response to a requirement or refusal). See 37 C.F.R. §11.14(c), (e); TMEP §§602.03-.03(b), 608.01.

DESIGNATION OF DOMESTIC REPRESENTATIVHe USPTO encourages applicants who do notreside in the United States to designate



a domestic representative upon whom any notice or process nmay be served. TMEP §610;see 15 U.S.C.§§1051(e), 1141h(d); 37 C.F.R. §2.24(a)
(D)-(2). Such designations may be filed online at Bty enyw.aspto. sovirademarksteas/oonescondonce Jsp.

.................................................................................................

/Deborah Meiners/

Attorney Advisor

Law Office 110
(571)272-8993
Deborah.Meiners@USPTO.gov

TO RESPOND TO THIS LETTER: Go to htn/fswswaspto.gov/tadenaks/ieas/response forns jsp.  Please wait 48-72 hours from the issue/mailing
date before using the Trademark Electronic Apphcahon System (TEAS), to allow for necessary system updates of the application. For technical
assistance with online forms, e-mail THAS(@,

attorney. E-mail communications will
mail.

t be accepted as responses to Office actions; therefore, do not respond to this Office action by e-

All informal e-mail communications relevant to this application will be placed in the official application record.

WHO MUST SIGN THE RESPONSE: It must be personally signed by an individual applicant or someone with legal authority to bind an applicant
(i.e., a corporate officer, a general partner, all joint applicants). Ifan applicant is represented by an attorney, the attorney must sign the response.

PERIODICALLY CHECK THE STATUS OF THE APPLICATION: To ensure that applicant does not miss crucial deadlines or official notices,
check the status of the application every three to four months using the Trademark Status and Docurrent Retrieval (TSDR) system at
hp//adnuspio.gny. Please keep a copy of the TSDR status screen. Ifthe status shows no change for more than six months, contact the Trademark
Assistance Center by e-mail at Hradermrk AssivtaneeCenter@uspic. goy or call 1-800-786-9199. For more information on checkmg status, see

it/ wenw uspin. goviteadenarks/processy/statug/,

TO UPDATE CORRESPONDENCE/E-MAIL ADDRESS: Use the TEAS form at ftto,//www, uspto. sovittadenarka/ieas/comespondence. isn.




<

. Apps

cC o

b Suggested Sites

& hitps;//www tinmantech.com/productsfhand-iools,

. Collaboration Resa.

FRF Technologies

£C Convert Case - Con...

s-snears-seamers/aviation-snips/midwest-special snips.php

® TrademarkiNet & http--ocio.os.decg.. [ hitp--vwwelolflco.. Imported From [E

Tools & Methods
for Better Metalworking

Articles | FAQs

REI

hard mela\|

els
Srazing & Saiderng
Whs

ERrTING Mas

welding & Torches

» Training & Workshops
¥forkshaps
Wworkshops Homa
Scheduie

Co s Offeres

Typical Warksts

warkshop FAGS

Testimaontals

Midwest Special Hard Snips

Home > Products > Hand Tools » Snips, Shears & Seamers > Aviation Snips > Midwest
Special Hard Snips

Midwest Special Hard Snips

MADE IN USA

Special Hard - Standard Left Cut AT
MTC-6716-85-L $21.00 HoTocHT
Special Hard - Standard Right Cut

MTC-6716-S8-R $21.00 MOTOCAT

Zoom

Description | | Features | | Reviews

Built to the same size and shape as "Standard” Midwest Snips, these "Special Hard"
models are also specially treated for cutting hardened sheet metals such as
stainless steel, Inconel, and titanium. These are great for deing short cuts in sheet
metal. If longer cuts are required the "Offset” models allow the material to pass
easily around the blades and under the handle similar to how a throatless shear
would work, These are only available in left and right cut but both can cut straight.

The additional hardness of the blades extends the edge life of the blade when
cutting extremely HaksEeEal. The cutting capacity is not increased by the additional
hardness of the blades. While these models feature hardened blades, blades of
standard models are stronger and more durable. Therefore, special hardness
models should only be used for cutting very hard materials. All other features and
benefits of these products are identical to the standard series models except handle
grip color. All special hardness models can be identified by their orange handle
grips. The standard models use red, green & vellow.

Weight 15 oz
Length of Snips 9-3/4"
Length of Cut 1-1/4"
PN S} wira

Reiated Products

p

Nichest

Stendard Snips

A4

i

B St




hitps. v excelta. com/products-tweerers-forceps-hard-metal-tweezers 06/28/2018 10:22:44 Al

Sq EXCELTA s a P )

CUSTOM TOOLS UTHORIZED DISTRIBUTO! 4, 805686 4686

PRODUCT!

Products Extreme Precision Hard Metal Tweezers

Ultra Precision Cobaltima® Tweezers

Cutting Tweezers ' . l .

Tweezers (Forceps)

, EXTREME PRECISION
» Ul Frecison Caballma Twsesors

* Extreme Precision Hard Metal
Tweezers

» Cenventional Style Tweezers ~

Cutting Tweezers
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Reverse Action Tweezers | . /
i

Small Parts Handling Tweezers v i \
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Wafer Handling Tweezers

Replaceable Tip Tweezers - ' 1
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Plierg -

Lead Form & Cut Pliers e Titanium Super Neverust® Diamond Coated Tips Ceramic Coated Tips
Wire Strippers

From $78. 180/EA From $78 470/EA From $83.060/EA From $55.180/EA
Scissors v

Brushes

Small Hand Tools -
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Search

Hard metal scriber, 1770mm

Article No.: 300.2135

EAN: 4042146549001
RRP: €4.34 * (ex. VAT)
Quantity

1



