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Holder: MLADEGS PAK d.o.o0.
Class(es): 29, 30, 32

Notification Of A Provisional Total Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods of the International Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipo.gov.ukftnforms and return it to this office within two
months of the date of this letter that is, on or before, 13 November 2019. This
period cannot be extended, except in the circumstances described below. The
holder should note that failure to file a TM8 will result in the provisional refusal
being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at 0. gov.ukimiorms

The TM8 should be received on or before the date requested above unless a
cooling off period is entered into by the parties.

The holder of the International Registration must provide us with an address for
correspondence in the United Kingdom, another EEA state or the Channel
Islands on a form TM33 ‘Appointment or change of agent or contact address’,
which is available at ipo. gov. ukfmfarms within this two month period.

Intellectual Property Office is an operating name of the Patent Office v g aiine



If one is not provided within this time the refusal will be made final.

Yours faithfully

Rachel Peebles
Trade Marks Registry
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Skio to main content

Intellectual Property Office

Trade mark number
EU013175278

Status
Registered

Overview

Trade mark

BONITA

Dates

Filing date
14 August 2014

Date of entry in register
25 March 2016

Renewal date
14 August 2024

Goods and services

Classes and terms

Names and addresses

Holder's name

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/4/EU013175278 13/09/2019
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FRUIT SHIPPERS LIMITED
Third Floor, Charlotte House, Charlotte Street, Nassau, 10051, Bahamas

Representative

PONS CONSULTORES DE PROPIEDAD INDUSTRIAL, S.A.
Glorieta Rubén Dario, 4, Madrid, 28010, Spain

Publications
First advert

Journal
2014/182

Date of publication
29 September 2014

The information displayed is our version of the details supplied by EUIPO. For the official register of the case
please refer to the ELIPCY websita,

Intellectual Property Office is an operating name of the Patent Office

https://trademarks.ipo.gov.uk/ipo-tmcase/page/Results/4/EU013175278 13/09/2019
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Form TM7

Notica of opposition and statement of grounds

Fee |//| 2100 Opposttion based on Section 6{1) andfor 6(2) ONLY

£200 Opposifien basad on, or inchuding, any othar grounds
Nola: If you wiah to nppose under Section 5(1) andfor §{Z} and one or more cifer grounds, e fes wii be £20

FP.O83707%4

JET3ETS 0001 DO4ETY THOT+vusuws.
JZZEPLS 100,00 ACCOUNT 0POO041TS

Alsaithls form fo notify ofan opposiilon to s-trade mark appﬂeatkm ar internationsl reglstration and 1o gel outthe

glwndsm which you are basing.this opposition,

Bo not use this form If you wish to fiie a Fest 'Frwkmpm_m@n under Sacﬂan §{1) andfor 5(@): use Form FWF..

1. Trade mark numbor
Number of the bede mark you are pppesing. ¥ the
opposiicn conosms an intametional Registration,
help us ideniity the cormac irads mark by edding

IR 1259863

2. Full nams of applicant/holder
Whoss trade mark you are opposing

PJULDEGS PAK d.0.0.

3. Full name of ospponent

Addrass

H the address i not within the Untted Kingdam,
Exeopaan Eennomie Ared (EEA - which nuhides
Iha Europesa Union) or the Channed islands you
must have & repraasntetive In ohe of thess regions
and camplats pectian 4 below

:ﬁmkﬂmmhmeMMmmjm
Jolntly OpOOTE 8 WEEA ik Laswd o ddriler moviostiphts
Fint they sach cun. Witesl Ihe pasties Jolnily omn i Aedevant

pprtior markabighty, W’Wﬂwbﬂm
Sep sociion S8{2A] of _

}RUIT SHIPPERS LIMITEDR

Thied Fioar, Charlotta Housa

iCharlotte Strest

INsssau BS

Pasteots

Emall addross
Comploate ¥ you have no teprassniative and wouls
ka8 g 19 correspond with you by emall

W REPTVETETVE DS
i you have no reprasentative, gu o sestion §,

Address

The addrews provided in this ssclion musi be
in tha UK, Burapazn Egonenic Atos (EEA)
or the Chunna! Ielends,

HOTE: Wa wif communicate with lhs
raprasenfathva If this anction hes beon
compleind,

Emol addroax
g‘ryﬂmahlb I you wouki (e us ko comespond with you
small

Intoliectusl Priperty Cifon ks sn operating rame of the Fatert Ofos

Rapisard! Intellactual Property Limitad

24 Colller House 183-168 Brompton Road

Lonidon SWR 1PY GB

Postesde

rapleardi@rapisardl.com
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5. Related procesdings IPO Raglstry UK Courts EUIPO
i sppiicable, salvct joastion of any related .

8 and antar the ¢ass numbar plincated

@ the procendings. Numbar

8. Opposltion notiflcation date
i you have informed the appicentholder of on 26/07/2018
intantion o opposa tha trazde mark sppiication,
desgignation - enter the date you nolified them,
[™Ssa Note)

“Hotat Ar epposition tsunchad withaut ghving NtWNWﬂM&MWMbMMﬂNI@MW. Mrriﬂﬂmﬂ
designation or amandmant may result in the opponent bajng inafiglbta for an award of cosie.

.

7. Detlaration 1 bellsve that the facts stated in this form en! the ettached
statoment of grounds are true.

Signature él{ég { ,:[3 |

'&%’M CAPITALS) ELEN.:\ CRISTOFORI
Date 20/08/2018
s m‘f;;n%m e vt o quole tuls In. OA23T0
commurnicasions wih you, otherwise lagve blank,
men:ﬂam numbar of the g%gigﬁ%ggls;m:m'

person e conlact In casa of query.

Number of sheals pttached to this form

Chacklist . ] Wham to xend

Please make:sure you have ramambered to: intellaatual Property Office ¥
. Trade Marks Registry
Oign end daie Ui form i ! Donevpt Howna
Cardiff Road
Complete {26 aheat (Form F52) Mawport :,
Encloss thedos and foe sheal. Make mggg‘ 5
chaques-paysbleto Inellectuel Peoperty Office i
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Plaane tick on what grounds you are opposing the trade merk and continue to the relavant section{s}

Opposition | based on Sections 5{(1) or 5(2): The trade mark (8 elther idantical or similar to an esatiier
/ irede mark and Js fo be registerad for identical antl/or similar goods and services.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner} of the eariler trade mark.

» COMPLETE SECTION A

Opposition s based on Section 5(3): The trade mark 18 ekher Klentical or similar to an earier trada mark
which has a reputation. Using the leter mark would take unfalr advantage of, or be detrimental to, the
distinclive character or repudation of the eariler mark,

Nats: Opposition on these grounds must be made by the "proprietor’ (owner) of the warller trade mark,
Ticklng this bax means that the lolal fea for this form 1z 2200,

» COMPLETE EECTION B

Opposition is based on Section 6(3)(e): Whers the use of the applicant’s frade rmark would be contrary to
law, in particular, the law of pussing of,

Note: Opposition on those grounds must be made by the ‘proprietor’ (owner) of the earller right. Tigking
this box maans that the total fae for this form is £200.

» COMPLETE SECTHON G

Oppusition 1s based on Saction 3: The trade mark is exciuded from registretion because it desciibes the
goods/serviees, or ls not distingtive, or consists of signs that ars customary within the trade, of the ap-
plication was made in bad faith.

Nots: Tioking this box means that the total fes for this form Is £200,

» COMPLETE SECTIOND

Oppeeltion is based on other grounds,
Nota: Ticking this box means that the total fes for this form Is £200.

» COMPLETE SECTION E
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SECTION A: Opposition s bassd on sacticns 6{1) or §5(2) of the Trade Marks Act en the basls of an earlier
reglsternd or panding mark, '

Please tick the relevant section(s} that apply.
8{1) It ls idanticel with an eariler mark arid for ldentical goods or servicea as the earlor mark

5{2){a) }t iz icfentical with an earier mark and for similar goods or services as the earflar mark.
/ B{2){b) U Is mimliar to en earter mark and for identlesl or slmitlar goods or sarvicos as the earlisr mark,

You must use & sspsraie shea! for each earller mark, so copy thig sheet ss many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number | 1517627

UK Vv B Internationel

Type of mark
Pleass tick

Reproaentation of your tradse merk
Eriter your ede mork In the apace provided - use 2 continuation aheet i necossary.

BONITA
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@%.  Which gocds or sarvices coverad by the earlier trade mark are relled upon for the epposition?

/ All goods and sarvices
Soma goade ant sarvicas (peass spacly below, uzs 8 continuation stes! if nersesery)

Q2. STATEMENT OF USE - Was the registration or protection process for the eariier trade mark complsted
§ yesrs or more bafore the application dats (or priority dats, i applicable) of the spplication or
Intarnutional registration you wish to appose?

Yes / No > GO TO 04

Qs Has the trade merk bean used In the S-ywar pstiod ending on the date of application (or priority data,
H appliceblo)} of the oppossd mark?

Yeos Na » GD 70 Q3b

Q3a.  For which of the goods and sarvices listed at Q1 Is trade mark use being clalmed?

All goods and services
Some goods and eatvIesE (please specily belon, Ut @ tontinuation thes! If ascessary)

» GO TO QM.
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@3h. Plenvs stato any proper reasons for nan-use,

DETALS OF THE TRADE MARK YOU ARE OFPOSING

Q4. Which gooda or ssrvices In the applicetion that you are opposing do you clalm are identical or similar
to those covered by the sarlier mark which you have liated 2t Q17

v’ Al GOOAs ana Serviies

Some goods and Services (okase spacily batow, use & contitation shiest If necessery)

Q5. Usa this space to supply any further Information shout why you consldar there Is & likellhood of
confusion and e.g. why you consider the raspective marks or goods and/ot services (o be similer.

Please sse the attaghed statement of grounds.
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IN THE MATTER OF IR TRADE
MARK No. 1259963 “BONITO”
(figurative) IN CLASSES 29, 30, 32
IN THE NAME OF MLADEGS
PAK d.c.o. AND OPPOSITION
THERETO BY FRUIT SHIPPERS
LIMITED

STATEMENT OF GROUNDS OF OPPOSITION

1. The Opponent is FRUIT SHIPPERS LIMITED of Third Floor,
Charlotte House, Charlotte Street, Nassau 10051, Bahamas.

2. The Opponent is the proprietor of, among others, the EUTM
registration No. 013175278 “Bonita” which predates the IR trade mark
no. 1259963 under opposition.

3. The trademark under opposition, IR no. 1259963, “Bonito” (figurative)
designating the UK, was filed in the name of MLADEGS PAK d.o.0.
for the following goods:

Class 29: Bouillons, beef soups, vegetable soups, bouillon
concentrates; sour cream (dairy products); preserved fruit; dried
vegetables; chocolate milk.

Class 30: Ketchup; cakes (powder for cakes), cakes (paste for cakes),
mayonnaise; spices; sugar, malt {(malt extract) for food, seasonings,
vanilla; farinaceous food pastes; oat flakes; puddings.

Class 32: Fruit juices; non-alcoholic fruit extracts; non-alcoholic
fruit juice beverages.

4, The applicant’s sign is very similar to the Opponent’s sign and covers
goods that are identical or similar to the goods covered by the
Opponent’s prior registration. As a result, confusion on the part of

Rapisardi Intefiectual Property Limited

24 Collier House - 163/183 Brompton Road - SW3 1PY London - United Kingdom - T-+44 {0}20 74302998 - T +44 (0120 74302999 - F +44 (0120 74300165
rapisardi@rapisardi.com - www.rapisardi.com
VAT Registration Number GB 877204507 - Registered in Enpland and Wates No, 5526095
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the average consumer is inevitable and the contested trademark
should therefore be refused registration pursuant to Section 5(2)(b) of
the UK Trade Marks Act 1994.

COMPARISON OF THE GOODS AND SERVICES

5. The opposition is directed against all the goods covered by the
contested IR trademark.

6. The goods covered by the contested mark are effectively partly
identical and partly similar to those covered by the Opponent’s prior
registration:

Class 29: Meat, fish, poultry and game except in frozen form; meat
extracts except in frozen form; milk and milk products except in
frozen forn; eggs except in frozen form; preserved, dried, baked,
cooked and preserved fruits and vegetables; jellies, jams, compotes;
Fruit salads; Fruit-based snack food.

Class 30: Sugar except in frozen form; natural sweeteners except in
frozen form; bakery products, bread, yeast except in frozen form;
pasta, baking-powder, flour, spices, and flavourings except in frozen
form; honey and honey substitutes except in frozen form; food
products based on rice, flour or cereals, also in the form of cooked
dishes except in frozen form; Coffee; coffee extracts and coffee-
based preparations; coffee substitutes and extracts of coffee
substitutes; coffee beans; unroasted coffee; ground coffee;
decaffeinated coffee; instant coffee; coffee drinks; coffee beverages;
coffee mixtures; flavoured coffee; roasted coffee beans; ground
coffee beans; prepared coffee and coffee-based beverages; coffee
based drinks; coffee in brewed; coffee in ground form; coffee
beverages with milk; ice beverages with a coffee base; filters in the
form of paper bags filled with coffee, tea, tea extracts and tea-based
preparations; cocoa and preparations having a base of cocoa,
chocolate, chocolate products; puddings; breakfast cereals, rice,
pasta, also in the form of cooked dishes; fruit sauces; none of the
afore-mentioned goods being confectionery, ice, ice cream, ice cream
confections, chocolate spread, cakes, biscuits or mousses.

Class 31: Fresh fruits and vegetables live animals; seeds; foodstuffs
for animals, malt; agricultural, horticultural and forestry products and

grains not included in other classes and excluding natural plants and
flowers.

2/4
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Class 32: Beers; mineral and aerated waters and other non-alccholic
drinks; fruit drinks and fruit juices; syrups and other preparations for
making beverages; fruit extracts; fruit nectars, non-alcoholic;
smoothies.

COMPARISON OF SIGNS

7. According to the judgment of the European Court of November 11,
1997, in Case C251/95 SABEL BV v. PUMA AG, the global
appreciation of the visual, aural and conceptual similarity of the signs
in question must be based on the overall impression given by the
signs, bearing in mind, in particular, their dominant and distinctive
components.

8. The Applicant’s sign consists of the word BONITO in fanciful frame.
The Opponent’s sign consists of the word BONITA.

9. Visually, the signs in comparison are clearly very similar, as they
share five letters out of six in the same order; the only difference is
in the last letter, which is not clearly recalled by the consumers.

10.  Aurally, the words BONITO and BONITA are very similar {almost
identical) since they share the same five letters “B-O-N-I-T”.

CONCLUSION

13.  Likelihood of confusion must be appreciated globally, taking into
account all factors relevant to the case. The global assessment of the
likelihood of confusion implies some interdependence between the
relevant factors, and in particular a similarity between the signs and
between the goods and services.

14.  Taking into account all the relevant factors of the case, it is concluded
that, because of the high similarity of the signs and similarity or
identity of the goods, there is a likelihood of confusion in respect of all
the contested goods.

15.  The Applicant has had notice of the Opponent’s intention to file this
opposition.

34
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16.  We thercfore respectfully request refusal of the IR trade mark no.
1259963 designating UK for all goods and an award of costs in the
Opponent’s favour.

Rapisardi Intellectual Property Limited
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