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NONFINAL OFFICE ACTION

Intermational Registration No. 1485041

Notice of Provisional Full Refusal

Deadline for responding. The USPTO must receive applicant’s responsewithin six months of the “date on which the notification was sent to
WIPO (mailing date)” located on the WIPO cover ketter, or the U.S application will be ghasdoned. To confirm the mailing date, go to the USPTO’s
Traderads Status and Doornent Rewmeval (IS database select “US Serial Registration, or Reference No.,” enterthe U.S. application serial
nurber m the blank text box, and click on “Docurrents.” The mailing date used to calculate the response deadline is the “Create/Mail Date” of the “1B-
1rst Refusal Note.”

Respond to this Office actionusing the USPTO’s Trademark Electronic Application System (TEAS). A link to the appropriate TEAS response form
appears at the end of this Office action.

Discussionof provisional full refusal. This is a provisional full refusalof the request for extension of protection to the United States of the
mternational registration, known m the United States as a U.S. application based onTrademark Act Section 66(a). See 15 U.S.C. §§1141fa),
1141h(c).

INTRODUCTION

The referenced application has been reviewed by the assigned trademark examining attormey. Applicant must respond timelyand conpletely to the
issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SEARCH OF OFFICE’S DATABASE OF MARKS

The trademerk examining attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that would
bar regstration under Trademark Act Section 2(d). TMEP §704.02; see 15 U.S.C. §1052(d).

SUMMARY OF ISSUES

e Amended identification of services required
¢ Entity clarification required
e U.S. counsel required

Amended identification of services required
Portions of the wording in the identification of goods must be clarified because they contain indefinite language. See 37 C.F.R. §2.32(a)(6); TMEP
§1402.01. As ndicated below, applicant must further clarify the nature of some of the services.
The USPTO has the discretion to determine the degree of particularity needed to clearly identify goods and/or services covered by a mark. In re Fiat
Grp. Mktg. & Corp. Comme 'ns Sp.A, 109 USPQ2d 1593, 1597 (TTAB 2014) (citing In re Omega SA , 494 F.3d 1362, 1365, 83 USPQ2d
1541, 1543-44 (Fed. Cir. 2007)). Accordingly, the USPTO requires the description of goods and/or services ina U.S. application to be specific,
definite, clear, accurate, and concise. TMEP §1402.01; see In re Fiat Grp. Mktg. & Corp. Commc’ns S.p.A, 109 USPQ2d at 1597-98; Cal.
Spray-Chem. Corp. v. Osmose Wood Pres. Co. of Am ., 102 USPQ 321, 322 (Comm'r Pats. 1954).
In addition, the following guidelines are provided for amending the identification:
e Use “namely” after broad terms (e.g., “accessories,” “apparatus,” “components,” “devices,” “equipment,” “materials,” “parts,” “systens” or
“products”) followed by a list of the specific goods, e.g., “accessories, namely, [list specific goods]” (TMEP §§ 1402.01, 1402.03(a))
¢ Renove parentheses and incorporate the parenthetical mformation into the description, if necessary. Parenthetical mformation is permitted only if
it serves to explain or translate the matter immediately preceding the parenthetical phase, e.g,, “obi (Japanese sash), (TMEP § 1402.12)



Applicant may substitute the following wording, if accurate (additions in bold, deletions crossed-out, explanations in italics):
035: business admmistrative assistance m responding to requests for proposals fRERs}; business administrative assistance in responding to calls
for tenders; administrative processing of purchase orders; business administration of consumer loya]ty prograrrs cost pnce analy51s
auctioneering; Outsource service provider in the field of business management e dn et gereH Frpaties;
book-keeping; records management services, namely, web indexing for commercial or advertlsmg purposes for others; accountmg
services; negotiation of business contracts for others; market research studies; public opinion polling; invoicing; arranging newspaper
subscriptions for others; payroll preparation; tax preparation; demonstration of goods; business information and inquiries; business management
assistance; commercial and e industrial management assistance; advisery-servieesHor business managenment advis ory; business research;
economic forecasting services; providing busmess information via a web site; compilation of information into conputer databases; conpilation of
statistics; providing business information; business management for freelance service providers; business management of reimbursement
programires for others; interim business menagerrent; commercial information and advice for consurrers in the choice of products and services;
commercial admmnistration of the licensing of the goods and services of others; conputerized file management; marketing services; marketing in
the framework of software publishing; targeted marketing services; marketing research; provision of commercial and business contact
nformation; provision of an on-line marketplace for buyers and sellers of goods and services; writing of publicity texts; scriptwriting for
advertising purposes; word processing; updating of advertising material; updating and maintenance of data in computer databases; updating and
maintenance of nformation n registries; web site traffic optimization; organization of exhibitions for commercial or advertising purposes;
organization of trade fairs for commercial or advertising purposes; rental of advertising space; personnel recruitment; business mtermediary
services relating to the matching of potential private nvestors with entrepreneurs needing funding; outsourcing services being fbusiess
assistancet; eemrrereialinterrrediation-servieesrelating to the matching of potential private investors with entrepreneurs needing
funding; competitive intelligence services; layout services for advertising purposes; price conparison services; market mtelligence services;
procurement services for others being the fpurchasing of goods and services in the field of findicate goods, e.g., computer hardware and
software, office equipment and furniture, etc.} for other busmesses}; gift registry services; wholesale store services for pharmaceutical,
veterinary and sanitary preparations and medical supplies; retail store services for pharmaceutical, veterinary and sanitary preparations and
medical supplies; computer file manage ment in the nature of data search n computer files for others; sponsorship search; search engine
optimization for sales promotion; presentation of goods on communication media, for retail purposes being television home shopping
services; publicity material rental; rental of advertising time on commumnication media; rental of vending machines; rental of sales stands; direct
mail advertising services; psychological testing for the selection of personnel; publication of publicity texts; radio advertising; registration of
written communications and data in the field of findicate specific field, e.g., state vehicular registrations, ownership of stocks and
bonds} not being domain names; advertising services; pay per click advertising; outdoor advertising; advertising by mail order; on-line
advertising on a conmputer network; docurrent reproduction; bill-posting; distribution of sanples; dissemination of advertising matter; design of
advertising materials; systemization of nformation into computer databases; drawing up of statements of accounts, namely, preparation of
financial statements; compiling indexes of mformation for commercial or advertising purposes; sales promotion for others; promotion of goods
and services through sponsorship of sports events; production of teleshopping programimes; production of advertising filims; providing office
functions in the nature of transcription of communications feffiee-ftnetions]; television advertising; telemarketing services; negotiation and
conclusion of commercial transactions for third parties

Scope Advisorv—limited ability to amend identifications

Applicant may amend the identification to clarify or limit the goods and/or services, but not to broaden or expand the goods and/or services beyond
those in the original application or as acceptably amended. See 37 C.F.R. §2.71(a); TMEP §1402.06. Generally, any deleted goods and/or services
may not later be reinserted. See TMEP §1402.07(e). Additionally, for applications filed under Trademark Act Section 66(a), the scope ofthe
identification for purposes of permissible amendments is imited by the international class assigned by the International Bureau of the World Intellectual
Property Organization (International Bureau); and the classification of goods and/or services may not be changed from that assigned by the International
Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Further, in a multiple-class Section 66(a) application, classes may not be added or
goods and/or services transferred from one existing class to another. 37 C.F.R. §2.85(d); TMEP §1401.03(d).

Assistance with amending identifications
For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable {/.5 Accepiabie
fdewificarion of Goods aud Services Manugl, See TMEP §1402.04.

Entity clarification required

The application identifies applicant as a “LIMITED,” which is not acceptable as an entity designation in the United States because there is no clear U.S.
equivalent legal entity and the entity designation does not appear in Appendix D of the Trademark Manual of Examining Procedure . See TMEP
§803.03(31). Applicant must indicate the U.S. equivalent of its legal entity or provide a description of the nature of the foreign entity. See 37 C.F.R.
§§2.32(a)(3), 2.61(b); TMEP §803.03(j).

_U.S. counsel required

On August 3, 2019, changes to the federal trademark regulations went into effect. These changes impose a requirement on this application as
discussed below.



Applicant must be represented by a U.S.-licensed attorney at the USPTO to respond to omppeal the provisional refusal. An applicant
whose domicile is located outside of the United States or its territories is foreign-domiciled and must be represented at the USPTO by an attorney who is
an active menber in good standing of the bar of the highest court of a U.S. state or terrtory. 37 C.ER. §§2.11(a), 11.14; Requirement of U.S.-
Licensed Attorney for Foreign-Domiciled Trademark Applicants & Registrants, Examination Guide4-19, at I.A. (Rev. Sept. 2019). Anindividual
applicant’s domicile is the place a person resides and mntends to be the person’s principal home. 37 C.F.R. §2.2(0); Examination Guide 4-19, at LA. A
juristic entity’s domicile is the principal place of business; ie., headquarters, where a juristic entity applicant’s senior executives or officers ordinarily
direct and control the entity’s activities. 37 C.F.R. §2.2(0); Examination Guide 4-19, atl.A. Because applicant is foreign-domiciled, applicant must
appoint such a U.S.-licensed attorneyqualified to practice under 37 C.F.R. §11.14 as its representative before the application may proceed to
regstration. 37 C.F.R. §2.11(a). See Hunza U, S.-kcensed tradermuk ationgy for more information.

To appoint or designate a U.S.icensed attomey. To appomt an attorney, applicant should submit a conpleted Trademark Electronic Application
System (TEASRevecation, Appostment. and/or Chings of Address ofAtiomeyDonmestic Egpresentative form. The newly-appointed attorney must
submit a TEASHespomse to Examming AttomeyQOfice Action form indicating that an appointiment of attorney has been made and address all other
refusals or requirerrents in this action, ifany. Alternatively, if applicant retains an attorney before filing the response, the attorney can respond to this
Office action by using the appropriate TEAS response form and provide his or herattomey mformation in the form and sign it as applicant’s attorney.
See 37 C.F.R. §2.17(b)(1)(ii).

[Jessica "Lauren” Turner/

/T Lauren Turner/
Examining Attorney

Law Office 123

(571) 272-9890

Jessica. Turner1 @uspto.gov

RESPONSE GUIDANCE
e Missing the response deadline to this letter will cause the application to shapdon. A response or notice of appeal must be received by
the USPTO before midnightEastem Time of the last day of the response period. TEAS and ESTTAmamtenance or wsiireseen CHCUNRIANCES
could affect an applicant’s ability to timely respond.

o Responses sioned Iy
attorney, the response must be signed by the mdividual applicant, all joint applicants, or someone with §
applicant has an attorney, the response must be signed by the attorney.

, sim ymsnsthorived party are not accepted and can cause the application to zbmndon.  1f applicant doesnot have an
ol authoriy 1o bind 2 juristic spplicant. 1f




