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Government of India
TRADE MARKS REGISTRY
Boudhik Sampada Bhavan, S.M. Road, Antop Hill,
Mumbai-400 037, India.
NOTIFICATION OF PROVISIONAL REFUSAL OF PROTECTION OF AN INTERNATIONAL REGISTRATION DESIGNATING INDIA

Rule 17(1) of the Common Regulations

l. Office making the notification: | TRADE MARKS REGISTRY, GOVERNMENT OF INDIA
Number of the international registration: 1446304

(Reference IRDI No allotted to this international registration by the TMR India)... 4079818

111 Name of the holder (or other information enabling the identity of the international registration to be confirmed):

Burn Cable Management Systems Limited

V. Provisional refusal based on an opposition : 1012904

The following person(s) have filed opposition to protection of the trademark in India-

1. PRAKASH CABLE INDUSTRIES, 1/536 A-4GALI NO.4 FLOOR G.T.ROAD FRIENDS COLNY INDUSTRIAL
V. Provisional refusal for all the goods and/or services
VL. Grounds for refusal [(where applicable, see item VII)]:

The Grounds are mentioned as per the Notice(es) of Opposition attached herewith
VIl. |Information relating to an earlier mark

As mentioned in Notice(es) of Opposition attached herewith, if any.
VIIl. |Corresponding essential provisions of the applicable law [(see text under Xil)]:

Section 21 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
Sections 9, 11, 12, 13, 14 of Trade Marks Act 1999 and Rules 47, 48, 49, 50, 51, 52, 53, 54, 55 and 56
IX. Information relating to subsequent procedure:

(i) If the holder of the International Registration wants to protect his trademark in India he/she, on receipt of the
Provisional Refusal based on Opposition must submit a Counter Statement on form TM-6/TM-O through a
registered trademark agent/advocate having address in India. The said Counter Statement must be submitted
along with the scanned copy of the Statement of Case signed by the holder and the Power of Attorney in
favor of the agent/attorney.

(ii) |Time limit for response or for a request to file Counter Statement against the provisional refusal: Two month
from the date of receipt of provisional refusal by the holder of international registration.

(iii) |Authority to which such request for review or appeal should be made: The response to the provisional refusal
in the form of the Counter Statement must be submitted before the Registrar of Trade Marks, International
Registration Division, Trade Marks Registry, Mumbai. The Counter Statement including the scanned copy of
the Statement of Case and the Power of Attorney must be submitted online through the gateway
comprehensive e-filing services for trademarks.

(iv) |Indications concerning the appointment of a representative: The response to the provisional refusal must be
submitted through an Indian agent or a representative. The said agent may be a trademark agent registered
with the Indian Trade Marks Registry office or an Advocate within the meaning of Indian Advocates Act, 1961.
Such agent/attorney must be engaged by the holder through a Power of Attorney on form TM-48 executed in
the favor of the said trademark agent/advocate.

X. Date of the notification of provisional refusal:
05/11/2019




Xl

Signature or official seal of the Office making the notification:
FOR REGISTRAR OF TRADEMARK




Xl

Corresponding essential provisions of the applicable law:

Trade Marks Act, 1999 Section 36E (4) International Registration where India has been designated The Provisions of
section 9 to 21(both inclusive), 63 and 74 shall apply mutatis mutandis in relation to an international registration as if such
international registration was an application for registration of a trade mark under section 18.

Section 9: Absolute grounds for refusal of registration:

1. The Trade marks —

(a) Which are devoid of any distinctive character, that is to say, not capable of distinguishing the goods or services of one
person from those of another person;

{b) which consist exclusively of marks or indications which may serve in trade to designate the kind, quality, quantity,
intended purpose, values, geographical origin or the time of production of the goods or rendering of the service or other
characteristics of the goods or service;

(c) Which consist exclusively of marks or indications which have become customary in the current language or in the bona
fide and established practices of the trade, shall not be registered:

PROVIDED that a trade mark shall not be refused registration if before the date of application for registration it has
acquired a distinctive character as a result of the use made of it or is a well-known trade mark.

(2) A mark shall not be registered as a trade mark if —

(a) It is of such nature as to deceive the public or cause confusion;

(b) It contains or comprises of any matter likely to hurt the religious susceptibilities of any class or section of the citizens
of India;

(c) It comprises or contains scandalous or obscene matter;

(d) Its use is prohibited under the Emblems and Names (Prevention of Improper Use) Act, 1950.

(3) A mark shall not be registered as a trade mark if it consists exclusively of -

(a) the shape of goods which results from the nature of the goods themselves; or

(b) the shape of goods which is necessary to obtain a technical result; or

(c) the shape which gives substantial value to the goods.

Section 11: Relative grounds for refusal of registration

(1)Save as provided in section 12, a trade mark shall not be registered if, because of -

(a)its identity with an earlier trade mark and similarity of goods or services covered by the trade mark; or

(b)its similarity to an earlier trade mark and the identity or similarity of the goods or services covered by the trade mark,
there exists a likelihood of confusion on the part of the public, which includes the likelihood of association with the earlier
trade mark.

(2) A trade mark which -

(a) is identical with or similar to an earlier trade mark; and

(b) is to be registered for goods or services which are not similar to those for which the earlier trade mark is registered in
the name of a different proprietor, shall not be registered if or to the extent the earlier trade mark is a well-known trade
mark in India and the use of the later mark without due course would take unfair advantage of or be detrimental to the
distinctive character or repute of the earlier trade mark.

Section 12: Registration in the case of honest concurrent use, etc.

In the case of honest concurrent use or of other special circumstances which in the opinion of the Registrar, make it
proper so to do, he may permit the registration by more than one proprietor of the trade marks which are identical or
similar (whether any such trade mark is already registered or not) in respect of the same or similar goods or services,
subject to such conditions and limitations, if any, as the Registrar may think fit to impose.

Section 13: Prohibition of registration of names of chemical elements or international non-proprietary names

No word -

(a)which is the commonly used and accepted name of any single chemical element or any single chemical compound (as
distinguished from a mixture) in respect of a chemical substance or preparation,

or

(b)which is declared by the World Health Organization and notified in the prescribed manner by the Registrar from time to
time, as an international non-proprietary name or which is deceptively similar to such name, shall be registered as a trade
mark and any such registration shall be deemed for the purpose of section 57 to be an entry made in the register without
sufficient cause or an entry wrongly remaining on the register, as the circumstances may require.

Section 14: Use of names and representations of living persons or persons recently dead

Where an application is made for the registration of a trade mark which falsely suggests a connection with any living
person, or a person whose death took place within twenty years prior to the date of application for registration of the trade
mark, the Registrar may, before he proceeds with the application, require the applicant to furnish him with the consent in
writing of such living person or, as the case may be, of the legal representative of the deceased person to the connection
appearing on the trade mark, and may refuse to proceed with the application unless the applicant furnishes the registrar
with such consent.

Section 16: Registration of trade, marks as associated trade marks

(1)Where a trade mark which is registered, or is the subject of an application for registration, in respect of any goods or
services is identical with another trade mark which is registered, or is the subject of an application for registration, in the
name of the same proprietor in respect of the same goods or description of goods or same services or description of




services or so nearly resembles it as to be likely to deceive or cause confusion if used by a person other than the
proprietor, the Registrar may, at any time, require that the trade marks shall be entered on the register as associated
trademarks.

(2)Where there is an identity or near resemblance of marks that are registered, or are the subject of applications for
registration in the name of the same proprietor, in respect of goods and in respect of services which are associated with
those goods or goods of that description and with those services or services of that description, sub-section (1) shall
apply as it applies as where there is an identity or near resemblance of marks that are registered, or are the subject of
applications for registration, in the name of the same proprietor in respect of the same goods or description of goods or
same services or description of services.

(3)Where a trade mark and any part thereof are, in accordance with the provisions of sub-section (1) of section 15,
registered as separate trade marks in the name of the same proprietor, they shall be deemed to be, and shall be registered
as, associated trademarks.

(4)All trademarks registered in accordance with the provisions of sub-section (3) of section 15 as a series in one
registration shall be deemed to be, and shall be registered as, associated trademarks.

(5)On application made in the prescribed manner by the registered proprietor of two or more trademarks registered as
associated trademarks, the Registrar may dissolve the association as respects any of them if he is satisfied that there
would be no likelihood of deception or confusion being caused if that trade mark were used by any other person in relation
to any of the goods or services or both in respect of which it is registered, and may amend the register accordingly.
Section 17: Effect of registration of parts of a mark

(1)When a trade mark consists of several matters, its registration shall confer on the proprietor exclusive right to the use
of the trade mark taken as a whole.

(2)Notwithstanding anything contained in sub-section (1), when a trademark-

(a)contains any part —

(i)Which is not the subject of a separate application by the proprietor for registration as a trade mark; or

(i)which is not separately registered by the proprietor as a trade mark; or

{b)contains any matter which is common to the trade or is otherwise of a non-distinctive character, the registration thereof
shall not confer any exclusive right in the matter forming only a part of the whole of the trade mark so registered.
Section: 21 Opposition to registration

(1)Any person may, within three months from the date of the advertisement or re-advertisement of an application for
registration or within such further period, not exceeding one month in the aggregate, as the Registrar, on application made
to him in the prescribed manner and on payment of the prescribed fee, allows, give notice in writing in the prescribed
manner to the Registrar, of opposition to the registration.

(2)The Registrar shall serve a copy of the notice on the applicant for registration and, within two months from the receipt
by the applicant of such copy of the notice of opposition, the applicant shall send to the Registrar in the prescribed
manner a counter-statement of the grounds on which he relies for his application, and if he does not do so he shall be
deemed to have abandoned his application.

(3)If the applicant sends such counter-statement, the Registrar shall serve a copy thereof on the person giving notice of
opposition.

(4)Any evidence upon which the opponent and the applicant may rely shall be submitted in the prescribed manner and
within the prescribed time to the Registrar, and the Registrar shall give an opportunity to them to be heard, if they so
desire.

(5)The Registrar shall, after hearing the parties, if so required, and considering the evidence, decide whether and subject
to what conditions or limitations, if any, the registration is to be permitted, and may take into account a ground of
objection whether relied upon by the opponent or not.

(6)Where a person giving notice of opposition or an applicant sending a counter-statement after receipt of a copy of such
notice neither resides nor carries. on business in India, the Registrar may require him to give security for the costs of
proceedings before him, and in default of such security being duly given, may treat the opposition or application, as the
case may be, as abandoned.

(7)The Registrar may, on request, permit correction of any error in, or any amendment of, a notice of opposition or a
counter-statement on such terms as he thinks just.

Section 63. Application to be accompanied by regulations governing use of collective marks

(1)An application for registration of a collective mark shall be accompanied by the regulations governing the use of such
collective mark.

(2)The regulations referred to in sub-section (1) shall specify the persons authorised to use the mark, the conditions of
membership of the association and, the conditions of use of the mark, including any sanctions against misuse and such
other matters as may be prescribed.

Section 69 Certain provisions of this Act not applicable to certification trade marks

The following provisions of this Act shall not apply to certification trademarks, that is to say,-
(a) clauses (a) and (c) of sub-section (1) of section 9;

(b) sections 18, 20 and 21, except as expressly applied by this Chapter;

(c) sections 28, 29, 30, 41, 42, 47, 48, 49, 50, 52, 54 and sub-section (2) of section 56;

(d) Chapter XllI, except section 107.

Section 70. Registration of certification trademarks




A mark shall not be registrable as a certification trade mark in the name of a person who carries on a trade in goods of the
kind certified or a trade of the provision of services of the kind certified.

Section 71. Applications for registration of certification trade marks

(1)An application for the registration of a mark as a certification trade mark shall be made to the Registrar in the prescribed
manner by the person proposed to be registered as the proprietor thereof, and accompanied by a draft of the regulations
to be deposited under section 74.

(2)Subject to the provisions of section 70, the provisions of sections 18, 19 and 22 shall apply in relation to an application
under this section as they apply in relation to an application under section 18, subject to the modification that reference
therein to acceptance of an application shall be construed as reference to authorisation to proceed with an application.
(3)In dealing under the said provisions with an application under this section, the tribunal shall have regard to the like
considerations, so far as relevant, as if the application were applications under section 18 and to any other considerations
relevant to applications under this section, including the desirability of securing that a certification trade mark shall
comprise some indication that it is a certification trade mark.

Section 72. Consideration of application for registration by the Registrar

(1) The Registrar shall consider the application made under section 71 with regard to the following matters, namely:-

(a) whether the applicant is competent to certify the goods in respect of which the mark is to be registered;

(b) whether the draft of the regulations to be filed under section 74 is satisfactory;

(c) whether in all the circumstances the registration applied for would be to the public advantage,and may either-

(i) refuse the application; or

(ii) accept the application and approve the said draft of the regulations either without modification and unconditionally or
subject to any conditions or limitations, or to any amendments or modifications of the application or of the regulations,
which he thinks requisite having regard to any of the said matters.

(2) Except in the case of acceptance and approval without modification and unconditionally, the Registrar shall not decide
any matter under sub-section (1) without giving the applicant an opportunity of being heard.

Section 73. Opposition to registration of certification trade marks

When an application has been accepted, the Registrar shall, as soon as may be thereafter, cause the application as
accepted to be advertised in the prescribed manner, and the provisions of section 21 shall apply in relation to the
registration of the mark as they apply in relation to an application under section 18.

Section 74. Filing of regulations governing the use of a certification trade mark

(1)There shall be filed at the Trade Marks Registry in respect of every mark registered as a certification trade mark
regulations for governing the use thereof, which shall include provisions as to the cases in which the proprietor is to
certify goods or services and to authorise the use of the certification trade mark, and may contain any other provisions
which the Registrar may by general or special order, require or permit to be inserted therein (including provisions
conferring a right of appeal to the Registrar against any refusal of the proprietor to certify goods or to authorise the use of
the certification trade mark in accordance with the regulations); and regulations so filed shall be open to inspection in like
manner as the register as provided in section 148.

(2)The regulations so filed may, on the application of the registered proprietor, be altered by the Registrar.

(3)The Registrar may cause such application to be advertised in any case where it appears to him expedient so to do, and
where he does so, if within the time specified in the advertisement any person gives notice of opposition to the
application, the Registrar shall not decide the matter without giving the parties an opportunity of being heard.

Section 77. Cancellation or varying of registration of certification trade marks

The Registrar may, on the application in the prescribed manner of any person aggrieved and after giving the proprietor an
opportunity of opposing the application, make such order as he fit for expunging or varying any entry in the register to a
certification trade mark, or for varying the regulations, on any of the following grounds, namely:-

(a)that the proprietor is no longer competent, in the case of any of the goods or services in respect of which the mark is
registered, to certify those goods or services;

(b)that the proprietor has failed to observe any provisions of the regulations to be observed on his part;

(c)that it is no longer to the public advantage that the mark should remain registered;

(d)that it is requisite for the public advantage that if the mark remains registered, the regulations should be varied.

Section 107: Penalty for falsely representing a trade mark as registered
(1)No person shall make any representation—

(a) with respect to a mark, not being a registered trade mark, to the effect that it is a registered trade mark; or

(b)with respect to a part of a registered trade mark, not being a part separately registered as a trade mark, to the effect that
it is separately registered as a trade mark; or

{(c) to the effect that a registered trade mark is registered in respect of any goods or services in respect of which it is not in
fact registered; or

(d) to the effect that registration of a trade mark gives an exclusive right to the use thereof in any circumstances in which,
having regard to limitation entered on the register, the registration does not in fact give that right.




(2)If any person contravenes any of the provisions of sub-section (1), he shall be punishable with imprisonment for a term
which may extend to three years, or with fine, or with both.

(3) For the purposes of this section, the use in India in relation to a trade mark of the word “registered”, or of any other
expression, symbol or sign referring whether expressly or impliedly to registration, shall be deemed to import a reference
to registration in the register, except—

(a)where that word or other expression, symbol or sign is used in direct association with other words delineated in
characters at least as large as those in which that word or other expression, symbol or sign is delineated and indicating
that the reference is to registration as a trade mark under the law of a country outside India being a country under the law
of which the registration referred to is in fact in force; or

{b)Where that other expression, symbol or sign is of itself such as to indicate that the reference is to such registration as
is mentioned in clause (a); or

(c)where that word is used in relation to a mark registered as a trade mark under the law of a country outside India and in
relation solely to goods to be exported to that country or in relation to services for use in that country.

Section 131: Extension of time

(1)If the Registrar is satisfied, on application made to him in the prescribed manner and accompanied by the prescribed
fee, that there is sufficient cause for extending the time for doing any act (not being a time expressly provided in this Act),
whether the time so specified has expired or not, he may, subject to such conditions as he may think fit to impose, extend
the time and inform the parties accordingly.

(2)Nothing in sub-section (1) shall be deemed to require the Registrar to hear the parties before disposing of an application
for extension of time, and no appeal shall lie from any order of the Registrar under this section.

Section 145: Agents

Where, by or under this Act, any act, other than the making of an affidavit, is required to be done before the Registrar by
any person, the act may, subject to the rules made in this behalf, be done instead of by that person himself, by a person
duly authorised in the prescribed manner, who is-

(e)a legal practitioner, or

(f)a person registered in the prescribed manner as a trade marks agent, or

(g)a person in the sole and regular employment of the principal.

Section 154: Special provisions relating to applications for registration from citizens of convention countries:

(1) With a view to the fulfillment of a treaty, convention or arrangement with any country or country which is a member of a
group of countries or union of countries or Inter-Governmental Organisation outside India which affords to citizens of
India similar privileges as granted to its own citizens, the Central Government may, by notification in the Official Gazette,
declare such country or group of countries or union of countries or Inter-Governmental Organisation to be a convention
country or group of countries or union of countries, or Inter-Governmental Organisations as the case may be, for the
purposes of this Act.

(2) Where a person has made an application for the registration of a trade mark in a convention country or country which
is a member of a group of countries or union of countries or Inter-Governmental Organisation and that person, or his legal
representative or assignee, makes an application for the registration of the trade mark in India within six months after the
date on which the application was made in the convention country or country which is a member of a group of countries or
union of countries or Inter-Governmental Organisations the trade mark shall, if registered under this Act, be registered as
of the date on which the application was made in the convention country or country which is a member of a group of
countries or union of countries or Inter-Governmental organisations and that date shall be deemed for the purposes of this
Act to be the date of registration.

(3) Where applications have been made for the registration of a trade mark in two or more convention countries or country
which are members of group of countries or union of countries or Inter-Governmental Organisation the period of six
months referred to in the last preceding sub-section shall be reckoned from the date on which the earlier or earliest of
those applications was made.

(4)Nothing in this Act shall entitle the proprietor of a trade mark to recover damages for infringement which took place
prior to the date of application for registration under this Act.

Trade Marks Rules, 2017

Rule 19: Agency:

(1)The authorization of an agent for the purpose of section 145 shall be executed in Form TM-M

{2)In case of such authorization, service upon the agent of any document relating to the proceeding or matter shall be
deemed to be service upon the person so authorizing him; all communications directed to be made to such a person in
respect of the proceeding or matter may be addressed to such agent, and all appearances before Registrar relating thereto
may be made by or through such agent.

(3)In any particular case, the Registrar may require the personal signature or presence of an applicant, opponent,
proprietor, registered user or other person.

{4)In case of withdrawal b the agent from the proceedings or from doing any act for which he has been authorised, in




respect of an application or opposition wherein no principle place of business in India mentioned, the applicant and
opponent shall, within a period of two months from the date of such withdrawal, provide an address for service in India. If
he fails to provide address for service in India within such period, he shall be deemed to have abandoned the application
or opposition, as the case may be.

(5)In case of revocation of authorization by the applicant or opponent in respect of an application or opposition wherein no
principle place of business in India is mentioned, the applicant or opponent, as the case may be shall provide the address
for service in India within a period of two months from such revocation. If he fails to provide address for service in India
within such period , he shall be deemed to have abandoned the application or opposition, as the case may be.

Rule 20: Classification of goods and service —

(1) Classification of goods and service for the purpose of registration of trade mark, the goods and services shall be
classified as per current edition of the "International Classification of goods and services (NICE classification)” published
by the World Intellectual Property Organisation (WIPO).

Rule 23 (5) Form and signing of application:

In the case of an application for registration in respect of all the goods or services included in a class or of a large variety
of goods or services in a class, the Registrar may refuse to accept the application unless he is satisfied that the
specification is justified by the use of the mark which the applicant has made or intends to make if and when it is
registered;

Rule 26 (3): Representation of Trade Mark:

Where the application contains a statement to the effect that the trade mark is a three dimensional mark, the reproduction
of the Trade Mark shall consist of a two dimensional graphic or photographic reproduction as follows, namely:-

(i) The reproduction furnished shall consist of three different view of the trade mark;

(il) Where, the Registrar considers that the reproduction of the Trade Mark furnished by the applicants does not
sufficiently show the particulars of the three dimensional mark, he may call upon the applicant to furnish within two
months up to five further different views of the mark and a description by words of the mark;

(iii) Where the Registrar considers the different views or description of the Trade Mark referred to in clause (ii) still do not
sufficiently show the particulars of the three dimensional Trade Mark, he may call upon the applicant to furnish a specimen
of the trade mark.

Rule 42 Notice of Opposition —

(1)A notice of opposition to the registration of a trademark under sub-section (1) of section 21, with such particulars as
specified in Rule 43, shall be filed in form TM-O within four months from the date of publication of the trademark journal in
which the application for registration of the trademark was advertised or re advertised.

(2)Where a notice of opposition has been filed in respect of a single application for the registration of a trademark for
different classes of goods and services, it shall bear the fee in respect of each class in relation to which the opposition is
filed.

(3)Where an opposition is filed only for a particular class or classes in respect of a single application made under sub-
section (2) of section 18, the application for remaining class or classes shall not proceed to registration until a request in
Form TM-M for division of the application together with the divisional fee is made by the applicant.

(4)Where in respect of a single application for the registration of a trademark no notice of opposition is filed in a class or
classes, the application in respect of such class or classes shall, subject to section 19 and sub-section (1) of section 23,
proceed to registration after the division of the application in the class or classes in respect of which an opposition is
pending.

(5)A copy of notice of opposition shall be ordinarily served by the Registrar to the applicants within three months of the
receipt of the same by the appropriate office:

(6)Provided that where the applicant has already filed the counter statement on the basis of the copy of notice of
opposition made available in the electronic records on the official website, the requirement of service of copy of the notice
of opposition to the applicant shall be dispensed with.

Rule 44 Counterstatement.— (1) The counterstatement required by sub-section (2) of section 21 shall be sent on Form TM-
O within two months from the receipt by the applicant of the copy of the notice of opposition from the Registrar and shall
set out what facts, if any, alleged in the notice of opposition, are admitted by the applicant. A copy of the counterstatement
shall be ordinarily served by the Registrar to the opponent within two months from the date of receipt of the same.

(2)The counterstatement shall be verified in the manner as provided in sub-rules (2), (3) and (4) of rule 43.

Rule 45 Evidence in support of opposition.—(1) Within two months from service of a copy of the counterstatement, the
opponent shall either leave with the Registrar, such evidence by way of affidavit as he may desire to adduce in support of
his opposition or shall intimate to the Registrar and to the applicant in writing that he does not desire to adduce evidence
in support of his opposition but intends to rely on the facts stated in the notice of opposition. He shall deliver to the
applicant copies of any evidence including exhibits, if any, that he leaves with the Registrar under this sub-rule and
intimate the Registrar in writing of such delivery.

(2)If an opponent takes no action under sub-rule (1) within the time mentioned therein, he shall be deemed to have
abandoned his opposition.

Rule 46 Evidence in support of application.— (1) Within two months on the receipt by the applicant of the copies of




affidavits in support of opposition or of the intimation that the opponent does not desire to adduce any evidence in
support of his opposition, the applicant shall leave with the Registrar such evidence by way of affidavit as he desires to
adduce in support of his application and shall deliver to the opponent copies thereof or shall intimate to the Registrar and
the opponent that he does not desire to adduce any evidence but intends to rely on the facts stated in the
counterstatement and or on the evidence already left by him in connection with the application in question. In case the
applicant adduces any evidence or relies on any evidence already left by him in connection with the application, he shall
deliver to the opponent copies of the same, including exhibits, if any, and shall intimate the Registrar in writing of such
delivery.

(2)If an applicant takes no action under sub-rule (1) within the time mentioned therein, he shall be deemed to have
abandoned his application.

Rule 47 Evidence in reply by opponent. — Within one month from the receipt by the opponent of the copies of the
applicant's affidavit the opponent may leave with the Registrar evidence by affidavit in reply and shall deliver to the
applicant copies of the same including exhibits, if any, and shall intimate the Registrar in writing of such delivery.

Rule 48 Further evidence.— No further evidence shall be left on either side, but in any proceedings before the Registrar, he
may at any time, if he thinks fit, give leave to either the applicant or the opponent to leave any evidence upon such terms
as to costs or otherwise as he may think fit.

Rule 49 Translation of documents.—Where a document is in a language other than Hindi or English and is referred to in
the notice of opposition, counterstatement or an affidavit filed in an opposition proceeding, an attested translation thereof
in Hindi or English shall be submitted before the registrar and a copy thereof shall be provided to opposite party.

Rule 50 Hearing and decision. —(1) The Registrar, after the closure of the evidence, shall give notice to the parties of the
first date of hearing. The date of hearing shall be for a date at least one month after the date of the first notice.

(2)A party to a proceeding may make a request for adjournment of the hearing with reasonable cause in Form TM-M
accompanied by the prescribed fee, at least three days before the date of hearing and the Registrar, if he thinks fit to do
s0, and upon such terms as he may direct, may adjourn the hearing and intimate the parties accordingly:

Provided that no party shall be given more than two adjournments and each adjournment shall not be for more than thirty
days.

(3)If the applicant is not present at the adjourned date of hearing and at the time mentioned in the notice, the application
may be treated as abandoned.

(4)If the opponent is not present at the adjourned date of hearing and at time mentioned in the notice, the opposition may
be dismissed for want of prosecution and the application may proceed to registration subject to section 19.

(5)The Registrar shall consider written arguments if submitted by a party to the proceeding.

(6)The decision of the Registrar shall be communicated to the parties in writing at the address given for service.

Rule 51 Security for costs.—The security for costs which the Registrar may require under sub-section (6) of section 21
may be fixed at any amount which he may consider proper, and such amount may be further enhanced by him at any stage
in the opposition proceedings.

Rule 109: Extension of time.

(1)An application for extension of time under section 131 (not being a time expressly provided in the Act or prescribed by
Rule 85 or by sub-rule (3) of Rule 86 or a time for the extension of which provision is made in the rules) shall be made on
Form TM-M.

(2)Upon an application made under sub-rule (1) the Registrar, if satisfied that the circumstances are such as to justify the
extension of the time applied for, may, subject to the provisions of the rules where a maximum time limit is prescribed and
subject to such conditions as he may think fit to impose, extend the time and notify the parties accordingly and the
extension may be granted though the time for doing the act or taking the proceeding for which it is applied for has already
expired.

Special provisions for CERTIFICATION MARKS under

Rule 136. Rules to apply to certification trademarks.--the provisions of Part |, of these rules (Trade Marks Rules 2017) shall,
in their application to certification trademarks, apply only subject to the provisions of this Part.

Rule 137. Application for registration and proceedings relating thereto.—

(1) An application for the registration of a certification trade mark for goods or services under sub- section (1) of section71
shall be made to the Registrar in Form TM A, along with the draft regulations.

(2) References in Part | of the rules to the acceptance of an application for the registration of a trademark, shall, in their
application to certification trade mark, be substituted by references to authorisation to proceed with the application.

(3) The address in India, if any, of an applicant to register a certification trade mark shall be deemed to be the address of
his principal place of business in India for all the purposes for which such an address is required by the rules.

(4) The regulation governing a certification trade mark shall specify inter alia:-




(a) a description of the applicant;

(b) the nature of the applicant's business;

(c) the particulars of infrastructure like R &D, technical manpower support;

(d) the applicants competence to administer the certification scheme;

(e) the applicants financial arrangement;

(f) an undertaking from the applicant that there will be no discrimination of any party if they meet the requirements set
down in the regulations;

(g) the characteristic the mark will indicate in the certified goods or in relation to the rendering of certified services;
(h) the manner of monitoring the use of the mark in India; and

(i) such other relevant particulars as may be called for by the Registrar.

Rule 138. Statement of Case accompanying application- The applicant shall submit to the registrar along with his
application a statement of case setting out the grounds on which he relies in support of his application.

Rule 139. Examination, hearing, opposition, registration and renewal- The provisions related to examination, hearing,
opposition, registration and renewal of Trade Marks shall apply to mutatis mutandis in respect of certification Trade Marks.
Rule 140. Cancellation or variation of registration of certification Trade Marks — An application for cancellation or variation
of registration of a certification Trade Mark on any of the grounds mentioned in Section 77 shall be made in form TM O and
shall set forth particulars of the grounds on which the application is made. The provisions of Rule 97 to 100 shall apply
mutatis mutandis to further proceedings in the matter.

Rule 141. Alteration of deposited regulations and consent of the Registrar for assignment or transmission of certification
trade marks.—

(1) An application by the registered proprietor of a certification trade mark under sub-section (2) of section 74 to alter the
deposited regulation shall be made in Form TM-M and where the Registrar decides to permit such alteration it shall be
advertised in the Journal and further proceeding in the matter shall be governed by rules 42 to 51.

(2) An application for the consent of the Registrar to the assignment or transmission of a certification trade mark under
section 43 shall be made in Form TM-P.

*** end of the report ***
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FORM TM-O
THE TRADE MARKS ACT, 1999
Notice of Opposition / Application for Rectification of the Register by cancelling or varying
registration of a trade mark / Counter statement / Request to refuse or invalidate a trade
mark under Section 25(a),(b) of Geographical Indication of Goods (Regulation and
Protection)
under the Trade Marks Act

REQUEST NOTICE OF OPPOSITION

FEE 2700

APPLICANT OR REGISTERED PROPRIETOR/OPPONENT/THIRD PARTY MAKING THE
APPLICATNION/REQUEST

Opponent Name PRAKASH CABLE INDUSTRIES.
Trading As PRAKASH CABLE INDUSTRIES.
Address 36/18, DILSHAD GARDEN INDUSTRIAL

AREA, 2ND FLOOR, NEAR-GURUDWARA
ROAD, DELHI-110095.

Service Address A-48, (LALJI HOUSE),YOJNA VIHAR, DELHI-
110092.

Mobile No 9871112090

Email address trademakrs@laljitm.in

AGENT OF THE APPLICANT OR REGISTERED PROPRIETOR/OPPONMENT/THIRD PARTY
AS THE CASE MAY BE(if any)

Agent Name LALJI ADVOCATES

Address A-48, Yojna Vihar, Delhi-110092

Mobile No 9871112090

Nature of the Agent Constituted Attorney

Registration No D-183-2000

REQUEST OPPOSITION/APPLICATION IN THE MATTER OF

DETAILS OF APPLICATION NUMBER 4079818

CLASS 9

REQUEST NOTICE OF OPPOSITION

GROUNDS OF OPPOSITION GROUNDS OF OPPOSITION UNDER
SECTION 9 & 11. COPY OF DETAIL
GROUNDS AND AUTHORIZATION ARE
ATTACHED SEPARATELY.

Date 04-11-2019 05:30 PM




Digitally Signed By
BHARTI MAHTTA

for LALJI ADVOCATES
[Attorney]



PEE RS. 2700/~ AGENT CODE NO. : 11712

T™M-O
THE TRADE MARK ACT, 1999 _
(NOTICE OF OPPOSITION UNDER SECTION 21(1), RULE 42(1) OF
| TRADEMARK RULES 2017)

THE MATTER OF;
 Oppositonte TM :  MINERAL CABLE SIMPLEX UK
:' | Application Ne. $ 4079818
In Class i 09
Inthensmeof  :  BURN CABLE MANAGEMENT
SYSTEMS LIMITED

Address : C/O Cox Costello & Home, :
Langwood House, 63-81 High Street,
~ RICKMANSWORTH Hertfordshiee
WIS 1EQ United Kingdom,

Advertisedin JN ¢ 1509.8
Dated : PRAATIZO19
7432

Page No

g3

Al
aff ce addresy at 3{3{ 18, DILSHAD GARDEN INDUSTRIAL AREA, IND FL{}{}R

1, SH. RISHAB DUGAR Propristor of M/S PRAKASH CABLE INDUSTRIEShaving its

SCURUDWARA ROAD, DELHI-1 10095 being the opponent i the above matter
mxmﬁm& 0 Qppms:: thﬁ mgi&tmti{m {}f de& “@iﬁtﬁk “MlNﬁm

o ?rwmiw ;;mz nm‘zw ﬂﬁ oy

- L That the opponent is enpaged in the well known and well established business of
 manufacturing and marketing of “ELECTRICAL ACCESSORIES INCLUDING
WIRE AND CABLE, CO-AXIAL WIRE, STABLIZER AND ELECTRIC

IRON INCLUDED IN CLASS 9 since 2004 ins being 15 yesrs,




they s wnng sines then

The made mwk YMINERALY bas been covtinuosly, extensively, honesthy,

manudictared and { or traded by them sinee 2004, The opponent i the registersd
propierst of the trade munk MIN

ERALY, The detall of oppunent applications ks gives

- SLWo.

Application Mo, | Staws

0 1580277 | Registered

That the pood meubfcnued by the opponent snder the sforesaid tade muk
SMUNERAL” on account of s supesior quality, deponabdility, long, continuows and
goodwill and impeceable tade reputation among the public sad teade s peneral The
gonds under the toade mark *MINERAL? have come to be exchusively identified and
associztert with the opponent. |

That the GppoOneNt has spent invurred and fvented huge saesan of money, hbor, slall,
nime, eosrgy and expeetise in exiablishing thelr produchy, namely under the  tade muk
SRIINERALY 1 the murket and sow snjovs exchuivity,

That by virtee of long, contimuons and extensive wse coupled with other ficts g8 also the

prior application, ser of the tade mark “MINERAL” the opponent hus 2 legal, vested

and stanstory tght ro the exchsive wee of the sfovesald toade marks for their predu

goods, The opponent b s father sight to restmain vse of the sone, ‘ds){:’ﬁ;:iti:és; or

 identical wade mark theough the peovess of hw belog infringement of thelr aforcsnid

rights. In the chrcumstances the use of an tdeatical and / or deceptively similer trade .
tack by any other porson without the penmission ¢ Hoense Bom the opponent in respect

of the xasm: oF mmim goods amounts o infdngoment ¢ passing off of the spponent’s
aforexaid teade mark and produects sad s setionable per se under the avid as well a5
el provisions of law applicable. By vivtue of long vsape and poblicity, aforesad

frach roark s become ghle distinctive & extansive

entifiad with wy s o goods

andd further on account of enommows goudwill and repum soving accrued thereto, the
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CABLE SI¥

sforesaid toade ek Bas become well-koown tade mask within the messbg of Section 3

{1} {& @} of the Trade Macks Aor, 108 eevinufier referred toms aadd A

That the opponent came t know sbout the sxtsawe of the bopupned mak

SMINERAL CABLE SIMPLEX URY vide the advesticement of the spplicant wash

fo the Frachy Macks frasnad Do 980,

The ampugned ek adopted by the applivant vide spplication s SUT98IR i Clasy

U9 & idenniesl with and or deceptively similae 1o the opponcats tde muk
SMINERAL?  as such thers is Hhelihood and possibility of confusion and deseption
wnong the convamens amd e people,

The oppoaents sobnis that the mark under the impupned spplication v devold of
cistinetive chaacter and ot capable of distinpuishing the goods b segpect of which the
applicant b seebing repisteation,

The mak under the tnpugoed application does oot fulBll soy of the nvndatory
comditions as baid down vadee the stomute and for these reons the impugned mark does
sost quadify for regietation as & trade wark wader Secdon 8 {1 () of the sald Aot

The smpugoed mark “MINERAL CABLE SIMPLEX UKYof the spplicast i

identical with and/or deceptively sionilar to opponent’s trade muck “MINERAL® snd

the goods Seervices are sume, cognate or allied i pstee o the poods 7 services of
Qppoany, themfoes, the use of the mark by the spplicants & By to come confusion
snd deceprion in the market s the tade channels are the same. As such the registration
1 burred under Section 9 {3 of the said Aoy

Thar the bupugmed appleation ¢ ideotical sath sadfor simdlr © our made ek
SMINERALY amd goods In respeot of whdch our wade mask and those o seeprct of

which the spplicants ase secking regbtration of the tmpugned mark e same. That the

oppomdt is the prive user of the sad repistered proprictor of mademadk. Henes the

registration i barred wider Seotfont 11 {1} of the Aot
That the cpphicant has munted the sold teade mavk with the dishongsy inmntion of

srading vpon the snvemons goodwill snd reputition sccrved o opponents rade matk

SMINERAL. The adoption of the impugned mark by the applicant is atmed to pass

off thete sereioes |/ poods as of opponeat’s goods 7 ssevices or as the goods / services

sanonivted with opponent. The adoption and wse of the trade sk “MINERAL

EX UKY by the apphcent is alse amounting pessing off of oppoast

teade mark, The we of the bopupned mask by the apphoant willl couse cobasrasemeny




4

15

%

26

unawful loes aod hordships o o which cannot be compensated in tenas of money. The
reptttation of the topugned mark i the e of the applicant will be projudichd

grabsdies dnrerest, sthde sod poblic monlie. Under these clecomstanes, the sk wader the

“fpuened anpdication @ nor ensitled 1o ;;z}im%i»:m wiw conet of Tewe and By pemieadeny iy
g Ehat g ‘ :\i‘

g}:i.‘\::ﬁ:‘;slh:iiiz‘é-wi%ﬁliﬁ the meantng of Secton 11 (3 of the Trade Mark Act

The applicant bas not come with desn hands dn secking repisteation of the tade nark
*MINERAL CABLE SIMPLEX UR” and as sach, the spplicadion & to be regreded
a¢ nrade 0 bad Buh i view of the St and cirounstances staied ahove. Heace the
segtsteation i barssd under Sectton 11 (18 of the der

That the applicant mark b proposed o be used and # the present applicstion of the

spphicant got refused will not cost anything s the applicant iv oo using the tabhanek.

We request the Ld. Tradesnark Registuar to refuse the prosant a;%pkmm\ﬁ o the mention

gronsnds dn the notice of spposition.

That the tmpugned mek “MINERAL CABLE SIMPLEX UK” i wdeontival and / or
deceptively similar with opponent trade mark “MINERAL® and the spplicant cannet
claten 10 e the propsieror of the bupugned muek snd coaserpentdy, the spplivetion s sot
smaininable having soped to the provisiens of Section 18 (1) of the At

In view of the reputation sadd application of the trade mash SMINERAL® of the
opponent in sbove stated clis, we respectfully submir thar the applicant & ot entided to
any discretion in theie fivor by the Howble Tabusal, v

We respertfully submit that the Hon'le Tebunsd may Kodly svercise thetr discretion in
refustag the applicetion under Section 18 {4) of the Act

3t iv vospeotfully submined that the spplicant i oot cutithed o repisteation umber Section

B8 Q) 1n (11 30 1 O, 12, 18 {1 & BB af the Act

That the spponsat trave keave of the Hon'ble Repietonr to moake change, smend sad ale

the present opposition.

§z§ view of the well knowa and registered tade madd of the opponent theoughout the leapth &

honaeh of the countey, the posent spplication deservs disrudreal 20 that the wall koown made

- matk of the opponent is not diluted.

praved that the oppostion gy Kodly be sllowed and the applioation no,

7&&’?@318 i class 09 fn respoct of impugned bade madk of the applicant be refused for

regletration slong with the coxts.




Adl proveedings o the above matter may kinelly be address to:

LALJI ADVOCATES
A48, Yoinu Vihar,
Delhi-110092,

Pho GU-22142623-24
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Ceartifionts No.
Lentificale Issued Date
 Agcnuri Referance
Unlous Doo. Radarsnge
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Dasoription of Bogumset
Property Desariplion
Consideration Price {Hs)
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Sexnond Paty
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Stamp Dty AmountBs
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e-Stamp
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Not Applicable
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{Authorization of Agent)

Application Ne.-
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