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NONFINAL OFFICE ACTION
Intemational Registration No. 1504605
Notice of Provisional Full Refusal

Deadline for responding. The USPTO must receive applicant’s response within six months of the “date on which the notification was sent to
WIPO (mailing date)” located on the WIPO cover letter, or the U.S. application will be ghandoued. To confirm the nailing date, go to the USPTO’s
Fraderad: Statas and Docurent Retrieval (TSR] database, select “US Serial, Registration, or Reference No.,” enter the U.S. application serial
nurrber in the blank text box, and click on “Docurrents.” The mailing date used to calculate the response deadline is the “Create/Mail Date” of the “1B-
1rst Refusal Note.”

Respond to this Office action using the USPTO’s Trademark Electronic Application System (TEAS). A link to the appropriate TEAS response form
appears at the end of this Office action.

Discussion of provisional full refusal. This is a provisional full refusal of the request for extension of protection to the United States of the
mternational registration, known in the United States as a U.S. application based on Trademark Act Section 66(a). See 15 U.S.C. §§1141f{a),
1141h(c).

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must respond timely and conpletely to the
issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

_SEARCH OF OFFICE’S DATABASE OF MARKS

The trademark examning attorney has searched the Office’s database of registered and pending marks and has found no conflicting marks that would
bar regstration under Trademark Act Section 2(d). TMEP §704.02; see 15 U.S.C. §1052(d).

SUMMARY OF ISSUES:
I. Refusal—Section 2(e)(2), Primarily Geographically Descriptive
II. Requirement to Amend the Mark Description

1. Requirement to Amend the Identification of Goods
IV. U.S. Licensed Attomey Required

L SECTION 2(e)(2) REFUSAL — PRIMARILY GEOGRAPHICAL LY DESCRIPTIVE

Registration is refused because the applied-for mark is primarily geographically descriptive of the orign of applicant’s goods and/or services. Trademark
Act Section 2(e)(2), 15 U.S.C. §1052(e)(2); see TMEP §§1210, 1210.01(a).

A mark is primarily geographically descriptive when the following is demonstrated:
(1) The primary significance of the mark is a generally known geographic place or location;
(2) The goods for which applicant seeks registration originate in the geographic place identified in the mark; and

(3) Purchasers would be likely to make a goods-place association; that is, purchasers would be likely to believe that the goods originate in the
geographic place identified in the mark.

TMEP §1210.01(a); see In re Societe Generale des Eaux Minerales de Vittel S.A., 824 F.2d 957, 959, 3 USPQ2d 1450, 1452 (Fed. Cir. 1987);
In re Hollywood Lawyers Online, 110 USPQ2d 1852, 1853 (TTAB 2014).



The applicant has applied to register ‘{Chinese characters that transliterate to “ASIAN CABLE"]” (special form) used in connection with:

Class 9: Copper wire, insulated; materials for electricity mains [wires, cables]; coaxial cables; fibre optic cables; switches, electric;
magnetic wires; identification threads for electric wires; junction sleeves for electric cables; sheaths for electric cables; transformers

The primary significance of “Asia” 1s a generally known geographic location, namely, a continent. See attached evidence from Colunbia Gazetteer,
Google Maps, and Wikipedia.

Goods are considered to origmate from a geographic location when the record shows that the goods are sold there, manufactured or produced there,
packaged and shipped from there, and/or contain a main ingredient or component derived fromthere. See In re Jacques Bernier Inc., 894 F.2d 389,
391-92, 13 USPQ2d 1725, 1727 (Fed. Cir. 1990), opposition sustained sub nom. Fred Hayman Beverly Hills, Inc. v. Jacques Bernier Inc., 38
USPQ2d 1691 (TTAB 1996) (holding applicant’s perfurre did not originate from RODEO DRIVE because, although goods did not have to be
manufactured or produced at the geographic site and could “be sold there” to originate from the geographic location, there was msufficient evidence to
show that perfume was sold on RODEO DRIVE); In re Joint-Stock Co. “Baik,” 80 USPQ2d 1305, 1310 (TTAB 2006) (holding applicant’s vodka
originated from BAIKALSKAYA, a Russian word meaning “from Baikal,” because it was made from the water of Lake Baikal and applicant produced
various vodkas froma location near Lake Baikal); /2 re JT" Tobacconists, 59 USPQ2d 1080, 1083 (TTAB 2001) (holding applicant’s cigars, cigar
cases, and humidors originated from MINNESOTA because they were packaged and shipped from MINNESOTA, and applicant’s business was
located in MINNESOTA); In re Nantucket Allserve Inc., 28 USPQ2d 1144, 1145-46 (TTAB 1993) (holding applicant’s beverages orignated from
NANTUCKET because labels for applicant’s goods suggested a connection with NANTUCKET, additional evidence suggested that some ingredients
came fom NANTUCKET and that applicant’s goods were sold at applicant’s store located n NANTUCKET, and applicant’s corporate headquarters
and research and development center were located m NANTUCKET); TMEP §1210.03. As indicated by the applicant’s address, the applicant is
located in China, which is in Asia. Because the applicant is located in Asia, the applicant’s goods will origiate fromthe geographic location named in the
mark.

‘When there is no genuine issue that the geographical significance of a term s its primary significance, and the geographical place is neither obscure nor
renmote, a public association of the goods with the place is presumed if an applicant’s goods originate in the place named in the mark. TMEP §1210.04;
see, e.g., Inre Cal. Pizza Kitchen Inc., 10 USPQ2d 1704, 1706 (TTAB 1988) (holding CALIFORNIA PIZZA KITCHEN primerily geographically
descriptive of restaurant services rendered in California); /n re Handler Fenton Ws., Inc., 214 USPQ 848, 849-50 (TTAB 1982) (holding DENVER
WESTERNS primarily geographically descriptive of western-style shirts originating in Denver). Because Asia is a well-known location and the
applicant’s goods originate from Asia, it is presumed consumers will make a goods-place association.

Adding matter to a geographic term does not necessarily diminish its primary geographic significance. See fn re Wada, 194 F.3d 1297, 1300, 52
USPQ2d 1539, 1541 (Fed. Cir. 1999); Inn re S. Park Cigar, Inc., 82 USPQ2d 1507, 1513 (TTAB 2007). Insome cases, additional matter may even
serve to enhance the geographic significance. See In re Premiere Distillery, LLC, 103 USPQ2d 1483, 1485 (TTAB 2012) (holdng REAL
RUSSIAN primarily geographically deceptively misdescriptive of vodka); In re Bacardi & Co., 48 USPQ2d 1031, 1034 (TTAB 1997) (hokling
HAVANA SELECT, HABANA CLASICO, OLD HAVANA, HAVANA PRIMO, and HAVANA CLIPPER primarily geographically deceptively
misdescriptive of rum and other alcoholic products). In the applicant’s case the additional transliterated term “cable” does not overcome this refusal
because “cable” is a generic term when used in connection with the applicant’s goods.

Similarly, the fact that proposed mark appears in Chinese characters does not overcomethis refusal because the foreign equivalent of a merely
descriptive English term is also merely descriptive. 7n re N. Paper Mills 64 F.2d 998, 998, 17 USPQ 492, 493 (C.C.P.A. 1933);/n re Highlights
Jfor Children, Inc., 118 USPQ2d 1268, 1270 (TTAB 2016) (quoting» re Optica Int’l, 196 USPQ 775, 777 (TTAB 1977)). Under the doctrine of
foreign equivalents, marks with foreign terns from common, modern languages are translated into English to determine descriptiveness. Palm Bay
Imps., Inc. v. Veuve Clicquot Ponsardin Maison Fondee en 1772, 396 F.3d 1369, 1377, 73 USPQ2d 1689, 1696(Fed. Cir. 2005) (citing /n re
Sarkli, Ltd., 721 F.2d 353, 354, 220 USPQ 111, 113 (Fed. Cir. 1983); In re Am. Safety Razor Co, 2 USPQ2d1459, 1460 (TTAB 1987));see
TMEP §1209.03(g).

Applicant’s mark s in Chinese characters, which is a common, modem language in the United States. Ir re Oriental Daily News, Ltd, 230 USPQ
637 (TTAB 1986).

The doctrine 1 applied when “the ordinary American purchaser” would “stop and translate” the foreign term into its English equivalent. Palm Bay, 396
F.3d at 1377, 73 USPQ2d at 1696 (quotingln re Pan Tex Hotel Corp.,, 190 USPQ 109, 110 (TTAB 1976)); TMER1209.03(g). The ordinary
Amrerican purchaser includes those proficient in the foreign language. In re Spirits Int’l, N.V, 563 F.3d 1347, 1352, 90 USPQ2d 1489, 1492 (Fed.
Cir. 2009); see In re Highlights for Children, Inc., 118 USPQ2d at 1271.

Inthis case, the ordinary American purchaser would likely stop and translate the mark because the Chinese language is a common, modern language
spoken by an appreciable number of consumers in the United States.

Because Asia s a well-known location, the applicant’s goods originate from the geographic location named m the mark, consumers will make a goods-
place association, the additional term in the mark is nondistinctive, and Chinese is common modern language in the US, the applicant’s proposed mark is
refused under Section 2(e)(2) of the Trademark Act.

Supplemental Register Unavailable—Advisory

Applicant cannot overcone the refisal by amending the application to the Supplemental Register, because a mark in an application under §66(a) of the
Trademark Act is not eligible for registration on the Supplemental Register. Trademark Act Section 68(a)(4), 15 U.S.C. §1141h(a)(4); 37 C.F.R.
§§2.47(c) and 2.75(c); TMEP §§801.02(b), 815, 816.01 and 1904.02(c).



Although applicant’s mark has been refised registration, applicant may respond to the refusal(s) by submitting evidence and arguments in support of
registration. However, if applicant responds to the refusal(s), applicant must also respond to the requirement(s) set forth below.

1L REQUIREMENT TO AMEND THE MARK DESCRIPTION

Applicant must submit an amended description of the mark because the current one is incomplete and does not describe all the significant aspects of the
mark. 37 C.F.R. §2.37; see TMEP §§808.01, 808.02. Descriptions must be accurate and identify all the literal and design elements in the mark. See
37 C.FR §2.37; TMEP §§808 et seq.

The following description is suggested, if accurate:
The mark consists of four Chinese characters.

OI.  REQUIREMENT TO AMEND THE IDENTIFICATION OF GOODS

The identification of goods contams brackets. Generally, applicants should not use parentheses and brackets in identifications in their applications so as
to avoid confusion with the USPTO’s practice of using parentheses and brackets m registrations to indicate goods that have been deleted from
registrations or in an affidavit of incontestability to indicate goods not claimed. See TMEP §1402.12. The only exception is that parenthetical
mformation s permitted in identifications m an application if it serves to explain or translate the matter immediately preceding the parenthetical phrase n
such a way that it does not affect the clarity or scope of the identification, e.g., “fried tofu pieces (abura-age).” /d.

Therefore, applicant must remove the brackets from the identification and incorporate any parenthetical or bracketed information into the description of
the goods.

Applicant may substitute the following wording, if accurate (suggestion are bold):

Class 9: Copper wire, insulated; materials for electricity mains, namely, wires and cableswiress-eables}; coaxial cables; fibre optic cables;
switches, electric; magnetic wires; identification threads for electric wires; junction sleeves for electric cables; sheaths for electric cables; transformers

In a Trademark Act Section 66(a) application, classification of goods may not be changed from that assigned by the International Bureau of the World
Intellectual Property Organization. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Additionally, classes may not be added or goods
transferred fromone class to another in a multiple-class Section 66(a) application. 37 C.F.R. §2.85(d); TMEP §1401.03(d).

Applicant’s goods may be clarified or limited, but may not be expanded beyond those origmally itemized in the application or as acceptably narrowed.
See 37 CFR. §2.71(a); TMEP §§1402.06, 1904.02(c)(iv). Applicant may clarify or limit the identification by inserting qualifying language or deleting
iterms to result in a more specific identification; however, applicant may not substitute different goods or add goods not found or enconpassed by those in
the original application or as acceptably narrowed. See TMEP §1402.06(a)-(b). The scope of the goods sets the outer limit for any changes to the
identification and is generally determined by the ordinary meaning of the wording in the identification. TMEP §§1402.06(b), 1402.07(a)-(b). Any
acceptable changes to the goods will firther limit scope, and once goods are deleted, they are not permitted to be reinserted. TMEP §1402.07(e).
Additionally, for applications filed under Trademark Act Section 66(a), the scope of the identification for purposes of permissible amendments is limited
by the international class assigned by the International Bureau of the World Intellectual Property Organization (International Bureau). 37 C.F.R.

§2.85(f); TMEP §§1402.07(a), 1904.02(c).

For assistance with identifying and classifying goods in trademark applications, please see the USPTO’s online searchable {75, dccentable
fdeneificarion of Goods and Services Manual. See TMEP §1402.04.

IV.  US. LICENSED ATTORNEY REQUIRED

Applicant must be represented by a U.S.-licensed attormey. The application record indicates that applicant’s domicile 1s outside of the United
States in China, but no attorney who 1s an active member in good standing of the bar of the highest court of a U.S. State or territory has been appomted
to represent the applicant in this matter. All applicants whose permenent legal residence or principal place of business is not within the United States or
its territories must be represented by a U.S.-licensed attorney at the USPTO. 37 C.F.R. §§2.2(0), 2.11(a). Thus, applicant is required to be
represented by a U.S.-licensed attormey and must appoint one. 37 C.F.R. §2.11(a). This application will not proceed to registration without such
appointment and representation. See id. See {ing 2 £L.5. -ficensed toaderark attoroey for more mformation.

To appoint or designate a U.S.-licensed attomey. To appomt an attorney, applicant should (1) submit a completed Trademark Electronic
Application System (TEAS) Revocation, Appomireet, andior Change of Address of Asomsy/Dormestic Represeniative formand (2) pronptly notify
the trademark examining attomey that this TEAS form was submitted. Alternatively, if applicant has already retained an attorney, the attorney can
respond to this Office action by using the appropriate TEAS response formand provide his or her attorney nformation in the form and sign it as
applicant’s attorney. See 37 C.F.R. §2.17(b)(1)(ii).

Attomey email address required. Applicant’s attorney must provide his or her email address for the record. 37 C.F.R. §2.32(2)4).
RESPONSE GUIDELINES

For this application to proceed, applicant must explicitly address each refusal and/or requirement in this Office action. For a refusal, applicant may



provide written arguments and evidence against the refusal, and may have other response options if specified above. For a requirement, applicant should
set forth the changes or statements. Please see “Rasponding 1o Office Actions” and the informational video “Response to Oifice Action” for more
information and tips on responding

How to respond. {ick {0 file a response o this ponfinal Office action,

/Ryan Ciancy/
Trademark Attomey
Law Office 116
571-270-3721

ryan.cianci@uspto. gov

RESPONSE GUIDANCE
e Missing the response deadline to this letter will cause the application to ghandon. A response or notice of appeal must be received by
the USPTO before midnightEastem Time of the last day of the response period. TEAS and ESTTA maimtenance or wsireseen CHCUNRIANCES
could affect an applicant’s ability to timely respond.

 are not accepted and can cause the application to abandon

o Ifneeded, find gomsact dormation for the supervisor of the office or unit listed in the signature block.
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From Wikipedia. the free encyctopedia

For other uses, see Asia (disamb:guation)

Asia (/e138 | { w lister)) is Earth's fargest and most populous continent. located primariiy in the Eastern and Narthem Hemispheres. |t shares the continental landmass of Eurasia with the cantinent of Eurcpe and the
contingntal landmass of Afro-Eurasia with both Eurape and Africa. Asia covers an area of 44.579.000 squars kilometres (17.212.000 sq mij. about 30% of Earth's total lana area and 8 7% of the Earth's total surface arza. The
continent, which as long been home to the majority of he human pepulation.'*! was the site of many of ine first civilizations. Asia is notable for not only its overall large size and population, bul alsa dense and large
seftiements. as well as vast barely pepulated regions, Iis 4.5 billion peopie (as of June 2019) constituie roughly 60% of the world's populalion, more than ail other coniinents combined, &

In general 1erms, Asia is boundad on the east by the Pacific Ocean. on the south by the indian Ocaan, and on the norh by the Afctic Ocean. The bordsr of Asia with Europe is a histarical and cLitural construct, as there is no
clear physical and geographical separation between them. It is somewhat arbitrary and has moved since its first conception in classical antiquity. The division of Eurasia into two continents reflects East-\ves: cultural, linguistic.,
and etnnic differences, seme of which vary an a spectrum rather than with a sharp dividing line. The most commonly accepted boundaries place Asia to Ihe east of the Strez Canal separating it from Africa; and 10 the east of
the Tyrkish Straits. the Ural Mountains ang Ural River, and 1o the south of the Caucasus Mountaing and the Caspian ang Black Seas, separating it from Europe.

China and India aternated in being he largest economies inthe world from 110 1800 CE. Ching was a major ecenomic poveer and altracted many o the east S *1% and for many the legendary wealth and prosperity of the
ancient culture of India peEsomﬁed AS\B“’H] a“rac(lng EUfOpean commerce. e)(plora“o" and colonialism. The accidental GISCDVefy of a trans-Atlantic route from Eufﬂpe to America Dy Columbus while in search for a route 10

Indfa demonstraies this deep fascination. The Silk Road became the mam easi-west frading route in the Asian hinteriands while the Straits of kialacca sloed as a major sea route. Asia has exhibiled economic dynamism
i3

(particularly East Asia) as well as robust population growth during the 20ih century, but overall papulation growth has since fallen [*% Asia was the birthplace of most of the world's mainstream religions including Hinduism Area
Zoroaststantst, Judaism. Jamism, Buddhism, Confucianism. Taoism. Christianity, Islam, Sikhism. as well as many other religions.
Given its size and diversity. the concept of Asia—a name dating back to classical antiquity—may actisally have more to do with human geography than physical geography (9957 12924 A2 yaries greatly across and witnin it FoPUlation
reglons with regard to ethnic graups. cutiures, environments. economics. historical ties and government systems. It alsa has a mix of many different ciimates ranging flom the equatorial south via the Not desert in the fiddie .
East. temperate areas in the east and the continental centre to vast subarctic and polar areas in Siberia. ::::;;"0"
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