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NONFINAL OFFICE ACTION

International Registration No. 1557153

Notice of Provisional Full Refusal

Deadline for responding. The USPTO must receive applicant’s response within six months of the “date on which the notification was sent to
WIPO (mailing date)” located on the WIPO cover letter, or the U.S. application will be abandoned (see htips://wenw. gspto. govitraderarks-
spplication-procesy/abandoned- appieations for information on abandonment). To confirm the mailing date, go to the USPTO’s Trademnark Status and
Docurent Retrieval (TSDR) database at ftins//tsdr.uspto.zov, select “US Serial, Registration, or Reference No.,” enter the U.S. application serial
nurrber in the blank text box, and click on “Docurrents.” The mailing date used to calculate the response deadline i the “Create/Mail Date” of the “IB-
1rst Refusal Note.”

Respond to this Office action using the USPTO’s Trademark Electronic Application System (TEAS). A link to the appropriate TEAS response form
appears at the end of this Office action.

Discussion of provisional full refusal. This is a provisional full refusal of the request for extension of protection to the United States of the
mternational registration, known in the United States as a U.S. application based on Trademark Act Section 66(a). See 15 U.S.C. §§1141f{a),
1141h(c).

The referenced application has been reviewed by the assigned trademark examining attorney. Applicant must respond timely and conpletely to the
issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711, 718.03.

SEARCH RESULTS

The trademark examining attorney searched the USPTO database of registered and pending marks and found no conflicting marks that would bar
registration under Trademark Act Section 2(d). 15 U.S.C. §1052(d); TMEP §704.02.

SUMMARY OF ISSUES:

e Identification of Goods
e E-mail Address Requirerrent



e U.S Attorney Requirement

IDENTIFICATION OF GOODS

The wording “cases and pouches made of leather for stationery; cases and pouches made of imitation leather for stationery” in the identification of goods
must be clarified by indicating that the pouches are specifically adapted for statiorery, if accurate. Applicant must amend the identification by listing each
item specifically or by its generic or common commercial name. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.

Applicant should note the suggestions and/or explanations m bold in the proposed identification below.

The international classification of goods and/or services in applications filed under Trademark Act Section 66(a) cannot be changed from the
classification the International Bureau of the World Intellectual Property Organization assigned to these goods and/or services in the corresponding
mternational registration. 37 C.F.R. §2.85(d); TMEP §1401.03(d). Therefore, any modification to the identification must identify goods and/or services
in the classes specified in the application for such goods and/or services. See TMEP §1904.02(c)(ii).

The applicant is strongly urged to consult the USPTO’s online searchable I/.5. dicentabie fdentification of Goods and Services ongd for
assistance with identifying and classifying goods and services in this trademark application. See TMEP §1402.04

The following substitute wording is suggested, if accurate:

International Class 016

Writing nstruments; stationery folders made of leather; stationery folders made of imitation leather; cases and pouches made of leather specially
adapted for stationery; cases and pouches made of imitation leather specially adapted for stationery; notebooks made of leather; notebooks made of
imitation leather

For assistance with identifying and classifying goods and services in trademark applications, please see the USPTO’s online searchable {/.5 Acceniabie
Idemification of Goods aud Sevvices Mol See TMEP §1402.04.

Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those originally temized in the application or as
acceptably narrowed. See 37 C.F.R. §2.71(a); TMEP §§1402.06, 1904.02(c)(iv). Applicant may clarify or limit the identification by mserting
qualifying language or deleting items to result ina more specific identification; however, applicant may not substitute different goods and/or services or
add goods and/or services not found or enconpassed by those in the original apphcahon or as acceptably narrowed. See TMEP §1402.06(a)-(b). The
scope of the goods and/or services sets the outer limit for any changes to the identification and is generally determined by the ordinary meaning of the

wording i the dentification. TMEP §§1402.06(b), 1402.07(a)-(b). Any acceptable changes to the goods and/or services will further fimit scope, and
once goods and/or services are deleted, they are not permitted to be reinserted. TMEP §1402.07(e). Additionally, for applications filed under
Trademark Act Section 66(a), the scope of the identification for purposes of permissible amendments is imited by the international class assigned by the
International Bureau of the World Intellectual Property Organization (International Bureau); and the classification of goods and/or services may not be
changed from that assigned by the International Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Further, in a multiple-class Section
606(a) application, classes may not be added or goods and/or services transferred from one existing class to another. 37 C.F.R. §2.85(d); TMEP
§1401.03(d).

E-MAIL ADDRESS REQUIRED

Applicant must provide applicant’s enmil address, which is a requirement for a complete application. See 37 C.F.R. §2.32(a)(2); Adusadatory
flecrronic Filing & Specimen Reguirements, Examination Gude 1-20, at ITILA. (Rev. Feb. 2020). Applicant’s email address cannot be identical to
the listed primary correspondence email address of any attorney retained to represent applicant in this application. See Examination Guide 1-20, at
LA

U.S. ATTORNEY REQUIREMENT

Applicant must be represented by a U.S.-licensed attorney to respond to or appeal the provisional refusal. An applicant whose domicile i
located outside of the United States or its territories i foreign-domiciled and must be represented by an attomey who is an active member in good
standing of the bar of the highest court of a U.S. state or territory. 37 C.F.R. §§2.11(a), 11.14; Requirement of U.S.-Licensed Attorney for Foreign-
Domiciled Trademark Applicants & Registrants, Examination Guide 4-19, at L A. (Rev. Sept. 2019). An individual applicant’s domicile is the place a
person resides and mtends to be the person’s principal home. 37 C.F.R. §2.2(0); Examination Guide 4-19, at LA. A juristic entity’s domicile is the
principal place of business; i.e., headquarters, where a juristic entity applicant’s senior executives or officers ordinarily direct and control the entity’s
activities. 37 C.F.R. §2.2(o); Examination Guide 4-19, at I.A. Because applicant is foreign-domiciled, applicant must appoint such a U.S.-licensed
attormey qualified to practice under 37 C.F.R. §11.14 as its representative before the application may proceed to registration. 37 C.F.R. §2.11(a). See
Hiring a U.S.-licensed trademark attorney at b /vy usptc. soviraderhs- getting stadedvhy-here-private- tradercads - attoriey for more
information.




Only a U.S.-licensed attorney can take action on an application on behalf of a foreign-domiciled applicant. 37 C.F.R. §2.11(a). Accordingly, the
USPTO will not communicate further with applicant about the application beyond this Office action or permit applicant to make future submissions in this
application.

To appoint or designate a U.S.-licensed attomey. To appomt an attorney, applicant should submit a completed Trademark Electronic Application
System (TEAS) Change Address or Representation form at fitps;//teas.uapto. goviwna/icer/car. The newly-appointed attormey must submit a TEAS
Response to Examining Attorney Office Action form at fips://izas. sapio. oov/office/raa/ indicating that an appointment of attorney has been made and
address all other refusals or requirerrents in this action, if any. Alternatively, if applicant retains an attorney before filing the response, the attormey can
respond to this Office action by using the appropriate TEAS response formand provide his or her attorney nformation in the form and sign it as
applicant’s attorney. See 37 C.F.R. §2.17(b)(1)(i).

Although the tradermark examining attormey cannot provide legal advice or statements about applicant’s rights, the trademark examining attormey can
provide applicant’s attormey with additional explanation about the refisal(s) and/or requirement(s) m this Office action. See TMEP §§705.02, 709.06.

Ifapplicant’s attorney’s has questions about this Office action, please telephone the assigned trademark examining attorney.

How to respond. Lok o 8o 2 yesponse to (s poofined Office action

/BEvelyn Bradley/

Evelyn Bradley
Trademark Examiner

Law Office 104
(571)272-9292
evelyn.bradley@uspto.gov

RESPONSE GUIDANCE

e Missing the response deadline to this letter will cause the application to zbangdon. A response or notice of appeal must be received by
the USPTO before midnightEasterm Time of the last day of the response period. TEAS and ESTTAmamtenance or ynfiresesn cHCEmstances
could affect an applicant’s ability to timely respond.

o Hesponses signed by an unasthorized party are not accepted and can cause the application to shandon. If applicant doesnot have an
attorney, the response must be signed by the mdividual applicant, all joint applicants, or someone with kil avthorty 0 bind 2 nestic appheant. 1If
applicant has an attorney, the response must be signed by the attorney.

P52

e Ifneeded, find gontast information for the supervisor of the office or unit listed in the signature block.



