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This replaces the previous provisional refusal dated 28 January 2021 which
gave an incorrect date to reply.

Intl Reg No: WO0000001536751
Mark: HYALU CALM

Holder: LABORATOIRES VIVACY
Class(es): 3,5

Notification Of A Provisional Total Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods and services of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipo. gov.ukftmiorms and return it to this office within two
months of the date of this letter. This period cannot be extended, except in the
circumstances described below. The holder should note that failure to file a TM8
will result in the provisional refusal being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at jpg gov. uk/imiorms

The TM8 should be received on or before 29 March 2021 unless a cooling off
period is entered into by the parties.

The holder of the International Registration must provide us with an address for
correspondence in the United Kingdom, (which for the purpose of the Act

Intellectual Property Office is an operating name of the Patent Office
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includes the Isle of Man, the Channel Islands and Gibraltar) on a form TM33
‘Appointment or change of agent or contact address’, which is available at
o gov. ukfimicrms within this two month period.

If one is not provided within this time the refusal will be made final.

Claire Woodman

Trade Marks Registry
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;T;‘ade mark information

Name YAaLL Filing date

Filing number 1440088 Registration date 1371272047

Rasis iR { Search on WIPD Expiry date 1341242027
database } Designation date 1341242017

Date of receipt 2870672018 Filing tanguage Erench

Type Waord Sacond tanguags ttalian

Nazture individual Application reference SITSII60

Nice classes 3, 5, 3% { Nice Classification }

Opposition pending

Vienna Classdication
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Intellectual
Property
Office

Form TM7
Notice of opposition and statement of grounds

Fee / £100 Opposition based on Section 5(1) and/or 5(2) ONLY

£200 Opposition based on, or including, any other grounds
Note: If you wish to oppose under Section 5(1) and/or 5(2) and one or more other grounds, the fee will be £200

Use this form to notify of an opposition to a trade mark application or international registration and to set out the
grounds on which you are basing this opposition.

Do not use this form if you wish to file a Fast Track opposition under Section 5(1) and/or 5(2): use Form TM7F.

1. Trade mark number
Number of the trade mark you are opposing. If the IR00001536751
opposition concerns an International Registration,
help us identify the correct trade mark by adding “IR”

2. Full name of applicant/holder

Whose trade mark you are opposing LABORATOIRES VIVACY
3. Full name of opponent
SOFAR SWISS SA
Address
If the address is not within the United Kingdom, Via Nassa 3

European Economic Area (EEA — which includes
the European Union) or the Channel Islands you
must have a representative in one of these regions Lugano
and complete section 4 below

PLEASE NOTE: Publication of name and address and other Switzerland
information you provide. We publish the owner’s name and
address and other information you provide in our searchable
records. You should provide a business or PO Box address if Postcode CH-6900
you do not want your home address published.

I understand that name and address details and other
information 1 provide will be published. []

ADDITIONAL INFORMATION: /t will no longer be possible for two (or more) parties to jointly oppose a trade mark based on earlier marks/rights that they each
own, unless the parties jointly own the relevant earlier marks/rights. Separate oppositions will now be required. See section 38(2A) of the Act.

Email address
Complete if you have no representative and would
like us to correspond with you by email

4. Representative name

If you have no representative, go to section 5. Hoffmann Eitle PartmbB
Address
The address provided in this section must be 13-15 Bouverie Street

in the UK, European Economic Area (EEA)
or the Channel Islands.

London
NOTE: We will communicate with the . .
representative if this section has been United Kingdom
completed.

Postcode EC4Y 8DP

Intellectual Property Office is an operating name of the Patent Office REVOCT20 TM7



Email address
Complete if you would like us to correspond with you
by email

dlewis@hoffmanneitle.com

Related proceedings IPO Registry UK Courts EUIPO
If applicable, select location of any related

proceedings and enter the case number allocated

to the proceedings. Number

Opposition notification date
If you have informed the applicant/holder of an
intention to oppose the trade mark application,

designation — enter the date you notified them.
[**See Note]

*Note: An opposition:launched: without giving the applicant or:holder a reasonable opportunity: o withdraw the application; international

designation or amendment may result in the opponent being ineligible for an award:of costs.

Declaration | believe that the facts stated in this form and the attached
statement of grounds are true.

Signature I Locats

Name DEBRA LEWIS

(BLOCK CAPITALS)

D

ate 14 January 2021

Your reference

Complete if you would like us to quote this in E1011314

communications with you, otherwise leave blank.

Contact details .

Name, daytime telephone number of the Debra Lewis

person to contact in case of query. Apollonia Werner
+44 207 4270200
+49 89 924090

Number of sheets attached to this form 5

Checklist

Please make sure you have remembered to:

Sigh and date the form

Email your form to us:

Send your form, saved as a PDF to:
forma@incgnvuk
For help saving your form as a PDF see;

oionerheniice

If you cannot email your form, post to:

Intellectual Property Office
Trade Marks Registry
Concept House

Cargdiff Road

Newport

South Wales

NP10 8QQ

REV OCT 20
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Please tick on what grounds you are opposing the trade mark and continue to the relevant section(s)

v

Opposition is based on Sections 5(1) or 5(2): The trade mark is either identical or similar to an earlier
trade mark and is to be registered for identical and/or similar goods and services.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the earlier trade mark.

> COMPLETE SECTION A

Opposition is based on Section 5(3): The trade mark is either identical or similar to an earlier trade mark
which has a reputation. Using the later mark would take unfair advantage of, or be detrimental to, the
distinctive character or reputation of the earlier mark.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the earlier trade mark.
Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION B

Opposition is based on Section 5(4)(a): Where the use of the applicant’s trade mark would be contrary to
law, in particular, the law of passing off.

Note: Opposition on these grounds must be made by the ‘proprietor’ (owner) of the earlier right. Ticking
this box means that the total fee for this form is £200.

> COMPLETE SECTION C

Opposition is based on Section 3: The trade mark is excluded from registration because it describes the
goods/services, or is not distinctive, or consists of signs that are customary within the trade, or the ap-
plication was made in bad faith.

Note: Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION D

Opposition is based on other grounds.

Note: Ticking this box means that the total fee for this form is £200.

> COMPLETE SECTION E

REVOCT20 TM7



SECTION A: Opposition is based on sections 5(1) or 5(2) of the Trade Marks Act on the basis of an earlier
registered or pending mark.

Please tick the relevant section(s) that apply.

5(1) It is identical with an earlier mark and for identical goods or services as the earlier mark

5(2)(a) It is identical with an earlier mark and for similar goods or services as the earlier mark.

/ 5(2)(b) It is similar to an earlier mark and for identical or similar goods or services as the earlier mark.

You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

ABOUT THE EARLIER TRADE MARK

Trade mark number
Your trade mark

IR00001410088

Type of mark

Please tick

UK

EUTM

International

Representation of your trade mark

Enter your trade mark in the space provided - use a continuation sheet if necessary.

YALU

REV OCT 20
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Q1.

Which goods or services covered by the earlier trade mark are relied upon for the opposition?

All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

Q2. STATEMENT OF USE - Was the registration or protection process for the earlier trade mark completed
5 years or more before the application date (or priority date, if applicable) of the application or
international registration you wish to oppose?

Yes v/ | No>GoToQ4
Q3. Has the trade mark been used in the 5-year period ending on the date of application (or priority date,
if applicable) of the opposed mark?
Yes No > GO TO Q3b
Q3a. For which of the goods and services listed at Q1 is trade mark use being claimed?
All goods and services
Some goods and services (please specify below, use a continuation sheet if necessary)
> GO TO Q4.

REVOCT20 TM7




Q3b. Please state any proper reasons for non-use.

DETAILS OF THE TRADE MARK YOU ARE OPPOSING

Q4. Which goods or services in the application that you are opposing do you claim are identical or similar
to those covered by the earlier mark which you have listed at Q1?

/ All goods and services

Some goods and services (please specify below, use a continuation sheet if necessary)

Q5. Use this space to supply any further information about why you consider there is a likelihood of
confusion and for example why you consider the respective marks or goods and/or services to
be similar.

All of the goods of the opposed mark are identical to those of the earlier mark.

The opposed mark HYALU CALM relates to dermatological, skin care and cosmetic products. In such a context
the word "calm” is not distinctive as it indicates that the products are for calming irritated skin. The word "hyalu"
does not have a meaning in English and also appears at the beginning of the mark, both of these factors
indicating that the distinctive and dominant part of the mark is "HYALU". The customers for such products are
likely to be the general public and they are likely to pay no more than average attention to the purchase of such
products. The dominant and distinctive part of the mark "HYALU" is phonetically very similar to the earlier mark
YALU, the only difference being a slight "H" sound at the beginning of the word, if indeed this letter is
pronounced at all, as the "H" is silent in many English words and is not pronounced in others in many regions.
Furthermore, the marks are visually very similar as the marks only differ by the addition of the letter "H" in the
opposed mark. Conceptually, neither mark has meaning in English and therefore exhibit no conceptual
differences. Due to the strong visual and phonetic similarities between the respective marks and the identical
nature of their respective goods, there exists a likelihood of confusion.

REVOCT20 TM7




Fees and payment

We will only process the form with this section completed {one form per payment)

To check the correct fee for this form, search on GOV LIS for “trade mark forms and fesy’

Total Fee Paying (£) 100

Your own reference (Optional) E1011314

Your contact details should we have a query

Name

Email

Phone

Debra Lewis/Martina Selvadurai

dlewis@hoffmanneitle.com; mselvadurai@hoffmanneitle.com

+44 207 4270200

How would you like to pay?

Tick one

Using a debit or credit card - you will need the internet to pay by card

a Go to our secure website — hittps:/ffasslpogovukioay
e Enter your name, email address and total amount to pay from above
As proof of payment, write below the 16-digit reference number displayed from the

online payment screen.
DO NOT write your debit/credit card number

Deduct from IPO deposit account
IPO deposit account number

D02656

Cheque — make payable to ‘Intellectual Property Office’

Bank transfer

Reference — use your IPO deposit account number if you have one or an
application number or your name if you don’t.

Use the following bank account details

Sort code 20-18-23

Account number 80531766

Account name Intellectual Property Office
SWIFT code BARCGB22

IBAN number GB92 BARC 2018 2380 5317 66

REV OCT 20
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