Concept House
Cardiff Road, Newport

NP10 80Q
intellectual I
T +44(0) 30 0300 2000
?raperty F o 444 (0) 16 3081 7777
Office
World Intellectual Property Your Reference:
Organisation (WIPQ) International Registration No:
International Bureau WOO0000001579478
34, Chemin des Colombettes Examiner: Claire Woodman
1211 Geneva 20 Direct Telephone: +44(0)1633814566
Switzerland Date: 27 May 2021

Intl Reg No: WOO0000001579478
Mark: (Figurative)

Holder: Hastens Sangar AB
Class(es): 20, 24, 25

Notification Of A Provisional Partial Refusal Of Protection Based On An
Opposition By The United Kingdom Intellectual Property Office In
Accordance With Article 5 Of The Madrid Protocol

| am writing to inform you that following receipt of an opposition to the above
trade mark, it is necessary to issue this formal provisional refusal letter. This
provisional refusal covers all of the goods in class 25 of the International
Registration.

Please find attached a copy of the TM7 ‘Notice of Opposition’, which includes
details of any marks referred to in the statement of case, which was received by
the United Kingdom Trade Mark Registry. Copies of these documents have been
sent to the holder informing them of this provisional refusal.

If the holder of the International Registration wishes to file a counterstatement,
they must complete the form TM8 ‘Notice of defence and counterstatement’,
which is available at ipo.gov.uk/imfarms and return it to this office within two
months of the date of this letter. This period cannot be extended, except in the
circumstances described below. The holder should note that failure to file a TM8
will result in the provisional refusal being upheld.

If both parties to this dispute wish to negotiate and want to enter a ‘cooling off
period’ then the time for filing the TM8 can be extended for a further seven
months by the filing the form TM9c ‘Request for a cooling off period, which is
available at igo.gov. ukfdmiorms

The TM8 should be received on or before 27 July 2021 above unless a cooling
off period is entered into by the parties.

The holder of the International Registration must provide us with an address for

correspondence in the United Kingdom, (which for the purpose of the Act
includes the Isle of Man, the Channel Islands and Gibraltar) on a form TM33

Intellectual Property Office is an operating name of the Patent Office v g aiine



‘Appointment or change of agent or contact address’, which is available at
o gov ukfimicrms within this two month period.

If one is not provided within this time, the international registration will be treated
as withdrawn in whole or part.

Claire Woodman

Trade Marks Registry



Date: 12 May 2021

Cur Ref: KA/O13305GBG0

intelieciual Property Office
Concept House

Cardiff Road

Mewport

Bouth Wales

NEID BOG

BY EMAIL: tribunalsection

NO OF PAGES: 12 in total
OPPOSITION DEADLINE 13 MAY 2811

Dear Sirs

UK Designation of IR Number 1579478 Horse [Jogo] in Classes 20, 24 and 28 in the
name of Histens SEagar AB
Opposition thereto by MUSTANG - Beldcidungswerke GmbH + Co. KG

Please find attached the following documents in order to oppose the UK designation of IR
Mumber 1579478 Horse [logo] in Class 25,

i.  Form TM7 and Statement of Grounds.
2. Fee shest for £100.00.
Please note that | am sending the documents by cmail onldy.

1 look forward to receiving confirmaiion that the opposition has been processed.

Yours faithfully

Katy Adams

Chartered Trade Mark Atiomey
Groom Wilkes & Wright LLP
Ene
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Motios of opposition and stalement of grounas

Fes

£108
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E308

Opposition based on Section §{1) andfor 5(3) ONLY

Coposiion bosed on, or ncluding, any other grounds

Mot F pow wish o sopose undsr Seclion §78) anclbr 31 s ang or mane offer grounds, e fee wilf e £300

LUss this form o notify of sn opposition to 8 treds mark spplicetion oF intemations! registration and o set out the

arods on which vou are basing ths opposition,

S@ not uss ﬁi%ﬁ% form § vou wish o file & Fast Track opposition snder Section S{1) sndfor 531 vse Formm TMTR

N

Trade mark number

Mumber of he irsde mark pou ars apposing, Fihe
opposiion concems & nferneBional Registration,
fradyy us Sdendity the sormrect trade mark by sdiding “IRC

IR 1570478

Full name of applicantiholder
Wehvese irade mark you ars apposing

Addrsss
H e soltbrons is nod within the Unlled Kingdom,
Eurcpean Boonomic Arss (EEA ~ which inchudes
e Eunspean Undon} or e Channet islands you
rrasst ey B represanistive i one of these replons
ared complale saciion 4 below

| PLEASE NOTE:

informadion you provids. W muahish S ovner's seowe ang
Ui and offter Infomaiion pow vbedne i Qoo aeehatils
ooy You shonie geovitle & Rusiiess o SO Sox sddese ¥
boopen oo snod e powr by sotbess pubished

§ ymgiprstand Siaf srme snd soohwes defallys s other

oy of agene anef sefdeas aog oy

RarblKure-Birals 4481

Schwabisch Hall

| (Garmany

Emall sddrsss
Complale ¥ you have no represenistive and would
e us b oorrespond wilh vou by amei

5

Reprosentstive nams
i youd have no repmstrialive, goto seclion &

Addrass _

The stidress providd B this seclion must be
i the LK Buropesn Soonpmss Aves (EE8¢
oy the Channe! iniands.

| NOTE! W i Sominunises with e
| regreseniative § IS sectien hes beaw
| compad {

Groom Witkes & Wright LLP

3
3

The Hay Bem, Upton Bnd Farm Business Park,

Meppershall Road, Shifington, Hitchin,

Hertfordshire

................................................................. e
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infod@ pwedrademarks com

8. RO Registry Ui Courls EUIPO
Numbser
g Opposifon noiification dats
# you have informed e appticanifhoider of an i
irdaniion o opposs the ede mek spplicstion, Bt
dasignalion ~ arder Hie dete you nolified tham,
{"Bos Nole}
ot An opposifion fsunehad withou! gheing the appdicent o holder 2 rsasonsile appoiurdly o withdrsy B applicelion, ntermations
gesignalion or smerdmant may resull in He spponent being elipbie for s o of oosls.
. Daclaration ! beliove thal the fols stated in this form and the aitsched
staloment of grounds are e,
£ N ) [P W O e i i T e
Signature Carnon WD LU }e- ok LA
. B
Kame GROOM WILKES & WRIGHT LLP
{BLOCK CARITALS)
Pate
. 12 May 2021
§ Yourssfermmee T m———

omndede B vouw would Be s 1o guots Bis s KA 5300GELN

sormunionlions with vou, stherwiss laawe bank,

GCantact debslls
Mame, daylime nlophons nember of the

porson fs sonteed 3 oese of quesy {1482 T14300

] e oud a bt e satEansaneasd Siater ¥ o
Rhemihay of shosly atisched o Hhis fomm § e N
IR
%i R

Checklist
Please maks sire you have remembered by

\ Sign and date e form

Emall voe form o uss i yvou cannot emall vour form, post i
Send vour form, saved as s PDF o intellactual Property Office
formeding.aovak ' Trads Marks Registry
For halp saving vour form as g POF ses:; Gancept House
i A% PO ieationahows Caniif Roag
to-flaede Mawport

South Walss
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Floase tick on what grounds you ars opposing the trade mark and continee to the ralevant sectfon{s)

v

“““““““““““

Opposiion is based on Seclions 51} or H28) The rade merk is sithsr Mentical or similar fo an sarlier
frade mark and is to be registersd for identical andior similer goods and ssrvicss.

Note: Qpposition on thees grounds must be made by the proprister’ {ownen) of the sarfer frads mark,

> COMPLETE BECTION A

Ooposition ks based on Seclion (31 The Irade mark is sither identicsl or similar 1o sn esrlisr trade mak
which has @ repudation. Using the later mark would tehe unielr sdveniags of, or be detrimenial fo, the
distinclive charscler or repuistion of the sarlier matk,

MNote: Opposltion on thass grounds must be made by the ‘oroprietor (owner) of the salier trade mark.
Ticking this box means thet the tolal fee for ihis foan is £200

> COMPLETE BECTION 8

Opposition s based on Seclion Si4)a) Where the use of the applicant’s trade mark would be contrarny to
iz, in particular, the law of passing off,

Hote: Opposifion an thess grounds must be mads by the ‘propdeter” {owner) of the serlier fight. Ticking
this box mesns ihat the olal fee for this form is 2300

> DOMPLETE BECTIONC

Ceposition is bassd on Section 3 The irsds mark is sxsluded from regisiralion becsuss ¥ describes the
goodsfasnicss, or is not distinetive, or consials of signs that are customarny within the irede, or the ap-
plication was mads v bad falth,

Mote: Ticking this box means hal the folal fes for this form s £200.

> COMPLETE SECTION D

Ooposition is besed on other grounds.

Mote: Ticking this box mesns that the iotel fes for this form is £200,

» COMPLETE BECTIONE

SIEN S NS S ST A
REVOOT 30 HEOH

7 %
[



SECTION & Opposlon is based on sections §{1) or §{2) of the Trade Merks Act on s basls of an sarlier
registered or pending mark

Fleass Hok the r&iwmﬁ: sactionis] that apply

5{1} # is identical with an ﬂari:er mark and for identical goods or services as the earilm !T'h:ik

5 5{2 {=} i is identics] with an aarfier mark and for similar goods or services as the eariisr mark,

J 5{2Mby itis similar to an sarher mark and for identical or similar goods or services 35 the sarlier mark,

You mugl uss & sopsval shool for sach carfier mark, $0 copy s shes! ax many Fimes as you need.

ABOUT THE BARLIER TRADE MARK

Trade mark numbsyr
Your ats mank 387382

E?;g?;ggkmark UK w‘{ EUTM internationsl

Reprasontation of yowr frads mark
by your rade mark in e space provided - wee & confivuaton shest ¥ neosssany.

| Plonse ses the siisched printot fom the BU 10 detabase.




@, Which goods or servicss covered by the sarfler rade mark are reliad upon for the opposition?

All goods and ssrvices

wf[ Some goods and SRIVICES (please specily helow use g continuation shest I necessany

Al guads in Class 28

22, STATEMENT OF USE - Was the ragistration or protection process for the aarller trade merk completed
§ vosrs or mors belors the appliostion dabs {or priosity dats, ¥ applicable) of the spolication or
nternstions! ragistration you wish io oppone?

J Yes N » 50 TO 04

3. Hay the trads mark been used In the Syser period snding on the date of spplication {or priorlly date,
¥ appilcablel of the opposed mark?

o | ves No > 5O TO G3b

2%z, Porwhich of the goods and services Heted ot 431 Is trade mark use helng clalmed?

J Al goode and services

Some gonds and 3enices ininese sosclly byisw, uoe & soniinustion shest § secssswry)

> GO TR

SRS LT SR TRAT
REVOOT I8 TW



43, Plesse sisle any proper reasons for non-uss,

DETALE OF THE TRAE?E ?ﬁ.&ﬁﬁ YR ARE QPPOSING

£34. Yhich goods or services In the appiication thatl you are opgposing do you clabm are idention! or shmiler

ic those covered by the earfier mark which vou hove listed 81 G1%

Al goords and services

wfy Some goods and servizes (plesse spaofy befow. use g continuation sheat i necessany!

Al goods in Class 25.

L35, Line this apace to supply any further information sbout why vou consider there is 2 lkelthood of
eonfusion and for sxample why you conslier the reaspectes marks or goods sndior servicss In
e shmifar,

Flease sae the altached siatement of grounds and In particulsr paragraphs 15
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THADE MARME ACT 1944

B THE BATTER OF

iy Clonses 38, 4 snd 38

in the nams of

Misteons Blingar AR

Andd

Onposition thersto by

MUSTANG - Bekisldungawarke GmbH + Co. K8

STATEMENT OF GROUNDS OF OFPOSITION

1. MUSTANG - Belkleldungswarke GmbM + Qo KG {the Opponent™} s the propristor of the
following Trade Mark Raglstration {"the Opponent’s Mark®l:

Gountry

B 57300 | 0901A087 | 10/ 1A008

D30VENE oorsads, sporiswaar,

clothing of lsather,
balts, shoes, foohwaar
for spovis, headgear,

Z. The Qpponent’s Mark has a fing date which predates the fiing date of the UK Designation of IR
Number 1878478 Horse Hogol in Classas 20, 34 and 28 in the name of Hislens S8ngar AR (he
Applicant's Mark™). As such, the Gpponent's Mark constilules an sarlier mark within the meaning
of Sechion 8{1} {a) of he Trads Marks Act 18984 {"the &),



*

Cysorn Wiy ¥ W W

nnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnnn

3. Ths Opponent's Mark consists of 8 Horse logo moving lowards the right. The Applicant’s Mark

also contging of 3 Horse fogol moving toweards tha rdght. Tha Opponent’s Mark Is referredicas a
Horse flogo] and so is the Applicant's:-Mark, The Opponent submils that the Applicant’s Mark is
visuglly very similer and phonstically snd conceplually identical andfor very similer o the
Opponant's Mark, -The Applicant’s Mark i likely o be viewsd by the averags consumesr a3 the
fame of 8 rangs of goods in Class 25 owned by, of sonnacled or associsted with, the Opponent.
On this basie; the Applicant’s Mark could serve to designate the same sourge of commencial
origin gs the Opponent's Mark.

This Opposition i directed sgainst all of the goods applied for in Class 25 by the Applicant, The
Cpposition is based on all of the goods v Class 28 coverad by the Opponsnt’s Mak, The
Applicant's Mark has boon fled in respect of the following goods:

Cless 238

Clothes, namely pylamas, night gowns and robas; foobvaar, namaly slippers and down sooks;
headwear, namely night caps and sleep masks.

Tha goods for which the Applicent's Mark has been filed in Glass 25 ars either identical andior
similar o the Dpoonant's goods in Closs 25 because the Opponant's goods cover the broad
terms clothing, foohwesr, and headgesr,

The close similarily between the Applicant’s Mark and the Opponents Mark and the ideniity
andfor similarly of the respactive goods in Class 28 covered by the marks is such that there
gxisis a high risk of confusion bebvean them, including 2 kelhood of associgtion. It is submitied
that If the Registrar Is 50 minded {0 not consider that diract confusion arizes, apolving the tesis in
L& Suger Limited v By Back Beat Ing, Case BL-OATEME, there would nevertheless at the very
ismet b indirest confusion belween ihe respective marks.  The Appleant's Mark therefore
coniravenss Ssclion S{2Xh) of the Act

Tha ralief claimed by the Opponent'is the refusal of the Applicant’s Mark in its entirely and an
award of cosis in thess procsedings.

%

SROOW WILKES & WRIGHT LLP
Representative for the Opponent
12 May 2021

ot



Fees and payment

We will ondy process the form with this ssotion complsted fone form per payment)

PR
P

T cheok the corect fes for this form, search on SIS tele mah

Total Fes Paying & 10000

Your own reforence {Optional HA/OTSI0BGE00

oot ey

Name  Kaly Adams

Emall nfogbgwawtrademarks com

Phons 1482 714300

H@w wauﬁi‘i Yo i%&é wmpsy*
Tiok oo

Using & dabif or oredl card ~ you will naad the infernet {o pay by card

o o our seours webslls - NGt anndae

¥ Erder your nams, small sddress and iotal amount o pay from sbovs

¢ As proof of payment, wiits below the 18-digh reference number disg
onling payment soreen.
DG NOT wilte vour debitorse cord number

gy

Daduct rom PO deposi sconunt

N
N
TRt

R dapostt account number

D4848

Cheous - make payable o ‘infellactust Froperty Offioe’

Hank transfer

Haforanos - uas vour PO deposit scoount number ¥you have onsor an
spplication number or your nams § you dom't.

Uze the bllowing bank sccount detalis

Bont sode 20-18-38

Aozount number 80831 Te8

Aonount nams Infefisciual Proparly Office
SWIFT onde BARGGE2R

AN nwmber GHES BARC 2018 2380 5317 88



Jessica Duthie

From: Forms

Sent: 13 May 2021 08:47

To: Trademark.Examination

Cc: ProcessedFeeBearingForms

Subject: FD 12.5.2021 OP000424402 TM7 FW: Deadline 19 May 2021 : UK Designation of

IR No. 1579478 Horse [logo] in Classes 20, 24 and 25 in the name of Héstens
Séngar AB / Opposition thereto by MUSTANG - Bekleidungswerke GmbH + Co. KG
Attachments: Scanned from a Xerox Multifunction Printer.pdf

Categories: Jessica

From: Katy Adams <kadams@gwwtrademarks.com>

Sent: 12 May 2021 14:41

To: Tribunalsection <Tribunalsection@ipo.gov.uk>; Forms <Forms@ipo.gov.uk>

Subject: Deadline 19 May 2021 : UK Designation of IR No. 1579478 Horse [logo] in Classes 20, 24 and 25 in the name
of Hastens Sangar AB / Opposition thereto by MUSTANG - Bekleidungswerke GmbH + Co. KG

Dear Sirs

Please see the attached letter, TM7, Statement of Grounds and fee sheet to oppose the United Kingdom designation
of IR Number 1579478 Horse [logo] in Class 25.

I look forward to receiving confirmation that the opposition has been processed.

Yours faithfully

Katy Adams

N A
Groom Wilkes & Wright LLP
The Haybarn'
Upton End Farm Business Park
Meppershall Road
Shillington, Hitchin
Hertfordshire, SG5 3PF

Teb: +44 01462 714 300 Fax: +44 1462 714 301
Email: info@gwwirademarks .com
Website: www.gwwirademarks.com

*Email confidentiality notice™™

This message is private and confidential. If you are not the intended recipient you are hergby nolifisd that any use,
copying or dissemination of this email is prohibited. If you have received this messags in error, please notily us and
then remove it from your system.

Groom Wilkes & Wright LLP is a limited liability partnership registered in England and Wales. Registered number: QC307192. Registered office:

The Straw Barns, Upton End Farm Business Park, Meppershall Road, Shillington, Hitchin, Herffordshire 8G5 3PF. Groom Wilkes & Wright LLP is
reguiated by the Intellectual Property Regulation Board.



