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NOTIFICATION OF PROVISIONAL REFUSAL
According to Madrid protocol, Rule 17(1)

L Date of the notification of provisional refusal: 29/11/2021
II. International registration Number: 1600886
II. Israeli trademark Number: 341251
IV. Reproduction of the mark:
FREE SHIFT
V. Name of the holder: SHIMANO INC.
VL Provisional refusal based on:
& ex officio examination
il an opposition
VIIL Provisional refusal for:
0| all the classes
O some of the classes:
VIII.  The application does not conform to the requirements of the Israeli trademarks law under

article/s: 8(a) & 11 (10), 11(9) (see text under XVI).
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IX. Grounds for refusal:

The mark is devoid of any distinctive character in relation to the claimed

goods/services.

The mark bears direct reference to the character/quality of the goods/services
claimed.

Free means "unobstructed; clear". SHIFT means "to change (gears), as in an
automobile”.

This indicates that the goods claimed are a mechanism used to change gears
that operates in an unobstructed manner.

Automatic shifting and start-mode mean no more clunky gear changes or
struggling to find a gear that is right for your effort level, based on your
speed and how fast you are pedalling it automatically selects the right gear.
Other traders should be able to use the word FREE SHIFT in relation to
goods or services similar to yours.

According to article 8(a) & 11 (10) of the trademark ordinance

The mark resembles in a way that is liable to create confusion with a prior
marks no. 157365, 157366 for similar or identical goods or services.

According to article 11(9) of the trademark ordinance - see details-under IX

X. If the applicant does not respond within the time limit (3 months of the issue date), a
secondary examination will be conducted, if no other grounds for refusal are raised at

that time :

M The international registration shall be considered abandoned in Israel.

[0 The goods/services protected in class/es _____ - won't include the items indicated
in this office action.

0 Class/es - will be omitted from the application.

0 The mark shall be accepted according to the stipulations stated above.

Agudat Sport Hapoel St., Malha Technological Garden, Eshel Building, Jerusalem, Israel 1
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XI. Information relating to an earlier registered mark/s :

Israeli Trademark number:
157365

Reproduction of the mark:

Filing date:

29/05/2002

Registration date:

02/06/2003

Name and address of the owner:

Nissan Jidosha Kabushiki Kaisha (also trading as Nissan
Motor Co., Ltd.)

No.2, Takara-cho, Kanagawa-ku, Yokohama-shi,
Kanagawa-ken, Japan

Name and address of representative (if available):
Reinhold Cohn and Partners

26a Habarzel St. Ramat Hahayal, P.O.B. 13239, Tel Aviv,
61131, Israel

List of all or relevant classes:
Class 12:

Ships/boats and their parts/fittings (other than "air cushion
vehicles"); air cushion vehicles; aircrafts and their
parts/fittings; railway rolling stock and their parts/fittings;
motor vehicles and their parts/fittings; motorcycles/bicycles
and their parts/fittings; baby carriages (prams); rickshaws;
sleighs; wheelbarrows (sack-barrows); carts; horse drawn
carriages; bicycle trailers; wheelchairs; cable transport
installations for cargo handling; car-dumpers; car-pushers;
car-pullers; tractors (traction engines); motor and engine for

Agudat Sport Hapoel St., Malha Technological Garden, Eshel Building, Jerusalem, Israel 1
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land vehicles (other than their parts); shafts/axles/spindles;
journals; shaft couplings/connectors; bearings; power
transmissions; shock absorbers; springs; braking apparatus;
alternating current motors/ direct current motors, for land
vehicles (other than their parts); adhesive rubber patches for
repairing tubes/tires; anti-theft devices for vehicles;
parachutes; all included in Class 12.

Israeli Trademark number:
157366

Reproduction of the mark:

Filing date:

29/05/2002

Registration date:

02/06/2003

Name and address of the owner:

Nissan Jidosha Kabushiki Kaisha (also trading as Nissan
Motor Co., Ltd.)

No.2, Takara-cho, Kanagawa-ku, Yokohama-shi,
Kanagawa-ken, Japan

Name and address of representative (if available):
Reinhold Cohn and Partners

26a Habarzel St. Ramat Hahayal, P.O.B. 13239, Tel Aviv,
61131, Israel

List of all or relevant classes:
Class 37:

General building construction; dredging; general civil
engineering; road paving; masonry; glazing (glasswork);

Agudat Sport Hapoel St., Malha Technological Garden, Eshel Building, Jerusalem, Israel 1
Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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steel construction; plastering; carpentry; tile/brick/block
laying; joinery; reinforcing; painting;
scaffolding/earthworks/concrete construction; interior
finishing; metal plating; building sealing/damp-proofing;
roofing; plumbing; machinery installation; drilling of wells;
electrical work; telecommunication work; building
insulating; operation of construction facilities; shipbuilding;
repair/maintenance of ships/boats, airplanes, repair of
bicycles, repair/maintenance of motor vehicles, brokerage
for repair/maintenance of motor vehicles,
repair/maintenance of rolling stock, motorcycles, chick
brooders, incubators for eggs, medical
apparatus/instruments, printing machines/bookbinding
machines, film projectors, photographic apparatus,
elevators (lifts), chemical machines/apparatus, fire alarms,
gasoline station equipment, glassware manufacturing
machines, mechanical parking installations, milk filters,
milking machines, dishwashers for industrial use, electric
washing machines for industrial use, fishing
machines/implements, metalworking machines and tools,
shoe machines, plowing machines/implements (other than
hand tools), cultivating machines, harvesting machines,
machines/implements for making fibrous agricultural aid
products, fodder presses, feed cutters, feed mixers, feed
mills, furnaces for industrial use, mineworking
machines/instruments, rubber processing machines,
sericultural machines/implements for silkworm egg
production or silkworm, vending machines (automatic
distribution machines), guns, water purifying machines,
lighting fixtures, food or beverage processing
machines/apparatus, office machines and equipment,
lumbering machines/instruments; wood/plywood working
machines/apparatus, textile machines/apparatus, divers'
apparatus, measuring apparatus/instruments, tobacco
processing machines, air-conditioning apparatus, burners,
boilers, pumps, freezers/freezing equipment, storage tanks,
electrical communication apparatus/instruments (other than
telephone sets, radio receivers, television receivers), repair
of telephones, radio receivers/television receivers,
repair/maintenance of computers (including central
processing units/programmed data carrying electronic
circuits or magnetic disks/other peripheral equipment),
electrical distribution or control machines/instruments,
generators, electric motors, painting machines, vehicle
washing installations, construction machines/apparatus,

Agudat Sport Hapoel St., Malha Technological Garden, Eshel Building, Jerusalem, Israel 1
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waste compacting machines, waste crushing/shredding
apparatus, pulping machines; papermaking machines; paper
processing machines, semi-conductor manufacturing
apparatus, machines/apparatus for beauty
salons/hairdressing salons, plastic processing machines,
packaging or wrapping machines, sewing machines, electric
machines/apparatus for general use, machines/instruments
for use in amusement parks/pleasure grounds, physical or
mechanical apparatus/instruments, sports equipment, toys
or dolls; furniture restoration, repair of umbrella/parasols,
repair/maintenance of gas hot water heaters, heaters, pots
and pans, musical instruments; repair of bags, safe
maintenance and repair, repair of shoes/boots,
installation/repair of locks, repair of toilet seats with
washing function, fishing tackle, repair/maintenance of
clocks/watches, sharpening of scissors/kitchen knives,
repair of billiards equipment, playground equipment,
ornaments, spectacles, repair/maintenance of bathtubs; fur
care/cleaning/repair, laundering, pressing of clothing, repair
of tatami mats; clothing repair, re-beating of cotton in
quilts/mattresses, chimney sweeping, cleaning of building
exterior surfaces, window cleaning, carpet/rug cleaning,
floor polishing, septic tank cleaning, storage tank cleaning,
road cleaning, bathtub/bath boiler cleaning, telephone
disinfecting, vermin exterminating (other than for
agriculture/forestry/horticulture); rental/leasing of vehicle
w

XI1I. Information relating to the identical or similar trade mark application/s :

XII.  Time limit for requesting review or appeal begins: 29/11/2021

Time limit for requesting review or appeal end: 28/02/2022

XIV.  Authority to which such request for review or appeal should be made:

Israeli Patent Office, Trademarks Department

1 Agudat Sport Hapoel St., Technological Garden, Eshel Building (No. 5),
Jerusalem, 9695101, Israel

Phone: 972-73-3927275, Fax: 972-2-6467026

E-mail: fradenzarks @justice.gov.al

Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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XV. Indications concerning the appointment of a representative:

In order to file a request for review or appeal, you will need to appoint a representative
domiciled in Israel.

B
o Dhppce B
e

Avyala Ido
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Definition

Marks eligible for
registration

Limitation to certain colors

The scope of registration

Marks ineligible for
registration

1.

9.

In this Ordinance -“Trademark” — means a mark used, or intended to be used, by a person

in relation to goods he manufactures or deals in;

(a) No mark is eligible for registration as a trademark unless it is adapted to distinguish the
goods of the proprietor of the mark from those of other persons (a mark so adapted being
hereinafter referred to as a “distinctive mark”).

(b) In determining whether a trademark is distinctive, the Registrar or the Court may, in
the case of a trademark in actual use, take into consideration the extent to which such use
has rendered such trademark in fact distinctive for goods in respect of which it is registered
or intended to be registered.

A trademark may be limited in whole or in part to one or more specified colors, and in such
a case the fact that it is so limited shall be taken into consideration by the Registrar or
Court having to decide as to the distinctive character of such trademark. If and so faras a
trademark is registered without limitation of color, it shall be deemed to be registered for all

colors.
(a) A trademark must be registered in respect of particular goods or classes of goods.

(b) Any question as to the class within which any goods fall shall be determined by the
Registrar, whose decision shall be final.

The following marks are not eligible for registration:

(1) A mark referring to some connection with the President of the State or his household or
to presidential patronage or a mark from which any such connection or patronage might be

inferred;

(2) Flags and emblems of the State or its institutions, flags and emblems of foreign states

or international organizations, and any mark resembling any of these;

(3) Public armorial bearings, official signs or seals used by any State to indicate control or
warranty, and any sign resembling any of these and any sign from which it might be
inferred that its proprietor enjoys the patronage of or supplies goods or renders services to
a head of State or a Government, unless it is proved to the Registrar that the proprietor of
the mark is entitled to use it;

(4) Marks in which the following words appear — “patent”, “patented”, “by royal letters i
patent”, “registered”, “registered design”, “copyright”, “to counterfeit this is forgery” or words
to like effect; ’

(5) Marks which are or may be injurious to public policy or morality;

(6) Marks likely to deceive the public, marks which contain false indications of origin and

marks which encourage unfair trade competition;

(6A) A mark containing a geographical marking in relation to goods that do not originate in
the geographical area indicated, or a geographical marking that could be misleading in
relation to the genuine geographical area of the origin of the goods;

TGS VIO IE,
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(6B) A mark containing a geographical marking that is verbally correct but contains a false
representation to the effect that the goods originate in another geographical area;

(7) Marks identical with or similar to emblems of exclusively religious significance;

(8) A mark on which the representation of a person appears, unless the consent of such
person has been obtained; in the case of the representation of a deceased person, the
Registrar shall request the consent of his survivors unless, in his opinion, reasonable
grounds exist for not doing so;

(9) A mark identical with one belonging to a different proprietor, which is already on the
register in respect of the same goods or description of goods, or so nearly resembling
such a mark as to be calculated to deceive;

(10) A mark consisting of numerals, letters or words which are in common use in trade, to
distinguish or describe goods or classes of goods or which bear direct reference to their
character and quality, unless the marks have a distinctive character within the meaning of
Section 8(b) or 9;

(11) A mark whose ordinary signification is geographical or a surname, unless represented
in a special manner or unless having a distinctive character within the meaning of Section
8(b) or 9;

(12) A mark that identifies wine or an alcoholic drink containing a geographical signification,
if the origin of the wine or alcoholic drink is not in that same geographical area;

(13) A mark that is identical to or resembles so as to deceive, a well-known mark even if it
is not a registered trademark, in relation to goods in respect of which the mark is well
known or in respect of goods of the same description;

(14) A mark that is identical to or resembles a well-known trademark that is a registered
trademark, and this even if it is in respect of goods that are not of the same description, if
the mark whose registration is being requested could indicate a connection between the
goods in respect of which the mark is required and the proprietor of the registered mark,
and the proprietor of the mark is liable to be adversely affected as a result of the use of the
requested mark.

Mark identical with name 12. The Registrar may refuse an application for registration of a trademark identical or
of other person resembling the name or business name of another person, or containing a name identical

or resembling as aforesaid, if the mark is likely to deceive the public or to cause unfair

competition.
Name or description of 13. Where a mark also contains a name or description of any goods, the Registrar may refuse
goods to register it in respect of other goods; but he may so register it if in actual use the mark

varies according to the goods for which it is used, and the applicant adds a note to such
effect on his application.

Registration of 14. (a) The Registrar may register a certification mark if he is satisfied that the proprietor of the
certification mark mark is competent to certify the characteristics to be designated by the mark.

(b) A certification mark is capable of registration even if it lacks distinctiveness as required
by Section 8(a).

Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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(c) A certification mark may only be transferred with the permission of the Registrar.

Registration of collective 15. (a) The Registrar may register a collective mark if he is satisfied that it is intended for use
mark by the members of the body of persons concerned and that such body has control over the
use of the mark by its members.

(b) For all purposes of this Ordinance, the use of a collective mark by a member of the
body shall be deemed to be the use thereof by such body, whether or not the body itself

uses or intends to use it.
(c) A collective mark may only be transferred with the permission of the Registrar.

Registration of marks 16. (a) Notwithstanding the provisions of Section 8-11, the Registrar shall not refuse to register
registered abroad atrademark that is registered as a trademark in its country of origin unless any of the
following apply —
Registration of the mark in Israel will infringe rights acquired in Israel by another person;
The mark lacks any dimension that gives it a distinctive characteristic; a trade mark will not
be disqualified for registration if it is distinct from the trademark registered in its country of
origin in respect of details that do not alter its distinctive characteristic and do not adversely
affect the identification of the registered mark in its country of origin. :
The mark consists exclusively of signs or indications which may serve in trade to designate
the kind, gquality, quantity place of origin, intended purpose, time of production or value of
the goods;
The mark is customary in current language or bona fide and established trade practices in
Israel;
The mark is contrary to public policy or to normality;
The mark is likely to deceive the public.

(b) “Country of origin”, in relation to a trademark whose registration is requested under this
Section — means a Member State in which the Applicant has an effective or serious

industrial or commercial establishment, and if he has no such establishment within the
territory of such State — a Member State in which he is domiciled, and if he does not have a
domicile within the territory of such State — the Member State of which he is a national. :

(c) Where the Registrar accepts for registration a mark which would not have been
registered but for the provisions of subsection (a), such fact shall be indicated in the
publication of the application and in the Register.

Application 17. Any person claiming to be the proprietor of a trademark being used by or intended to be
used by him and who wishes to register it, shall submit an application to that effect to the

Registrar in the prescribed manner.

Division of the application ~ 17A.
(a) A person who has submitted an application as stated in Section 17(a) in respect of

several classes of goods, may, as long as no trade mark in the subject matter of the
application has been registered under Section 26, apply to the Registrar for a division of
the application into separate applications, according to classes of the goods, in the
prescribed manner ( referred to in this section as — an application for division); the
Registrar having decided on such a division, that date of each of the applications that have
been so separated shall be the date on which the original application was submitted.

Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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(b) Where an application for division has been submitted, after publication of receipt of the
original application under Section 23, any objection submitted under Section 24 to
registration of the trademark that is the subject of the original application shall be deemed
to have been submitted in respect of each of the separated applications in so far as the
objection relates to it.

Powers of Registrar 18. (a) Subject to the provisions of this ordinance the Registrar may refuse an application or
accept it as it is or subject to conditions, amendments or modifications, or subject to such
limitations as he deems it proper to impose as to mode or place of use or otherwise.

(b) In relation to an application for registration of a trademark in respect of a number of
classes of goods, the Registrar may require its division into several applications, and the
date of submission of each of the applications so separated shall be the date of submission
of the application that was divided. '

19. Where the Registrar has refused an application his decision shall be subject to an appeal
to the District Court, and the Registrar shall be the Respondent in such an appeal.

Requirement disclaimer 21. (a) If a trademark contains matter common to the trade or otherwise of a non-distinctive i
character and it appears to the Registrar that the proprietor of the mark is not entitled to the
exclusive use of such matter or part thereof, he may, in deciding whether such trademark :
shall be entered or shall remain on the Register, as a condition there of require that the
proprietor disclaim any right to the exclusive use of such matter or make other such
disclaimer as he may deem necessary in order to define his rights under the registration.

(b) A disclaimer under this Section shall not affect any rights of the proprietor of the
trademark except such as arise out of the registration of the mark.

Objection 24. (a) Any person may within three months, from the date of the advertisement file with the
Registrar a notice of objection to registration of the trademark.
(al1) The following are the grounds for objection to registration of a trademark:
(1) There is due cause and by virtue thereof the Registrar is empowered under the
provisions of this ordinance to refuse the application for registration;
(2) The objector claims to be the proprietor of the mark.

(b) The aforesaid notice shall be given in the prescribed manner and shall set out therein
details of the grounds of the objection.

(c) The Registrar shall send a copy of the notice to the applicant.

(d) The applicant shall send to the Registrar, in the prescribed manner and within the
prescribed time, a counterstatement to the objection, setting forth the grounds on which he
relies for his application.

(e) If the applicant does not send a counterstatement as aforesaid he shall be deemed to
have abandoned his application.

(f) If the applicant sends a counterstatement, the Registrar shall furnish a copy thereof to
the person who has notice of objection and shall, after hearing the parties, if so required,
consider the evidence and shall decide whether to allow the registration and if so on what

conditions.

Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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Rival claims to identical 29. (a) Where separate applications are made by different persons to be registered as

marks proprietors of identical trademarks or those that are similar so as to deceive, in respect of
the same goods or description of goods, and the special application was submitted as the
previous application was accepted, the Registrar may refrain from accepting any of the
applications until their rights are determined by agreement between them approved by the
Registrar, and in the absence of such agreement or approval the Registrar shall decide, for
reasons that shall be recorded as to which application shall continue to be processed in
accordance with this ordinance.

(b) An appeal shall lie against the Registrar’s decision under subsection (a), to a District
Court within 30 days from the date of the Registrar’s decision.

(c) The appellant shall deliver to the Registrar notice of filing of an appeal under subsection
(b) within 30 days of the date of its filing.

(d) In an appeal under subsection {(b) the Court shall if so required, hear the Registrar.

Un-renewed trademark 34. Where a trademark has been removed from the register for nonpayment of the fee for
renewal, such trademark shall, never the less, for the purpose any application for
registration for a period of one year after such removal be deemed 1o be a registered

trademark.
Notice of refusal or of _
56F (a) Within 18 months of the date on which an Israel—-designated application was sent to the
filing of objection Registrar, he shall send notice of each of the following to the International Bureau,

pursuant to the provisions of this chapter:

(1) A decision that the trademark is not eligible for registration or 30 that an application can
only be accepted on conditions, with amendments , modifications or limitations, under the
provisions

of Section 18;

(2) Filing of objections to registration of the trademark, or the existence of a possibility of
submitting objections as aforesaid even after the said period of 18 months.

Circular of the Registrar 031-2014  Dealing with documents filed by third parties.

Circular of the Registrar ~ 033-2016  10. The distinctive character of applications relating to marks consisting of letters, digits or
a combination thereof, shall be determined in relation to the claimed goods or services for
which the application for registration pertains. The resemblance to letters or digits common
to the trade will deem them to be lacking in distinctive character.

11. the examination of such application shall be executed as follows:

a. a mark consisting of a single letter or a single digit with no other significant design
element, is considered inherently devoid of any distinctive character

b. a mark consisting of a combination of two digits that are commonly used for commercial
activities, such as the indication of measurement, quantity etc. is considered inherently
devoid of any distinctive character

¢. a mark consisting of a combination of two or more letters, 3 or more digits, a combination

Phone: 972-73-3927290, Fax: 972-2-6467026, E-mail: trademarks@justice.gov.il
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of letters and digits, is considered viable for registration even with no other significant
design element, provided it meets all other legal requirements, unless the examiner finds
that the combination is common to the trade.

A mark which is the indication of a year is considered inherently devoid of any distinctive
character and is usually common to the trade.

20. the general rule is that the protection for three dimensional goods or the good's casing
or packaging is provided by filing a design application.

21. a three dimensional shape of the goods or the good's casing or packaging is
considered inherently lacking in distinctive character and therefore ineligible for registration
as a trademark..

22. the registration of three dimensional images as trademarks shall be considered only on
such occasions where it was proven by the submission of evidence that the following 3

cumulative requirements take place:

a. the image serves as a trademark

b. the image does not serve an actual astatic or functional role.
¢. the image has obtained distinctive character as a result of use.

23. A three dimensional trademark, shall be examined as a whole, as any other trademark,
and the registration thereof shall not give the wright to the exclusive use of each individual
element separately.

Therefore, when a three dimensional image consists of other elements capable of acting as
a source identifier, such as the applicant's house mark, we will consider the possibility to '
exempt the applicant from meeting the 3 aforementioned requirements.

24.if a three dimensional mark is deemed illegible for registration, the acceptance shall be
stipulated by the condition that the a restriction is added indicating clearly that the mark is a

three-dimensional mark
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