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NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL REGISTRATION
DESIGNATING AUSTRALIA (IRDA)THIS REFUSAL IS ISSUED IN ACCORDANCE WITH RULE
17(1) TO 17(3)

The Australian Designation of the International Registration does not meet the requirements of Trade Marks
Act 1995. The issues currently preventing acceptance of the International Registration are explained in the
attached Adverse Examination Report number 1 and where possible, the ways in which the holder may be
able to resolve the issues.

The holder has until 15 September 2023 to overcome all the issues otherwise this refusal will take effect.

The holder may respond in writing to this refusal. Any response needs to be sent through an address for
service in Australia or New Zealand. Please allow time for me to consider any responses by ensuring they are
received by this office no later than 20 business days prior to 15 September 2023. For assistance with our
online lodgement services please contact 1300 65 10 10.

This provisional refusal will be reviewed if the holder:

e makes written submissions in support of the claim to protection of the trade mark in Australia; and/or
e submits evidence in support of the claim to protection of the trade mark in Australia; and/or
e applies for a hearing

The trade mark examiner who produced this report is Wendy Macpherson and their direct line is +61 2 6225
6186. If you have been unable to reach your examiner directly, another examiner who may be able to assist

you can be reached on +61 2 6283 2211.

Details of the trade mark can be viewed using our Austraiar trade mark search on our website.

Sincerely,

IP Australia
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Adverse Examination Report
The following issues have been raised under the Trade Marks Act 1995 and will need to be addressed before
your IRDA can be accepted.
e Issues raised under Section 44 of the Trade Marks Act 1995.
Issues raised under Section 44 of the Trade Marks Act 1995.
Cited Trade Mark Number(s): 1738877
What are the issues with your trade mark?

Your trade mark is substantially identical with, or deceptively similar to, the following trade marks, and is
for similar or closely related goods and/or services:

The refusal applies to the following goods/services:
Class 9 all goods claimed

Class 35 all services claimed

Class 36 all services claimed

Class 37 all services claimed

Class 39 all services claimed

Class 42 all services claimed

| have enclosed details of the trade marks mentioned above.

What you can do now

You may respond to this refusal by:

- Making submissions and/or

- Providing evidence of use of the trade mark in Australia and/or

- Requesting a hearing.

Before deciding whether to provide evidence you should consider the following:

- Evidence must be supplied as a declaration and should be accompanied by supporting evidence and
information regarding the extent of the use of your trade mark in Australia.

- Gathering and compiling this evidence may be time-consuming and expensive

- The evidence you provide may be insufficient to overcome the refusal

Page 2 of 7



If you wish to respond in any of these ways, you must do so in writing and supply an address for service
in Australia or New Zealand. If you do not respond by the date mentioned on the first page of this report,
this IRDA will be refused for the above goods/services.
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Trade mark: SOLERA
Class(es): 9, 35, 36,37,42, 45
Status: Registered
Filed on: 3 December 2015
Property type: Word

15 June 2016

Entered on register:

Registered from: 3 December 2015

Owner Details

Solera Holdings, Inc.

incorporated in the State of Delaware
Owner address: 7 Village Circle, Suite 100, Westlake
Texas 76262

Owner name:

United States of America

Representative name: Spruson & Ferguson
Representative address: GPO Box 3898

NSW 2001

Australia

Class: 9 Downloadable computer software and computer application software for
mobile devices for use in the automotive, vehicle, fire, and health
industries for vehicle identification and for vehicle and structural loss
valuation, appraisals, damage estimation, inspection, repairs, repair
workflow and tracking, customer satisfaction tracking, for interfacing with
intelligent estimating system software; downloadable computer software
and computer application software for analysis and control of workflow,
profits, and business growth, for employee allocation; downloadable
computer software and computer application software for performance
tracking; downloadable computer software and computer application
software for tracking inventory of vehicle parts; downloadable computer
software and computer application software for managing databases for
ordering vehicle parts, for sharing client data, and for processing,
clearing, and reconciling financial transactions between insurers, vehicle
and structural repair facilities, appraisers, salvage operators, recyclers in
the automotive, vehicle, fire, and health industries, and vehicle and
structure owners; downloadable electronic publications in the nature of
newsletters in the field of vehicle insurance, collision repair, and vehicle
salvage and recycling; downloadable manuals and recorded manuals in
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Class: 35

Class: 36

the field of automotive vehicle parts; downloadable instructional manuals
and recorded instructional manuals in the fields of automotive vehicle
repair and vehicle collision repair

Cost assessment services, namely, estimating dollar value damage to
automobiles and structures; providing trade information regarding the
location of used vehicle parts; providing an online searchable database
featuring informational listings on location and cost of used and recycled
vehicle parts; online database management; collection and analysis of
quality metric data for providing utilization, satisfaction, quality and
financial measurements of suppliers and consumers in the field of
property and vehicle repair; cost containment, referral, and auditing
services for the purchase, billing and installation of products or rendering
of services by others in the automotive, construction and insurance
fields; advertising, marketing, direct mail and promotion services for
automotive retailers, namely, providing advertising, marketing, direct
mail and promotion services during the sale, post-sale, service,
maintenance and repurchase of automobiles; Providing business risk
evaluation information to insurance companies; providing an on-line
searchable database featuring lists of the locations and costs of used and
recycled vehicle parts for purchase by others; financial record-keeping of
electronic payment data; electronic payment support services in the
nature of electronic administrative invoice processing; insurance claims
auditing of vehicle damage insurance claims for others; electronic
payment support services in the nature of electronic administrative
invoice processing; electronic invoice processing for bills in the
automotive, construction, and insurance fields; insurance claims auditing
of vehicle damage insurance claims for others; vehicle and structural
damage insurance claims auditing services; providing trade information
for auto technicians; collection and analysis of quality metric data,
customer relationship management in the nature of providing
information, and business information services in the nature of providing
customer satisfaction information, all pertaining to insurance claims and
vendors who complete work pursuant to those claims in the fields of
automotive repair and building reconstruction and restoration, via a
global network

Financial services in the automotive, construction, and insurance fields,
namely, electronic processing of insurance claims and payment data for
damage to vehicles and structures; insurance consultation, namely,
consultation in the fields of vehicle collision and structural repair claims
processing and management; insurance claims administration and
processing, namely, reviewing, managing, and processing vehicle and
structural damage insurance claims for others; financial valuation,
namely, vehicle and structural loss valuation services, repair cost
appraisal, and estimating dollar value damage to vehicles and structures;
providing financial information pertaining to insurance claims and
vendors who complete work pursuant to those claims in the fields of
automotive repair and building reconstruction and restoration via a
global computer network; Insurance consultation services, namely,
providing risk assessment analysis for insurance underwriting
applications; providing information and on-line computer databases for
the purpose of assessing, evaluating and reporting insurance risks
associated with underwriting property and casualty insurance; financial
risk assessment and management services, namely, providing predictive
financial risk analysis and information to insurers based on a database of
public records regarding driving records pertaining to accidents, arrest
and other driving violations to manage risk and providing predictive
financial risk analysis and information to insurers based on a database
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Class: 37

Class: 42

Class: 45

Convention details

Convention date:

Trade mark number:

Country:

Class: 45

Class: 35

searchable by zip code and geographic regions containing data used to
assess risk variables to manage and price for risk; insurance services,
namely, insurance policy verification for determining whether an
individual or a business has insurance currently or had insurance as of a
particular date; providing financial risk assessment analysis for insurance
underwriting applications; fire and auto insurance underwriting services;
providing information regarding underwriting property and casualty
insurance and providing an on-line computer databases in the
underwriting property and casualty insurance field for the purpose of
assessing, evaluating and reporting insurance risks; analyzing and
compiling data in the nature of driving records, vehicle information and
information regarding drivers of motorized vehicles for use to determine
financial risk of insurers; bill payment services and electronic payment
processing services of bill payment data

Providing an on-line computer database in the field of vehicle damage
diagnosis, repair and maintenance for use by auto technicians
Non-downloadable computer software for use in the automotive, vehicle,
fire, and health industries for vehicle identification and for vehicle and
structural loss valuation, appraisals, damage estimation, inspection,
repairs, repair workflow and tracking, customer satisfaction tracking, and
for processing, clearing, and reconciling financial transactions between
insurers, vehicle and structural repair facilities, appraisers, salvage
operators, recyclers in the automotive, vehicle, fire, and health industries,
and vehicle and structure owners; providing temporary use of non-
downloadable online computer software in the fields of automobile
insurance and automobile repair for collecting and analyzing data on
critical business performance indicators to increase employee efficiency
and improve overall performance and profitability; providing online non-
downloadable software for the tracking and reporting of the status of
vehicle repairs between vehicle repair service providers and vehicle
owners; platform-as-a-service (PAAS) featuring computer software
platforms for tracking, updating and producing reports regarding the
status of vehicle repairs between vehicle repair service providers and
vehicle owners; providing a website featuring technology that enables
users to retrieve information regarding motorized vehicles, drivers and
passengers of motorized vehicles, driving records and vehicle
information; computer services, namely, electronic storage of
information about motorized vehicles, drivers of motorized vehicles, and
driving records

Providing databases of public vehicle records regarding undisclosed
motorists' driving records pertaining to accidents, arrests, and vehicle
registration information for public safety and regulatory compliance
purposes; driver monitoring service, namely, providing online, non-
downloadable computer programs allowing fleet owners and operators
to track commercial drivers' traffic violations for regulatory compliance
purposes

20 November 2015
86/827925
United States Of America

ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
APPLICATION in class 45

ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
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Class: 36

Class: 37

Class: 9

Class: 42

APPLICATION in class 35
ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
APPLICATION in class 36

ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
APPLICATION in class 37

ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
APPLICATION in class 9;

ALL ITEMS IN THIS CLASS ARE CLAIMED IN THE CONVENTION
APPLICATION in class 42
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EVIDENCE OF HONEST CONCURRENT USE, PRIOR USE or
OTHER CIRCUMSTANCES
Subsections 44(3) and 44(4) Trade Marks Act 1995

Introduction

Your International Registration Designating Australia (IRDA) cannot be accepted for protection
because it conflicts with another trade mark, or trade marks.

The refusal of your IRDA under section 44 may be overcome if you can show one of the following:
e honest concurrent use; or
e prior use; or

e other circumstances

Evidence of use must be in declaratory form. This may be made by the holder, a principal officer of
the holder company or by a person authorised to make it on behalf of the holder. If the declaration
is not in English, it must be accompanied by a certified translation into English. The evidence must
incorporate any exhibits or appendices. If they are not incorporated, they do not form part of the
declaration.

Where possible evidence should be submitted in electronic form, through IP Austaralia’s online
services. In particular, providing clear digital images of objects bearing the trade mark will be as
effective as providing the objects themselves.

The declaration provides the information | need to determine whether the use of your trade mark in
Australia is sufficient to accept your trade mark for protection. The declaration should clearly set out
the following:

e the number of your IRDA;
¢ the name of the holder;

e any submissions and evidence in support of your IRDA

The declaration should be made out by:

e you;or

e if the holder is a company, a principal officer or other authorised employee of the company
(for example a director); or
e someone else who is authorised by you to make the declaration (for example, a lawyer)

Honest Concurrent Use

Evidence required — The following information should be included in the declaration:
e the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was chosen (this must be before your filing date);



e why the trade mark was chosen;

e who has used the trade mark:
® yOU Or your company;
e someone you or your company has authorised or allowed to use the trade mark; or

e apredecessor in title (the person from whom you acquired the trade mark);
e whether you knew of the earlier filed trade mark;
e the goods and/or services for which the trade mark has been used in Australia;

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month);

e whether this use has been continuous since then (or, if it has not been used continuously,
when and for how long it has been used);

e where the trade mark has been used in Australia (please give States or regions);

e examples of how the trade mark has been used in Australia in connection with the goods
and/or services claimed in your IRDA (please attach copies of advertising, promotional
material and/or packaging and outline how each of these have been used);

¢ annual expenditure (in Australian Dollars) on advertising and promoting the trade mark in
Australia in connection with the goods and/or services claimed in your IRDA;

e annual turnover figures (in Australian Dollars) for the goods and/or services claimed in your
IRDA sold or provided in Australia using the trade mark; and

e any other information or materials which will help show how the trade mark has been used
(please attach copies of these materials).

Prior Use

Evidence required — The following information should be included in the declaration:

e the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month), and whether this use
has been continuous since then;

e how the trade mark was first used. You should provide examples of how the trade mark was
applied and advertised or, where these are no longer available, explain exactly what actions
you claim amount to “use”. An unsupported statement such as “I first used this trade mark in
1990” is not sufficient, and you should go on to explain just what actions you rely on as being
use.

e whether the trade mark has been used continuously in Australia since its first use. The
declaration should provide factual information, e.g. sales value by year, that will allow an
examiner to be satisfied that use has been continuous;

o whether the trade mark was still being used when you lodged your IRDA;

¢ the goods and/or services for which the trade mark has been used in Australia.



Other Circumstances

There may be other circumstances that are relevant. A common example would be if you were using
your trade mark with the permission of the owner of the earlier filed trade mark and/or that owner
is prepared to consent to the protection of your trade mark.

You should be aware

If your own IRDA is accepted under one of the above provisions, the trade mark owner of any earlier
registration or application may oppose protection of your trade mark. You will then be required to
defend the opposition. This will involve serving evidence. If you are not successful, costs may be
awarded against you.

You should also be aware that if you are infringing a registered trade mark you run a serious risk of
legal action being taken against you by the owner of that registration.

Confidential Information

IP Australia will accept your declaration in confidence. IP Australia will not accept an accompanying
letter in confidence.

Please do not put any information which you consider to be confidential into an accompanying
letter.

Release of Information

Other people may request access to information you have provided to the Trade Marks Office.
Please take into account that letters will become available for public inspection (APl). Declarations
may be API. Copies of declarations may also be requested under the Freedom of Information Act
1982 (FOI Act). If this occurs, IP Australia may seek your comments prior to release of declarations.

Legal Advice

A trade mark attorney may be able to assist you with advice and outline the likely costs, risks and
benefits of the trade mark options available for your business.



Grounds for rejecting IRDA

Regulation 17A.28

1) The grounds for rejecting an IRDA are the grounds set out in sections 39 to 44 of the Act, as
affected by subregulation (2).

2) Sections 39 to 44 apply in relation to an IRDA as if:
a) areference in those sections:
i) toan application for the registration of a trade mark were a reference to the
IRDA; and
ii) to an applicant were a reference to the holder of the IRDA; and
b) the reference in paragraph 41 (3) (b) to the filing date in respect of an application were
a reference to the date of international registration or the date of recording, as
applicable, in respect of the IRDA; and
c) each reference in subparagraphs 44 (1) (a) (i) and (2) (a) (i) to a trade mark registered by
another person included a protected international trade mark held by another person;
and
d) each reference in subparagraphs 44 (1) (a) (ii) and (2) (a) (ii) to a trade mark whose
registration is being sought by another person included a trade mark in respect of
which the extension of protection to Australia is being sought by another person.

Section 39 Trade mark containing etc. certain signs

1) An application for the registration of a trade mark must be rejected if the trade mark
contains or consists of a sign that, under regulations made for the purposes of section 18, is
not to be used as a trade mark.

2) An application for the registration of a trade mark may be rejected if the trade mark contains or
consists of:
a) asign thatis prescribed for the purposes of this subsection; or
b) asign so nearly resembling:
i) asignreferred to in paragraph (a); or
ii) asignreferred to in subsection (1);
as to be likely to be taken for it.

Section 40 Trade mark that cannot be represented graphically

1) An application for the registration of a trade mark must be rejected if the trade mark cannot
be represented graphically.

Section 41 Trade mark not distinguishing applicant's goods or services

1) An application for the registration of a trade mark must be rejected if the trade mark is not
capable of distinguishing the applicant’s goods or services in respect of which the trade mark is
sought to be registered (the designated goods or services) from the goods or services of other
persons.

Note: For goods of a person and services of a person see section 6.



2)

3)

4)

5)

A trade mark is taken not to be capable of distinguishing the designated goods or services from
the goods or services of other persons only if either subsection (3) or (4) applies to the trade
mark.

This subsection applies to a trade mark if:

a) the trade mark is not to any extent inherently adapted to distinguish the designated goods
or services from the goods or services of other persons; and

b) the applicant has not used the trade mark before the filing date in respect of the application
to such an extent that the trade mark does in fact distinguish the designated goods or
services as being those of the applicant.

This subsection applies to a trade mark if:

a) the trade mark is, to some extent, but not sufficiently, inherently adapted to distinguish the
designated goods or services from the goods or services of other persons; and

b) the trade mark does not and will not distinguish the designated goods or services as being
those of the applicant having regard to the combined effect of the following:
i) the extent to which the trade mark is inherently adapted to distinguish the goods or

services from the goods or services of other persons;

ii) the use, or intended use, of the trade mark by the applicant;
iii) any other circumstances.

Note 1: Trade Marks that are not inherently adapted to distinguish goods or services are mostly

trade marks that consist wholly of a sign that is ordinarily used to indicate:

a) the kind, quality, quantity, intended purpose, value, geographical origin, or some other
characteristic, of goods or services; or
b) the time of production of goods or of the rendering of services.
Note 2: For goods of a person and services of a person see section 6.

Note 3: Use of a trade mark by a predecessor in title of an applicant and an authorised use of a
trade mark by another person are each taken to be use of the trade mark by the applicant (see
subsections (5) and 7(3) and section 8).

For the purposes of this section, the use of a trade mark by a predecessor in title of an applicant
for the registration of the trade mark is taken to be use of the trade mark by the applicant.
Note 1: For applicant and predecessor in title see section 6.

Note 2: If a predecessor in title had authorised another person to use the trade mark, any
authorised use of the trade mark by the other person is taken to be use of the trade mark by the
predecessor in title (see subsection 7(3) and section 8).

Section 42 Trade mark scandalous or its use contrary to law
An application for the registration of a trade mark must be rejected if:

a) the trade mark contains or consists of scandalous matter; or
b) its use would be contrary to law.

Section 43 Trade mark likely to deceive or cause confusion

An application for the registration of a trade mark in respect of particular goods or services must be
rejected if, because of some connotation that the trade mark or a sign contained in the trade mark
has, the use of the trade mark in relation to those goods or services would be likely to deceive or
cause confusion.

Section 44 Identical etc. trade marks



1)

2)

3)

4)

Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's
trade mark) in respect of goods (applicant's goods) must be rejected if:
a) the applicant's trade mark is substantially identical with, or deceptively similar to:
i) atrade mark registered by another person in respect of similar goods or closely related
services; or
ii) atrade mark whose registration in respect of similar goods or closely related services is
being sought by another person; and
b) the priority date for the registration of the applicant's trade mark in respect of the
applicant's goods is not earlier than the priority date for the registration of the other trade
mark in respect of the similar goods or closely related services.
Note 1: For deceptively similar see section 10.

Note 2: For similar goods see subsection 14(1).
Note 3: For priority date see section 12.

Note 4: The regulations may provide that an application must also be rejected if the trade mark
is substantially identical with, or deceptively similar to, a protected international trade mark or a
trade mark for which there is a request to extend international registration to Australia: see Part
17A.

Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's

trade mark) in respect of services (applicant's services) must be rejected if:

a) itis substantially identical with, or deceptively similar to:

i) atrade mark registered by another person in respect of similar services or closely
related goods; or

ii) atrade mark whose registration in respect of similar services or closely related goods is
being sought by another person; and

b) the priority date for the registration of the applicant's trade mark in respect of the
applicant's services is not earlier than the priority date for the registration of the other trade
mark in respect of the similar services or closely related goods.

c) Note 1: For deceptively similar see section 10.

d) Note 2: For similar services see subsection 14(2).

e) Note 3: For priority date see section 12.

f) Note 4: The regulations may provide that an application must also be rejected if the trade
mark is substantially identical with, or deceptively similar to, a protected international trade
mark or a trade mark for which there is a request to extend international registration to
Australia: see Part 17A.

If the Registrar in either case is satisfied:

a) that there has been honest concurrent use of the 2 trade marks; or

b) that, because of other circumstances, it is proper to do so;

the Registrar may accept the application for the registration of the applicant's trade mark

subject to any conditions or limitations that the Registrar thinks fit to impose. If the applicant's
trade mark has been used only in a particular area, the limitations may include that the use of
the trade mark is to be restricted to that particular area.

Note: For limitations see section 6.

If the Registrar in either case is satisfied that the applicant, or the applicant and the predecessor
in title of the applicant, have continuously used the applicant's trade mark for a period:



a) beginning before the priority date for the registration of the other trade mark in respect of:
i) the similar goods or closely related services; or
ii) the similar services or closely related goods; and

b) ending on the priority date for the registration of the applicant's trade mark;

the Registrar may not reject the application because of the existence of the other trade mark.

Note 1: An authorised use of the trade mark by a person is taken to be a use of the trade mark
by the owner of the trade mark (see subsection 7(3)).

Note 2: For predecessor in title see section 6.

Note 3: For priority date see section 12.
Regulation 17A.13 Use of trade mark

1) The holder of an IRDA:

a) must be using, or must intend to use, the trade mark that is the subject of the IRDA in
relation to the goods, services or goods and services listed in the IRDA; or

b) must have authorised, or intend to authorise, another person to use the trade mark in
relation to those goods, services or goods and services; or

¢) mustintend to assign the trade mark to a body corporate that is about to be constituted
with a view to the use by the body corporate of the trade mark in relation to the goods,
services or goods and services.

2) |If there is reason to suspect that the holder does not meet a requirement of subregulation (1) in
relation to any of the goods or services mentioned in the IRDA, the Registrar may require the
holder to make a declaration to the Registrar that those provisions apply to all of those goods
and services.

Regulation 4.15 Trade marks containing etc certain signs

For the purposes of paragraph 39 (2) (a) of the Act (which deals with signs), the following signs are
prescribed:

a) the words "Patent”, "Patented", "By Royal Letters Patent", "Registered", "Registered
Design", "Copyright" "Plant Breeder's Rights", "EL rights", or words or symbols to the same
effect (including the symbols © and ®);

b) the words "To counterfeit this is a forgery", or words to the same effect;

c) arepresentation of the Arms, or of a flag or seal, of the Commonwealth or of a State or
Territory;

d) arepresentation of the Arms or emblem of a city or town in Australia or of a public authority
or public institution in Australia;

e) arepresentation of a mark notified by the International Union for the Protection of
Industrial Property as not entitled to registration under international arrangements;

f) asign specified in Schedule 2.

Note 1: For the meaning of EL rights, see section 5 of the Circuit Layouts Act 1989.

Note 2: A list of the marks mentioned in paragraph 4.15 (e) is available at the Trade Marks Office
and sub-offices.



