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P.O. Box 230692

New York NY 10023 UNITED STATES
Applicant: Nada Merrachi
Reference/Docket No. TM99529USWO

Correspondence Email Address: RL@EverythingTrademarks.com

NONFINAL OFFICE ACTION

International Registration No. 1643763

The USPTO must receive applicant’s response to this letter within six months of the issue date
below or the application will be abandoned. Respond using the Trademark Electronic Application
System (TEAS). A link to the appropriate TEAS response form appears at the end of this Office
action.

Issue date: December 16, 2022



Discussion of provisional full refusal. This is a provisional full refusal of the request for extension of
protection to the United States of the international registration, known in the United States as a U.S.
application based on Trademark Act Section 66(a). See 15 U.S.C. §§1141f(a), 1141h(c).

Introduction

This Office action is supplemental to and supersedes the previous Office action issued on 06/26/2022 in
connection with this application. The assigned trademark examining attorney wishes to correct the
record by addressing the issue(s) inadvertently omitted from the previous Office action. See TMEP
§§706, 711.02. The trademark examining attorney apologizes for any inconvenience caused by the
delay in raising this issue(s).

In a previous Office action dated 06/26/2022, applicant was required to satisfy the following
requirements:

* Requirement: Identification of goods and services clarification

* Requirement: Applicant’s email address

* Requirement: U.S.-licensed attorney
Applicant must address the issue(s) raised in this Office action, in addition to the one(s) raised in the
previous Office action dated 06/26/2022. The following issue(s) raised in the previous Office action
is/are maintained:

» Requirement: Identification of goods and services clarification

Further, the following requirements have been satisfied:

* Requirement: Applicant's email address
* Requirement: U.S.-licensed attorney

See TMEP §713.02.
Summary of issues that applicant must address:

» New issue: Refusal: Section 2(e)(4) — Primarily merely a surname
» Requirement: Identification of goods and services clarification

Refusal: Section 2(e)(4) — Primarily merely a surname

Registration is refused because the applied-for mark is primarily merely a surname. Trademark Act
Section 2(e)(4), 15 U.S.C. §1052(e)(4); see TMEP §1211.

An applicant’s mark is primarily merely a surname if the surname, when viewed in connection with the
applicant’s recited goods and/or services, “‘is the primary significance of the mark as a whole to the
purchasing public.”” Earnhardt v. Kerry Earnhardt, Inc., 864 F.3d 1374, 1377, 123 USPQ2d 1411,
1413 (Fed. Cir. 2017) (quoting In re Hutchinson Tech. Inc., 852 F.2d 552, 554, 7 USPQ2d 1490, 1492

(Fed. Cir. 1988)); TMEP §1211.01.

The following five inquiries are often used to determine the public’s perception of a term’s primary



significance:

(D) Whether the surname is rare;

(2) Whether anyone connected with applicant uses the term as a surname;

3) Whether the term has any recognized meaning other than as a surname;

G Whether the term has the structure and pronunciation of a surname; and

&) Whether the term is sufficiently stylized to remove its primary significance from

that of a surname.

In re Colors in Optics, Ltd., 2020 USPQ2d 53784, at *1-2 (TTAB 2020) (citing In re Benthin Mgmt.
GmbH, 37 USPQ2d 1332, 1333-34 (TTAB 1995) for the Benthin inquiries); TMEP §1211.01; see also
In re Etablissements Darty et Fils, 759 F.2d 15, 16-18, 225 USPQ 652, 653 (Fed. Cir. 1985).

These inquiries are not exclusive, and any of these circumstances — singly or in combination — and any
other relevant circumstances may be considered when making this determination. In re Six Continents
Ltd., 2022 USPQ2d 135, at *5 (TTAB 2022) (citing In re tapio GmbH, 2020 USPQ2d 11387, at *9
(TTAB 2020); In re Olin Corp., 124 USPQ2d 1327, 1330 (TTAB 2017); Azeka Bldg. Corp. v. Azeka,
122 USPQ2d 1477, 1480 (TTAB 2017); In re Integrated Embedded, 120 USPQ2d 1504, 1506 n.4
(TTAB 2016)); TMEP §1211.01. For example, when the applied-for mark is not stylized, it is
unnecessary to consider the fifth inquiry. In re Yeley, 85 USPQ2d 1150, 1151 (TTAB 2007); TMEP
§1211.01.

See the attached evidence from the LEXISNEXIS® surname database, establishing the surname
significance of MERRACHI. This evidence shows the applied-for mark appearing 2 times as a
surname in the LEXISNEXIS® surname database, which is a weekly updated directory of cell phone
and other phone numbers (such as voice over IP) from various data providers. See the evidence at
Attachment 1.

Although MERRACHI appears to be a relatively rare surname, the statute makes no distinction
between rare and commonplace surnames and even a rare surname may be unregistrable under
Trademark Act Section 2(e)(4) if its primary significance to purchasers is that of a surname. See In re
Etablissements Darty et Fils, 759 F.2d 15, 16-18, 225 USPQ 652, 653 (Fed. Cir. 1985); In re Beds &
Bars Ltd., 122 USPQ2d 1546, 1551 (TTAB 2017); In re Eximius Coffee, LLC, 120 USPQ2d 1276,
1281 (TTAB 2016) (citing In re E. Martinoni Co., 189 USPQ 589, 590-91 (TTAB 1975)); TMEP
§1211.01(a)(v). There is no minimum amount of evidence needed to establish that a mark is primarily
merely a surname. See In re Etablissements Darty et Fils, 759 F.2d at 17, 225 USPQ at 653; In re Beds
& Bars Ltd, 122 USPQ2d at 1548; TMEP §1211.02(b)i). Applicant's website,
https://bymerrachi.com/story/, shows the applicant's use online of the term MERRACHI as a surname.
See the evidence from the applicant's website at Attachment 2.

The applicant shows that the applicant is Nada Merrachi. Therefore, applicant uses MERRACHI as a
surname.

Evidence that a term has no recognized meaning or significance other than as a surname is relevant to
determining whether the term would be perceived as primarily merely a surname. See In re Six



Continents Ltd., 2022 USPQ2d 135, at *10-11 (TTAB 2022); In re tapio GmbH, 2020 USPQ2d 11387,
at *11 (TTAB 2020); In re Weiss Watch Co., 123 USPQ2d 1200, 1203 (TTAB 2017); TMEP
§1211.02(b)(vi). The attached evidence from the Macmillan Dictionary and The Columbia Gazetteer
of the World shows that MERRACHI does not appear in the dictionary or gazetteer. See the evidence
at Attachments 3 and 4. Thus, this term appears to have no recognized meaning or significance other
than as a surname.

MERRACHI has the structure and pronunciation of a surname. As evidence of this, attached is Internet
evidence from a nationwide telephone directory website, showing surnames that are similar in structure
and pronunciation to the surname MERRACHI appearing in the telephone directory. These surnames
include: Marachi and Malachi. See the evidence at Attachments 5 and 6. Evidence that a term has the
structure and pronunciation of a surname may contribute to a finding that the primary significance of
the term is that of a surname. In re tapio GmbH, 2020 USPQ2d 11387, at *12 (TTAB 2020) (citing In
re Giger, 78 USPQ2d 1405, 1409 (TTAB 2006)); In re Eximius Coffee, LLC, 120 USPQ2d 1276, 1280
(TTAB 2016); see; TMEP §1211.01(a)(vi).

The applied-for mark appears in standard characters. As such, there is no stylization to remove its
primary significance from that of a surname.

Therefore, registration must be refused under Trademark Act Section 2(e)(4) because the applied-for
mark is primarily merely a surname.

A mark deemed primarily merely a surname may be registered on the Principal Register under
Trademark Act Section 2(f) based on a claim of acquired distinctiveness. See 15 U.S.C. §1052(f); 37
C.F.R. §2.41(a); TMEP §§1211, 1212. Applicant may respond by asserting a claim of acquired
distinctiveness based on one or more of the following:

(O Prior Registrations: Applicant may claim ownership of one or more active prior
registrations on the Principal Register of the same mark for goods and/or services that are
sufficiently similar to those named in the pending application. 37 C.F.R. §2.41(a)(1); TMEP
§§1212, 1212.04. Applicant may do so by submitting the following statement, if accurate: “The
mark has become distinctive of the goods and/or services as evidenced by the ownership of
active U.S. Registration No(s). [indicate the registration number] on the Principal Register
for the same mark for sufficiently similar goods and/or services.” TMEP §1212.04(e).

2) Five Years’ Use in Commerce: Applicant may claim use in commerce if the applied-
for mark has been in substantially exclusive and continuous use with the identified goods or
services for at least the five years before the date on which the claim of distinctiveness is made.
37 C.F.R. §2.41(a)(2); TMEP §1212.05(d). The commerce must be of a type that may be
lawfully regulated by the U.S. Congress; use solely in a foreign country or between two foreign
countries is not evidence of acquired distinctiveness in the United States. TMEP §§1010,
1212.08; see In re Rogers, 53 USPQ2d 1741, 1746-47 (TTAB 1999). Applicant may submit
such a claim by providing information regarding the length of use of the mark in commerce
and/or dates of use, and including the following written statement, verified with an affidavit or
signed declaration under 37 C.F.R. §2.20: “The mark has become distinctive of the goods
and/or services through the applicant’s substantially exclusive and continuous use of the
mark in commerce that the U.S. Congress may lawfully regulate for at least the five years
immediately before the date of this statement.” 37 C.F.R. §2.41(a)(2); TMEP §1212.05(d);
see 37 C.F.R. §2.193(e)(1).



3) Other Evidence: Applicant may submit other evidence of acquired distinctiveness (such
as verified statements of long term use, advertising and sales expenditures, examples of
advertising, affidavits and declarations of consumers, customer surveys), with the following
statement, if accurate: ‘“The evidence shows that the mark has become distinctive of the
goods and/or services.” See 37 C.F.R. §2.41(a)(3); TMEP §§1212.06-1212.06(e)(vi). When
determining whether the evidence shows the mark has acquired distinctiveness, the trademark
examining attorney will consider the following six factors: (1) association of the mark with a
particular source by actual purchasers (typically measured by customer surveys linking the name
to the source); (2) length, degree, and exclusivity of use; (3) amount and manner of advertising;
(4) amount of sales and number of customers; (5) intentional copying; and (6) unsolicited media
coverage. See Converse, Inc. v. ITC, 909 F.3d 1110, 1120, 128 USPQ2d 1538, 1546 (Fed. Cir.
2018) (the Converse factors). “[N]o single factor is determinative.” In re Steelbuilding.com, 415
F.3d at 1300, 75 USPQ2d at 1424; see TMEP §§1212.06-1212.06(e)(vi). Rather, all factors are
weighed together in light of all the circumstances to determine whether the mark has acquired
distinctiveness. In re Steelbuilding.com, 415 F.3d at 1300, 75 USPQ2d at 1424.

Applicant cannot overcome the refusal by amending the application to the Supplemental Register. A
mark in an application under Trademark Act Section 66(a) is not eligible for registration on the
Supplemental Register. 37 C.F.R. §§2.47(c), 2.75(c); TMEP §816.01; see 15 U.S.C. §1141h(a)(4).

Requirement: Identification of goods and services clarification

First, the wording “trinkets, namely, charms for key rings, rings, works of art, trophies, key rings, key
holders being key chains and key chains made therefrom or coated therewith, not included in other
classes” and "coins, namely, collectible, non-monetary, and commemorative" in the identification of
goods is indefinite and must be clarified because, as the identification is currently worded, the nature of
the goods is unclear. Applicant must clarify the identification by specifying the nature of the goods as
is shown in the suggested identification below. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.

Second, the wording “retailing and wholesaling services, namely, retail store services, online retail
store services, wholesale store services featuring clothing, headwear and footwear” and "retailing and
wholesaling, namely, retail store services, online retail store services, wholesale store services featuring
clothing, headwear and footwear, also via the internet" in the identification of services is indefinite and
must be clarified because, as it is currently worded, it is unclear that all of the retail services are
intended to feature the listed goods. Applicant must clarify the identification by adding the word "and"
as is shown in the suggested identification below. See 37 C.F.R. §2.32(a)(6); TMEP §1402.01.

Suggested identification

Instructions and suggested changes are shown in bold text. Applicant may adopt the following
identification, if accurate:

International Class 014: Precious metals and their alloys and trinkets, namely, charms for key rings,
rings, works of art, trophies, key rings, key holders being key chains and key chains made {clarify
what the goods are made from, e.g., precious metals and their alloys} or coated therewith, not
included in other classes; jewellery, precious stones; horological and chronometric instruments; clocks;
watches; key rings; medals; coins, namely, collectible, non-monetary, and commemorative {specify the
type of goods, e.g., coins}; jewellery boxes and watch boxes; parts for the aforesaid goods, included in



this class, namely, watch parts and fittings, jewellery chains
International Class 025: No changes needed

International Class 035: Import-export agency services; retailing and wholesaling services, namely,
retail store services, online retail store services, and wholesale store services featuring clothing,
headwear and footwear and business intermediation services in the nature of negotiation of business
contracts for others, negotiation of commercial transactions for third parties and business consulting
relating to the purchase and sale of clothing, headwear and footwear, also via the internet; retailing and
wholesaling, namely, retail store services, online retail store services, and wholesale store services
featuring clothing, headwear and footwear, also via the internet

Identification advisories

Applicant’s goods and/or services may be clarified or limited, but may not be expanded beyond those
originally itemized in the application or as acceptably narrowed. See 37 C.F.R. §2.71(a); TMEP
§§1402.06, 1904.02(c)(iv). Applicant may clarify or limit the identification by inserting qualifying
language or deleting items to result in a more specific identification; however, applicant may not
substitute different goods and/or services or add goods and/or services not found or encompassed by
those in the original application or as acceptably narrowed. See TMEP §1402.06(a)-(b). The scope of
the goods and/or services sets the outer limit for any changes to the identification and is generally
determined by the ordinary meaning of the wording in the identification. TMEP §§1402.06(b),
1402.07(a)-(b). Any acceptable changes to the goods and/or services will further limit scope, and once
goods and/or services are deleted, they are not permitted to be reinserted. TMEP §1402.07(e).
Additionally, for applications filed under Trademark Act Section 66(a), the scope of the identification
for purposes of permissible amendments is limited by the international class assigned by the
International Bureau of the World Intellectual Property Organization (International Bureau); and the
classification of goods and/or services may not be changed from that assigned by the International
Bureau. 37 C.F.R. §2.85(d); TMEP §§1401.03(d), 1904.02(b). Further, in a multiple-class Section 66(a)
application, classes may not be added or goods and/or services transferred from one existing class to
another. 37 C.F.R. §2.85(d); TMEP §1401.03(d).

For assistance with identifying and classifying goods and services in trademark applications, please see
the USPTO’s online searchable U.S. Acceptable Identification of Goods and Services Manual. See
TMEP §1402.04.

How to respond. Click to file a response to this nonfinal Office action.

Office action questions. Please call or email the assigned trademark examining attorney with questions
about this Office action. Although an examining attorney cannot provide legal advice, the
examining attorney can provide additional explanation about the refusal(s) and/or requirement(s) in this
Office action. See TMEP §8705.02, 709.06.

The USPTO does not accept emails as responses to Office actions; however, emails can be used for
informal communications and are included in the application record. See 37 C.F.R. §§2.62(c), 2.191;
TMEP §§304.01-.02, 709.04-.05.



/Tina Brown/

Tina Brown

Trademark Examining Attorney
Law Office 118

(571) 272-8864
Tina.Brown@USPTO.GOV

RESPONSE GUIDANCE

* Missing the response deadline to this letter will cause the application to abandon. The
response must be received by the USPTO before midnight Eastern Time of the last day of the
response period. TEAS maintenance or unforeseen circumstances could affect an applicant’s
ability to timely respond.

* Responses signed by an unauthorized party are not accepted and can cause the application to
abandon. If applicant does not have an attorney, the response must be signed by the individual
applicant, all joint applicants, or someone with legal authority to bind a juristic applicant. If
applicant has an attorney, the response must be signed by the attorney.

* If needed, find contact information for the supervisor of the office or unit listed in the
signature block.
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https:ifaymerrachi com/story! at 12:23:05, 12/16/2022

MERRACHI

Abaya Collection Our Scarves Stor Lookbook Contact

Bringing modesty at its finest in the most fashionable way.




We at Merrachi are breaking down the barriers of today's society by combining modesty
and fashion, because we have first hand experience in the hardships faced by women all
around the worid.

We're bringing both worlds closer together.
Merrachi strives to make it possible to always look fashionable, without giving up the core

of your beliefs. We also stand for minimalistic but classy clothes, because "less is more”.
You can wear the items of Merrachi on a daily basis.

In these times it's very hard for women to dress
modecstly, vet fashionably, Nada Mcrrachi, the
founder of Merrachi. has experienced the
problem herself in 2019 for the first time.

That was the vear she started wearing a Hijah.
[Ier faith was very important to her, but fashion
was also very imporlant 1o her. She noticed that

she could no longer combince these two together.




The selection of clothing she could wear hecame
very limiled.

Nada Mcrrachi noliced a barrier helween two
worlds. This was Lhe momenl when she wanted Lo
bring the two worlds together. Every woman has
the right to dress fashionable.
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United States Patent and Trademark Office (USPTO)
USPTO OFFICIAL NOTICE

Office Action (Official Letter) has issued
on December 16, 2022 for
U.S. Trademark Application Serial No. 79333163

A USPTO examining attorney has reviewed your trademark application and issued an Office
action. You must respond to this Office action in order to avoid your application
abandoning. Follow the steps below.

(1) Read the Office action. This email is NOT the Office action.

(2) Respond to the Office action by the deadline using the Trademark Electronic Application
System (TEAS). Your response must be received by the USPTO on or before 11:59 p.m.
Eastern Time of the last day of the response period. Otherwise, your application will be
abandoned. See the Office action itself regarding how to respond.

(3) Direct general questions about using USPTO electronic forms, the USPTO website, the
application process, the status of your application, and whether there are outstanding deadlines

to the Trademark Assistance Center (TAC).

After reading the Office action, address any question(s) regarding the specific content to the
USPTO examining attorney identified in the Office action.

GENERAL GUIDANCE

* Check the status of your application periodically in the Trademark Status &
Document Retrieval (TSDR) database to avoid missing critical deadlines.

» Update your correspondence email address to ensure you receive important USPTO
notices about your application.

* Beware of trademark-related scams. Protect yourself from people and companies that
may try to take financial advantage of you. Private companies may call you and pretend
to be the USPTO or may send you communications that resemble official USPTO
documents to trick you. We will never request your credit card number or social security
number over the phone. Verify the correspondence originated from us by using your
Serial Number in our database, TSDR, to confirm that it appears under the “Documents”
tab, or contact the Trademark Assistance Center.

* Hiring a U.S.-licensed attorney. If you do not have an attorney and are not required to




have one under the trademark rules, we encourage you to hire a U.S.-licensed attorney
specializing in trademark law to help guide you through the registration process. The
USPTO examining attorney is not your attorney and cannot give you legal advice, but
rather works for and represents the USPTO in trademark matters.



Commissioner for Trademarks
P.O. Box 1451
Alexandria, VA 22313-1451

WwWw.uspto.gov

U.S. Application Serial No.: 79333163
International Registration No.: 1643763

Attached is FULL REFUSAL Office action that applies to all the goods and/or services in the
U.S. application identified above. 15 U.S.C. §1141h(c).

RESPONSE:

A response to this provisional refusal is due within six (6) months from the mailing date of the
Office action, i.e., within six months from December 16, 2022

APPLICANT OR ATTORNEY CAN RESPOND TO PROVISIONAL REFUSAL:

Applicant can respond directly to this provisional refusal Office action, or applicant can hire an
attorney to represent itself before the Office and that attorney can respond on applicant’s behalf.
The Office cannot aid in the selection of an attorney. 37 C.F.R. §2.11.

NOTE: Attorneys hired to represent an applicant in a trademark matter before the Office must be
eligible under 37 C.F.R. §10.14:

(1) Attorneys residing in the United States who are in good standing with the bar of any United
States court or the highest court of any state, may practice before the Office in trademark
matters.

(2) A foreign attorney not residing in the United States who is in good standing before the
patent or trademark office of the country in which he or she resides, may practice before the
Office in trademark matters only in cases where the patent and trademark office of that
foreign country allows substantially reciprocal privileges to those permitted to practice
before the Office. Currently, Canadian attorneys are the only foreign attorneys recognized
as meeting this criterion. A foreign attorney who meets the requirements of 37 C.F.R.
§10.14(c) can only represent parties located in the country in which the foreign attorney
resides and practices. TMEP §602.

Please note that non-attorneys are not permitted to practice before the Office except under the very
limited circumstances specified in 37 C.F.R. §10.14(b).
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