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NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL REGISTRATION
DESIGNATING MALAYSIA

1. Office making the notification :

Intellectual Property Corporation of Malaysia (MylIPO)

2. Date of the provisional refusal :

18 January 2023

3. International Registration Number :

1653859

4. Malaysia Trademark Number :
TM2022008765

Class Number(s) : 3

5. Name of the Holder :

SCHON INTERNATIONAL KOZMETIK SANAYI| VE TICARET ANONIM SIRKETI

6. Representation of the mark :

Callista

7. Basis for refusal :

This total provisional refusal is based on an ex-officio examination.

8. Scope of refusal in respect of goods and/or services:

This refusal applies to all goods claimed in class 3.

(Agensi di bawah Kementerian Perdagangan Dalam Negeri Dan Kos Sara Hidup)

GERTIFIED TQ M5 IS0 9001:2015  CERT. NO ; ARS61T




Grounds of Refusal :

9.1 This application is refused under Section 24(2)(b) of the Trademarks Act 2019 because
the trademark is similar to an earlier trademark and is to be registered for goods or services
identical with or similar to the earlier trademark.

This application is in conflict with the following trademark(s):

Cited Mark 1

a. Filing/Registration Date : 19 Jul 2001

b. International Registration (if any) : -

c. Trademark No. : 01009251

d. Priority Date Claim: -

e. Class : 3

f. Status : Registered

g. Goods / Services: PREPARATIONS FOR USE ON THE HAIR; HAIR CARE
PREPARATIONS; SHAMPOOS; CONDITIONERS; LOTIONS; GELS; SPRAYS;
MOUSSES; HAIR GROOMING AND STYLING PREPARATIONS; HAIR DYES AND
COLOURANTS; ALL INCLUDED IN CLASS 3.

h. Name and Address of Holder : UNZA INTERNATIONAL LIMITED

CRAIGMUIR CHAMBERS,
P.O.BOX 71, ROAD TOWN, TORTOLA,
BRITISH VIRGIN ISLANDS. (VG)

i. Representation of the mark : CA LI STA

Cited Mark 2

a. Filing/Registration Date : 08 Oct 2001

b. International Registration (if any) : -

c. Trademark No. : 01013238

d. Priority Date Claim: -

e. Class : 3

f. Status : Registered

g. Goods / Services: PREPARATIONS FOR USE ON THE HAIR; HAIR CARE
PREPARATIONS; SHAMPOOS, CONDITIONERS; LOTIONS; GELS; SPRAYS;
MOUSSES; HAIR GROOMING AND STYLING PREPARATIONS; HAIR DYES AND
COLOURANTS; ALL INCLUDED IN CLASS 3;

h. Name and Address of Holder : UNZA INTERNATIONAL LIMITED

CRAIGMUIR CHAMBERS,
P.O.BOX 71, ROAD TOWN, TORTOLA,
BRITISH VIRGIN ISLANDS. (VG) .




Representation of the mark : . _’_
(alista

Live Life In Color

Cited Mark 3
a. Filing/Registration Date : 06 Dec 2019
b. International Registration (if any) : -
c. Trademark No. : TM2019045171
d. Priority Date Claim: -
e. Class : 3
f. Status : Objected appeal
g. Goods / Services : Beauty products, lotion, perfume, shampoo, soap, essential oils; all
included in class 3.
h. Name and Address of Holder : SHARMIMI BINTI ZAKARIA TRADING AS SZ
LAVISH LEGACY
A-18-09, KIARA EAST SUITE DEX,
JALAN KAMPUNG BATU, TAMAN MASTIARA
51200 Kuala Lumpur (MY} .
i. Representation of the mark : O
CALISTA
Cited Mark 4
a. Filing/Registration Date : 14 Mar 2017
b. International Registration (if any) : -
c. Trademark No. : 2017002691
d. Priority Date Claim: -
e. Class : 3
f. Status : Objected
g. Goods / Services : Fragrances; perfumery; body perfumes; essential oils; essential oils for
the manufacturing and production of perfumes and all included in class 3.
h. Name and Address of Holder : Mohd Hafiz Bin Al

No. 11, Ground Floor, Block 4 Worldwide,
Business Park, Jalan Karate 13/7, Seksyen 13,
40100 SHAH ALAM,

Selangor (MY).
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Representation of the mark :




10.

Relevant law :

The relevant provisions of the Trademarks Act 2019 are attached.

11. Respond to the refusal :
This provisional refusal will be reviewed if the holder file a request with MylPO. The holder
may :
a. Submit written arguments against the refusal or
b.  Apply for a hearing by filing form Fee Code TMC1 (RM 150.00) for each class
The request for review must be submitted through a registered trademark agent and must quote
the International Registration number, Malaysia trademark number and class number(s). The
holder must appoint a registered agent by filing form Fee Code TMR7 (RM20.00). The list of
trademark agents can be accessed at http:/www.myipo.gov.my

12. Timeframe for responding :
If the holder does not request for a review of this application or does not apply for an extension
of time 20 March 2023, this refusal will become final.
Request for an extension of time to respond to this provisional refusal is possible by filing form
Fee Code TMK1 (RM50.00) and form Fee Code TMK3 (RM 100.00) per month.

13. This refusal is issued by :

Norhaslinda Hasan (Ms)
for the Registrar of Trademarks
Malaysia

T: +603-22998400 | E: haslinda@myipo.gov.my




TRADEMARKS ACT 2019

23. (1) Subject to subsection (2), the Registrar shall refuse to register a trademark based on the
following absolute grounds for refusal of registration:

(a) signs which are not capable of being represented graphically and not capable of distinguishing
goods or services of one undertaking from those of other undertakings;

(b) trademarks which are devoid of any distinctive character;

(c) trademarks which consist exclusively of signs or indications which may serve, in trade, to
designate the kind, quality, quantity, intended purpose, value, geographical origin, other
characteristics of goods or services or the time of production of goods or of rendering of services;
or

(d) trademarks which consist exclusively of signs or indications which have become customary in
the current language of the territory or in the bona fide and established practices of the trade.

(2) Notwithstanding paragraphs (1) (b), (c}) and (d), the Registrar shall not refuse to register an
application of a trademark if, before the date of application for registration, the trademark has in fact
acquired a distinctive character as a result of its use.

(3) The Registrar shall refuse to register a sign as a trademark if the sign consists exclusively of—

(a) the shape which results from the nature of the goods themselves;

(b) the shape of goods which is necessary to obtain a technical result; or

(c) the shape which gives substantial value to the goods.
(4) Notwithstanding subsections (1) and (2), the Registrar shall refuse to register the following as a
trademark if—

(a) the trademark consists exclusively of the name of a country; or

(b) the trademark contains or consists of recognized geographical indications.
(5) In addition to the grounds in subsections (1), (3) and (4), the Registrar shall refuse to register a
trademark based on any of the following absolute grounds for refusal of registration:

(a) if the use of the trademark is likely to deceive or cause confusion to the public or contrary to
any written law;

(b) if it is of such a nature as to deceive or mislead the public as to the nature, quality or
geographical origin of the goods or services;

(c) the trademarks are contrary to public interest or to morality;
(d) the trademarks contain or consist of any scandalous or offensive matter or would otherwise not

be entitled to protection by any court of law;

(e) the trademarks contain a matter which is in the opinion of the Registrar is or might be prejudicial
to the interest or security of the country;



(f) the trademarks contain or consist of the name or representation of another person whether living
or dead unless the applicant furnishes the Registrar with the consent of that person, if living, or of
the representative of that person if deceased;

(g) the trademarks contain or consist of flag of a country, national emblem, emblem, insignia or
royal arms unless the applicant furnishes the Registrar with the authorization of the competent
authorities or international intergovernmental organization as specified in section 78 or 79, as the
case may be;

(h) the trademarks contain or consist of a word which is commonly used as or is the accepted hame
of any single chemical element or single chemical compound, as distinguished from a mixture, or
which is declared by the World Health Organization as an international non-proprietary name or
which is deceptively similar to such name unless it is used—

(i} to denote only a brand or to make the element or compound as made by the proprietor of
the trademark or the licensee as distinguished from the element or compound as made by
others; and

(i} in association with a suitable name or description open to public use; or
(i} the trademarks contain or consist of any of the following signs or a sign similar to any of those
signs as is likely to be taken for that sign:

(i) the word “Patent”, “Patented”, “By Royal Letters Patent”, “Registered”, “Registered Design”,
and “Copyright” or words to the like effect in any language whatsoever; or

(iiy any sign as prescribed.
24. (1) The Registrar shall refuse to register a trademark if it is identical with an earlier trademark
and the goods or services for which the trademark is applied for are identical with the goods or

services of the earlier frademark.

(2) The Registrar shall refuse to register a trademark if there exists a likelihood of confusion on the
part of the public—

(a) where the trademark is identical with an earlier trademark and is to be registered for
goods or services similar to the earlier trademark; or

(b) where the trademark is similar to an earlier trademark and is to be registered for goods
or services identical with or similar to the earlier trademark.

(3) The Registrar shall refuse to register a trademark if—
(a) itisidentical with or similar to a well-known trademark which is not registered in Malaysia
and it is to be registered for the identical goods or services of the proprietor of the well-known
trademark; or
(b) it is identical with or similar to a well-known trademark which is registered in Malaysia

and it is to be registered for goods or services which are not identical or not similar to those in
respect of which the well-known trademark is registered and—

(i) the use of the trademark in relation to those goods or services would indicate a



connection between those goods or services and the proprietor of the well-known
trademark;

(i) there exists a likelihood of confusion on the part of the public because of such use;
and

(iii} the interests of the proprietor of the well-known trademark are likely to be damaged
by such use.

(4) Subject to subsection (6), the Registrar shall refuse to register a trademark if, or to the extent
that, its use in Malaysia is prevented—

(a) by virtue of any rule of law protecting an unregistered trademark or other sign used in
the course of trade including under the law of passing off; or

(b) by virtue of an earlier right other than those referred to in paragraph (a) or in subsections
(1) to (3) including under the law of copyright or industrial designs.

(5) A person entitled to prevent the use of a trademark is referred to in this Act as the proprietor of
an “earlier right” in relation to the trademark in subsection (4).

(6) The Registrar may refuse to register a trademark on any grounds under subsection (4) if that
ground is raised in proceedings in opposition to the registration under section 35 by the proprietor
of the eatrlier right.

(7) Notwithstanding the relative grounds for refusal of registration under subsections (1), (2), (3)
and (4), the Registrar may register a trademark if the proprietor of the earlier trademark or other
earlier right consents to the registration in the prescribed manner and shall take into account the
interest of the public and the likelihood of confusion on the part of public.

(8) For the purposes of this section, if the registration of an earlier trademark expires, the Registrar
in determining the registrability of a trademark shall continue to take into account the earlier
trademark for a period of twelve months after its expiry.

Trademarks Regulations 2019

4. (1) The Registrar shall refuse to register a trademark if the trademark contains or
consists of any of the following signs or a sign similar to any of those signs as is likely to
be taken for that sign, unless in relation to paragraphs (m), (n), (0} and (p} consent of the
person or authority entitled to give such consent has been obtained for the use of the sign
for the purposes of registration and use of the trademark:

(a) the words "To counterfeit this is a forgery", "Registered Trademark", "Registered Service Mark",
or any words to the like effect in any language;

(b) the words "Bunga Raya" and the representations of the hibiscus or any colourable imitation of
the hibiscus;

(c) representations of or words referring to Seri Paduka Baginda Yang di-Pertuan Agong, Ruler of
a State or any colourable imitation of such representations or words;

(d) the representations of any of the royal palaces or of any building owned by the Federal
Government or State Government or any foreign government or any colourable imitation of such
representations;



(e) the word "ASEAN" and the representation of the ASEAN logotype or any colourable imitation
of such word and representation;

(f) the words "Red Crescent" or "Geneva Cross";

(g) representations of Red Crescent, Geneva Cross and other crosses in red or such
representations in similar colour or colours;

(h) the words “Swiss Federal Cross”, and representations of the Swiss Federal Cross in white or
silver and on a red ground, or similar colour or colours;

(i) representations of the “national emblem” as defined in section 2 of the National Emblems
(Control of Display) Act 1949 [Act 193];

(j) representations of the “specified emblem” as defined in section 2 of the Emblems and Names
(Prevention of Improper Use) Act 1963 [Act 414];

(k) representations of, or mottoes of or words referring to the badge or devices to indicate that any
person is a member of the Police Force as provided for under section 89 of the Police Act 1967
[Act 344];

() representations of, or mottoes of or words referring to the decorations, badge or emblems as
provided for under the Armed Forces Act 1972 [Act 77];

(m) name, initials and flags of, and representations of the name, initials and flags of, any
international organization or Convention country including any city, borough, town or place of the
Convention country;

(n) armorial bearings, insignia, orders of chivalry, decorations or flags of, or representations of the
armorial bearings, insignia, orders of chivalry, decorations or flags of, any Convention country
including any city, borough, town or place of the Convention country;

(0) name, initials or devices of, or representations of the name, initials or devices of, any society,
body corporate or institution; and

(p) pictorial representation of any person, whether living or dead.

(2) Relating to paragraphs 1(g) and (h), where there appears in a trademark, the
registration of which is applied for, a representation of a crescent or a cross in any colour,
not being one of those referred to in paragraphs (1){(g) and (h), the Registrar may require
the applicant, as a condition of acceptance, to undertake not to use the crescent or cross
device in red, or in white or silver on a red ground, or in any similar colour or colours.



