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NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL REGISTRATION
DESIGNATING AUSTRALIA (IRDA)
THIS REFUSAL IS ISSUED IN ACCORDANCE WITH RULE 17(1) TO 17(3)

The Australian Designation of the International Registration does not meet the requirements of Trade Marks
Act 1995. The issues currently preventing acceptance of the International Registration are explained in the
attached Adverse Examination Report number 1 and where possible, the ways in which the holder may be
able to resolve the issues.

The holder has until 5 July 2024 to overcome all the issues otherwise this refusal will take effect.

The holder may respond in writing to this refusal. Any response needs to be sent through an address for
service in Australia or New Zealand. Please allow time for me to consider any responses by ensuring they are
received by this office no later than 20 business days prior to 5 July 2024. For assistance with our online
lodgement services please contact 1300 65 10 10.

This provisional refusal will be reviewed if the holder:

e makes written submissions in support of the claim to protection of the trade mark in Australia; and/or
e submits evidence in support of the claim to protection of the trade mark in Australia; and/or
e applies for a hearing

The trade mark examiner who produced this report is David White and their direct line is +61 2 6283 2997. If
you have been unable to reach your examiner directly, another examiner who may be able to assist you can

be reached on +612 6283 2211.

Details of the trade mark can be viewed using our Austraiian trads mark search on our website.

Sincerely,

IP Australia
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Adverse Examination Report

The following issues have been raised under the Trade Marks Act 1995 and will need to be addressed before
your IRDA can be accepted.

e Issues raised under Section 41 of the Trade Marks Act 1995.

e Issues raised under Section 44 of the Trade Marks Act 1995.

Issues raised under Section 41 of the Trade Marks Act 1995.
To be protected in Australia, your trade mark must be capable of distinguishing your goods/services from
the similar goods/services of other traders in the market place. (For more details, see Section 41 of the
Trade Marks Act 1995.)

Your IRDA is refused because your trade mark is not capable of distinguishing the specified
goods/services. This is because your trade mark is for the word SHUFL which is visually and phonetically
similar to the word SHUFFLE. The word SHUFFLE is in common use in relation to the game of
shuffleboard (define in the Macquarie Dictionary as: "a game in which coins or discs are driven along a
smooth board, table, or other surface, towards certain lines, etc., on it.").

This indicates that your goods for gaming and your class 41 services for entertainment/gaming are all
being provided in relation to SHUFL games (eg. shuffleboard games).

Other traders should be able to use SHUFL, or some mark nearly resembling it, in connection with goods
or services similar to yours.

The refusal applies to the following goods/services:

Class 9: “Computer programs and software for use with sports, games, electronic games, videogames,
social gaming and arcade video game machines, excluding computer game software for card games,
collectible card games, trading card games, educational card games and playing cards; computer
programs and software for keeping scores; downloadable software applications for use with sports,
games, electronic games video games, social gaming and arcade video game machines, excluding
software applications for card games, collectible card games, trading card games, educational card
games and playing cards; downloadable software applications for keeping scores; electronic software for
handheld devices and wireless devices for use with sports, games, electronic games video games, social
gaming and arcade video game machines, excluding computer game software for card games, collectible
card games, trading card games, educational card games and playing cards; interactive multimedia
computer game programs, excluding computer game programs for card games, collectible card games,
trading card games, educational card games and playing cards; interactive multimedia entertainment
software; interactive game software, excluding computer game software for card games, collectible card
games, trading card games, educational card games and playing cards; interactive video software;
interactive multimedia computer programs; virtual and augmented reality software for playing virtual
reality games, excluding computer game software for card games, collectible card games, trading card
games, educational card games and playing cards; audio visual and photographic devices, namely
headsets for playing video games, scoring displays, video monitor controllers, interactive touch screen
terminals, interactive graphic screens, virtual reality headsets and goggles”

Class 28: All goods in this class

Class 41: “Entertainment services in the field of games, sports; entertainment services in the field of
games, sports, music and dance with the view of accommodating networking; electronic games services;
interactive game services; online game services; social game services; arcade game services; virtual
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reality game services; virtual reality arcade services; arranging and conducting of sports and game
competitions and events; arranging, conducting and organizing of (online) sports and game competitions,
tournaments and events, all of the aforesaid services having no relation to card games, collectible card
games, trading card games, educational card games and playing cards; timing and scoring of games, and
sports events; rental [leasing] of equipment for gaming, electronic gaming, video gaming, social gaming,
arcade video gaming events, and sports events, all these services having no relation to card games,
collectible card games, trading card games, educational card games and playing cards; providing of
online electronic publications [not downloadable]; ticket reservation services for entertainment, game,
and sporting events; all the aforementioned services also being provided via social media, the internet or
a global computer network”

What you can do now

Grounds for rejecting this International Registration Designating Australia (IRDA) exist under subsection
41(4) of the Trade Marks Act 1995.

You may respond to this refusal by:
- Making submissions and/or

- Providing evidence of use showing that the trade mark is capable of distinguishing the goods/services in
Australia and/or

- Requesting a hearing.
Before deciding whether to provide evidence you should consider the following:

- Evidence must be supplied as a declaration and should be accompanied by supporting evidence and
information regarding the extent of the use of your trade mark in Australia.

- Gathering and compiling this evidence may be time-consuming and expensive
- The evidence you provide may be insufficient to overcome the refusal
If you wish to respond in any of these ways, you must do so in writing and supply an address for service

in Australia or New Zealand. If you do not respond by the date mentioned on the first page of this report,
this IRDA will be refused for the above goods/services.

Issues raised under Section 44 of the Trade Marks Act 1995.
Cited Trade Mark Number(s): 1662216, 1947157, 2216041
What are the issues with your trade mark?

Trade Mark Numbers: 1662216, 1947157, 2216041
Your trade mark is substantially identical with, or deceptively similar to, the above trade marks, and is for

similar or closely related goods and/or services.

The refusal applies to the following goods/services:
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Class 9: All goods in this class
Class 28: All goods in this class

Class 41: “Entertainment services in the field of games, sports; entertainment services in the field of
games, sports with the view of accommodating networking; electronic games services; interactive game
services; online game services; social game services; arcade game services; virtual reality game services;
virtual reality arcade services; arranging and conducting of sports and game competitions and events;
arranging, conducting and organizing of (online) sports and game competitions, tournaments and events,
all of the aforesaid services having no relation to card games, collectible card games, trading card games,
educational card games and playing cards; organization of food and drink tasting events for
entertainment and educational purposes; timing and scoring of games and sports events; audio, video
and multimedia production and photography; rental [leasing] of equipment for gaming, electronic
gaming, video gaming, social gaming, arcade video gaming events, and sports events, all these services
having no relation to card games, collectible card games, trading card games, educational card games
and playing cards; providing of online electronic publications [not downloadable]; ticket reservation
services for entertainment, game, and sporting events; vocational guidance [educational or training
advice] not in relation to card games, collectible card games, trading card games, educational card games
and playing cards; all the aforementioned services also being provided via social media, the internet or a
global computer network”

| have enclosed details of the trade marks mentioned above.

What you can do now

You may respond to this refusal by:

- Making submissions and/or

- Providing evidence of use of the trade mark in Australia and/or

- Requesting a hearing.

Before deciding whether to provide evidence you should consider the following:

- Evidence must be supplied as a declaration and should be accompanied by supporting evidence and
information regarding the extent of the use of your trade mark in Australia.

- Gathering and compiling this evidence may be time-consuming and expensive
- The evidence you provide may be insufficient to overcome the refusal
If you wish to respond in any of these ways, you must do so in writing and supply an address for service

in Australia or New Zealand. If you do not respond by the date mentioned on the first page of this report,
this IRDA will be refused for the above goods/services.
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International registration

humber: 1225487
Class(es): 9, 28, 41
Status: Protected
Filed on: 16 June 2014
Property type: Figurative
Entered on register: 29June 2016
Registered from: 16 June 2014
.................... OWNET DRIANS . ecoessssssmmssssssssasssssssssassssssssssasssssssssssssssssssssssssssssssssssmssssssss
Owner name: Cartamundi Services, naamloze vennootschap
Owner address: Visbeekstraat 22
B-2300 Turnhout
Belgium
o REPIESCNMANG AOMAIS:
Representative name: Davies Collison Cave Pty Ltd
Representative address: Level 15
1 Nicholson Street
VIC 3000
Australia
_____________________ GOOAS ANA SEIVICES:  eesmmasmmmsmssasmsss——————————————————————
Class: 9 Apparatus for recording, receiving, transmission or reproduction of

sound, images or other data; magnetic, optical, numerical and electronic
data carriers; recording discs; data processing equipment and
computers; computer hardware; computer software platforms; electronic
greetings cards and trading cards; electronic publications, downloadable;
manuals and handbooks in electronic format; electronic diaries and
memo books; downloadable audio and video recordings; downloadable
music files; music (downloadable)

Class: 28 Playing cards and cards for games; gymnastic and sporting articles not
included in other classes; decorations for christmas trees
Class: 41 Education; providing of training; providing of electronic publications

online; electronic publication of books and magazines online

Convention details

Convention date: 16 December 2013
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Trade mark number: 012430641

Country: European Union Intellectual Property Office (EUIPO)

Trade mark image:
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ATAGEMATKARIAIS: s80PSR
Innut;rtr,\:rt:ional registration 1416978
Trade mark: SHUFFLE
Class(es): 9,11,37,42
Status: Protected
Filed on: 31 May 2018
Property type: Word
Entered on register: 02 January 2020
Registered from: 31 May 2018

Owner name: SCHREDER, societe anonyme

Owner address: Rue de Lusambo 67
B-1190 Bruxelles

Belgium
e REPTESENEAUVE AEUAIIS: o emsmo————————— A
Representative name: PHILLIPS ORMONDE FITZPATRICK
Representative address: PO Box 323
VIC 8007
Australia
_____________________ GOOAS ANA SEIVICES: oo ——————————— oA AP
Class: 9 Electronic control gears [ECGs] for LED lamps and light fixtures; light

regulators [dimmers], electric; antennas for wireless communications
apparatus for modular and interactive lighting installations offering smart
connected services (wireless internet, cameras, loudspeakers, electric
vehicle charges, sos intercoms, 4G base stations, pollution sensors,
sound systems, motion detectors, network IP speakers); computer
interface software for modular and interactive lighting installations
offering smart connected services (wireless internet, cameras,
loudspeakers, electric vehicle charges, sos intercoms, 4G base stations,
pollution sensors, sound systems, motion detectors, network IP
speakers); electrical charge controllers for modular and interactive
lighting installations offering smart connected services (wireless internet,
cameras, loudspeakers, electric vehicle charges, sos intercoms, 4G base
stations, pollution sensors, sound systems, motion detectors, network IP
speakers); wireless controllers to monitor and control the functioning of
electronic devices for modular and interactive lighting installations
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Class: 11

offering smart connected services (wireless internet, cameras,
loudspeakers, electric vehicle charges, sos intercoms, 4G base stations,
pollution sensors, sound systems, motion detectors, network IP
speakers); electrical control, testing and monitoring apparatus for
modular and interactive lighting installations offering smart connected
services (wireless internet, cameras, loudspeakers, electric vehicle
charges, sos intercoms, 4G base stations, pollution sensors, sound
systems, motion detectors, network IP speakers); surveying apparatus
and instruments for modular and interactive lighting installations offering
smart connected services (wireless internet, cameras, loudspeakers,
electric vehicle charges, sos intercoms, 4G base stations, pollution
sensors, sound systems, motion detectors, network IP speakers); radio
transmitters, receivers, and controllers for monitoring and controlling
public lighting; wireless controllers to remotely monitor and control the
function and status of other electrical, electronic, and mechanical devices
or systems, namely lighting systems [excluding gaming apparatus];
illumination regulators; intercommunication apparatus for lighting
installations; motion sensors for security lights; sensors and detectors for
lighting installations; humidity sensors with integrated digital and
analogue output circuitry used in appliance and light industrial
applications to sense both relative humidity and temperature
environmental conditions; environmental monitoring system comprised
of meters and sensors that measure pressure, humidity, temperature
and includes alarm and reporting functions for modular and interactive
lighting installations offering smart connected services (wireless internet,
cameras, loudspeakers, electric vehicle charges, sos intercoms, 4G base
stations, pollution sensors, sound systems, motion detectors, network IP
speakers); day and night vision systems primarily comprising day and
night sensors, day and night cameras, power sources, communication
means, monitors and operating software for lighting installations; active
infra-red sensors for modular and interactive lighting installations
offering smart connected services (wireless internet, cameras,
loudspeakers, electric vehicle charges, sos intercoms, 4G base stations,
pollution sensors, sound systems, motion detectors, network IP speakers)
Modular and interactive lighting installations offering multiple
combination of smart connected services (wireless internet, cameras,
loudspeakers, electric vehicle charges, sos intercoms, 4G base stations,
pollution sensors, sound systems, motion detectors, network IP
speakers); modular and interactive lighting installations with integrated
features as loudspeakers, CCTV, WLAN, EV chargers and visual guidance;
light-emitting diodes [LED] lighting apparatus for modular and interactive
lighting installations offering combination of smart connected services
(wireless internet, cameras, loudspeakers, electric vehicle charges, sos
intercoms, 4G base stations, pollution sensors, sound systems, motion
detectors, network IP speakers); light-emitting diode [LED] luminaires
offering multiple combination of smart connected services; street lamps
offering multiple combination of smart connected services; lamps for
outdoor use offering multiple combination of smart connected services;
LED light assemblies for street lights, signs, commercial lighting,
buildings, and other architectural uses; LED lighting fixtures for modular
and interactive lighting installations offering smart connected services
(wireless internet, cameras, loudspeakers, electric vehicle charges, sos
intercoms, 4G base stations, pollution sensors, sound systems, motion
detectors, network IP speakers); lighting fixtures with motion detection
for modular and interactive lighting installations offering smart
connected services (wireless internet, cameras, loudspeakers, electric
vehicle charges, sos intercoms, 4G base stations, pollution sensors,
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sound systems, motion detectors, network IP speakers); luminaires, using
light emitting diodes [LEDs] as a light source, for street or roadway
lighting offering multiple combination of smart connected services; smart
and interactive lighting systems to encourage social connectivity in towns
and cities; innovative lighting solutions helping people to connect to their
social environments (public and private); lighting solutions for sustainable
mobility

Class: 37 Installation, maintenance and repair of lighting apparatus, lighting
instruments and lighting systems offering smart connected services;
installation, maintenance and repair of street lights offering smart
connected services; advisory services relating to the installation of
lighting apparatus, lighting instruments and lighting systems offering
smart connected services; providing information relating to the repair or
maintenance of lighting apparatus, lighting instruments and lighting
systems offering smart connected services; installation, maintenance and
repair of electronic control apparatus for lighting apparatus, lighting
instruments and lighting systems; installation, maintenance and repair of
regulating, monitoring and control apparatus for lighting apparatus,
lighting instruments and lighting systems offering smart connected
services; installation, maintenance and repair of computer network and
information technology equipment for lighting apparatus, lighting
instruments and lighting systems offering smart connected services;
technical consultation in the field of installation of lighting apparatus,
lighting instruments and lighting systems offering smart connected
services; installation, maintenance and repair of computer hardware for
lighting apparatus, lighting instruments and lighting systems offering
smart connected services

Class: 42 Industrial design for lighting apparatus, lighting instruments and lighting
systems offering smart connected services; technical consultancy in the
field of light engineering; technical planning and consulting in the field of
light engineering; technical planning and consultancy in the field of light
engineering; computer software design in the field of light engineering;
configuration, installation, fault diagnosis, repair, updating, upgrading
and maintenance of computer software in the field of light engineering;
maintenance of database software in the field of light engineering;
design, development, maintenance and updating of computer software
for process control in the field of light engineering; configuration,
installation, fault diagnosis, repair, upgrading and maintenance of
computer software for lighting apparatus, lighting instruments and
lighting systems offering smart connected services; development of
computer software for use with computer-controlled switching systems
for lighting apparatus, lighting instruments and lighting systems offering
smart connected services; monitoring of computer systems by remote
access in the field of light engineering; outsource service providers of
information technology in the field of light engineering; hosting
computerized data, files, applications and information in the field of light
engineering

Convention details

Convention date: 8 December 2017
Trade mark number: 1366162
Country: Benelux (BOIP)

Translation and transliteration details:
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Transliteration details: The applicant has advised that the characters appearing in the trade
mark may be transliterated as which may be translated into English as
SHUFFLE.

Other trade mark information:

Other trade mark information: Provisions of paragraph 44(3)(b) and/or Reg 4.15A(3)(b) applied.
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T MATK ARLAIS: et
Trade mark: SHUFFLE
Class(es): 9, 36, 39,42
Status: Published
Filed on: 12 October 2021

Property type: Word

Applicant Details

Wilson Parking Australia 1992 Pty Ltd

Applicant name: .
PP Australia

ACN/ARBN: 052475911

Applicant address: L3 Bishops See
235 St. George's Tce
Perth WA 6000
Australia

Representative details:

Representative name: WRAYS PTY LTD
Representative address: L7
863 Hay 5t
WA 6000
Australia

Goods and services:

Class: 9 Computer software; Application software; Downloadable software
applications (apps); Machine readable devices for cashless payment
systems; Electric apparatus for use in parking control; Electronic
apparatus for the control of car parking; Parking meters; Parking sensors
for vehicles; Computer software and hardware platforms for cooperative
intelligent transport systems; Computer software and hardware
platforms for intelligent transport systems; Computer software and
hardware platforms for traffic management; Computer software for
business purposes

Class: 36 E-wallet payment services; Electronic payment services; Payment
processing services; Cash processing; Processing of debit card payments;
Providing financial information

Class: 39 Parking services for vehicles; Vehicle parking services; Vehicle location
services; Storage of vehicles; Vehicle storage; Parking of cars; Provision of
vehicle parking facilities; Provision of car parking facilities; Provision of
parking facilities; Rental of garage parking places; Rental of parking
places; Information services relating to storage; Providing information
relating to storage services
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Class: 42

Advisory services relating to computer software; Computer support
services (programming and software installation, repair and maintenance
services); Provision of online non-downloadable software (application
service provider); Provision of online non-downloadable web-based
software; Hosting of software as a service (SaaS); Software as a service
(SaaS); Platform as a Service (PaaS); Updating of computer software;
Installation and maintenance of computer software; Designh and
development of computer software; Information technology (IT) services
(computer hardware, software and peripherals design and technical
consultancy)
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REQUIREMENTS FOR EVIDENCE OF USE
Subsection 41(4) Trade Marks Act 1995

Evidence of use must be in declaratory form. This may be made by the holder, a principal officer of
the holder company or by a person authorised to make it on behalf of the holder. If the declaration
is not in English, it must be accompanied by a certified translation into English. The evidence must
incorporate any exhibits or appendices. If they are not incorporated, they do not form part of the
declaration.

Where possible evidence should be submitted in electronic form, through IP Australia’s online
services. In particular, providing clear digital images of objects bearing the trade mark will be as
effective as providing the objects themselves.

Under subsection 41(4) use may be before or after the date on which Australia was designated in
the international application or registration. The evidence may include use by a predecessor in title
of the holder, use by an authorised user, and use on goods and/or services for export. Evidence of
use of the trade mark in similar markets in countries other than Australia can be taken into account.

EVIDENCE REQUIRED
For evidence of actual use the declaration should include:

e the international registration number;

e our reference;

e arepresentation of the trade mark;

¢ the holder's name;

e the name and address of the person making the declaration;

e the position and length of service in that position of the person making the declaration (if the
holder is a company);

e a brief history of the trade mark, including:

e the goods and/or services for which the trade mark has been used;

e when the trade mark was first used in Australia in connection with the goods and/or
services claimed in your IRDA (please give the year and, if possible, the month), and
whether this use has been continuous since then;

¢ where the trade mark has been used in Australia and/or countries overseas (please give
States or regions);

e examples of how the trade mark has been used in Australia in connection with the goods
and/or services claimed in your IRDA (please attach copies of advertising, promotional
material and/or packaging and outline how each of these have been used);

¢ annual expenditure (in Australian Dollars) on advertising and promoting the trade mark in
Australia in connection with the goods and/or services claimed in your IRDA;

¢ annual turnover figures (in Australian Dollars) for the specific goods and/or services
claimed in your IRDA sold or provided in Australia using the trade mark; and

e any other information or materials which will help show how the trade mark has been used
(please attach copies of these materials).

For evidence of intended use, the declaration should include:

e Comprehensive details of business plans and/or other documents demonstrating a definite
intention to use the trade mark (please attach copies of these documents).

e Details of the goods or services this planned use relates to.

e Figures in Australian dollars for any costs already incurred in preparing to use the trade mark.



e Any other information or materials which will help show how the trade mark is intended to be
used (please attach copies of these materials).

Please note:
e The evidence you provide must relate to your trade mark as it is shown in your IRDA, without
any major changes.
e The evidence you provide must clearly demonstrate that your IRDA is used and promoted as a
trade mark, and that it is recognised by consumers as a trade mark.
e |f you can only show use of your trade mark on some of the goods or services in your IRDA,
please agree to limit your IRDA to cover only those goods or services.



EVIDENCE OF HONEST CONCURRENT USE, PRIOR USE or
OTHER CIRCUMSTANCES
Subsections 44(3) and 44(4) Trade Marks Act 1995

Introduction

Your International Registration Designating Australia (IRDA) cannot be accepted for protection
because it conflicts with another trade mark, or trade marks.

The refusal of your IRDA under section 44 may be overcome if you can show one of the following:
e honest concurrent use; or
e prior use; or

e other circumstances

Evidence of use must be in declaratory form. This may be made by the holder, a principal officer of
the holder company or by a person authorised to make it on behalf of the holder. If the declaration
is not in English, it must be accompanied by a certified translation into English. The evidence must
incorporate any exhibits or appendices. If they are not incorporated, they do not form part of the
declaration.

Where possible evidence should be submitted in electronic form, through IP Austaralia’s online
services. In particular, providing clear digital images of objects bearing the trade mark will be as
effective as providing the objects themselves.

The declaration provides the information | need to determine whether the use of your trade mark in
Australia is sufficient to accept your trade mark for protection. The declaration should clearly set out
the following:

e the number of your IRDA;
¢ the name of the holder;

e any submissions and evidence in support of your IRDA

The declaration should be made out by:

e you;or

e if the holder is a company, a principal officer or other authorised employee of the company
(for example a director); or
e someone else who is authorised by you to make the declaration (for example, a lawyer)

Honest Concurrent Use

Evidence required — The following information should be included in the declaration:
e the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was chosen (this must be before your filing date);



e why the trade mark was chosen;

e who has used the trade mark:
® yOU Or your company;
e someone you or your company has authorised or allowed to use the trade mark; or

e apredecessor in title (the person from whom you acquired the trade mark);
e whether you knew of the earlier filed trade mark;
e the goods and/or services for which the trade mark has been used in Australia;

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month);

e whether this use has been continuous since then (or, if it has not been used continuously,
when and for how long it has been used);

e where the trade mark has been used in Australia (please give States or regions);

e examples of how the trade mark has been used in Australia in connection with the goods
and/or services claimed in your IRDA (please attach copies of advertising, promotional
material and/or packaging and outline how each of these have been used);

¢ annual expenditure (in Australian Dollars) on advertising and promoting the trade mark in
Australia in connection with the goods and/or services claimed in your IRDA;

e annual turnover figures (in Australian Dollars) for the goods and/or services claimed in your
IRDA sold or provided in Australia using the trade mark; and

e any other information or materials which will help show how the trade mark has been used
(please attach copies of these materials).

Prior Use

Evidence required — The following information should be included in the declaration:

e the name and address of the person making the declaration;

¢ the position and length of service in that position of the person making the declaration (if the
holder is a company);

¢ when the trade mark was first used in Australia in connection with the goods and/or services
claimed in your IRDA (please give the year and, if possible, the month), and whether this use
has been continuous since then;

e how the trade mark was first used. You should provide examples of how the trade mark was
applied and advertised or, where these are no longer available, explain exactly what actions
you claim amount to “use”. An unsupported statement such as “I first used this trade mark in
1990” is not sufficient, and you should go on to explain just what actions you rely on as being
use.

e whether the trade mark has been used continuously in Australia since its first use. The
declaration should provide factual information, e.g. sales value by year, that will allow an
examiner to be satisfied that use has been continuous;

o whether the trade mark was still being used when you lodged your IRDA;

¢ the goods and/or services for which the trade mark has been used in Australia.



Other Circumstances

There may be other circumstances that are relevant. A common example would be if you were using
your trade mark with the permission of the owner of the earlier filed trade mark and/or that owner
is prepared to consent to the protection of your trade mark.

You should be aware

If your own IRDA is accepted under one of the above provisions, the trade mark owner of any earlier
registration or application may oppose protection of your trade mark. You will then be required to
defend the opposition. This will involve serving evidence. If you are not successful, costs may be
awarded against you.

You should also be aware that if you are infringing a registered trade mark you run a serious risk of
legal action being taken against you by the owner of that registration.

Confidential Information

IP Australia will accept your declaration in confidence. IP Australia will not accept an accompanying
letter in confidence.

Please do not put any information which you consider to be confidential into an accompanying
letter.

Release of Information

Other people may request access to information you have provided to the Trade Marks Office.
Please take into account that letters will become available for public inspection (APl). Declarations
may be API. Copies of declarations may also be requested under the Freedom of Information Act
1982 (FOI Act). If this occurs, IP Australia may seek your comments prior to release of declarations.

Legal Advice

A trade mark attorney may be able to assist you with advice and outline the likely costs, risks and
benefits of the trade mark options available for your business.



Grounds for rejecting IRDA

Regulation 17A.28

1) The grounds for rejecting an IRDA are the grounds set out in sections 39 to 44 of the Act, as
affected by subregulation (2).

2) Sections 39 to 44 apply in relation to an IRDA as if:
a) areference in those sections:
i) toan application for the registration of a trade mark were a reference to the
IRDA; and
ii) to an applicant were a reference to the holder of the IRDA; and
b) the reference in paragraph 41 (3) (b) to the filing date in respect of an application were
a reference to the date of international registration or the date of recording, as
applicable, in respect of the IRDA; and
c) each reference in subparagraphs 44 (1) (a) (i) and (2) (a) (i) to a trade mark registered by
another person included a protected international trade mark held by another person;
and
d) each reference in subparagraphs 44 (1) (a) (ii) and (2) (a) (ii) to a trade mark whose
registration is being sought by another person included a trade mark in respect of
which the extension of protection to Australia is being sought by another person.

Section 39 Trade mark containing etc. certain signs

1) An application for the registration of a trade mark must be rejected if the trade mark
contains or consists of a sign that, under regulations made for the purposes of section 18, is
not to be used as a trade mark.

2) An application for the registration of a trade mark may be rejected if the trade mark contains or
consists of:
a) asign thatis prescribed for the purposes of this subsection; or
b) asign so nearly resembling:
i) asignreferred to in paragraph (a); or
ii) asignreferred to in subsection (1);
as to be likely to be taken for it.

Section 40 Trade mark that cannot be represented graphically

1) An application for the registration of a trade mark must be rejected if the trade mark cannot
be represented graphically.

Section 41 Trade mark not distinguishing applicant's goods or services

1) An application for the registration of a trade mark must be rejected if the trade mark is not
capable of distinguishing the applicant’s goods or services in respect of which the trade mark is
sought to be registered (the designated goods or services) from the goods or services of other
persons.

Note: For goods of a person and services of a person see section 6.



2)

3)

4)

5)

A trade mark is taken not to be capable of distinguishing the designated goods or services from
the goods or services of other persons only if either subsection (3) or (4) applies to the trade
mark.

This subsection applies to a trade mark if:

a) the trade mark is not to any extent inherently adapted to distinguish the designated goods
or services from the goods or services of other persons; and

b) the applicant has not used the trade mark before the filing date in respect of the application
to such an extent that the trade mark does in fact distinguish the designated goods or
services as being those of the applicant.

This subsection applies to a trade mark if:

a) the trade mark is, to some extent, but not sufficiently, inherently adapted to distinguish the
designated goods or services from the goods or services of other persons; and

b) the trade mark does not and will not distinguish the designated goods or services as being
those of the applicant having regard to the combined effect of the following:
i) the extent to which the trade mark is inherently adapted to distinguish the goods or

services from the goods or services of other persons;

ii) the use, or intended use, of the trade mark by the applicant;
iii) any other circumstances.

Note 1: Trade Marks that are not inherently adapted to distinguish goods or services are mostly

trade marks that consist wholly of a sign that is ordinarily used to indicate:

a) the kind, quality, quantity, intended purpose, value, geographical origin, or some other
characteristic, of goods or services; or
b) the time of production of goods or of the rendering of services.
Note 2: For goods of a person and services of a person see section 6.

Note 3: Use of a trade mark by a predecessor in title of an applicant and an authorised use of a
trade mark by another person are each taken to be use of the trade mark by the applicant (see
subsections (5) and 7(3) and section 8).

For the purposes of this section, the use of a trade mark by a predecessor in title of an applicant
for the registration of the trade mark is taken to be use of the trade mark by the applicant.
Note 1: For applicant and predecessor in title see section 6.

Note 2: If a predecessor in title had authorised another person to use the trade mark, any
authorised use of the trade mark by the other person is taken to be use of the trade mark by the
predecessor in title (see subsection 7(3) and section 8).

Section 42 Trade mark scandalous or its use contrary to law
An application for the registration of a trade mark must be rejected if:

a) the trade mark contains or consists of scandalous matter; or
b) its use would be contrary to law.

Section 43 Trade mark likely to deceive or cause confusion

An application for the registration of a trade mark in respect of particular goods or services must be
rejected if, because of some connotation that the trade mark or a sign contained in the trade mark
has, the use of the trade mark in relation to those goods or services would be likely to deceive or
cause confusion.

Section 44 Identical etc. trade marks



1)

2)

3)

4)

Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's
trade mark) in respect of goods (applicant's goods) must be rejected if:
a) the applicant's trade mark is substantially identical with, or deceptively similar to:
i) atrade mark registered by another person in respect of similar goods or closely related
services; or
ii) atrade mark whose registration in respect of similar goods or closely related services is
being sought by another person; and
b) the priority date for the registration of the applicant's trade mark in respect of the
applicant's goods is not earlier than the priority date for the registration of the other trade
mark in respect of the similar goods or closely related services.
Note 1: For deceptively similar see section 10.

Note 2: For similar goods see subsection 14(1).
Note 3: For priority date see section 12.

Note 4: The regulations may provide that an application must also be rejected if the trade mark
is substantially identical with, or deceptively similar to, a protected international trade mark or a
trade mark for which there is a request to extend international registration to Australia: see Part
17A.

Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant's

trade mark) in respect of services (applicant's services) must be rejected if:

a) itis substantially identical with, or deceptively similar to:

i) atrade mark registered by another person in respect of similar services or closely
related goods; or

ii) atrade mark whose registration in respect of similar services or closely related goods is
being sought by another person; and

b) the priority date for the registration of the applicant's trade mark in respect of the
applicant's services is not earlier than the priority date for the registration of the other trade
mark in respect of the similar services or closely related goods.

c) Note 1: For deceptively similar see section 10.

d) Note 2: For similar services see subsection 14(2).

e) Note 3: For priority date see section 12.

f) Note 4: The regulations may provide that an application must also be rejected if the trade
mark is substantially identical with, or deceptively similar to, a protected international trade
mark or a trade mark for which there is a request to extend international registration to
Australia: see Part 17A.

If the Registrar in either case is satisfied:

a) that there has been honest concurrent use of the 2 trade marks; or

b) that, because of other circumstances, it is proper to do so;

the Registrar may accept the application for the registration of the applicant's trade mark

subject to any conditions or limitations that the Registrar thinks fit to impose. If the applicant's
trade mark has been used only in a particular area, the limitations may include that the use of
the trade mark is to be restricted to that particular area.

Note: For limitations see section 6.

If the Registrar in either case is satisfied that the applicant, or the applicant and the predecessor
in title of the applicant, have continuously used the applicant's trade mark for a period:



a) beginning before the priority date for the registration of the other trade mark in respect of:
i) the similar goods or closely related services; or
ii) the similar services or closely related goods; and

b) ending on the priority date for the registration of the applicant's trade mark;

the Registrar may not reject the application because of the existence of the other trade mark.

Note 1: An authorised use of the trade mark by a person is taken to be a use of the trade mark
by the owner of the trade mark (see subsection 7(3)).

Note 2: For predecessor in title see section 6.

Note 3: For priority date see section 12.
Regulation 17A.13 Use of trade mark

1) The holder of an IRDA:

a) must be using, or must intend to use, the trade mark that is the subject of the IRDA in
relation to the goods, services or goods and services listed in the IRDA; or

b) must have authorised, or intend to authorise, another person to use the trade mark in
relation to those goods, services or goods and services; or

¢) mustintend to assign the trade mark to a body corporate that is about to be constituted
with a view to the use by the body corporate of the trade mark in relation to the goods,
services or goods and services.

2) |If there is reason to suspect that the holder does not meet a requirement of subregulation (1) in
relation to any of the goods or services mentioned in the IRDA, the Registrar may require the
holder to make a declaration to the Registrar that those provisions apply to all of those goods
and services.

Regulation 4.15 Trade marks containing etc certain signs

For the purposes of paragraph 39 (2) (a) of the Act (which deals with signs), the following signs are
prescribed:

a) the words "Patent”, "Patented", "By Royal Letters Patent", "Registered", "Registered
Design", "Copyright" "Plant Breeder's Rights", "EL rights", or words or symbols to the same
effect (including the symbols © and ®);

b) the words "To counterfeit this is a forgery", or words to the same effect;

c) arepresentation of the Arms, or of a flag or seal, of the Commonwealth or of a State or
Territory;

d) arepresentation of the Arms or emblem of a city or town in Australia or of a public authority
or public institution in Australia;

e) arepresentation of a mark notified by the International Union for the Protection of
Industrial Property as not entitled to registration under international arrangements;

f) asign specified in Schedule 2.

Note 1: For the meaning of EL rights, see section 5 of the Circuit Layouts Act 1989.

Note 2: A list of the marks mentioned in paragraph 4.15 (e) is available at the Trade Marks Office
and sub-offices.



