United States Patent and Trademark Office (USPTO)
Office Action (Official Letter) About Applicant’s Trademark Application

U.S. Application Serial No. 79366635

Mark: QUINTA DO PILOTO COLLECTION

Correspondence Address:

LUIS MARIA BLECK DA SILVA DE SOMMER RIBEIRO
RUA ARTILHARIA UM, 79, 3° DTO

P-1250-038 LISBOA

PORTUGAL

Applicant: QUINTA DO PILOTO - VINHOS, LDA.
Reference/Docket No. N/A

Correspondence Email Address:

NONFINAL OFFICE ACTION
Notice of Provisional Full Refusal

International Registration No. 1722253

Deadline for responding. The USPTO must receive applicant’s response within
six months of the “date on which the notification was sent to WIPO (mailing
date)” located on the WIPO cover letter, or the U.S. applicationwill be
abandoned (see https://www.uspto.gov/trademarks-application-
process/abandoned-applications for information on abandonment). To confirm
the mailing date, go to the USPTO’s Trademark Status and DocumentRetrieval
(TSDR) database athttps:/tsdrauspto.gov/, select “US Serial, Registration, or
Reference No.,” enter the U.S. application serial number in the blank text box,
and click on “Documents.” The mailing date used to calculate the response
deadline is the “Create/Mail Date” of the “IB-1rst Refusal Note.”

Respond to this Office action using the USPTO’s TrademarkElectronic
Application System (TEAS). A link to the appropriate TEAS response form
appears at the end of this Office action.

Discussion of provisional full refusal. This is a provisional full refusal of the
request for extension of protectionto the United States of the international
registration, known in the United States as a U.S. application based on Trademark



Act Section 66(a). See 15 U.S.C. §§1141f(a), 1141h(c).

The referenced application has been reviewed by theassigned trademark
examining attorney. Applicant must respond timely and completely to the
issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R. §§2.62(a), 2.65(a); TMEP §§711,
718.03.

SUMMARY OF ISSUES:

¢ Place of Incorporation Required
e Disclaimer Required
e Unnecessary Translation Advisory

NO CONFLICTING MARK FOUND

The trademark examining attorney has searched the USPTO database of
registered and pending marks and has found no conflicting marks that would bar
registration under Trademark Act Section 2(d). 15 U.S.C. §1052(d); TMEP
§704.02.

PLACE OF INCORPORATION REQUIRED

Applicant must specify its legal entity type and national citizenship or foreign
country of organization or incorporation, as applicant did not include this
information in the application. See 37 C.F.R. §§2.32(a)(3)(1)-(v), 2.61(b); TMEP
§§803.03, 803.04. This information is required for all U.S. trademark
applications, including those filed under Trademark Act Section 66(a). See 37
C.F.R. §7.25(a)-(b); TMEP §1904.02(a).

Acceptable legal entity types include an individual, a partnership, a corporation,
a joint venture, or the foreign equivalent. See TMEP §§803.03 et seq. If
applicant’s legal entity type is an individual, applicant must so specify and
provide his or her national citizenship. 37 C.F.R. §2.32(a)(3)(1); TMEP
§803.03(a). If applicant is a corporation, association, partnership, joint venture,
or the foreign equivalent, applicant must so specify and provide the foreign
country under whose laws applicant is organized or incorporated. 37 C.F.R.
§2.32(a)(3)(i)); TMEP §803.03(b)-(c). For an association, applicant must also



specify whether the association is incorporated or unincorporated, unless the
foreign country and the designation or description *“association/associazione”
appear in Appendix D of the Trademark Manual of Examining Procedure
(TMEP). TMEP§803.03(c). If applicant is organized under the laws of a foreign
province or geographical region, applicant should specify both the foreign
province or geographical region and the foreign country in which the province or
region is located. See TMEP §803.04.

DISCLAIMER REQUIRED

Applicant must disclaim the wording “QUINTA” and "COLLECTION'because
it is merely descriptive of an ingredient, quality, characteristic, function, feature,
purpose, or use of applicant’s goods and/or services. See 15 U.S.C. §§1052(e)
(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med. Devices, Ltd, 695 F.3d
1247, 1251, 103 USPQ2d 1753, 1755(Fed. Cir. 2012); TMEP §§1213,
1213.03(a).

Non-English wording that is merely descriptive, deceptively misdescriptive,
geographically descriptive, generic, or informational in connection with the
identified goods and/or services, is an unregistrable component of the mark that
is subject to disclaimer. TMEP §§1213.03(a), 1213.08(d); see Bausch & Lomb
Optical Co. v. Overseas Fin. & Trading Co., 112 USPQ 6, 8 (Comm’r Pats.
1956). The disclaimer must refer to the actual non-English wording that appears
in the mark, not the English translation of that wording. TMEP §1213.08(d).

The attached evidence from Collins® Portuguese to FEnglish online
dictionary shows the English translation of QUINTA is farm. The wording FARM
is defined as "an area of land, together with the buildings on it, that is used for
growing crops or raising animals, usually in order to sell them." See the attached
from the Collins® English Dictionary. The applicant is a farm because it is a
winery used for growing grapes to make and sell wine. See the attached evidence
from Wikipedia® discussing "farm wineries."

The wording COLLECTION is defined as "A line of products produced for one
season, as those developed by a designer: promoted the summer collection in the

store window." See the attached evidence from The American Heritage®

Dictionary of the English Language. Thus, the wording merely describes

applicant’s goods because they are a wine collection originating from a farm

winery.



Applicant may respond to this issue by submitting a disclaimer in the following
format:

No claim is made to the exclusive right to use “QUINTA” and
"COLLECTION" apart from the mark as shown.

For an overview of disclaimers and instructions on how to provide one using the
Trademark Electronic Application System (TEAS), see the Disclaimer webpage.

UNNECESSARY TRANSLATION ADVISORY

Applicant’s English translation of COLLECTION in the application is
unnecessary because this term appears in an English dictionary,. TMEP
§809.01(b)(1); see 37 C.F.R. §2.32(a)(9). The USPTO will disregard the
translation; it will not be published on any registration certificate that may issue
from this application. TMEP §809.03.

Email address required. Applicant must provide applicant’s email address,
which is a requirement for a complete application. See 37 C.F.R. §2.32(a)(2);
TMEP §803.05(b). This email address cannot be identical to the primary
correspondence email address of a U.S.-licensed attorney retained to represent
applicant in this application. See TMEP §803.05(b).

Applicant is required to be represented by a U.S.-licensed attorney to
respond to or appeal the provisional refusal because applicant’s domicile is
located outside of the United States and applicant does not appear to be
represented by a qualified U.S. attorney. 37 C.F.R. §2.11(a); TMEP
§601.01(a). An applicant whose domicile is located outside of the United States
or its territories must be represented by an attorney who is an active member in
good standing of the bar of the highest court of a U.S. state or territory. 37
C.F.R. §2.11(a); TMEP §§601, 601.01(a). In this case, applicant’s domicile is
identified in the application as outside of the United States or its territories. For
more information, see the U.S. Counselwebpage at
https://www.uspto.gov/trademark/laws-regulations/trademark-rule-requires-

foreign-applicants-and-registrants-have-us and Hiring a U.S.-licensed trademark
attorney webpage at https://www.uspto.gov/trademarks-getting-started/why-hire-




private-trademark-attorney.

To appoint a U.S.-licensed attorney in this application, applicant should submit
a completed Trademark Electronic Application System (TEAS) Change Address
or Representation form at https://teas.uspto.gov/ccr/car. The newly-appointed
attorney must submit a TEAS Response to Examining Attorney Office Action
form at https:/teas.uspto.gov/office/roa/ indicating that an appointment of
attorney has been made and address all other refusals or requirements in this
action. Alternatively, if applicant retains an attorney before filing the response,
the attorney can respond to this Office action by using the appropriate TEAS
response form and provide his or her attorney information in the form and sign it
as applicant’s attorney. See 37 C.F.R. §2.17(b)(1)(i1); TMEP §604.01.

How to respond. Click to file a response to this nonfinal Office action.

/Aisha Johnson/

Aisha Johnson

Trademark Examining Attorney
Law Office 101

(571) 272-9295
Aisha.Johnson@USPTO.GOV

RESPONSE GUIDANCE

e Missing the response deadline to this letter will cause the application to
abandon. The response must be received by the USPTO before midnight
Eastern Time of the last day of the response period. TEASmaintenance or
unforeseen circumstances could affect an applicant’s ability to timely
respond.

e Responsessigned by an unauthorized party are not accepted and can
cause the application to abandon. Ifapplicant does not have an attorney,
the response must be signed by the individual applicant, all joint applicants,
or someone with legal authority to bind a juristic applicant. If applicant has
an attorney, the response must be signed by the attorney.

e [f needed, find contact information for the supervisor of the office or unit
listed in the signature block.
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Deadline for responding. The USPTO must receive applicant’s response within six months of the
‘““date on which the notification was sent to WIPO (mailing date)”’ located on the WIPO cover letter,
or the U.S. application will be abandoned (see hiips://wwwuspto.geviuademarks-appliicaton:
process/ebandonsd-applications for information on abandonment). To confirm the mailing date, go to
the USPTO’s Trademark Status and Document Retrieval (TSDR) database at hiips:/ftsdruspio.govd,
select “US Serial, Registration, or Reference No.,” enter the U.S. application serial number in the blank
text box, and click on “Documents.” The mailing date used to calculate the response deadline is the
“Create/Mail Date” of the “IB-1rst Refusal Note.”

Respond to this Office action using the USPTO’s Trademark Electronic Application System
(TEAS). A link to the appropriate TEAS response form appears at the end of this Office action.

Discussion of provisional full refusal. This is a provisional full refusal of the request for extension of
protection to the United States of the international registration, known in the United States as a U.S.
application based on Trademark Act Section 66(a). See 15 U.S.C. §§1141f(a), 1141h(c).

The referenced application has been reviewed by the assigned trademark examining attorney.
Applicant must respond timely and completely to the issue(s) below. 15 U.S.C. §1062(b); 37 C.F.R.
§82.62(a), 2.65(a); TMEP §§711, 718.03.

SUMMARY OF ISSUES:

* Place of Incorporation Required
» Disclaimer Required



* Unnecessary Translation Advisory
NO CONFLICTING MARK FOUND

The trademark examining attorney has searched the USPTO database of registered and pending marks
and has found no conflicting marks that would bar registration under Trademark Act Section 2(d). 15
U.S.C. §1052(d); TMEP §704.02.

PLACE OF INCORPORATION REQUIRED

Applicant must specify its legal entity type and national citizenship or foreign country of organization
or incorporation, as applicant did not include this information in the application. See 37 C.F.R.
§§2.32(a)(3)(1)-(v), 2.61(b); TMEP §§803.03, 803.04. This information is required for all U.S.
trademark applications, including those filed under Trademark Act Section 66(a). See 37 C.F.R.
§7.25(a)-(b); TMEP §1904.02(a).

Acceptable legal entity types include an individual, a partnership, a corporation, a joint venture, or the
foreign equivalent. See TMEP §§803.03 et seq. If applicant’s legal entity type is an individual,
applicant must so specify and provide his or her national citizenship. 37 C.F.R. §2.32(a)(3)(1); TMEP
§803.03(a). If applicant is a corporation, association, partnership, joint venture, or the foreign
equivalent, applicant must so specify and provide the foreign country under whose laws applicant is
organized or incorporated. 37 C.F.R. §2.32(a)(3)(ii); TMEP §803.03(b)-(c). For an association,
applicant must also specify whether the association is incorporated or unincorporated, unless the
foreign country and the designation or description “association/associazione” appear in Appendix D of
the Trademark Manual of Examining Procedure (TMEP). TMEP §803.03(c). If applicant is organized
under the laws of a foreign province or geographical region, applicant should specify both the foreign
province or geographical region and the foreign country in which the province or region is located. See
TMEP §803.04.

DISCLAIMER REQUIRED

Applicant must disclaim the wording “QUINTA” and "COLLECTION" because it is merely
descriptive of an ingredient, quality, characteristic, function, feature, purpose, or use of applicant’s
goods and/or services. See 15 U.S.C. §§1052(e)(1), 1056(a); DuoProSS Meditech Corp. v. Inviro Med.
Devices, Ltd., 695 F.3d 1247, 1251, 103 USPQ2d 1753, 1755 (Fed. Cir. 2012); TMEP §§1213,
1213.03(a).

Non-English wording that is merely descriptive, deceptively misdescriptive, geographically descriptive,
generic, or informational in connection with the identified goods and/or services, is an unregistrable
component of the mark that is subject to disclaimer. TMEP §§1213.03(a), 1213.08(d); see Bausch &
Lomb Optical Co. v. Overseas Fin. & Trading Co., 112 USPQ 6, 8 (Comm’r Pats. 1956). The
disclaimer must refer to the actual non-English wording that appears in the mark, not the English
translation of that wording. TMEP §1213.08(d).

The attached evidence from Collins® Portuguese to English online dictionary shows the English
translation of QUINTA is farm. The wording FARM is defined as "an area of land, together with the
buildings on it, that is used for growing crops or raising animals, usually in order to sell them." See the
attached from the Collins® English Dictionary. The applicant is a farm because it is a winery used for
growing grapes to make and sell wine. See the attached evidence from Wikipedia® discussing "farm



wineries."

The wording COLLECTION 1is defined as "A line of products produced for one season, as those
developed by a designer: promoted the summer collection in the store window." See the attached
evidence from The American Heritage® Dictionary of the English Language. Thus, the wording
merely describes applicant’s goods because they are a wine collection originating from a farm winery.

Applicant may respond to this issue by submitting a disclaimer in the following format:

No claim is made to the exclusive right to use “QUINTA” and "COLLECTION" apart
from the mark as shown.

For an overview of disclaimers and instructions on how to provide one using the Trademark Electronic
Application System (TEAS), see the Dsclaimner webpage.

UNNECESSARY TRANSLATION ADVISORY

Applicant’s English translation of COLLECTION in the application is unnecessary because this term
appears in an English dictionary. TMEP §809.01(b)(i); see 37 C.F.R. §2.32(a)(9). The USPTO will
disregard the translation; it will not be published on any registration certificate that may issue from this
application. TMEP §809.03.

Email address required. Applicant must provide applicant’s email address, which is a requirement
for a complete application. See 37 C.F.R. §2.32(a)(2); TMEP §803.05(b). This email address cannot
be identical to the primary correspondence email address of a U.S.-licensed attorney retained to
represent applicant in this application. See TMEP §803.05(b).

Applicant is required to be represented by a U.S.-licensed attorney to respond to or appeal the
provisional refusal because applicant’s domicile is located outside of the United States and applicant
does not appear to be represented by a qualified U.S. attorney. 37 C.F.R. §2.11(a); TMEP
§601.01(a). An applicant whose domicile is located outside of the United States or its territories must
be represented by an attorney who is an active member in good standing of the bar of the highest court
of a U.S. state or territory. 37 C.F.R. §2.11(a); TMEP §§601, 601.01(a). In this case, applicant’s
domicile is identified in the application as outside of the United States or its territories. For more
information, see the U.S. Counsel webpage at hips/fwwwaspiogevirademarkiaws:
regulatopsftrademnarkaulerequnresdoizn-anpiicantsand-regisuanis-have-us  and Hiring a U.S.-
licensed trademark attorney webpage at hifpsifwwwispio.govinadenarks-geting-siavted/why-hire-
privaie-trademark-auomey.

To appoint a U.S.-licensed attorney in this application, applicant should submit a completed
Trademark Electronic Application System (TEAS) Change Address or Representation form at
httpsi/fteasaspio.govicer/car. The newly-appointed attorney must submit a TEAS Response to
Examining Attorney Office Action form at hips://icasuspto.govieiiice/roa/ indicating that an
appointment of attorney has been made and address all other refusals or requirements in this
action. Alternatively, if applicant retains an attorney before filing the response, the attorney can
respond to this Office action by using the appropriate TEAS response form and provide his or her
attorney information in the form and sign it as applicant’s attorney. See 37 C.F.R. §2.17(b)(1)(i);
TMEP §604.01.




How to respond. £ iick fo file a response tothis sonfinal Office action.

/Aisha Johnson/

Aisha Johnson

Trademark Examining Attorney
Law Office 101

(571) 272-9295
Aisha.Johnson@USPTO.GOV

RESPONSE GUIDANCE

response must be received by the USPTO before midnight Eastern Time of the last day of the
response period. TEAS maintenance or gnforesesn. circumstiancss could affect an applicant’s
ability to timely respond.

ot St AR A R A E Rt P A B e A e S R B

applicant, all joint applicants, or someone with lggal authority to bind a jurstic applicant. If
applicant has an attorney, the response must be signed by the attorney.

* If needed, find g¢ontact nformation for the supservisor of the office or unit listed in the
signature block.
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