THE PROTOCOL RELATING TO THE MADRID AGREEMENT CONCERNING THE

INTERNATIONAL REGISTRATION OF MARKS

Notification of provisional refusal based on opposition according to article 5 and rule 17(3)

National office notifying the opposition:

Danish Patent and Trademark Office Telephone: + 45 43 50 80 00
Helgeshgj Alle 81 Telefax: + 45 43 50 80 01
DK-2630 Taastrup

Denmark

Number of the international registration subject to the opposition 755909

Name and address of the holder of the international registration subject to the opposition:

Lidl Stiftung & Co. KG

Stiftsbergstrasse 1
D-74167 Neckarsulm,
Tyskland
v Name and address of the opponent:
House of Prince A/S
Tobaksvejen 4,
DK-2860, Seborg
Danmark
V. Grounds for the opposition:
X Confusingly similar to the following mark(s) (see appendix):
X registered mark applied mark mark used in the course of trade
Lack of distinctive character =~ Company name(s) (see appendix) Other grounds
Povisions of the Danish Trade Marks Act (enclosed): Sect. 23 cf. Sect 15
The provisional refusal affects all goods and services covered by the designation

\ Grounds on which the refusal can be based according to the provisions of the Danish Trade marks Act:
Sect. 23 cf. Sect. 13, 14, 15 and 16.

VIl The holder of the designation may request a review of the provisional refusal. The request must be re-
ceived by the Danish Patent and Trademark Office no later than 4 months from the date of the provisional
refusal. The request should be filed in Danish.

Please note that the opposed registration is subject to full examination by the Danish Patent and Trade-

mark Office.

The final refusal may thus not affect all goods and services.

Please note that the final decision on the opposition can be appealed to the Danish Board of Appeal for

Patents and Trademarks by either party within a period of 2 months from the date of the final decision.
VIIl. Date of the provisional refusal: 5 April 2005 <) —

“Cos

VIlll.  Signature by the Office: The Danish Patent and Trademark Office Ellis Rasch %vs

Number of continuation sheets 15
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Patent- og Varemarkestyrelsen
Helgeshaj Allé 81
2630 Taastrup

CopPy

9. marts 2005

Madridprotokolregistrering nr. MP755909 GOLDPRINCE <w>
Lidl Stiftung & Co. KG

Pé vegne House of Prince A/S nedlegger vi hermed
INDSIGELSE

mod den danske designering i ovennavnte registrering, der blev be-
kendtgjort i Dansk Varemarketidende af 2. februar d.4. for

Klasse 34: Tobaksprodukter.

Som grundlag for indsigelsen henvises til Varemarkelovens §15, stk. 1,
nr. 2, idet indsiger er indehaver af en lang rekke varemarkeregistrerin-

ger i klasse 34 bestaende af eller indeholdende ordet PRINCE.
Til stette for indsigelsen paberabes folgende registreringer:
VR 1963 02921 PRINCE <w>

VR 2001 01424 PRINCE GOLD <w>

VR 2002 01015 PRINCE <fig>.

Ad varelighed

Der foreligger fuldstendig varekollision mellem det offentliggjorte

merke og indsigerens registreringer VR 2001 01424 og VR 2002 01015.

Skandinavisk
Tobakskompagni A/S

Tobaksvejen 4
2860 Sgborg
Danmark
www,st.dk

TIf +45 39 55 62 00
Fax +45 39 5563 02

CVR nr. 83 33 62 18
Hjemsted Gladsaxe

Ref: ALP

Side | af 3
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For sa vidt angér indsigerens registrering VR 1963 02921 PRINCE
<w>, som kun omfatter “cigaretter”, gores det geeldende, at der forelig-
ger et direkte konkurrenceforhold mellem cigaretter og alle andre to-
baksprodukter, idet der er tale om varer, der anvendes til det samme
formal og som kan supplere eller erstatte hinanden.

Ad merkelighed

Indsigermarkerne VR 1963 02921 og VR 2002 01015 indeholder alene
ordet PRINCE, som er fuldsteendig indeholdt i det offentliggjorte mar-
ke.

Forstavelsen GOLD i det offentliggjorte marke tjener alene som en ad-
jektivisk modificering af elementet PRINCE, som derfor fremstér som
det mest fremtraedende element i maerket GOLDPRINCE.

Indsigerens registrering VR 2001 01424 PRINCE GOLD bestar af ngj-
agtig de samme ordelementer som det offentliggjorte merke, blot med
den forskel, at de optrader i omvendt reekkefolge.

Til yderligere statte for indsigelsen skal vi henvise til, at indsigerens va-
remazrke PRINCE er overordentlig velkendt her i landet for “cigaret-
ter”. Dette forhold er bl.a. dokumenteret i en indsigelse mod MP 707756
og anerkendt i Styrelsens afgorelse i samme sag af 7. januar 2002. Om
nagdvendigt kan der fremskaffes supplerende dokumentation for indsi-
germarkets status, men det kan oplyses, at indsigerens salg af cigaretter
her i landet under varemarket PRINCE ikke har veret afbrudt i den
mellemliggende periode.

Under samlet hensyntagen til de navnte faktorer geres det geldende, at
der foreligger forvekslelighed, herunder at det mé antages, at der er en

forbindelse mellem parternes varemarker.

Vi henstiller derfor, at den offentliggjorte designering erkleres ugyldig i
sin helhed.

Side2 af 3
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Kopi af nerverende med bilag vedlegges, og vi anmoder venligst om at
f4 lejlighed til at kommentere et eventuelt indleg fra markeindehaveren.

vled venlig hilsen
[ 2
ee——

Anne Lis Pedersen
Direkte telefon : +45 39556751
Direkte fax : +45 39556302

E-mail : st.alp@st.dk

Bilag
Indsigelsesgebyret kr. 2.500,00

bedes trukket pa vores konto nr.
PDK31

Side 3 af 3



Kongeriget Danmark

VR 1963 02921

Ovennaevnte varemaerkeregistrering er nu fornyet.

De oplysninger, der herefter gaelder, fremgar af registerudskriften.

The above-mentioned trade mark registration is now renewed.

The information which hereatfter is valid appears on the registration extract.

9. december 2003

Patent- og Varemaerkestyrelsen
gkonomi- og Erhvervsministegi

Jesper Kongstad
Direktar

PATENT- 0G VAREMZ/ZERKESTYRELSEN



""Reékvirent , : -- Dato: 9. december 2003

Reference : VA 1962 00339 . Side 2 af 3
Registerudskrift
(Extract of Register)
(111) : VR 1963 02921 (151) . 7.december 1963
(210) . VA 1962 00339 (220) . 27. januar 1962
(180) : 7. december 2013

(730) . House of Prince A/S

Tobaksvejen 4

2860 Sgborg

Danmark
(540) :  PRINCE <w>
(511) :  Klasse 34: cigaretter.

Udskrift slut

(End of Extract)



Kongeriget Danmark

VR 2001 01424

Ovennavnte varemzerke er registreret i det danske varemzerkeregister.

Registreringens omfang fremgar af vedhzeftede registerudskrift. Registreringen gaelder i 10 ar fra
registreringsdatoen.

The above-mentioned trade mark is registered in the Danish Register of Trade Marks.

The extent of the registration appears on the attached extract. The registration is valid for 10
years from the date of registration.

5. april 2001

Patent- og
Varemaerkestyreisen
Erhvervsministeriet

Lokt

Mogens Kring
Direktor

A\l &
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" Rékvirent: HHA

Dato: 5. april 2001

Side2 af 3

Reference: VA 2001 00414

(111)
(210)

(730)

(540)

(511)

Registerudskrift
(Extract of Register)
VR 2001 01424 (151) : 26. marts 2001
VA 2001 00414 (220) . 26. januar 2001
(180) : 26.marts 2011

House of Prince A/S, fabrikation og handel
Tobaksvejen 4

2860 Sgborg

Danmark

PRINCE GOLD <w>

Klasse 34: Tobak, cigaretter, artikler for rygere, teendstikker.

Udskrift slut
(End of Extract)



Kongeriget Danmark

VR 2002 01015

Ovennaevnte varemaerke er registreret i det danske varemaerkeregister.

Registreringens omfang fremgar af vedhzeftede registerudskrift. Registreringen geelder i 10 ar fra
registreringsdatoen.

The above-mentioned trade mark is registered in the Danish Register of Trade Marks.

The extent of the registration appears on the attached extract. The registration is valid for 10
years from the date of registration.

23. april 2002

Patent- og
Varemazerkestyrelsen
Erhvervsministeriet

Lokt

Mogens Kring
Direktor

ME



" Rekvirent: HNJ Dato: 23. april 2002

Reference: VA 2002 00360 Side 2 af 3
Registerudskrift
(Extract of Register)
(111) : VR 2002 01015 (151) : 21. marts 2002
(210) . VA 2002 00360 (220) . 28. januar 2002
(180) . 21. marts 2012

(730) . House of Prince A/S

Tobaksvejen 4

2860 Sgborg

Danmark
(540)

e

T
Ry
i,
i

(511) . Klasse 34: Tobak, cigaretter, artikler for rygere, teendstikker.

Udskrift slut
(End of Extract)



Rekvirent. : AGENTER Dato: 14. marts 2005
Reference : VA 1962 00339 Side: 1 af 1

Registerudskrift
(Extract of Register)

Endelig registreret

(111) Registreringsnr. : VR 1963 02921 (151) Registreringsdato: 7. december 1963
(210) Ansggningsnr. VA 1962 00339 (220) Ansggningsdato : 27. januar 1962
(180) Fornyet il :  7.december 2013

(730) Indehaver :  House of Prince A/S

Tobaksvejen 4

2860 Sgborg

Danmark
(540) Meerke :  PRINCE
(511) Klasser og 1 Klasse 34: cigaretter.

varefortegnelse
Udskrift slut

(End of Extract)



Rekvirent : AGENTER Dato: 14. marts 2005
Reference : VA 2001 00414 Side: 1 af 1

(111) Registreringsnr. :

(210) Ansggningsnr.

(730) Indehaver

(540) Meerke

(511) Klasser og
varefortegnelse

Registerudskrift
(Extract of Register)

Endelig registreret

VR 2001 01424 (151) Registreringsdato:  26. marts 2001
VA 2001 00414 (220) Ansggningsdato : 26. januar 2001

(100) Reg.proc.slutdato: 4. juni 2001
(180) Fornyet til :  26. marts 2011

House of Prince A/S, fabrikation og handel
Tobaksvejen 4

2860 Sgborg

Danmark

PRINCE GOLD

Klasse 34: Tobak, cigaretter, artikler for rygere, taendstikker.

Udskrift slut
(End of Extract)



.Rekvirent : AGENTER
Reference : VA 2002 00360

Dato: 14. marts 2005
Side: 1 af 1

(111) Registreringsnr. :

{(210) Ansggningsnr.

(730) Indehaver

(540) Meerke

(511) Klasser og
varefortegnelse

Registerudskrift
(Extract of Register)

Endelig registreret

VR 2002 01015
VA 2002 00360

House of Prince A/S
Tobaksvejen 4
2860 Sgborg
Danmark

(151) Registreringsdato:
(220) Ansggningsdato :

(100) Reg.proc.slutdato:
(180) Fornyet til

PRINCE |

Klasse 34: Tobak, cigaretter, artikler for rygere, taendstikker.

Udskrift slut
(End of Extract)

21. marts 2002
28. januar 2002

10. juni 2002
21. marts 2012



Guidelines on oppositions

We will deal with the opposition in two phases:

» The hearing phase during which the opponent and the proprietor through us exchange arguments
and material.

s The decision phase during which we review the arguments and the material and based on that
make a decision.

The hearing phase.

Both parties have the right to express their opinions. The extent of the hearing depends on the com-
plexity of the case.

Our part in the hearing phase is to make sure that the parties get the possibility of expressing their
opinions and views. We will also guide on the elements we consider relevant. There will be at least
one exchange of letters as the proprietor always will be given the possibility of commenting on the

opposition.

We would like to inform you that the proprietor during the opposition process has the possibility of
requesting the opponent to document that the mark has been in use in accordance with the regula-
tions of requirement of use of The Danish Trade Marks Act. According to the regulations a mark must
have been in use in this country within the last five years. A CTM must have been used in one of the
member states within the last five years. The mark must have been used for the goods and/or services
covered by the registration. Otherwise the registration will only be considered to cover the goods and
services for which use has been documented.

The material submitted to us will be available to the public according to the regulations of The Danish
Access to Public Administration Files Act. The material will also be sent to the other party for com-
ments according to the regulations of The Administration Act.

In the hearing phase both parties must reply within the time limits laid down. The time limit may be
extended after a specific evaluation and will usually be one to two months.

If the parties choose to negotiate on a settlement, we will make a further extension of the time limit if
we are sure that both parties agree on the extension.

When we evaluate the case to be sufficient discussed, it is ready for decision and we will send a noti-
fying letter to the parties. The decision will be forwarded within two months from this.
The decision.

When we make the decision, we review and evaluate the arguments and the materiel submitted by the
parties. We will also examine the case ourselves, among other things regarding previous practice.

When making the decision, we evaluate the registration as a whole and can attach importance to is-
sues which the parties have not discussed.

We will forward a reasoned decision to both parties. The party, with whom we do not fully agree, will
also be informed of the possibilities of bringing the decision before The Board of Appeal for Patents
and Trademarks.
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Extract from the Danish Trade Marks Act

Grounds for refusal
Section 13

For a trademark to be registered it shall be of the nature referred to in section 2, including a distinctive character.
The following trademarks shall not be registered:

trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality,
quantity, intended purpose, value, geographical origin, the time of production of the goods or of rendering the ser-
vices or other characteristics of the goods or services;

trademarks which consist exclusively of signs or indications which are customarily used to designate the goods or
services in the current language or in the established practices of the trade.

Irrespective of the provisions of sub-sections (1) and (2) a trademark may be registered if, before the filing of the application
in consequence of the use which has been made thereof, it has acquired a distinctive character.

Section 14
Furthermore, the following shall not be registered:

trademarks which are contrary to law, public order or morality;

trademarks which are liable to mislead the public, for instance as to the nature, quality or geographical origin of the
goods or services;

trademarks which have not been authorized by the competent authorities and are to be refused pursuant to Article 6ter
of the Paris Convention for the Protection of industrial Property, and trademarks which include badges, emblems and
escutcheons which are of public interest, unless the consent of the appropriate authority to their registration has been
given;

trademarks which without permission consist of or contain an element which can be construed as a personal name or
company name to which another party has a legal title, or as a portrayal provided allusion is not made to persons long
dead, or which without permission contain a distinctive name of or a picture of the real property of another party;
trademarks which without permission consist of or contain an element which can be construed as a distinctive title of
the protected literary or artistic work of another party or which infringe the copyright in such works or the rightto a
photograph of another party or the industrial property rights of another party.

Section 15

A trademark shall not be registered if:

it is identical with an earlier trademark, and the goods or services for which the trademark is sought registered are
identical with the goods or services for which the earlier trademark is protected, or

there exists a likelihood of confusion including a likelihood of association with the earlier trademark, because the later
trademark is identical with or similar to the earlier trademark and the goods or services are identical or similar.

For the purpose of subsection (1) earlier trademarks mean:

(@)
(b)
(c)

marks of the following categories in respect of which the date of application for registration is earlier than the date of
application for registration of the trademark, taking account, where appropriate, of the priorities claimed in respect of
those marks:

Community trademarks;

Trademarks registered in this country, or

Trademarks registered under intemational agreements and having effect in this country;

Community trademarks which claim seniority, in accordance with the Regulation on the Community trademark, in
relation to a trademark referred to under (i)b) and c), even if the latter trademark has been surrendered or has lapsed;
Applications for trademarks referred to under (i) and (ji), subject to their registration;

Trademarks which, on the date of application for registration of the trademark, or, where appropriate, of the priority
claimed in respect of the application for registration of the trademark, are well known in this country, in the sense in
which the words “well known" are used in Article 6bis of the Paris Convention.

A trademark shall, furthermore, not be registered if:

it is identical with or similar to an earlier Community trademark, cf. Subsection (2) and is sought registered for goods
or services which are not similar to those for which the earlier Community trademark is registered, provided that the
earlier Community trademark is well known in the European Union and the use of the later trademark will take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier Community trademark;

it is identical with or similar to a "well known" trademark, cf. Subsection (2) (iv), and is sought registered for goods or
services which are not similar to those for which the earlier trademark is well known, provided that the use of the later
trademark may lead to a likelihood of association between the marks, and the use will take unfair advantage of, or be
detrimental to, the distinctive character or the repute of the earlier trademark, or

it is identical with or only insignificantly distinct form a trademark, which at the date of filing of the application for
registration or, where appropriate, of the priority claimed in respect of the application for registration, has commenced
to be used in another country and is still in use there for goods or services which are identical with or similar to those
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for which the later trademark is sought registered, and the applicant at the date of the filing had, or should have had,
knowledge of the foreign trademark.

A trademark shall moreover not be registered if:
the trademark is identical with or similar to an earlier Danish trademark within the meaning of subsection (2) and is
sought registered for goods or services which are not similar to those for which the earlier trademark is registered,
where the earlier trademark is well known in this country and where the use of the later trademark would take unfair
advantage of, or be detrimental to, the distinctive character or the repute of the earlier trademark, or
in consequence of use in this country a right has been acquired to an identical or confusingly similar trademark or to
another identical or confusingly similar sign used in the course of trade prior to the date of filing of the application for
registration of the later trademark, or, where appropriate, of the priority claimed in respect of the application for regis-
tration of the later trademark, if the proprietor of the earlier right can prohibit the use of the later trademark.

A trademark shall not be excluded from registration pursuant to the provisions of subsections (1) to (4) where the proprie-

tor of the earlier trademark or other earlier rights consents to the registration of the later trademark.

Opposition

Section 23
When the registration has been published, opposition may be filed against the validity of the registration. The opposition,
which shall be reasoned, shall be filed with the Patent Office within two months from the date of publication. A fee, the
amount of which shall be fixed by the Minister of Business and Industry, shall accompany the opposition.
If opposition has been filed, the Patent Office shall examine the registration in accordance with section 20. Section 28 (5)
shall also apply during the examination. The proprietor of the registered right shall be notified of the opposition and be
given an opportunity to submit his observations.
If the registration is maintained, the person having filed the opposition and the proprietor of the right shail be given notice
hereof.
If the registration is declared void in part or in full, the decision to that effect shall be published when it is final.



