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Int.reg. 755909

THE PROTOCOL RELATING TO THE MADRID AGREEMENT
CONCERNING THE INTERNATIONAL REGISTRATION OF MARKS

EX OFFICIO PROVISIONAL REFUSAL

notified to the International Bureau of the World Intellectual Property Organization (WIPO) according to Article
5 of the Madrid Protocol

I.  Office refusing protection:

National Board of Patents and Registration of Finland
Trademarks

P.O. Box 1170

FIN-00101 HELSINKI

Telephone: +358-9-6939500

Telefax: +358-9-69395585

. Number of the international registration which is the subject of the refusal: 755909

. Other information concerning the international registration which is subject of the refusal:
Verbal elements of the mark: GOLDPRINCE (word).

IV. The grounds for this refusal are the following:

The trademark is liable to be confused with the following international registration, which is accepted to
be valid in Finland: PRINCE; registered under number 776384 for identical and similar kinds of
goods in class 34 (information on international registration designating Finland enclosed).

The trademark is liable to be confused with the following Community trademark: PRINCE GOLD;
registered under number 2075281 for identical and similar kinds of goods in class 34. (The enclosed
information of the Community trademark is a printout from the CTM-ONLINE database (Community
Trade Mark Consultation Service)).

The trademark is liable to be confused with the following Community trademark application, if it leads
to registration or if the Community trademark application is converted into a national trademark
application and it leads to registration: PRINCE; application number 1162916, applied for identical and
similar kinds of goods in class 34. (The enclosed information of the Community trademark application
is a printout from the CTM-ONLINE database (Community Trade Mark Consultation Service)).

V. Provisions of the Finnish Trademarks Act applicable on the subject (enclosed):
Art. 6 paragraph 1, Art. 14 paragraph 1 item 8
Art. 6 paragraph 1, Art. 14 paragraph 1 item 9

VI. Total refusal.
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VIL. The holder of the registration may request a review of the refusal. The request shall be received by the

National Board of Patents and Registration of Finland no later than within 16 weeks from the date of the
refusal. The time limit expires 03.08.2005 (dd.mm.yyyy).

The request has to be filed through the intermediary of a representative resident in Finland (Article 56 f).

If the holder of the registration has not within the time limit given above requested for the review, the
registration shall not take effect in Finland for the goods/services which are affected by the refusal (Article
56 b paragraph 3).

If the grounds for this refusal include Community trademarks or Community trademark applications or
international registrations they can remain as grounds for this refusal even if the Community trademark or
the Community trademark application is converted into a national trademark application and it leads to
registration (Art. 57 a and Art. 14 paragraph 1 item 6) or if the international registration is transformed into
a national trademark application and it leads to registration (Art. 56 i and Art. 14 paragraph 1 item6).

Please note that if the designation is accepted subsequent to reviewal or appeal an opposition may be filed
against the mark within 2 months of the publication of the mark (Article 56 c).

Oppositions may be filed after the end of the 18-month period (Article 5(2)(c)(i) of the Protocol, Rule
16(1)).

VIIL. Date on which the refusal was pronounced: 13.04.2005 (dd.mm.yyyy)

IX.

Signature of the Office

Mika Kivi
Lawyer
Tel. +358-9-6939 5835
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PATENTTI- JA REKISTERIHALLITUS Pvm - Datum - Date 04.04.2005

PATENT- OCH REGISTERSTYRELSEN Sivu - Sida - Page 1
NATIONAL BOARD OF PATENTS AND Rek.nro - Reg. nr - Reg. no. 776384
REGISTRATION OF FINLAND

TIETOJA SUOMEEN KOHDISTETUSTA KANSAINVALISESTA REKISTEROINNISTA
UPPGIFTER OM INTERNATIONELL REGISTRERING VARI FINLAND HAR DESIGNERATS

INFORMATION ON INTERNATIONAL REGISTRATION DESIGNATING FINLAND

Kansainvilinen rekisterinumero - Internationell registernummer - International registration number (111)

776384

Kansainvilinen rekisterointipvm/myshemman laajentamisen pvin - Registreringsdag/dagen for efterfoljande designering -
Date of international registration/subsequent designation (151)

08.02.2002

Rekistersinti paittyy - Registreringen upphor - Registration expires (180)

08.02.2012

Etuoikeus - Prioritet - Priority
(320) (330) (310)
28.01.2002 DK VA 2002 00360

Haltija - Innehavare - Holder (732)

HOUSE OF PRINCE A/S, Segborg, DK

Tavaramerkki - Varumérke - Trademark (540)




PATENTTI- JA REKISTERIHALLITUS Pvm - Datum - Date 04.04.2005

PATENT- OCH REGISTERSTYRELSEN Sivu - Sida - Page 2
NATIONAL BOARD OF PATENTS AND Rek.nro - Reg. nr - Reg. no. 776384
REGISTRATION OF FINLAND

Tavarat/palvelut - Varor/tjanster - Goods/services (511)
Luokka/Klass/Class 34 Tobacco, cigarettes, smokers' articles, matches.

Luokitus NCL(8):n mukaan - Klassificering enligt NCL(8) -
Classified in accordance with NCL(8)

Rekisterointi kuulutettu: - Registreringen kungjorts: - Registration published:

31.01.2003

Rekistersinti voimassa Suomessa - Registreringen &r giltig 1 Finland - Registration is valid in Finland

Haltijan ilmoittama osoite - Innehavarens adress enligt anmélan - Reported address of the trademark owner:

Tobaksvejen 4, DK-2860 SOBORG, DK



OAMI-ONLINE - CTM-ONLINE - Detailed trade mark information

Sivu 1/2
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i Contact  SiteMap | Seand
List of resuits
Trade mark name : PRINCE GOLD
Trade mark No : 002075281
Trade mark basis: CcT™
Number of resuits: 1ofl
<< Previous | Next>>
Trade mark §
Filing date: 09/02/2001
Date of registration: 01/08/2002
Expiry Date: 09/02/2011
Nice Classification: 34 ( ™ Nice classification)
Trade mark: Individua!
Type of mark: Word
Acquired distinctiveness: No
Date of last status: 11/09/2002
Status of trade mark: Registration published (% Glossary)
(® History of statuses)
Filing language: Danish
Second language: English
Graphic representation Fl
No entry for application number: 002075281.
1 List of goods and services q
Nice Classification: 34
List of goods and services Tobacco, cigarettes, smokers' articles, matches.
& Description 4
Description of the mark: Description is not available in this language
Owner q
Name: HOUSE OF PRINCE A/S
ID No: 20450
Natural or legal person: Legal entity
Address: Tobaksvejen 4
Post code: 2860
Town: Sgborg
Country: DENMARK
Correspondence address: HOUSE OF PRINCE A/S Tobaksvejen 4 DK-2860
Sgborg DINAMARCA
Represeniaiive 4
Name: ZACCO DENMARK A/S
http://oami.eu.int/CTMOnline/RequestManager/en_Detail 4.4.2005



No entry for application number: 002075281

OAMI-ONLINE - CTM-ONLINE - Detailed trade mark information Sivu 2/2
ID No: 10068
Address: Hans Bekkevolds Allé 7
Post code: 2900
Town: Hellerup
Country: DENMARK
Correspondence address: ZACCO DENMARK A/S Hans Bekkevolds Allé 7 DK-
2900 Hellerup DINAMARCA
Telephone: 00 45-39488000
Fax: 00 45-39488080
E-mail: H info@zacco.dk
Seniority &
No entry for application number: 002075281.
Exhibition priority €
No entry for application number: 002075281
Priority q
No entry for application number: 002075281.
Publication 4
Bulletin no.: 015/2002
Date of publication: 25/02/2002
Part: A
Page: 375
Bulletin no.: 072/2002
Date of publication: 09/09/2002
Part: B
Page: 743
Opposition &
No entry for application number: 002075281.
Cancellation 4
No entry for application number: 002075281
Appeals 4
No entry for application number: 002075281
Recordals 4

<< Previous | Next>> | Top

http://oami.eu.int/ CTMOnline/RequestManager/en_Detail

Disclaimer and Copyright |

4.4.2005



IE IR NNET F )

OAMI-ONLINE - CTM-ONLINE - Detailed trade mark information
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RADE MARKE AND [DEGIGME

List of results

Sivu 1/3

Trade mark name : PRINCE
Trade mark No : 001162916
Trade mark basis: CT™
Number of results: 1of1
<< Previous | Next>>

Trade mark 4
Filing date: 21/04/1999
Nice Classification: 18, 34 ( * Nice classification)
Trade mark: Individual
Type of mark: Word
Acquired distinctiveness: No
Date of last status: 07/12/1999

Status of trade mark:

Opposition pending (G$ Glossary)
(® History of statuses)

Filing language: English
Second language: German
Graphic representation 4
No entry for application number: 001162916.
& List of goods and services 4
Nice Classification: 18

List of goods and services

Nice Classification:
List of goods and services

Leather and imitations of leather, and goods made of
these materials and not included in other classes;
animal skins, hides; trunks and travelling bags;
umbrellas;, parasols and walking sticks; whips,
harness and saddlery; all included in class 18.

34

Tobacco; smokers' articles; matches; parts and fittings
of the aforesaid goods; all included in class 34.

Description of the mark:

# Description 4

Description is not available in this language

Name:

ID No:

Natural or legal person:
Address:

Post code:

Town:

Country:
Correspondence address:

Owner

http://oami.eu.int/CTMOnline/RequestManager/en_Detail

Yoshinaga Corporation

13790

Legal entity

Taito-ku 1-4-4, Yanagibashi

111

TOKYO

JAPAN

Yoshinaga Corporation Taito-ku 1-4-4, Yanagibashi
TOKYO 111 JAPON

4.4.2005



OAMI-ONLINE - CTM-ONLINE - Detailed trade mark information Sivu 2/3

Representative 4
Name: STAEGER & SPERLING
ID No: 14137
Address: Mllerstr. 3
Post code: 80469
Town: Minchen
Country: GERMANY
Correspondence address: STAEGER & SPERLING Miillerstr. 3 D-80469 Miinchen
ALEMANIA
Telephone: 00 49-89266060
Fax: 00 49-892603706
E-mail: # mail@staeger-sperling.de
Seniority €

No entry for application number: 001162916.

Exhibition priority &
No entry for application number: 001162916
Priority 4
No entry for application number: 001162916.
Publication q
Bulletin no.: 101/1999
Date of publication: 20/12/1999
Part: A
Page: 382
% Opposition &
Opposition No: 000252355
Reception date: 20/03/2000
Opponent name: HOUSE OF PRINCE A/S
Opponent ID No: 20450
Opposition No: 000252413
Reception date: 20/03/2000
Opponent name: Hearst Holdings, Inc.
Opponent 1D No: 60618
Opposition No: 000243388
Reception date: 22/02/2000
Opponent name: Prinz Kommunikation und Verwaltungs GmbH & Co.
Verlags KG
Opponent ID No: 80229
Cancellation 4
No entry for application number: 001162916
# Appeals d
Appeal number: R0267/2004-1
Date of receipt: 13/04/2004
Appellant name: Yoshinaga Corporation
Appellant number: 13790
Recordals

http://oami.eu.int/CTMOnline/RequestManager/en_Detail 4.4.2005
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No entry for application number: 001162916

<< Previous | Next>> | Top
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Extract from the Finnish Trademarks Act

Art. 6,

Trade symbols shall be regarded under this Act as liable to cause confusion only if they apply to goods of identical or similar type.
Notwithstanding the foregoing, the confusability of trade symbols may be judged in favor of a symbol that has a reputation in Finland where
the use of another's trade symbol without due cause would constitute unfair exploitation of, or action detrimental to, the distinctive character
or fame of the earlier trade symbol.

The second paragraph of this Article shall apply also to the auxiliary trade names and secondary symbols referred to in the third paragraph of
Article 3.

Art. 13.

To be eligible for registration, a trademark must be capable of distinguishing its proprietor's goods from those of others. A mark that denotes
either alone or with only few alterations or additions, the kind, quality, quantity, use, price or place or time of manufacture of the goods shall
not, as such, be regarded as distinctive. Neither shall a mark be regarded as distinctive, if it is solely composed of a form that is characteristic
of the goods, necessary for achieving a tectinical result or that substantially increases the value of the goods. In assessing whether a
trademark possesses distinguishing power, all the factual circumstances shall be borne in mind, particularly the lenght of time and extent to
which the mark has been used.

Art. 14.

A trademark shall not be registered:

(1) if it is contrary to law and order, or to morality;

(2) if it is liable to mislead the public;

(3) if, without proper permission, it incorporates national armoriat bearings, a national flag or other emblem, a sign or hallmark indicating
control and warranty used by the State for goods of the same type as those for which the trademark is sought or a similar type, the armorial
bearings of a Finnish commune, or the flag, armorial bearings or other emblem, name or abbreviated name of an international organization
or any device or emblem, name or abbreviated name liable to be confused with the symbols or emblems, marks, names or abbreviations
referred to in this item; 5 . '

(4) if it is composed of or contains anything likely to give the impression of being the protected trade name of another or the auxiliary trade
name or secondary symbol of another as referred to in the third paragraph of Article 3, or of being the name or likeness of another person,
unless such name or likeness plainly relates to a person long dead;

(5) if it is composed of or contains anything likely to give the impression of being the title of another's protected literary or artistic work,
such title being original in character, or if it constitutes an infringement of another's copyright in such a work or of his rights in a
photographic illustration or a protected design;

(6) if it is liable to be confused with the name or protected trade name of another trade, with an auxiliary trade name or secondary symbot of
the kind referred to in the third paragraph of Article 3, with the trademark of another which has been registered on the basis of an earlier
application or with the trade symbol of another party that is already established when registration is sought;

(7)f it is liable to be confused with a trade symbol being used by another party for his goods at the time of the application, and if the
applicant was aware of that use at the time of his application and had not used his own mark before the other trade symbol came into use;
(8) ifit is liable to be confused with a trademark protected by an international registration valid in Finland or European Community that on
basis of this registration enjoys an earlier right in Finland or European Community;

(9) if it is liable to be confused with a Community trade mark within the meaning of Article 57 that has been registered on the basis of an
earlier application or that has seniority from Finland under Article 34 or 35 of the Council Regulation referred to in Article 57;

(10) if it is liable to be confused with a registered name of a plant variety; or ’ _

(11) if there is an obs'faclg; to registration within the meaning of Council Regulation (EEC) No. 2081/92 on the protection of geographical
indications and designations of origin for agricultural preducts and foodstuffs. T

In the cases referred to in items (4) to (9), registration may be granted if the person whose right is concerned agrees thereto, and provided
that the registration does not contravene any of the other provisions of the first paragraph of this Article.

Art. 15. . : . .
The exclusive rights in a trademark acquired by registration do not cover any part of the mark that cannot be registered as such.

If the trademark contains any such part and there are special reasons to believe that its registration may cause uncertainty regarding the
extent of the exclusive rights granted, protection of the part may be specifically disclaimed when the registration is made.

If a part of a trademark excluded from protection later becomes registrable, a new registration may be made to cover that part or the entire
trademark without the exclusion of the part from protection.

Art. 56b paragraph 3. ' S ,

If the proprietor of an international registration has not within the given time limit submitted his statement commenting on the registration
authority's notification referred to in paragraph 1, the international registration shall not take effect in Finland. If the said notification only
concerned some of the goods in the international registration, the international registration shall take effect in Finland in respect of those of

the goods that the notification did not concern

Art. S6c¢.
If no obstacle to registration is found, the registration authority shall give public notice of the International Bureau notification referred to in

Article 56a as laid down in the first paragraph of Article 20. The public notice shall specify the date accorded to the international

registration by the International Bureau.
Any opposition to an international registration in Finland shall be filed in writing with the registration authority within two months of the

date of the public notice.

Art. 56f.
If the proprietor of an international registration who is not domiciled in Finland wishes to submit a statement to the National Board of

Patents and Registration of Finland, he shall appoint a representative resident in Finland.



