JPO Reference number: 2004-357071 (1 / 3)

Japan Patent Office (JP0)
4-3, Kasumigaseki 3—chome

BENELS T
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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent Office (JP0) in accordance with Rule 17(1) and (2) of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol
relating to that Agreement and Section 15-2 and 15-3 of the Japanese Trademark Law.

[. International registration number: 838184
Mark: NOVO
Date of international registration: 2004/07/13
Holder of the international registration:
Heinzel Holding GmbH

[1. This trademark application* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

[11. This refusal is issued on June/03/2005 by

UCHIDA Naoki (Mr.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

IV. This provisional refusal affects all the goods and/or services covered in this
application. The holder of the international registration may submit to the JPO a
written opinion against this provisional refusal through the intermediary of a
representative domiciled in Japan within three months from the date of pronouncement,
as indicated below. If the holder wishes to amend the designated goods and/or
services, the amendment must be made through the intermediary of a representative
domiciled in Japan by the same date.

* A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
68-9 of the Japanese Trademark Law.

The date of pronouncement: 2005/06/23
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V. The grounds for refusal

Ground 1
This application does not conform to the requirements provided for under Section 6(1)
of the Trademark Law because some of the designated goods and services are
inappropriately described in this application in a vague/broad manner(see below).

[vague/broad description]

Class 16 Paper, cardboard and goods made from these materials, not included in other
classes.

[* Proposals: Paper; boxes of paper; table cloths of paper; table napkins of
paper; cardboard and cardboard articles. |

Ground 2
The trademark of this application falls under Section 4(1)(xi) of the Trademark Law
because this trademark is identical with or similar to the following trademark(s) and
is to be used for the goods and/or services identical with or similar to the designated
goods and/or services covered by this(these) trademark registration(s).

Cited registered trademark(s)

No. 1
- National registration No.: 4203014 - Registration date: 1998/10/23
~ National application No.: H08-000619 - Application date: 1996/01/08

~ Name and address of the holder: Nobo (UK) Limited
Alder Close, Compton Industrial, Estate Eastbourne,
East Sussex, BN23 6(B, ENGLAND
Mark:

Conflicting goods and/or services and their class(es), corresponding to class 16
covered in this application:
International class 21:

B, RO SRS, € OO AR RO R

No. 2
- National registration No.: 4230902 - Registration date: 1999/01/14
~ National application No.: H08-000616  — Application date: 1996/01/08

~ Name and address of the holder: Nobo (UK) Limited
Alder Close, Compton Industrial, Estate Eastbourne,
East Sussex, BN23 6(QB, ENGLAND
Mark:
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Conflicting goods and/or services and their class(es), corresponding to class 16
covered in this application:
International class 16:
PR, A, Z OO, MU, ZOMOMBMERMAER, MExA)L, s, K
INYATF, MEOED, MBI, WL, Y, B, SHEALT, RESOEH, FERM BT
ICZ OB O, IR, A —El, Bk, RUA FR—F, RvFFR (EHRX
DEDZFRS ), BwFFAet, ZOMOEEM (RBEFEME ] ZBR<), FHHXIEHR
FEF DD O KA, HEEEERI T Z O M OMES, B THERBEE G Z 0
i OIS, FIFEH A 27 UKy, TA S SREEHNETCIC DM KO E M, F5H
BHIR Y FF AWM Z DM TR, WXHE, 21754 2T Z RN T
bt v 7 T4 2T O O, iR SR TN 2 D &8 K OB i,
FalE SR O Z O R O E i, HfiE THT 5 >

No. 3
- National registration No.: 4343744 - Registration date: 1999/12/10
- National application No.: H08-000618 - Application date: 1996/01/08

~ Name and address of the holder: Nobo (UK) Limited
Alder Close, Compton Industrial, FEstate Eastbourne,
East Sussex, BN23 6(B, ENGLAND
Mark:

NIARA
NOE0

Conflicting goods and/or services and their class(es), corresponding to class 16
covered in this application:
International class 20:
TOAF v JRAEHER, W @O DZR), 2 —LTL— M RUEL (&E#RO
DZFRL), NIH—R—F, BFHINE (EEEOLDZERI), A



Extract from the Japanese Trademark Law

3. Registrahility of trademarks
{13 Any person rmay obtain a tradermark regictraion of a tradermar kto be used in respedt of goods or services
in connection with his busine ss, except in the case of the following tradernarks:

i) traclerrarks which consigt solely of a rmark indicating, in & corrmon way, the cormrmon narme of the
goods or senvices;

(i) traderrar ks which are cugtormarily used in resped of the goods or senices;

{iii) tradernarks which consist solely of a mark indicating in @ cormmon way, the ongin, place of sale,
quality, raw rmaterials, efficacy, use, quantity, shape (induding packaging shape) or price of the goods, or the
rrethod or tirme of rmanufactuning or using thern; or the location of provision of the services, quality, articles for
use in such provision, efficacy, use, quantity, rmodes, price or method or time of the provision of services;

(i) tradermarks which consigt solely of a mark indicating, in & common way, a commonplace surname or
narme of a legal ertity;

(i) trace rarks which consist solely of a very sirmple and cormrmonplace mark;

(i) in addition to those rmentioned in each of the preceding paragraphs, traderrar ks which do not enable

consurmers to recogni2e the goods or senices as being connected with a certain person's business.
{23 In the case of a traderark falling under paragraphs {ii) to () of the preceding subsedtion, where, as a
result of the use of such tradernarks, the consurners are able to recognize the goods or services as being
connected with a certain person's business, traderrark registration may be obtained notwithatanding the
preceding subsaction.

4, Unregistrable trademarks
{1 Motwithstanding Section 3, tracernark registration chall not be efected in the case of the following
tradermatks:

i) traderrarks which are idertical with, or similar to, the national flag, the irmperial chrysantherrum crest,
a decoration, a medal of merit, or a foreign national flag;

(i) tradermarks which are identical with or similar to, a State coat of arms or other ermblern Ptherthana
national flag) of & courdry party to the Paris Corvertion ffreaning the Pans Convention for the Protection of
Industrial Property of Ilrch 20, 1883, asrevised at Brussels on Decerrber 14, 1300, at Washington on JLine
2, 1911, & The Hague on Noverrber &, 1925, at London on June 2, 1934, at Lishon on October 31, 1958 and
at Stockholrmon July 14, 1967 — hereinafter refered to as the Paris Convertion™), a Merrber of the Word
Trade Organization or a contradting party to the Tradernark Law Treaty which have been designated by the
Iinister of Econormy, Trade and Industry;

{iii) traderrar ks which are idertical with, or srrilar to, a rmark indicating the United Mations or any other
international arganization and designated by the MWnisterfor Boonormy, Trade and Industry;

(iv) traderrarks which are identical with, or sirrilar to, the Red Cross ensign on a white ground or the title
Red Cross or Geneva Cross;

() tradermarks cormpriing a rmark identical with, or similar to, an offical seal or sign which indicates
supenision or certification by the Gowernrment of Japan or bythe Governrment of a country party to the Pans
Cornertion or a lverrber of the Widd Trade Organization or a contradting party to the Tradernark Law Treaty,
o by & local public entity and which has been designated by the Wnister for Econormy, Trade and Industry,
which are used on goods or serices identical with, or similar to, the goods or senvices in respect of which
such seal or sign isused;

[i) traderrarks which are idertical with, or sirmilar to, a famous rmark indicating a State or a local public
entity or an agency thereof or a non-profit organization or enterprise working in the public interest;

(i} tracerrar ks liable to contravene public order or rorality;

(uiii}) traclernar ks containing the portrait of ancther person or the narme, farmous pseudonym, professional
narne or pen narne of ancther person or the farmous abbresation thereof (except where the consert of the
person concerned has been obtaned);

(1) tradermarks cormprising & rmark which isidentical with, or sirmilar to, a prize awarded at an exhibition
held by the Gowernrnent or & local public entity (hereinafter referred o as the "Governrrent, etc.") or &t one
which is not held by the Govemiment, etc. but has been designated by the Comrmissioner of the Patent Office
or & an intemational exhibition held in a foreign courtry by its govemment, etc. or a person authorized
thereby {except where the redpiert of such a prize usesthe mark as part of histrademark);

() traderrarks which are well known among consurmers as indicating the goods or senices as being
connected with another person's business, and traderrar ks similar thereto, and which are used in respedt of
such goods or services or sirmlar goods o senices;

(i) tradernarks which are identical with, or sirnilar to, another person's regitered tradermar k applied for
prior to the filing date: of the tradernark application concemed and which are used on the designated goods or
designated senices [meaning the goods or services designated in accordance with Sedtion 6{1) (nduding its
application under Section 68(1)) - hereinafter referred to as "the designated goods or designated services]
coverad by the tradernark registration referred to or on similar goods or services;

(i’ tracerrar ks which are idertical with another person's regigtered defensive mark freaning a rmark
registered as a defensive mark — hereinafter referred to as a “registered defensive mark"), and which are
used on the designaed goods o designated sendces covered by the defensive mark registration;

(wiii ) traclernarks which are identical with anather person's tradermark {other than a trademark which had
not been used by that person during a period of at leag one year prior to the day on which the traderrark
right becarme extinguished) where one year has not elapsed since the date of edinguishrment of the
traclernark right ([or the date on which a ruling that a tradermark regigtration isto be revoked or atrial decision
that a tradermark registration is to be invalidated hecormesfinal and conclusive - hereinafter referred to as the
"dlate of extinguishment of the traderrark right), or with a tradermark similar to such a trademark, and which
are uged in respedt of the designated goods or designated senices covered by the tradernark right or in
regped of simiar goods or services;

(i) traclernarks which are idertical with, or sirmilar to, the narme of a variety registered under Section
18 (1) of the Agricuttural Seed and Seedings Law (Law Mo. 83 to 1338}, and which are used on the seeds or
seedlings ofthe variety concerned or in respect of sirnlar goods or services;

(v} tradernarks which are liable to cause corfusion with goods or =ervices connected with another
person's husiness (other than the tradernarks rertioned in paragraphs G to ()]

i1 ) traclernar ks liable to be mideading as to the quality of the goods or serices;

(svii) trademarks cormprising a rmark indicating an origin of wines or spirits in Japan which has been
designated by the Gorrrrissioner of the Patent Office or a mark indicating an arigin of wines or spirts in a
Iernber of the Wibrld Trade Organization prohibited to be used on wine s o spifits not ariginating in the region
in that rmernber, which are used in respect to wines or spints not originating in the region in Japan or that
rmermber;

(i) trademarks consisting solely of a three-dimensional shape of goods or their packaging with the
shape being indispensable to secure the functions of the goods or their packaging;

{iizc) traclernarks which are well known armong consurmersin Japan or abroad as indicating the goods or
senices as being connected with another person's business, and tradermarks identical with or girmilar thereto,

and which are used by the applicant for unfair intertion (rtertion to gain an urfar profit, intertion to causs
darnage to such another person and other urfair intertions - hereinafter the sarne) (cther than the tradermarks
rentioned in each of the preceding paragraphs) in respect of such goods or services.

{21"where registration of a tradernarkfaling under paragraph (vi) of the preceding subsedtion is applied for by
the Rtate, a local public entity or an agency thereof or a non-profit organization working inthe public interest
o & person carrying on @ non-profit enterprise working in the public intered, the said paragraph shall not

pply.

3) Inthe case of a tradermark falling under paragraphs {wii), (), fv), i) or &) of Subsedion (1), the
respective provisions shall not apply where the tradernark does not fall under the respedtive paragraph at the
tirne: when the tradermark application is filed.

&) Wihere a trial dedsion that a tradermark registration isto be canceled under Sedion 53his has hecome
final and conclusive and the dermandant in the trial applies for registration of the tradermark covered by the
registration canceled by the trial dedision, or a trademark sirmilar thereto, paragraph dil) of Subsection (1)
shall not apply.

6. Unity in application

{13 An applicaiion for a tradermark regigtration shall relate to a single tradernark and shall designate one or
rrore iterrs of goods or services in resped of which the tradernarkisto be used.

{21 A designation under the preceding paragraph shall be rmade according to the dasses of the dassffication
o goods and services, prescribed by Cabinet Orcer.

{3) The classes of goods and services referred to in the preceding subsection shall not be deterrminative of
the scope of similanity of goo ds or services.

1Collective frademarks

{13 Agoregate corporation ectablished under the provision of Sedtion 34 of the Civil Code (Jaw No89 of 1986)
or indugrial business corporative assodaion and other assodafion established under the special law
{exchuding those which are nat legal entries), or foreign legal entries comesponding thereto shall be entitled to
obtain a collective tradermark regitration with respect of a traderrark for use by their rmerbers,

{2 For the purposes of the provision of Section 3(1), "his business" in that section shall read "their members
or thermn”

{3) Any person desining the registration of a collective tradermark under Subsection (1) shall submit to the
Carrrrissioner of the Patert Cffice with resped to a tradernark application under Sedion 5(1) a docurment
proving thatthe applicant is a legal entity referred to Subsedtion 1.

8.First-to-file rule

(1) Where two or more tradermark applications relating to identical or similar tradermarks which are to be used
onidentical or similar goods or services are filed on different dates, only the earliest applicart may obtain a
tradermark registration for the tradernar k concemed.

{2 Where twao or rnore tradermark applications relating to identical or similar tradernarks which are to be used
on identical or sirnilar goods or services are filed on the same date, only one applicant, agreed upon after
rutual consultations armong all the applicants, may obtain a tradernark registration for the tradermark.

{31 Where a fradermark application is a surrendered, withdrawn or dismissed or where an exarminer's dedision
or thal decision on a tradernar k application has become final and condusive, such application shall, for the
purposes of the two preceding subsections, be deerned never to have been made.

{#) The Comrrissioner of the Patert Office shall, in the case of Subsection 2), order the applicants to hold
consultations for an agreerment under that subsection andto report the result thereof, within an adecuate time
lirrit.

&) Where no agreerrent is reached in the consultations under Subsedtion ) or where the report under the
preceding subsaction is not rmade within the tirme limit designated in accordance with that subsection,
registration of the traderark concerned rmay be obtained only by one applicant chosen bythe drawing of lots
conducted ina fair and just manner bythe Cornmissioner of the Patent Office.

15. Examiner's decision of refusal
The exarniner shall rake a decision that a tradernark application is to be refused where it falls under any of
the following paragraphs:

i) the traderrark in the tradernark application is not registrable in accordance with Sedtion 3, 4(1), 8@2) o
53, 51(2) lincuding its applicat on under Section 52bis(2)) or 53(2) of this Law of Sedtion 250f the Patert Law
as applied under Section 77 (3) of this Law;

fii) the tradermark in the tradermark application is not registrable in accordance with the provisions of a
Treaty;

fjii) the traderrar k applicztion does not cormply with the requirernents of Sedtion 6(1)or (2).

15ter. Notification of reasons for refusal

(1) Where a tracermark for which the registration is sought in atraderrark application is atraderrark which are
identical with, or similar to, ancther person's raderrark applied for prior to the fiing date of the tradermark
application concemed and which are used on the designated goods or designated servces covered by the
tracermark referred to or on similar goods or senices, the examiner may nofify the applicant that his
tradernark application may fall under Sedtion 15() f the other party'stradermark is regigtered, and give hirnan
opportunity to subrrita aternent of his arguments, designating an adeguate tirme lirrit.

[2) Wihere a notification refered to in the preceding subsection has been served and the other applicant's
tracermark is registered, the exarniner shall nat be required to serve a notfication referred to in the preceding
saction.
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L The Japanese Patent Law
{Effect of treaties)
26-- Wihere there are spedfic provisions relating to paterts in & treaty, such provisions shall prevail.

The Japanese Trademark Law
{Application rmutatis mutandis of Patent Law)
77 ~() Section 26 (effedt of treaties) of the Patent Law shall apply mutats rmutandis to tradermark and
defensive rmark regigtrations.

Subsection (19to 3), and (51to (7)) are orritted.

Japanese Trademark Law URL: http://www jpo.go jp/shoukaie/shohyo.htm



