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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent Office (JP0) in accordance with Rule 17(1) and (2) of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol

IT.

[TI.

IV.

relating to that Agreement and Section 15-2 and 15-3 of the Japanese Trademark Law.

. International registration number: 842407

Mark: XRAY (with figurative elements)
Date of international registration: 2004/08/17
Holder of the international registration:

Ing. Juraj Hudy - SPECIAL

This trademark application* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

This refusal is issued on August/04/2005 by

HAYAKAWA Makiko (Ms.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

The trademark of this application can be protected subject to amendments to be made by
the holder of the international registration as suggested under Item VI. The
amendment must be made through the intermediary of a representative domiciled in Japan
within three months from the date of pronouncement, as indicated below. If any, the
holder may submit to the JPO a written opinion against this provisional refusal
through the intermediary of a representative domiciled in Japan by the same date.
Alternatively, the holder may request a limitation of the list of goods and/or
services in accordance with Rule 25(1)(a) of the Common Regulations. This request
must be presented to the International Bureau of WIPO by Official Form MM6.

X

A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
68-9 of the Japanese Trademark Law.

The date of pronouncement: 2005/08/18
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Continuation sheet
V. The grounds for refusal

Ground 1
The trademark of this application falls under Section 4(1)(xi) of the Trademark Law
because this trademark is identical with or similar to the following trademark(s) and
is to be used for the goods and/or services identical with or similar to the designated
goods and/or services covered by this(these) trademark registration(s).

Cited registered trademark(s)

No. 1
- National registration No.: 3319856 ~ Registration date: 1997/06/06
- National application No.: HO7-033436 - Application date: 1995/04/06

(priority date under the Paris Convention: 1994/10/26)
- Name and address of the holder: Fiorella Marcon
Via Montello 94, Marostica 36063, Vicenza, ITALY
Mark:

GROUP

Conflicting goods and/or services and their class(es), corresponding to class 28
covered in this application:
International class 25:
%ﬁ,ﬁ—&—,%?t@,fﬁyOD,NVF,N»F,E%,Eﬁ%%%&%,Eﬁ%%

VI. The trademark of this application will be protected if the goods and services are
amended/limited as follows: (Examples are underlined.)

28 Tavs: motor cars (tovs): scale model vehicles: tov models: toy models for building




Extract from the Japanese Trademark Law

3. Registrahility of trademarks
{13 Any person rmay obtain a tradermark registration of a tradermar kto be used in respedt of goods or services
in connedtion with his busine ss, except in the case of the following tradermarks:

i) traclerrarks which consigt solely of & rmark indicating, in & corrrnon way, the cormrman narme: of the
goods or services;

(i) traderrar ks which are cugtormarily used in resped of the goods or senices;

(jii) tradermarks which consist solely of a mark indicating in a cormon way, the origin, place of =sale,
quality, raw rmaterials, efficacy, use, quartity, shape (nduding packaging shape) or pice of the gods, of the
rrethod or tirme of manufacturing or using thern; or the location of provision of the services, quality, artices for
use in such provision, efficacy, use, cuantity, modes, price or method or time of the provision of services;

(i) traderrarks which consigt solely of a mark indicating, in & commaon way, a conmonplace sumame or
narme of a legal ertity;

(W) trade rarks which consist solely of a very sirmple and cormmonplace mark;

(i) in addition to those mentioned in each of the preceding paragraphs, traderrar ks which do not enable

consurmers to recogni2e the goods or senices as being connected with a certain person's business.
{23 In the case of a tradermark falling under paragraphs (i) to () of the preceding subsection, where, as a
result of the use of such tradernarks, the consurers are able to recognize the goods or services as being
connected with & certain person's business, tradernark registration may be obtained notwithatanding the
precading subsaction.

4, Unregistrable trademarks
(1) Motwithstanding Sedtion 3, tradernark registration shall not be effected in the casa of the following
tradermarks:

i) tradermarks which are idertical with, or similar to, the national flag, the irmpenal chrysartherrur crest,
a decoration, a medal of merit, or a foreign national flag;

(i) traderrarks which are identical with o sirrilar to, a Rtate coat of arms or other errblern ptherthan a
national flag) of & country party to the Paris Convention ffreaning the Paris Convention for the Protection of
Inclustrial Property of Ihrch 20, 1833, asrevised at Brussels on Decerrber 14, 1300, at Washington on June
2, 1911, & The Hague on Noverrber 6, 1925, at London on June 2, 1934, at Lishon on October 31, 1958 and
at Stockholmon July 14, 1967 — hereinafter refered to as the Paris Convertion), a Werrber of the Word
Trace Crganization or a contracting party to the Tradermark Law Treaty which have been designated by the
Iirister of Econormy, Trade and Industry;

{jii) tradernar ks which are identical with, or sirmilar to, a rmark indicating the United MNations or any ather
international organization and designated by the Mrigterfor Bconorry, Trade and Industry;

(iv) traderrarks which are identical with, or sirmilar to, the Red Cross enggnona white ground or the title
Red Cross or Geneva Cross;

() tradernarks cormprising & rark identical with, or similar to, an offical seal or sign which indicates
supenision or certification by the Government of Japan or bythe Governrmert of a country party to the Pans
Corertion or a Ierrber of the Wibdd Trade Organization or a contradting party to the Traderrark Law Treaty,
o by a local public entity and which has been designated by the Mnister for Econorry, Trade and Industry,
which are used on goods or serices identical with, or similar to, the goods or services in respect of which
such seal or sign isused;

(i) traderrarks which are identical with, or similar to, a famous mark indicating a State or a local public
entity or an agency thereof or a non-profit organization or enterprise working in the public interest;

(i) traderrar ks liable to contravene public order or marality;

(i} traclernar ks containing the paortrait of another person or the narme, farmous pseudonym, professional
narme or pen narne of anather person or the famous abbresiation thereof (except where the consent of the
person concerned has been oktaned);

(i) traderrarks cormprising & rmark which isidentical with, or sirmilar to, a prize awarded at an exhibition
held by the Gowernrment or & local public entity (hersinafter referred to as the "Government, etc:.") or at one
which is not held by the Govemiment, etc. but has been designated by the Comrmissioner of the Patent Office
or & an intemational exhibition held in a fareign country by its govemment, etc. or a person authorized
thereby {except where the redpient of such a prize usesthe rmark as part of histrademark);

() teaderrarks which are well known among consurmers as indicating the goods or serices as being
connected with another person's business, and tradermar ks similar thereto, and which are used in respedt of
such goods or services of sirmlar goods or serices;

(i) tradernarks which are identical with, or sirmilar to, another person's regictered raderrar k applied for
prior to the filing date: of thetradernark application concemed and which are used on the designated goocs or
designated senices [meaning the goods or senvices designated in accordance with Section 6{1) (nduding its
application under Section 62(17) - hereinafter referred to as "the designated goods or designated services"]
covered by the tradermark registration referred to or on similar goods or servces;

(il traderrar ks which are identical with another person's regigtered defensive rmark freaning a rmark
registered as a defensive mark — hereinafter referred to as a “registered defensive rmark"), and which are
used on the designaed goods o desigrated sendces covered by the defensive rmark registration;

(wiil) traclernarks which are identical with anather person's tradermark [other than a traclernark which had
not been used by that person during a period of at leagt one year prior to the day on which the tradermark
right becarme extinguished) where one year has not elapsed since the date of edinguishment of the
traclernark right (or the date on which a ruling that a tradernark regigtration isto be revoked or a tial decision
that a tradermark registration is to be invalidated hecormesfinal and conclusive - hereinafter referred to as the
"date of extinguishrment of the traderrark right"), or with a tradermark sirmilar to such a tradernark, and which
are uged in resped of the designated goods or designated senices covered by the tradermark right or in
regped of simiar goods or services;

(v traclernarks which are idertical with, or sirmilar to, the narme of a variety registered under Section
18 (1) of the Agricultural Seed and Seedlings Law (Law No. 83 to 1398, and which are used on the seeds or
seedlings ofthe variety concerned or in respect of sirmilar goods or services;

(xv) tradernarks which are liable to cause confusion with goods or services connected with anather
person's business (other than the tradermarks rertioned in paragraphs (9 to (v));

i ) traclernar ks liable to be rmideading asto the quality of the goods or senices;

{iwil) radermarks cormprising a rmark indicating an origin of wines or spirits in Japan which has been
designated by the Corrrrissioner of the Patent Office or a rmark indicating an origin of wines or spints in a
Ivernber of the Wibrld Trade Crganization prohibited to be used on wines or spints not originating in the region
in that rmernber, which are used in respect to wines or spints not originating in the region in Japan or tat
rmermber;

(i) traclermarks consisting solely of a three-dimensional shape of goods or their packaging with the
shape heing indigpensable to sacure the functions of the goods or their packaging;

(wizc] traclernarks which are well known among consumersin Japan or abroad as indicating the goods or
senices as being connected with another person's business, and trademarks identical with or similar thereto,

and which are used by the applicant for unfair intertion (rtertion to gain an urfar profit, intertion to causs
damage to such anather person and other urfair intertions - hereinafter the sarme) (cther than the tradermarks
rentioned in each of the preceding paragraphs) in respect of such goods or services.

{2)Where registration of a tradernarkfaling under paragraph (vi) of the preceding subsedtion is applied for by
the: Rtate, a local public entity or an agency thereof or a non-profit organization working inthe public interest
o & person carrying on a non-profit enterprise working in the public interedt, the said paragraph shall not

ly.

?BJ)pI)r; the case of a tradermark falling under paragraphs (i), (), fv), i) or &) of Subsedtion (1), the
respective provisions shall not apply where the tradernark does not fall under the respedtive paragraph at the
firne when the tradernark application is filed.

@) \Where a trial decision that a tradernark registration isto be canceled under Sedion 53his has become
final and conclusive and the dermandant in the trial applies for registration of the tradermark covered by the
registration canceled by the tial dedsion, or a trademark similar thereto, paragraph i) of Subsection (1)
shall nat apply.

6. Unity in application

{13 An applicaion for a tradermark regigtration shall relate to & single tradernark and shall designate one or
rmore iterns of goods or services in respedt of which the tradernarkisto be used.

21 A designation under the preceding paragraph shall be rmade according to the dasses of the dassffication
o goods and services, prescribed by Gabinet Crcler.

{31 The classes of goods and services referred to in the preceding subsection shall not be deterrrinative of
the scope of d@rmilarity of goods or services.

7 Collective trademarks

(1) Aggregate corporation established under the provision of Sedtion 34 of the Civil Code {Jaw No$9 of 1986)
or indugrial business corporative assodaion and other assodation established under the special law
{exchuding those which are not legal entries), or foreign legal entries comesponding thereto shall be entitled to
ohtain a collective tradernark registration with respedt of a tradernark for use by their merrbers.

&) For the purposes of the provision of Section 3(13, "his business" in that section shall read "their mermbers
or thermn."

{31 Any person desifing the regigtration of a collective traderrark under Subsection (1) shall subrrit to the
Carrrrissioner of the Patent Cifice with resped to a tradernark application under Sedtion 5(1) a docurrent
praving thatthe applicart is a legal entity referred to Subsedtion 1.

8.First-to-file rule

(1) Wihere two or rnare traderrark applications relating to identical or similar traderrarks which are to be used
onidentical or similar goods or services are filed on different dates, only the earliest applicart may obtain a
tradernark registration for the tradernar k concemed.

{2 Where two or rnare tradermark appl cations relating to identical or similar tradernarks which are to be used
on identical or similar goods or services are filed on the same date, only one applicant, agreed upon after
rrutual consultations armong all the applicants, rmay obtain a tradernark registration for the tradermark.

{31 Where a tradermark application is a surrendered, withdrawn or dismissed or where an exarminer's decision
o thal decision on & tradernar k application has become final and condusive, such application shall, for the
purposes of the two preceding subsections, be deered never to have been made.

i) The Cormrrissioner of the Patent Cffice shal, in the case of Subsection 2), order the applicants to hold
consultations for an agreerment under that subsection andto report the result thereof, within an adecuate tire
lirrit.

{®) Where no agreernent is reached in the consultations under Subsedion @) or where the report under the
preceding subsaction is not rmade within the time limit designated in accordance with that subsection,
registration of the tradernark concerned rmay be obtained only by one applicant chosen bythe drawing of lots
conductedinafair and just rmanner by the Cornrmissioner of the Patent Office.

15. Examiner's decision of refusal
The examiner shall rmake a decision that a tradernark application is to be refused where it falls under any of
the following paragraphs:

1i) the traderreark in the tradernark application is not registrable in accordance with Sedtion 3, 4(1), 8@2) o
), 51(2) incuding its applicati on under Section 52bis2)) or 53(2) of this Law of Sedtion 250f the Patert Law
as applied under Section 77 (3) of this Law;

i) the traderrark in the tradermark application is not registrable in accordance with the provisions of a
Treaty;

1jii) the traderrark application does not cormply with the requirerments of Sedtion 6(1)or (2).

15ter. Motification of reasons for refusal

(1) Vihere a traderrark for which the regigtration is sought in atraderrark application is atraderrark which are
identical with, or similar to, ancther person's raderrark applied for prior to the fiing date of the tradermark
application concemed and which are used on the designated goods or designated servces covered by the
tracermark referred to or on similar goods or senices, the exarminer may nofify the applicant that his
traderrark application rray fall under Section 15() if the other party'stradermark is regigtered, and give hirnan
opportunity to subrrita taternent of his arguments, designating an adeguate tirme lirit.

{21 Wwhere a notification refered to in the preceding subsection has been senved and the other applicant's
traclernark is registered, the examiner shall nat be required to senve a notfication referred to in the preceding
saction.
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L The Japanese Patent Law
(Effect of treaties)
26-- Wihere there are spedfic provisions relating to paterts in 2 treaty, such provisions shall prevail.

The Japanese Trademark Law
(Application rmutatis mutandis of Patent Law)
77 -(4) Section 26 (effect of treaties) of the Patent Law chall apply rmutats rutandis to tradernark and
defensive rmark regigtrations.

Subsection (1)to 3), and (5)to (7)) are omitted.

Japanese Trademark Law URL: http://www jpo.go jp/shoukaie/shohyo.htm



