Issuing number: 8-5-2006-002363915 34, chemin des Colombettes P.0.Box 18

Issuing date: 2006.11.03 1211 Geneva 20, Switzerland
Worid Intellectual Property Organization{WIPO)

International Bureau

NOTIFICATION OF EX OFFICIO PROVISIONAL REFUSAL
TO THE INTERNATIONAL BUREAU OF WORLD INTELLECTUAL PROPERTY ORGANIZATION (WIPO)
UNDER RULE 17(1) AND (2) OF THE COMMON REGULATIONS

1. Offxce Makmg the Notification:
Korean Intellectua] Property Office (KIPO)
920 Dunsan- dong, Seo-gu, Daejeon, 302-701, Republlc of Korea

2. International Reglstratlon Number (Date of Registration/Subsequent Desxgnatlon)
553131 (30/06/2005)

3. Name and Address of the Holder:
AUDI AG
1, Auto-Union-Strasse, 85057 INGOLSTADT Germany

4. Goods and/or Services Affected by this Provisional Refusal:
All the designated goods/service
¥ Please note that there is no provision in the Korean Trademark Act allowing the
examiner to delete Ex Officio the designated goods/services refused by the ground(s)
for the Provisional Refusal and to grant protection for the remaining goods/services.

5. Grounds for the Decision:

Lack of distinctiveness

Conflict with another person's earlier application(s) and/or registration(s)

Vagueness and/or broadness of the designated goods/services

Unconformity to "a single application for a single trademark rule"

U0 @ m O

Other grounds
¥ Please refer to item 9 for the details

6. Provisions of the Korean Trademark Act applicable to the Grounds:

Article 10(1), Article 7(1)(vii) and Article 8(1).

7. Date on which the Provisional Refusal was pronounced(Time Limit):
2006.11.03(2007.01.03)

8. Guidance as to Future Procedure:
Where the holder receives this notification, the protection of the international
registration is to be refused as a whole unless the holder submits to the KIPO, through
a representative whose address is in the Republic of Korea, a written opinion
(amendment) within two months from the date on which this provisional refusal was
pronounced or to the International Bureau MM6(Request for the Recording of a
Limitation of the List of Goods and Service).

The holder may request the extension of time to submit a written opinion(amendment)
to KIPO. The extension will be granted only once and for a period of 1 month. This
request should be made within the given time limit.




9. Details of the Provisional Refusal:

The examiner refuses registration for the following reasons;

(Ground 1) .
The identification of ‘some' designated goods and/or services, which are listed below, is not

specific or is too broad a definition to accept. Trademark Act, Article 10(1).

However, " this ground for refusal could be reviewed if the applicant amends- (or deletes) the
identification to specify the definite commercial name for. the goods and/or services.

<Broad/Vague Identi-ficatibn>

[Class 20] all the designated goods in class 20. :
[Class 27] floor mats for. vehicles-and other floor coverings (included in this class)(Xt&&
OI2HE 2 JIEH OLR2H(0] Jol Z&8E x)). '

X Please note that, while an application may be amended to clarify or limit the identification,
addition to the identification is not permifted. Korean Trademark Act, Article 16(1).
Therefore, the applicant may not amend to include any goods and/or services that are not
within the scope of goods and/or Services set forth in the present identification.

Upon amendment, the examiner may issue another notification of provisional refusal if he

finds new grounds for refusal.

(Ground 2)
The proposed mark is similar to another person's mark (see below) which was registered in

the Republic of Korea before the International registration date{or the priority date) of the
proposed mark, and 'some' designated goods and/or services are related to those of the
earlier mark. Trademark Act, Article 7(1)(vii).

The two marks are similar to each other because "SHOOTER", the dominant portions of the
marks, iS common, in sound, appearance and meaning, to both marks.

However, this ground for refusal could be reviewed if the applicant deletes the refused goods
and/or services listed below (underlined goods and/or_services).

[J Information concerning the earlier mark
- Filing number : 4019870004158
- Filing date : 05/03/1987
- Korean registration number : 4001775340000
- Korean registration date : 24/08/1989
- Name and address of the owner : AUDI AG
85045 INGOLSTAOT Germany
(Ol LCILEIMHBAIZE [/ 52 85045 Y SHEIE)




- Goods and/or services concerned :
[Class 09] AR,
[Class 12] SEX, 2SS, BA,

=
3t, ZIIEXNSA, 834, &8
AR, ACHCIXE, SR, 832

SIAHIREBES,
[Class 13] & X,

-~ Reproduction of the mark:

¥ -Goods and/or Services refuséd under
[Class 12] air bags [safety devices .for automobiles] (REXUHHEXI 0il01"“) air_pumps

this internét’ional application: '

[automobile accessories] (A EXME RIIBI), anti-theft alarms for automobiles

(sie SHEIZEI), armored vehicles(_é%‘i}), automobile bodies(XtS X2

27), automobile chassis(XSXE AMAl), automobile wheels(RSXE RE),

automobiles hoods(XISXE

S L), automobiles running boards(XISXE FaO),

automobiles windows(XISXIE &2),

SXNXNEE 28 E), bumpers

automobiles(RSXE  HE X AlII),

engines(ASXAHXE HC),

horns for automobiles(AISXE ZHHE),

for _automobile(ASXAE IS4,

passenger cars [for more 7 passengers](S8XH72IS 014),

for automobile(RISXE i0|e4)

safety seats for children [for automobile](XISXIE 0 210]0t

for _automobiles(RHESXE AIEHH),

sports _cars(AX X3}), steering wheels

tailgates (Elevating—, Power—

Al S22 H ), windshield wipers(XSXI2S2I8 2H0IH),

=el).

(Ground 3)

The proposed mark is similar, in appearance, to another person’'s mark (see below) which was
applied for registration before the International registration date(or the priority date) of the
proposed mark, and 'some' designated goods and/or services are related to those of the

earlier mark. Trademark Act, Article 8(1).

However, this ground for refusal could be

reviewed if the applicant deletes the refused goods
and/or services listed below (underlined goods and/or services) or if another person's pending

application is abandoned, withdrawn, invalidated or finally decided to be refused.

Information concerning the earlier mark
- Filing number : 4020040038536

, HS0IER,
12212 EE0I01,

balances weights for automobile wheels(Xt
for automobiles(AISXE #1H), direction signals for
' automobile(XH S X 8
head-rests for automobile seats(HSXHAHE Hel2 &), hoods for automobile
luggage nets
[automobiles] (52
rearview mirrors
. rims for automobile wheels(AISXIXNIEE 2l),
M A A), seat covers
ski_carriers for cars(HSXUE A3J|IH2/01),
automobiles(A S X 8

) [parts of automobiles](XISXE S2Al

> [fIr [0
He |J%

windshields (Xt



- Filing date : 20/08/2004

- Korean registration number : 4006256490000

- Korean registration date : 21/07/2005

- Name and address of the owner : KIM,JONG-NAM / Jangmi APT ga-dong 1405, 644-43,
Haengshin-1dong, Deokyang-gu, Goyang-si, Gyeonggi-do, Republic of Koréa.
(FIoT DA S #HAIS 644-43 HOIOIIE IS 14058)

- Goods and/or services concerned :

[M%s%]%ié,&M%,ﬂMmﬂ,Qw,ﬂmHE,HHE,E , s, 2855, 2582 &

L3,

- Reproduction of tﬁe' mark: “".’

3% Goods and/or Services refused under- this international application:
[Class 28] caddies bags for golf clubs(ZZHE IJHCIJtE), golf bags with or without
wheels(Ht ¥ 2% T= 0|2 2TItY), golf balls(BE2).

Information concerning the earlier mark

- Filing number : 4020040040770

- Filing date : 06/09/2004

- Korean registration number : 4006680850000

- Korean registration date : 27/06/2006

- Name and address of the owner : YOON YOUNG GYOO / Hyundai APT 701, 242-2, Poi-dong,
Gangnam-gu, Seoul, Republic of Korea.
(HSSEA 223 X0|S 242-2 SUOHILE -701)

- Goods and/or services concerned :

[Class 14] H2SH &, ASSHESAR, Colol2E, 2ZHE, HEO0, ZH, SHOl, HZA

o=z QE0lE,
- Reproduction of the mark: i,{(\:/év@://

3 Goods and/or Services refused under this international application:
[Class 14] handicraft bowls of precious metals(H#2=X 2 2), handicraft egg cups of precious

metal(A 2SS H =2 23), handicraft jewel cases of precious metal(HSSH EA AT,
Garnets [jewellery, jewelry (Am.)](JtUIE(Garnet)), Olivine [gems](Z &4 (24)), gold
plated articles(S&3), bracelets [jewellery](Z M), medals(llE), pins [jewellery] (A2
=H &), tie clips(EIOI2E!), tie pins(MEIOIE), handicraft cuff links of precious metal
(ASSH HEAGE),

Information concerning the earlier mark
- Filing number : 4020040040771
- Filing date : 06/09/2004
- Korean registration number : 4006524960000
- Korean registration date : 23/02/2006
- Name and address of the owner : YOON YOUNG GYOO / Hyundai APT 701, 242-2, Poi-dong,




Gangnam—gu, Seoul, Republic of Korea.
(ASS8A 2€37 Z0|& 242-2 SUOHIE -701)
- Goods and/or services concerned :
[Class 18] SAEE HiY, AJRIIY, HIASSH X, Glﬁa“?}%’,

oY, SHXZOI,

2
0z
N
s
=l|:|
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JE
40
=

e
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- Reproduction of the mark:

- % Goods and/or Services refused ,uhder this international application:
[Class 14] handicraft purses of precious metal(H2SH X2).

[4] Information concerning the earlier mark . -
International registration.date : 30/06/2005
International registration number : 192716

|

Name and address of the owner : AUDI AG

' 85045 INGOLSTADT Germany
Goods and/or services concerned :
“[Class 06] Flexible tubes.

[Class 07] Jacks, vehicle parts, transmission belts, agricultural implements, combustion engines,

machines for boats, agricultural machines, machines for buildings, elevating apparatus,
extraction machines, pumps, blowers and compressors, dynamos and starting motors.

[Class 08] Jacks, agricultural implements.

[Class 09] Batteries, gasoline level gauges, car lighters, thermometers for radiators, air
pressure gauges, fire extinguishers, tachometers.

[Class 11] Anti—glare devices, radiator covers, radiator caps, heating apparatus for motor cars.
[Class 12] Land, air and water vehicles, motor cars, bicycles, bicycle saddles, motorcycle
saddles, covers, anti-glare devices, mechanical and electric direction indicators, spare wheel
covers, rearview mirrors, snow chains, screens for stones, bumpers, glass panes for protection
from frost, parts for vehicles, transmission belts, combustion engines, pumps, anti-theft locks,
signal horns, mechanical and electrical windshield wipers, starting motors.

[Class 14] Ashtrays, watches for motor cars.

[Class 17] Flexible tubes.

[Class 21] Brushes.

[Class 22] Covers.

[Class 34] Ashtrays, cigar lighters.

- Reproduction of the mark: m

¥ Goods and/or Services refused under this international application:
[Class 09] electrified fences(IIEAMERE &I 2E12)).
[Class 12] air bags [safety devices for automobiles][(KXISXGUXEHIE 0l0{8), air pumps
[automobile accessories] (ASXE ZIIE ) anti-theft alarms for automobiles(Xl S




A2 s XIZYI]), armored vehicles(& 2 Xt), automobile bodies(ASXE =2,
automobile chassis(XISXIE AbAl), automobile wheels(XISXIE X&), automobiles
hoods(AIEXE £CZ5), automobiles running boards(XISXIE Fa#M) automobiles
- windows(XISXE =2), balances weights for automobile wheels{(XISXIEE 28
%), bumpers for automobiles(RSXE B 1), direction signals for automobiles(Xt S Xl
8 WsrXIAI21), doors for automobile(REXME S 0), head-rests for automobile
seats(AISXUFAE Hel2A), hoods for automobile engines(XSXAZEE ZC),
horns for automobiles(AASXIE Z =), luggage nets for automobile(ASXE IS
gt), passenger cars [automobiles](5&Xt), passenger cars [for more 7
passengers] (S8 XH7215  0|A)), rearview mirrors for automobile(AIS XIS  9012),
rims__for _automobile wheels(RSXXNEE &), safety seats for .children [for
automobile] (IS X eIt MHA) seat covers for automobiles(RHSXIE AIEH
tH). ski-carriers for cars(AtSX& AIJIIM2I01), sports cars(AXEX}), steering wheels
for. automobiles(ASXE X881 E), tailgates (Elevating—,  Power-) [parts of
automobiles|(ASXE S2A TE= S2HA S2IHE), windshield wipers(AS XY S el
2 9011H), windshields(XIS X2 25¢2l), diesel engines- for land vehicles(SAXIEE
Cl|ZlXl), gas turbines for land vehicles(SAXSE JIAEY!), gasoline engines for
land vehicles(SAIX 22 ISl &), cams for land vehicles(SA X8 24), ¢lutches
for land vehicles(BAXIZ#E 22Xl), crankcases for land vehicle components [other

than for ‘engines](SAXIEE JAIAHOIA(HMEE2 HM<2)), driving chains for land

vehicles(BA X 28 ASHQ!), gear boxes for land vehicles(SAXISZE JIHA),
gears for land. vehicles(SAXE J10{), leather belts for land vehicles(SAXIZE 1|
SHYE), links for land vehicles(SA X E & 3), roller chains for land vehicles(F4t
A&EE ZEHMQ), rubber belts for land vehicles(SAXNHE NRYWE), speed change
gears for land vehicles(SA X2 E BI1£)|0), torque converters for land vehicles(F &t
A2 EIHBIE), transmission chains for land vehicles(SA4XIHE XSXHQI),
transmission shafts for land vehicles(RAXIHE HE=H), transmissions for land
vehicles(SA X SHE BI£D]).

[Class 14] handicraft cigarette cases of precious metal(A 35K HI &), handicraft cigarette
holders of precious metal(A25H AHEM), bhandicraft powder compacts of
precious metal(H3SH 2= E), alarm clocks(MHHE), automobile clocks(RAESXIE Al
H), Chronographs [watches](3 2% e IX), Chronometers(22 < 0|H), electric clocks
and watches(& J[Al2), Pocket watches(81 5 Al 3Hl), Wristwatches(Z S AIH).

Information concerning the earlier mark
- International registration date : 30/06/2005
- International registration number : 657259
- Name and address of the owner : AUDI AG
85045 Ingolstadt Germany
- Goods and/or services concerned :

- Reproduction of the mark:

¥ Goods and/or Services refused under this international application:

[Class 09] spectacles, namely sunglasses and ski goggles(¢t&, & &ZclA ¢ A3JNE D3),
audio _receivers and video receivers(@CI2 & HICIL441D1), cassette players(QIHEE
dI0l01), clock radios(AlAI2tCI2), compact disc players [COP](BEECIAIEYO0IN
(CDP)), digital versatile disc [DVD] players(DVDZdl010{), loudspeaking apparatus
and _instruments(Z4J1H217), MPEG audio layer-3 [MP3] players(MP3EZ&|0|H),
radio_receivers(ctCI12 £ 4171), radio sets for vehicles, on—-board computers(H & ¢t
CIQ(EEE WA)), record players(MI2EZ3dI010), recorded message senders(SSM
M), satellite television receiving apparatus(&iHi& S s544101), sound
recorders  [except  for movies] (S AHNP(HSES HR)), sound recording
apparatus(S8sS3&1Xl), sound reproduction apparatus(SS A Z X), television




receivers [TV sets](EdIHIA™ #=¢171), video disc players(BICIQCIATZ010), video
recorders(HICI 2 &l 2G), communications apparatus for vehicles(XIZ 2 S&II1AH21H),
headphones (3l E =), navigation apparatus for vehicles [on—board computers] (£ S|
HIOIR2eHEX]), satellite navigation equipment(Q 2l HstaiX] ¥ XRAXNZFE
Xl), sound recording discs(sS0A3), sound recording strips(=SEI0IX), speech
frequency synthesizers(SH& X4 §4J|), telephone receivers(& §t%38}2]), telephone
sets(& 3171), video tapes(HICIHI0IZ), computer programs [downloadable software]
(REHEZ2IS (AR Jtss ATEYN)), electronic theft prevention apparatus(&
XSt X101), laptop  computers(BEI2EEH), notebook computers(tESHEH),
optical discs(&ZCIA3), video game cartridges(HICIAHAIIERIXI), recorded
audiotapes [of non-musicl(S2% HOIIZ(S20] 0tt!l ), recorded videotapes - [of
non—-music] (=3t HIOIZ(S 20l OlL! 21)), exposed films(L2E TE). ‘ '

[Class 12] air ‘bags [safety devices for automobiles] (HSXIAUEAEXIE 00{8); air pumps

. [automobile accessories](AISXIE Z2IIE ), anti-theft alarms for. automobiles(Xt &
2 TuUXALI]), armored vehicles(E 2 Xl), automobile bodies(ASXUE i),
automobile chassis(ISXE AbAl), automobile wheels(RSXE X&), automobiles

~ hoods(ASXE ZES), automobiles running boards(XSXUHE FE ), automobiles
windows(RHEXE Z2), balances weights for automobile wheels(HSXHXIEE 28

. Z), bumpers for automobiles(ASXE B 1), direction signals for automobiles(Xl & Xt
2 YstX|AI2l), doors for automobile(HSXE T0), head-rests for automobile

seats(AISXZAE Hel2E), hoods for automobile engines(RISXAHIE FC),
horns for automobiles(AISXIE ZH), luggage nets for. automobile(ASAE IS4
BH), passenger cars [automobiles](58X}), passenger cars  [for more 7
passengers] (£ 8 XH72I5 014}), rearview mirrors for automobile(KRISXIE &0|d),

" rims__for automobile wheels(XHSXAEE ), safety seats for children [for
automobile (RS XE H2I0It T A), seat covers for _automobiles(RISXE AIEH
H), ski carriers for cars{(XISXE AJIMelN), sports cars(AXEX3}), steering wheels
for automobiles(RISXE X&siS), tailgates (Elevating—, Power-) [parts of
automobiles] (RIEXIE S2A TE= S3A 2 HE), windshield wipers(ASXt & s2l
2 210i1{), windshields(XISXE ¢gel).

[Class 14] handicraft napkin _holders of precious metal(M =25 H Y2!E0H), handicraft napkin rings
of precious metal(HASSH H218), handicraft purses of precious metal(A25H X
2H), alarm clocks(X &), automobile clocks(XHEXE AlH), Chronographs [watches]
(2% T), Chronometers(aA 2= 01E{), electric clocks and watches(& 1Al AH),
Pocket watches(8 S AIH), Wristwatches(Z S AlH), Garnets [jewellery, jewelry (Am.)]
(DY E(Garnet)), Olivine [gems](Z& 4 (24)), bracelets [jewellery] (2 M), medals(0l
et), pins [jewellery] (A2 M &), tie clips(EH0IE &), tie pins(LMEH0IE), handicraft cuff
links of precious metal(AS5H HEACE),

[Class 16] blinds of paper(Z0IH ScteIE), place mats of paper(Z0IH AEIHE), calendars(g

: &), catalogues(3tE21), photographs(At&l), books{(AM =), newspapers, magazines
and books (with technical content)(JI=X IS0 U= &2, BX L AHH).

[Class 20] Products of horn, bone, ivory, whalebone, tortoiseshell, mother of pearl, meerschaum
(included in this class)(£2, i, &0, D4, HECX, MF2H MBSO Fol Z&s
2).

[Class 27] floor mats for vehicles and other floor coverings (included in this class)(XI2& D204
E 2 JIE} DI2Z(0] F0I Z8s 24)), Carpets and rugsGHHE % 8), mats(OHE).

[Class 28] remote controlled mobiles toys [except amusement apparatus adapted for use with
television receivers](CI2EBEEE 0|Es Hs22|(TVLADI0H 2REE=E QEIAHE
Hi2l)), scale model vehicles for children(0i210|18 ZHSEX), teddy bears(E:H23),
caddies bags for golf clubs(2IIE HCIJtE), golf bags with or without wheels(BlI3#
X T 0|8E DoY), golf balls(BEEX3).

[Class 37] Repair of motor vehicles(RSXt£2l2), maintenance of motor vehicles(AIS Xt 22l ).




10 OfflClal Seal or Signature by the Office: -
KIPO Examiner LEE, HYONG PYO

¥ 1f the holder has any guestions or needs assistance in respondlng to this notlflcatlon
please contact the ‘examiner.

e-mail:Kipomadr id@kipo.go.kr, telephone: (82) (42) 481 5315 or Fax: (82) (42) 472 3507




Extract from the Korean Trademark Act

Article 5 Mutatis Mutandis Application of the Patent Act

Articles 3 to 26 and 28 to 28" of the Patent Act apply mutatis
mutandis to trademarks. In such cases, “Article 132" In Artlcles 6,
11(1)(iv), 15(1) and 17 of the Patent Act reads “Article 70” or 70",
“patent right and patent” in the proviso of Article 28(2) of the Patent
Act reads “trademark right and trademark™ and “international application
under Article 2(vii) of the Patent Cooperation Treaty (hereinafter referred
to as ‘an international application’)” reads “international application
under Article 2(2) of the Protocol Relating to the Madrid Agreement
~ Concerning the International Registration of Marks (hereinafter referred to
as ‘an international application’).” (“The Protocol Relating the Madrid
- Agreement Coricerning the International Registration of Marks” is referred
hereinafter to as ‘the Protocol’).

"Article 6 Requirements for Trademark Registration )
(1) Trademark registration may be obtained except any of the following
cases:
(i) where the trademark consists solely of a mark indicating, in a
common way, the usual name of the goods;
(ii) where the trademark is customarily used on the goods;
(iii) where the trademark consists solely of a mark indicating, in a
common way, the place of production, quality, raw materials,
efficacy, use, quantity, shape (including the shape of the packaging),
price, production method, processing method, usage or using time of
the goods; )
(iv) where the trademark consists solely of a conspicuous
geographical name, an abbreviation of it or a map:
(v) where the trademark consists solely of a mark indicating, in a
common way, a common surname or a title;
(vi) where the trademark consists solely of a simple and
commonplace mark; or
{vii) in addition to the cases mentioned in sub-paragraphs (i) to
(vi) of this Article, where the trademark does not enable consumers
to discriminate whose goods are indicated.
(2) Notwithstanding a trademark falls under paragraphs (1)(iii) to (vi) of
this Article, where the trademark has become, as a result of using it
before the application for registration under Article 9 of this Act,
especially recognized by .consumers whose goods are indicated, it may
be registered for the designated goods (i.e. designated goods and
supplementary designated goods as defined in Articles 10(1) and 47(2)
(iii) of this Act; The same shall apply hereinafter.) on which the
trademark has been used;
(3) Notwithstanding a mark falls under paragraph (1)(iii) (restricted to
‘the place of production’) or (1)(iv) of this Article, where the mark is a
geographical indication on specific goods, it may be registered as a
collective mark for a geographical indication for the designated goods
on which the geographical indication has been used.

Article 7 Unregistrable Trademarks

(1) Notwithstanding Article 6, trademark registration may not be obtained

in any of the following cases:
(i) trademarks that are identical or similar to the following: the
national flag, the national emblem, military flags, medals, decorations
or badges of the Republic of Korea; the national flags or emblems of
foreign countries: the medals, decorations or badges of the countries
of the union of the Paris Convention for the Protection of Intellectual
Property (hereinafter referred to as ‘the Paris Convention’). the
members of the World Trade Organization or the contracting parties
to the Trademark Law Treaty; the names or marks of the Red Cross,
Olympic organizations or other well-known international organizations;
seals or signs that are used for supervision or certification by the
Republic of Korea, the countries of the union of the Paris
Convention, the members of the World Trade Organization, the
contracting parties to the Trademark Law Treaty or the public
organizations of these;
(ii) trademarks that falsely indicate a connection with, or that
criticize, insult or are liable to defame any nation, race, ethnic group,
public organization, religion or welfl-known deceased person;
(iii) trademarks that are identical or similar to well-known marks that
indicate nonprofit businesses of a nation, a public organization or its
agencies or a public corporation, or that indicate nonprofit public
services; However, this provision does not apply where the nation,
the public organization or its agencies, the public corporation or the
body of nonprofit public services applies to register its own marks;
(iv) trademarks that are iiable to disturb public order or morality;
(v) trademarks comprising a mark that is identical or similar to a
medal, certificate of merit or decoration awarded at an exhibition held

by or with the authorization of the government of the Republic of
Korea or of the government of a foreign country; However, this
provision does not apply where the person who has been awarded
the medal, certificate of merit or decoration use it as part of the
trademark on the goods for which the medal, certificate of merit or

decoration was awarded at the exhibition:
(vi) trademarks containing the name, title, trade name, portrait,
signature, seal, literary name, stage name, pen name of an
abbreviation thereof of a well-known person, unless the consent of
the person concerned has been obtained:
(vii) trademarks that are identical or similar to another person's
registered trademark (excluding a registered collective mark for a
geographical indication) when the former are applied for registration
after the latter has been registered and when the former are to be
used on goods that are identical or similar to the designated goods
of the latter; :
(vi®® trademarks that are identical or similar to another person's
registered collective mark for a geographical indication when the
former are applied for registration after the latter has been registered
and when the former are to be used on goods that are identical with
the designated goods of the latter;
(vii) trademarks that are identical or similar to another person's
registered trademark (excluding -a registered collective mark for a
geographical indication) when not more than a year has elapsed
since the date on which the latter trademark right expired (that is, in
case of a trial decision invalidating a trademark registration, the date
" on which the trial decision became final) and when the former are to
be used on goods that are identical or similar to the designated
goods of the latter;
(vii®) trademarks that are identical or similar to another person's
registered collective mark for a geographical indication when not
more than a year has elapsed since the date on which the right of
the registered collective mark for a geographical indication expired
(that is, in case of a trial decision invalidating the registration of a
collective mark for a geographical indication, the date on which the
trial decision became final) and when the former are to be used on
goods that are identical with the designated goods of the latter;
(ix) trademarks that are identical or similar to a trademark (excluding
a geographical indication) that is especialy recognized among
consumers as to indicate the other person's goods, when the former
are to be used on goods that are identical or similar to those of the
person;
(ix™) trademarks that are identical or similar to another person's
geographical indication that is especially recognized among
consumers as to indicate a certain region's goods, when the
trademarks are to be used on goods that are identical with those
using the geographical indication;
(x) trademarks that are liable to cause confusion with the goods or
services of another person's that are especialy recognized among
consumers;
(xi) trademarks that are liable to mislead or deceive consumers on
the quality of the goods:
(xii) trademarks that are identical or similar to a trademark that is
especially recognized among consumers inside or outside the
Republic of Korea as to indicate the goods of a particular person,
and that are used with unjust purposes such as to obtain unfair
proflts or to inflict harm on that person;
(xi®) trademarks that are identical or similar to a geographical
indication that is especially recognized among consumers inside or
outside the Republic of Korea as to indicate the goods of a certain
region, and that are used with unjust purposes such as to obtain
unfair profits or to infict harm on the legitimate users of that
geographical indication;
(xiii) trademarks that consist solely of three-dimensional shapes
which are essential for securing the functions of goods to be
registered or their packaging;
(xiv) trademarks that consist of, or include, a geographical
indication of the origin of wines or spirits in a member state of the
World Trade Organization, to be used on wines, spirits or the like;
However, this provision does not apply where a legitimate user of a
geographical indication applies to register a collective mark for the
geographical indication designating the relevant goods under Article
9(3) of this Act.
(2) Notwithstanding a trademark falls under paragraphs (1)(vi), (ix), (ix)
and (x) of this Article, the respective provisions do not apply where
the trademark does not fall under the respective sub—paragraphs at the
time the applicant applies for trademark registration.
(3) Paragraph (1)(vi), (vi®), (vii) and (vmg°) of this Article apply where
the trademark falls under the respective sub—paragraphs at the time the
applicant applies for trademark registration (or where the registered
trademark of another person is invalidated under Article 71(3) of this
Act). However, this provision does not apply where the owner of the
trademark and the applicant for the trademark registration (hereinafter
referred to as ‘the applicant’) has become the same person after filing
the application.
(4) Paragraphs (1)(vii) and (vii®®) of this Article do not apply to the
following cases:
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(i) where the registered trademark has not been used for more than
one year retroactively from the date on which the trademark right is
extinguished;
(ii) where a rightful applicant applies to register the trademark after
a decision on invalidation or revocation becomes final for the reason
that the registered trademark violates paragraphs (1)(vi), (ix), (ix™),
(x), (xi)) and (xii®®) of this Article or Articles 8 or 73(1)(vii) of this
Act: or
(iii) where an applicant applies to reglster the trademark after the
period of six months as prescribed in proviso of Article 43(2) of this
Act has elapsed without applying to renew the duration term of the
registered trademark.
(5) Where a triad for cancellation of a trademark registration is requested
under Article 73(1)(ii), (iii), and (v) to (xi) of this Act, and where any
of the following sub—paragraphs occurs after the date on which the
cancellation trial is requested, the owner of the trademark right and any
person using the trademark may not obtain registration for a trademark
that is identical or similar to the extinguished trademark with respect to
- goods that are identical or similar (restricted to ‘identical’ in the case of
. a collective mark for geographical indication) to the deSIQnated goods
“of the extinguished trademark, ‘unless three years has elapsed since the
date on which each of the: following sub—paragraphs occurs:
(i) where the trademark right has been extinguished because the
"duration term has expired;
~ (i) where the owner of the trademark right abandons the trademark
right for all or some of the designated goods; or -
(i} where the trial decision to cancel the trademark registration has
become final. . . .
(6) Paragraph (1)(vii®®), (vii®) and (ix®) may not be applicable between
the collective marks for homonymous geographical indications.

'Artlc|e 8 First-to—Flle Rule

{1) Wnere two or more applications for registration are flled on different
dates for identical or similar trademarks that are to be used on identical
or similar goods, only the applicant having the eariier filing date may
obtain registration for the trademark.

Article 10 A Single Application for a Single Trademark

(1) The person seeking to register a trademark shall file an application
for each trademark, designating one or more classes of goods from the
classification of goods prescribed by ordinance of the Ministry of
Commerce, Industry and Energy. In this case, goods and services may
be designated together in a single application.

(2) The classes of goods referred to in paragraph (1) of this Article
may not be construed to decide the scope of the similarity of goods.

Article 23 Declsion to Refuse Trademark Reglstration and Notification of
Reasons for Refusal
(1) The examiner shall refuse trademark registration in any of the
following cases:

(i) where the trademark is unregistrable under the proviso of Article
3, Articles 6 to 8, 10(1), 12(2) (second sentence), (5) and (7) to (9)
of th/i\sc Act or Article 25 of the Patent Act applied under Article 5 of
this Act;

(ii) where the trademark violates a treaty;

(iii) where the trademark is identical or similar to a trademark
registered in the territory of a country that is a party to a treaty and
has been filed by a person who is an agent or a representative (or
who was an agent or a representative within one year before the
filing date) of the owner of the trademark, without any rightful reason
such as obtaining the owner's authorization, for designated goods
that are identical or similar to those of the owner's trademark.
However, this provision applies only when an opposition or
information under Article 22(3) of this Act has been filed by the
owner;

(iv) where the.trademark does not conform-to the definition of a
mark under Article 2(1)( i) to (iii) or (iv) of this Act:-or where, in
the case of a collective mark for a geographical indication, the
geographical indication and the mark do not conform to the
deflnmons of a geographical indication or a mark under paragraphs
(iii™) and (iii™™) of the Article 2(1) of this Act:

(v) where, in case of an application to register a collective mark for
a geographical indication, a person, who conducts business activities
such as producing, manufacturing or processing goods that are
ellglble for the geographical indication, is in fact prohibited from
jommg an association by the articles of association, or by provisions
in the articles of association providing conditions for subscription that

are too difficult for the person to fulfill and so on;
(vi) where the articles of association, referred to in Article 9(3) of
this Act, fail to mention all or some of the provisions that govern the
use of the collective mark as prescribed by Presidential Decree.
(2) When refusing trademark registration under paragraph (1) of this
Article, the examiner shall notify the applicant of the reasons for refusal
and give the applicant an opportunity to submit a written opinion within
a designated period.

Aticle 70” Tria) agalnst Decislon of Refusal

Any person dissatisfied with a  decision to refuse registration of a
trademark, to refuse supplementary registration of designated goods, to
refuse to renew the term of a registered trademark or to refuse
registration of the reclassification of goods (hereinafter referred to as ‘a
decision of refusal’) may file a request for trial within thirty days from
the date of receiving a certified copy of the decision of refusal.

Atticle 70™ Tria) against a- Decislon to Reject an Amendment

Any person dissatisfied with a decision to reject an amendment under
Article 17(1) may file a request for trial within thirty days from the date
of receiving a certified copy of the decision.

Extract from the Korean Patent Act

Article 5 Patent Administrator for Nonresidents

(1) A person who has neither a residential nor business address in the
Republic of Korea (hereinafter referred to as ‘a nonresident’} may not,
except when the nonresident (or a representative of a legal entity) is
sojourning in the Republic of Korea, initiate any patent-related
procedure or appeal any decision made by an administrative agency in
accordance with this Act or any decree under this Act, unless the
person is represented by an agent (hereinafter referred to as ‘a patent
administrator’) who has a residential or business address in the
Republic of Korea.

(2) A patent administrator may, within the scope of powers conferred
on the patent administrator, represent the principal in all procedures
related to a patent and in any appeal against a decision made by an
administrative agency in accordance with this Act or any decree under
this Act.

Article 26 Effects of a Treaty
Where a treaty contains a patent-related provision that differs from this
Act, the treaty prevails.

Article 92 Decislon etc. on Reglstration for Bxtending the Term of a
Patent Right

(1) Where the examiner finds no grounds under any subparagraph of
Article 91(1) to refuse an application to extend the term of a patent
right, the examiner shall grant the extension.

(2) Where a decision to extend has been made under paragraph (1),
the Commissioner of the Korean Intellectual Property Office shall register
the extension of the term of the patent right in the Patent Register.

(3) Where the registration under paragraph (2) has been made, the

information prescribed in the following sub-paragraphs must be

published in the Patent Gazette:
(i) the name and address of the patentee (if the patentee is a legal
entity, the title and address of the business).
(ii) the patent number:
(iii) the date of registration of the extension:
(iv) the period of the extension; and
(v) the contents of the authorization and so on under Article 89.

Article 220 Transmittal of Documents to Nonvesidents

(1) Documents to be transmitted to a nonresident who has a patent
administrator must be transmitted to the patent administrator.

(2) Documents to be transmitted to a nonresident who does not have a
patent administrator may be sent to the nonresident by registered
airmail.

(3) When documents have been sent by registered airmail under
paragraph (2), the documents are deemed to have been served on the
mailing date.

Korean Trademark Act URL: http://www.kipo.go.kr/eng/
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