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Telephone:  (44) 1633 811031

Fax No. (44) 1633 811175

Our ref OPP 71464/ Trade Marks 1.aw/AF
Date 11 Aprit 2007

Please quore our complete reference on all correspondence
The Case Work Examiner for these proceedings is: Jayne Francis (01633) §14103
Dear Sirs
NOTIFICATION OF A TOTAL REFUSAL OF PROTECTION BASED ON AN

OPPOSITION BY THE UNITED KINGDOM PATENT OFFICE IN ACCORDANCE
WITH ARTICLE 5 OF THE MADRID PROTOCOL

RE: International Registration number :899828
FFor the mark :X-431
Holder of the International Registration LAUNCH TRECH CO., 1.TD
Opposition number 171464

I must advise you that tollowing reccipt of an opposition to the above Trade Mark, it I1s necessary
to issue this formal provisional refusal letter. This provisional refusal covers all of the goods and
services of the International Registration.

Please find attached u copy of the Form M7 (Notice of Opposition) that was reccived by the
United Kingdom Trade Mark Registry.

We also attach:

Copies of the murks referred to 1n the statement of case.

Form TM8, for any reply to this opposition to be filed.

Form I'M33 for an agent/ address for service i the United Kingdom to be appointed.
A copy of an extract from the United Kingdom Trade Marks Act 1994.

UK Intellectual Property Offica Is on operating name of the Patent Office [chts AbTISERVICE
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If the holder of the International Registration wish to file a counterstatement, they should
complete the attachcd torm TMS8 and return it together with the counterstatement within 3
months of the date of this letter. This period cannot be extended, except in the circumstances
described belaw. The holder should note that failure to file a form TME and counterstatement
will result in the provisional refusal heing upheld in accordance with article 10 of the Trade
Marks International Registration Order 1996(as umended).

If both parties to this dispute wish to negotiate and want to enter a ‘cooling olf period® then the
time for filing the Form TMR can be extended for a further nine months by the filing of A Forn
T™MYe.

The Form TME and counterstatement should be teceived on or hefore 11 July 2007 unless a
cooling off period is entered mtio by the partics.

The holder of the International Registration must provide us with an address for correspondence
in the United Kingdom on the attached ™33 within this 3 month period. 1 one is not provided
within this time the refusal will be made final.

The Patent Office actively encourages parlies to mediate as a swifler and less costly alternative (o
litigation. If you feel that this option is of interest, the Oflice can either provide a member ol its
own team of accredited mediators, each with extensive experience of dealing with intellectual
property disputes, or can provide 4 list of other mediation providers. The Patent Office (L.andon
and Newport) can be used as u venue in either case. Tor more information, please visit the
website, or ¢contact commergialsearches(@ipo.gov.uk, telephone 01633 811010.

Yours faithlully

Yy

Ann Iry
LAW SECTION ASSISTANT CASEWORK EXAMINER

UK Intallactual Proparty Offica is an operating name of the Patent Office ldtl A DTI SERVICE ]
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Form TM? ’&m ‘ r:')f.,q{n
{:l Pd.lt':ﬂ[ M AN S (F-a
Official fee £200 duc with (his form g Office # ’Ju'b;‘.?.if' 001 DODLSY TMOTs covvnva s
* < 10RPRGT 200.00 LHERUE
Iy o e

Notice of opposition
and statement of grounds

U5 APR 2007

The Pateni Office
Trade Marls Regivtry

. L N Cardii? Roind, Newpon
Please read the guidance notes helow abont filling in thi» form ONDO South Wales NP 19 8Q0
I Trade Murk number M859828 (Lotewst) Clasy 9
< Pull mame of the applicant or registered LAUNCH TECH CO,, LTD,
proprictor.

Brackenatraase 3
D-38159 Vechelde

Germany 10 APR 2007

3 Futl rame and addreess (including pusicode) X.peer.de GmbH
of the opponent. LAW SECT! (')“'-,

RECEIN/LC ™

A d L 4 = o 4

4 Nume and aduress (including postcode) of the
agent (i any). J A Kemp & Co
14 South square

Gray's Inn

London WCLR 5JJ

5. Ave there any related proceedings currently
with the Registry or the courts?
I %0, Rive application, registimtion or opposltion
numbher

6. Under what sections ol the Trade Marks Act are

yuu appaosing this application? 5(2) (b), s5(3)
; Declaration I believe that the fuges §tiEcd 1 thissnggice and In the atiched
statd s
Your signature U
Your name in BLOCK CAPITALS J A KEMP & CO, <
e 5 April 2007
8. Name and diytime phone number of the person Monica A Marshall
we should contace in case of query. 0207 405 3292
Your reference Y¥.10985 - MAM/SK
Number of sheets attached to this furm, This Is sheet 1 of 19

Notes  You must attach a separate sheet for cach earlier mark you rely on.
If there is not enough spitee for your answers 10 any section, you may use extea blank sheets.

Number every extra sheet and say in question 8 ahove how many sheets you have used,

(RBV/July04) Form T™MY
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Form T™M? Sheel 20f 5

Lixe this sheetif you are basing your oppaosition on section 5(1) or 5(2) of the Teade Macks Act.
vk which section you are relying on and give details of the carller mark.
You must use a sepirate sheet for each earlier mark, so copy this sheet as muny times us you need.

Statenm

(] 501)  ddentical with an eartier mark and for identical Koods or services as the carlicr mack.

[ s identical with an earlier mark and for similar goods or seivices a8 the earlier mark.

[%] sc2xb) similar to un earlier mark and for identical or similar goods or services as the carller mark
Petaily of caslier trade mark
Numiber: 838808

IS ita UK, Community or Internmional mark? International

Representation of che mark:

M-LIFE (Figurative)

What goods or services (including their ¢lass) are covered by this mark?
See attached gtatement.

State which goods or services in the application you say are idendcal or similar to those covered by the earlier mark
S2e& attached gtatement.

Statcment of use

It the cnlier imurk has been registered for ive years or more before the publication of the mark you are opposing, state
witich goods or services the earlier mark has been used on tn that time, or state why the mark 1126 not been used In th:t
time

Nay applicable.

Form TM7 ,
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Fom TM7 Sheet 3ol 5
Use this sheet i€ you are basing your opposition on sectiun $(1) or SC2) of the ‘Frade Marks Act.
Tivk which section you are relying on and give details of the earlier mark.
You must use a separate sheet for ench carlier mark, so copy rhis sheet as many tnies ns you need.
L__] (D identical with an earlier mark and for identical #ookls or services as the earlier mark,
(] S identical with an earlier mark and for simiar goods or services as the earlier mark.
[X] 5€2)(b) similar to an earlier mark and for idencical or simifar HoOUs ur services as the carlier mark.
Details of earlier trade mark
Nunther 827214
IS i UK. Commuanity or International mark?  International
Represennition of the mark
X4-TECH (figurative)
Whumm%ﬂrmwkw(mﬂmmmnwndmﬁuwcmwwdbymwmmw
See attached statement.
Statg which goods or services in the application you say are tdenticul or simllar to those cuvered by the enrlicr mark
See attached statement.
Sratement of use
H the garller mark his been registered for five yeaes or more before the publication uf the mark you are opposing, stite
which goods or services the earlier mark has been used on in chat time, or state why the maek has not been used in thi
time
Not applicable.
Form TM7

11/04 '07 MER 17:19 [N° TX/RX 7470]



11-APR-20887 15:15 From:@1663811175

v

Form TM?7 Sheer 4ol 5

Use this sheet it you are basing your Opposition on secron S(3) af the Trade Marks Act #nd Bive derails of the earlter mark
YOu Must use i separate sheet for each earlier mark, so copy this sheer as many times as you need.

[E Sc3) identical with or similae to an earller mark wirh o reputation.
Details of carlier trade mark
Numbher 838808

it UK ¢ ommunity or International mark? Incernational

Representation of the mark:
X4-LIFE (figurative)

Wlhar goods ar services (including thelr class) are covered by this mark?
see attached statement.

State which goods or services you say this mark has u reputation for.
Beeq attached gtatement.

Mate which goods or services in the application you say would take unfair advantage of or be detrimental ta the
distinctive charicrer or reputation of the earlier mark,

se@ attached gtatement,

Why do you say thisy
548 attached statement.

Statement of usg

I the eaelier mark hits been registered for five years or more before the publication of the mark you are oppasing. stale
which goods or servives the earlier mark his been used on in that time, or stve why the nuick has not been used in that
lime:

Not applicable.

Form TM7
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Form TM7 Sheed Sof 5

Use this sheet if you are basing your opposition on section 5(3) of the Trade Marks Act and give detils of the earlier nurk
You must use a separate sheet for each earlier mark, so copy this sheet as many times as you need.

x] 5% identical with or similar to an earlicr mark with » repuration
Denails of earlicr trade murk
Number 827214

Is ita UK, Community or Internationl mark?  International

Representition of the mark:
X4-TBECH (figurative)

What goods or services (Including their class) are covered by this rurk?
see attached statement,

Stite which goods or services you say this mark has a reputstion for
82e atCached statement.

Ntate which goods or services in the application you say would take untilr advantage of or be detrimenta! to the
distinetive clisicier or reputation of the earlier mark

see attached statement.

Why do you say this?
see atcached statement.

Statement of use

I the carlier mark has heen registered for five years or more before the publication of the mark you are opposing. stire
which goods or services the earlier mark has heen used on in that time, or state why the mark has not been used in tha
bine

Nol applicakle.

Form TM7
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IN THE MATTER OF United Kingdom
Designation of International Trade Mark
Registration No. M899828 X-431
(stylised) in Class 9

of LAUNCH TECH CO., LTD.

-and -

IN THE MATTER OF an Opposition
thereto by x-peer.de GmbH

STATEMENT OF CASE

1. X-peer.de GmbH (hereinufler “the Opponent”) is the registered proprietor of the
fallowing Trade Mark Registrations (full details of which are attached as Annex A):

COUNTRY REGISTRATION | TRADE MARK | CLASS(ES) | A. PRIORI'TY DATE
NO. B, DESIGNATION DATE

C. PUBLICATION DATE

INTERNATIONAL | M8I8ROR X4-LIFE Gstylised) [ 9, 11 & 16 A 12 Murch 2004

(LK) 3 16 Augusl 2004
C 11 March 200§

INTERNATIONAL | M#27214 X4-THCH (stylised) | 9. & 11 A 5 Junc 2003

(HIN) B8 28 November 2003
C | April 2005

2. The Opponent’s trade mark registrations possess earlier priority and designation dutes

in the United Kingdom than the desigaation date of the opposed Trude Mark

11/04 '07 MER 17:19 [N° TX/RX 7470]
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2

Application No. M899828 (hereinafter “the application in suit™). Therefore, the
Opponent’s trade mark registrations constitute earlier marks according lo Section

6(1)(a) of the Trade Marks Act 1994 (herein after “the Act”).

A The Opponent’s trade marks have been in use in the UK and have acquired reputation

as a result of that use,

4, The Opposition is directed against all of the goods in the application in suit,
The Trade Ma
5. The marks to be compared are:

Earlier Marks Opposed Mark
0. Following Sabel v Puma (C-251/95) a global comparison of the marks under

consideration should be made, taking into account the visual, aural and

conceptual characteristics of the marks.

7. The Opponent’s trade marks comprise the elements *“X”, “4”, and *-", togelher
with added matter afler these elements forming the prefix, Making a visual
analysis of the Opponent’s marks, it is clear that this prefix is the most unusual
part of the marks, with the word “life™ being an ordinary English word and the

word “'tech” being a common English abbreviation. Accordingly, it is

11/04 '07 MER 17:19 [N° TX/RX 7470]
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3
submitted that these elements forming the prefix *X4- * are memorable and

distinctive,

8. Both the Opponent’s marks and the mark contained in the application in suit
are stylised with the most memorable part of the stylisation in each case being
the elongation of one of the branches of the X" at the beginning of each mark.
In the carlier registered marks the elongation flows from top left to bottom
right, and in the application in suit, the elongation flows from top right to
bottom left, However, a consumer would easily forget such details and even if
faced with both marks side by side on the shelf, may well believe that one is

simply an updated version of the other.

9. In further considering the visual impact of the application in suit, this includes,
at the beginning of the mark, the sume constituents “X", <" and “4" as are
found in the Opponent’s registered marks . Whilst the hyphen is placed
between the X" and the “4", such a character is often overlaoked, and the
placing of the hyphen could be easily mis-remembered. (Consider JEM v
Websphere [2004] EWHC 529 (Ch), where the point that hyphens could be
easily forgotten due to imperfect recollection was discussed.) There follows in
the application in suit, additional matter after the “4”, as in the Opponent’s
marks, Such added matter could be seen by consumers as simply denoting a

particular product line or diffusion line of the main **X4"or “X-4" brand.

10. An aural comparison aof the marks reinforces the *X4" elements of both marks.
The Opponent’s marks would be pronounced “EX FOUR LITE" and “EX
FOUR TECH", whilst the application in suit would be spoken as “EX FOUR
THREE ONE". Most emphasis is given to the beginning of marks, i.¢. the X4
prefix in all three cases. There is likely to be confusion between consumers

hearing the Opponent’s and Applicant’s marks spoken.

. The repetition of the prefix at the beginning of marks under different

11/04 '07 MER 17:19 [N° TX/RX 7470]
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ownership would be likely to lead to confusion amongst consumers hearing

the parties’ marks spoken.
p p

12. It follows from the above that confusion will result, with praducts sold under
the mark of the application in suit being assumed to have an economic link

with goods sold under the earlier marks,

3. The application in suit comprises a mark similar to the earlier registered
marks.

Coods

14. The application in suit cavers the following goods in Class 9:

“Diagnostic computers for vehicle breakdown: data processing
apparatus; computers; computer peripheral devices; time recording
apparatus; punched card machines for offices; electronic notice boards;

semi-conductors; telephone apparatus; optical goods”,

The goods covered in the application in suit are identical or similar to those
encompassed in the Opponent’s earlier registrations (details of which are

attached as Annex A).

In purticular, the items “diagnostic computers for vehicle breakdown; data
processing apparatus; computers; computer peripheral devices;” are identical
to the following goods included in Tntemational Registration (TR) No. 838808
X4-LIFE, “compulters; parts and components of computers; computer
peripheral devices; parts and components of computer peripheral devices;
computer accessories (included in this class)”. “Data processing apparatus” is
a term commonly used for computers and if not identical to the computers

listed in the Opponent’s earlier registration, then it is submitted that these are

11/04 '07 MER 17:19 [N° TX/RX 7470]
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similar,

15. [Uis submitted that “time recording apparatus;” is likely to be in the form of a
computer, in which case it would be identical or similar to at least the
“computers™ in the X4-LIFE registration. Also, a consumer would expect a
provider of computers and electronic devices for surveillance etc., to
manufacture time recordal apparatus, By analogy, we submit that the ““punched
card machines for offices” are also similar to computers and electrical devices

for surveillance and related accessories.

16. The item *'electronic notice boards;” in the application in suit is identical or
similar to at least “"computers;.... video devices” included in the X4-LIFE

registration.

17. “Semi-conductors;” contained in the application in suit are parts or
components used in the mujority of the goods listed in the X4-LIFE and X4-
TECH registrations. Moreover these registrations include parts and
components of specified goods. 1t is frequently the case that providers of
electronic equipment will also manufacture the components and therefore a
consumer would expect a semiconductor bearing a similar trade mark to an
item of electrical equipment to derive from the same source.

(8. “Telephone apparatus;” is identical or similar to the “audio devices, parts and
components of audio devices; peripheral devices for audio devices; parts and
components of peripheral devices for audio devices (included in this class);”,
as included in the carlier X4-LIFE registration. Further, as
telecommunications technology has advanced considerably, leading to
convergence of technologies in €.g. mobile phones and PDAs, “telephone
apparatus;” would be considered identical or similar to computers, video
devices etc., in the earlier registrations. [ndeed, muny mobile phones now

include the ability to record and/or play video clips and there are traditional
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land line phones availuble which include video technology to allow callers to

see one another in real time,

19, “Optical goods™, are identical and or similar to al least computer display
screens, video devices, and the viewing parts of the electrical devices for
surveillance, as described in the X4-LIFE and/or X4-TECH registrations. In
addition, the devices for the deterrence of animals and the extermination of
insects are described in the registrations as including “optically working

devices”, which are identical to optical goods.

20 In the alternative and to the extent that any of the goods included in the
application in suit are considered dissimilar from the goods covered by the
Opponent’s earlier marks, it is submitted that use of the mark applied for in
respect of those goods would take unfair advantage of, or be detrimental to,

the distinctive character and repute of the earlier marks.

Grounds (or Opposition

21, Section 5(2)(h)

The marks being compared are similar, and the goods encompassed in the
application in suit are identical or similar to those protected in the earlier
registrations, such that there exists a likelihood of confusion on the part of the
public, which includes the likelihood of association with the earlier trade
marks, and therefore the application in suit should be refused as it is contrary
to the Act, Seclion 5(2)(b).

22. Section 5(3)
The Opponent relies upon their registered marks’ reputation in the UK, and
submits that use of the mark applied for without due cause, would take unfarr

advantage of, or be detrimental to, the distinctive character or repute of their
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earlier marks, and therefore the application in suit be refused under the Act,
Section 5(3).

Ny ’

Request fi sal { ati itand an Award of Costs

23. The Opponent requests that the application in suit be refused in its entirety and

that an award of costs be made in its favour,

LA, Kemp & Co.
Agents for the Opponent

Dated this 5 day of April 2007
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IN THE MATTER OF United Kingdom
Designation of Intemational Trade Mark
Registration No. M899828 X-431
(stylised) in Class 9

of LAUNCH TECH CO., LTD.

-and -

IN THE MATTER OF an Opposition
thereto by x-peer.de GmbH

ANNEX A
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Trade marks - find by number Page 1 of' 3

Trade mark details as at 1 March 2007

Case details for International Madrld(UK) Trade Mark
M838808

For lnnovannn

Mark

X4 -LIFE

Mark text:
X4-LIFE

Status

UK case status:
Protected
Classes;
09,11, 16

Relevant dates

Intemational registration date:
16 August 2004

Date of designation in UK:
16 August 2004

Next renewal date:
16 August 2014

Priority claims

Priarity date:

12 March 2004
Country

Germany
Reference:

304 14 464.9/09

Office of origin details

Office of origin:
Germany

Basic application or registration number Filing or registration date

htlp://www.patent.gov.uk/tm/t-ﬂnd/t-ﬁnd-numbcr'?detaiIsrequcsted=€&trademark==m... 02/03/2007
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30414464.9/09 11 May 2004

Publication

First advert in UK TMJ:
Journal:
6573
Publication dute:
11 March 2005

List of goods or services

Class 09:
Computers; parts and components of computers; computer peripheral devices; parts and
components of computer peripheral devices; camputer accessories (included in this class);
audio devices, parts and components of audio devices; peripheral devices for audio
devices; parts and components of peripheral devices for audio devices; accessories for
audio devices (included in this class); video devices; part and components of video
devices; peripheral devices for video devices; parts and components of peripheral devices
for video devices; accessories for video devices (included in this class); electrica! devices
for surveillance of buildings and accessories of said devices (included in this class);
devices to control electrical circuits in installations of buildings; mechanically,
acoustically, optically or thermally working devices for deterrence of animals and/or
extermination of insects (included in this class),

Class 11:
Lighting devices for use outside and/or inside of buildings.

Class 16:
Office devices and their accessories (included in this class),

Names and addresses

Holder:
x-peer.de GmbH
Brackestrafle 3, D-38159 Vechelde, Germany
Representative:
KRAMER BARSKE SCHMIDTCHEN, Patentanwilte
Radeckestrasse 43, D-81245 Miinchen, Germany

The "M" prefix is used purely within the UK and is not part of the Madrid(UK) registration
number.

This enquiry shows information from the International Registration held by us. If you want to
see details of the definitive International Registration, please visit the Warld Intellectual
Braperty Organigation.

o Fxplanution of ccems used an this pige

httpi//www.patent.gov.uk/tm/t-ﬁnd/t-!‘md-numbcr?detailsrequeated=C&tradcrnark=m.\. 02/03/2007
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4 Crawn Copyrighs 2006 D D D W

http://www.patent.gov.uk/tm/t-fi nd/t-find-number?detailsrequested=C&trademark=m... 02/03/2007
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o Trade mark details as at 1 March 2007

e
P

%,
{(OIhee )' Case details for International Madrid(UK) Trade Mark

-TECH

Mark

Mark text:
X4-TECH

Status

UK case status:
Protected
Classes:
09, 11

Relevant dates

International registration date:
28 November 2003
Date of designation in UK:
28 November 2003
Next renewal date:
28 November 2013

Priority claims

Priority date;
* 05 June 2003
Country
Germany
Reference:
303 28 615.6/09

Office of origin details

Office of origin:
Germany

Basic application or registration number Riling or registration date
30328615 /00 01 Septemher 2003

http://www.patem,gov.uk/tm/t-ﬁnd/t-ﬁnd-numbcr’.’dctailsrequcsted=C&trademark=m... 02/03/2007
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Trade marks - find by number Page 2 of 3

Publication

First advert in UK TMI:
Joumal:
6575
Publication date:
01 April 2005

List of goods or services

Class 09:
Audio-devices; parts and components of audio-devices; peripheral devices for audio-
devices; parts and components of peripheral devices for audio-devices; accessories for
audio-devices (included in this class): video-devices: parts and components of video-
devices; peripheral devices for video-devices, parts and components of peripheral devices
for video-devices; accessories for video-devices (included in this class); electrical devices
for surveillance of buildings and accessories of said devices (included in this class);
devices to control electrical circuits in installations of buildings; mechanically,
acoustically, optically or thermally working devices for deterrence of animals and/or
extermination of insects (included in this class); none of the aforementioned goods being
telecommunications devices and none being computers or computer sofiware.

Class 11:
Lighting devices for use outside and/or inside of buildings,

Names and addresses

Holder:
x-peer.de GmbH
BrackestraBe 3, D-38159 Vechelde, Germany
Representative:
Dr. Heiko Barske BLUMBACH, KRAMER & PARTNER GbR
Radeckestrasse 43, D-81245 Miinchen, Germany
UK agent:
JA Kemp & Co
14 South Square, Gray's Inn, London, United Kingdom, WC1R 517
UK agent reference:
Z.03051 JAF (AJO)

The "M" prefix is used purely within the UK and is not part of the Madrid(UK) registration
number

This enquiry shows information from the International Registration held by us. If you want to
see details of the definiive International Registration, please visit the World Int¢llectnnl
Property Qrganization.

« Explanation of tceems used on this page

http://www.patent.gov.uk/tm/t-ﬁnd/t-ﬂnd-number?detaiIsrequestcd=C&trademark=m.,. 02/03/7007
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http://www.patent.gov,uk/tm/t-find/t-find-number?detailsrequested=C&trademark=m
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APy Form TM8

NIl Feo

For Innovation

Notice of defence and counterstatement

Pleasas read the guldance note about fllling In this form.

Tho Patont Offico
Trado Marks Roglstry
Cardlff Road, Newport
South Wales NP10 8QQ

1.

Trade mark number.

{Lowest) Claas

2,

Full name of the applicant or registered
proprietor.

Opposition, invalidation, revocation, or
roctification number.

Name and address (inciuding postcode) of the
agent (If any).

if a statement of use of any earlier trade marke
has bean glven in support of the oppasition or
invalidation action, do you aceept this statement?

If you answered “No" to question 5, do you want
the other side to provide proof of use of the
earlier marks?

If you want the other side to provide proof of use
you must state in your counterstatement for which
earlier marks and for which goods and services
you require that proof.

Counterstatement
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Counterstatement (continued from previous sheat)

8. Declaration

Your signature.

| belleve that the facts stated in this notice of defence and
countarstatement are true.

Your nama in BLOCK CAPITALS.

Date,

9. Name and daytime phone number of the
person we should contact in case of query.

Your referenca.

Number of sheets attached to this form.

This is sheet 1 of

Note If you need more space for your counterstatemsnt you may attach separate sheets. Number each one and
say in question 9 how many sheets you have used.
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SECTION 1

(1) 1o thip Aers “truds mark® means any sign ea&mblu of haing repreaanted graphically
whith i capabls of distinguithing goods ar services of one undertaking from those of
othor undertkings

A rrade mark piy, in particular, cooslat of worda (inciuding parsostal names), designs,
\scrars, numatrals or tho shape nt’unuds ar thedr pecuaging.

(2) Referenges in this Act t0 s trademork include, unless tho conraxr otharwise reiires,
roferences 10 & collective mark (aes Section 49) or certificntivn murk (oo Section 50).

SECTION 3

(1) The following shall avt be raglstarad-
(a) signs which do not satiafy the requiremanis of Seelivn (1Y,
(b) trads marks which are davold of any distinctive character;

(¢} traca marks which consist exclusively of signs or bndicuttups which maey serve, In
{rada, to dasignars the kind, guslity, quuntity, intended purpose, value, geugraphicul
urigin, the timo ot producticn of goods or of rendering of wervices, or other chamucleristion
of goods or servicos,

(d)‘-cﬂuln marks which eongist axelusively of signs or Indicadons which have bacomo
custamary In the current languape or in the bung fkd¢ and extabillshed practices uf the
trader

Provided that, s trade marlk chall not be refused ragistration by virtue of paragraph

(), (¢) or (d) above i, befure te dute of spplication for rogistrntion, it has In fact
utquired r distinetive chavacter as a rasult of tha uas mode of it

12) A xign ahall not he registered s » trnde mark if it consists exelusively of-

(n) tho shapae which results fram the noture of the goods themaclves,

(b) the ghupe of goodswhich is ¥ ta ohtrin a technicnl resull, or
(c) the shape which gives substantial value ta the goady.

(3) A trade mark shall not he registaped if it is-

(n) cuntrary so public policy ar to arcepted princigles of morality, or

(b) of auch a naturs as fo decsive fthe public (for instance ne to the nanu'e, quelity or
,'ngngrlphjcal origin uf' the gooux or xervice).

4] A trude mark shallnot bo registored if or to the axtent that is use is prohibited in the
hised Kingdom by mny susctmnt oy rulo of [uw ur by suy provigion of Community

Law,

(5) A trade mark shall not he registared in the cages specified, ar velerred to, in Secfion
4 {gpaciolly prutected anblems)-

(6} A trade mavk shall nut b eeglvturod if or (o tho extani that the applicativn ls mude
in bad frith,

S ON 4

(1) A trade marlt which couslate of or containa.

(a) tha Rayal orims, or eny of the principsl armorial haurings of tha Royol arms, or ony
insignia or device 4o nearly reseinbling the Royal arus or ony such arviazial bearing b
to ha likoly to ho mistukan far tham or it

(L) 2 copresentation of the Royal crown or any of the Rayal fings,

(c),@ reprusentation of Har Majosty or liny mamber of the Royn) famfily, or any calourobie
imitntion thereof, ar

{d) words, Intters or dovices likety to featl persons to think that the spplicant cither has
or recontly has had Roynl patronage or authorisation,

shall not ba given uniery it uppeary to the registrar (hut consant haa heen %i‘ven hy or on
hehalf of Ier Majesty or, as the cuse muy he, the relovant member of sthe Rayal };mily.

(2) A rude worl which conglsts of or conraing a rupresentadou of=
(1) the natlunal Nag of the United Kingdom (commonly knewo ay the Linion Juck), ur
(L) the Nag of Lngland, Wales, Scotlond, Nermprn traland oF the Ikl of Man,

ahial] not Ya registersd 011 appesry to the registrar thet tho wse of the trode mark would
be mialu@j’un or grosaly uffentiva,

Provigiun mgy ba mpds by rulgs identifying the flaga tn which paragraph (b) applies.
() A truds mark ghafl not ba registered in the capes apocified in-

. Section 87 (national amblems &c¢ of Conventian sountries), or

Section 58 (amblems &ke of eartein inlarnafional organisations).

(4) Provision may hs made hy rulap prohibiting in such cases ac may be preseribed the
regisrrarion of & Tade mark which conslst of or cuntaing-

{8) arms to which & parson s eatitled by virtue of 5 grust of srms by the Grown, or

(M) lugignls ko noarly rasewbilng such arws s to by tkely (o bo mistakan for hiem,
unless (t appenre 10 the registrar tint congent hug Leen glven by ur on hehslf of that
perion.

Whero such a mark is registered, pothing in this Act shall ba consrrusd ag anthoriging
iex uaa in any way contrary to the laws of nrms.

RELEVANT SECTIONS OF THE
UNITED KINGDOM TRADE MARKS ACT 1394 3,

o
Fo The %
. Pater

(1)
%r—é
U -

‘, &
Iyy . 'W"Q

) A trade marl which consism of or containg a eontrolled yapresonsution within the
meaning of the Olyuplc Symbol stc (Proteciion) A<t L5905 phuail not e vegisterud wnleas
{tappears o the regittrar-

() that the application i mede by the parson far the rimo being appoeinted under
Saction 1(2} of the Olympic Symboi eic (Crowction) Act 1998 (power af Seeratary of
Stafe 10 appoint a porson a3 tha propristor of the Olympics Amsuciation Right), or

{b} that consent has heen given hy or on behalf of the pareon mentioned In paragraph
ahnve

SECTION §
(.l) A trude mark shall nor be registered if it is identical with an earlier trado mark and

fhe guuds or services fur which the trade mark is applisd for nre idenfical with tho
pousls ur servites fur which the eartler crade mark is protacted.

(2) A crade work shall not be registared if haranan

{a) irisidentical with an oarlier tratla marli and is to b regiotered fue guods or sarvices
slmliar 10 those for which the earlior trada murk js projected, or

) 1t k ghwblar to an earllor (vado mark and & to be regivtorail fur goods or sarvices
tenirical wirh or ginillar to those for which tha earlior rrade mark is protoctsd,

thore oxists n likalihaod of confugion an (e paet of tha puhlie, which includan the
likellliwod of coufusfon on the part of the public, which inclm‘u the Hkellheod of
psgoelation with the surler rrade mark

@) A trade mark which-
() s idonties) with or eimliar to an sarlior trads mark, and

(h) s vo bo regiatered for goads or sarvices which nre not similar to thass for which the
enrier trade mork ix projecied,

shall ol be registerad if, or to the extent that, the entlier trada mark haz o reputation lu
the Unifad Xingdum (or, in (he cuso uf a Community tradv marly, in the Curopsan
Cunmuaity) and tha uss of the latar siark without due cauke would @Ko unfdir sdventsge
of, or be detrimantai to, the distinctive charneter or the repute of the earlier frada

murk

}3 A trade mark shall oot be rcfil'crml if, or 10 the extont that, its uss in e Unicod
ngdom is liable 1o be prevenie:

(a) by virtue of any vule of law (in particular, the law of passing off) pratsciing nu
unregletered (rade murk ar athor glgn vied In the coune of trutle, ur

(M) by virtug of an eariier right nther thun those refarred to in subsections (1) to (3) or
pavagrapl (k) abuve, I pacticular by vivtue of the law of copyright, design right or
registered degigns.

A pargun thus eplitlud 1 provanl the uee of @ Guds mack is referrad to in this Actae a
propylator of an “carfior right™ in colativu 1o the trade wark.

(5) Nulhlu,; I thly woctiun proventa the regletrutiun of a trado e rk where thy proprivior
of the arrlier (rede tnurk or vther earlier right convent (o the pegissratinn

SECTION &
{1} bn thiz Act an Yenrlier trade murl" mebns-

(2) a rogistered trade mark, intarnational nrade mark (UK) or Communtity trade mark
which has a date of appleation for veplstration earller than that of the trade murk in
qnedllmn, tknsl:mc aeeaunt (where uppropriata) of tha priaritias claimed in rospoecr of the
frado msr

(b} » Cotumunity tesdo murk which hos u vslig cladm w sunlurity from g eselier
registerad trade marlt or internetions! trude murk (LHO), or

(¢) o trode mark which, at the date of application far regintration af ¢ha teade mavk in
question or (wherae appropriate) of the priority claimed in reapect of the application,
whao ontitled fo protection indar the Parig Convantion or the World Trade Orgunization
Apragment 48 8 well knawy) trale mork

(3) Referencns in this Act 10 an earlior trade mark inclide a rrade mark in vespact of
which an application for registration has bean mado aud which, if registerail, would be
an eartier (rade mark by viriue of eubsection (1)(8) or (), sulijecr (o ity haing s reglatered.

{3) A Irnde mack within subiaction (1)(a) ur {b) whuse registrntion expires shifl conlinug
10 he taken into secount in determining the registrability of s later miark for a paried of
wno year sfler the eXpiry wnless the registrar is sutiafied that thare was no bone Jlde use
uof Hie mark during the twa years immeadintely praceding the expiry.

SOURCES OF PROFESSIONAL FIELP AND ADVICE

You may obmin details of whers to et independent professional haljW/advice from cither
of the following :

¢ The Inotiwute of Trode Marlt Aurneys
Craterhury House
2-6'5 flunhnm Road

CRO
Surrey CILO 9XE
i +44(0) 20 8686 2052

fax:  14d(1l) 20 K6BD 5723

+ ‘The Chirtsred Lnxtitale of Falent Agents
Stuple Inn Buildinga
H&vh Fylburn
LONDON WCIV 7PZ

tol * +44(0) 20 7404 9450
telax :  +44(M) 20 7430 047]
Trade Marks Intarnarional Unit
Juna 2000
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Form TM33

NIl Feo

For Innovation

Appointment or change of
agent or contact address

The Patont Office
Trade Marks Roglstry
Cardiff Road, Newpaort

Ploaso read the guldance note balow about filllng In this form, South Wales NP10 8QQ

1. Trade mark numbers affected.
(Please put an ‘M’ in front of Madrid marks),
(List on a separate sheet If there is not enough
spaca on this form).

(Lowost) Class

2. Full name of the
a) proprietor; or
b) opponent
as now shown an our records.

3. Name and address (Including postcode) of
the new agent or contact address

Trade Marks ADP number (if you know it).

4, Doclaration,

Signature,

We have baen appointed by the above proprietor or opponent.

Name in BLOCK CAPITALS.,

Date.

5. Name and daytime phone number of the
person we should contact in case of query,

Your reference.

Number &f sheets attached to this form.

Note We suggest you check the proprietor's name and the marks they own by doing a proprietor search on our
websita www.patent.gov,uk before you fill in the:form,

(REV NOV04)
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Annex C

Qur costs

1 Application or notice of apposition £300 plus statutory
and accompanying statement fea (if any)

2 Considering the counterstatement £200

or

1 Considering the application or notice of £200
opposition and accompanying statement

2 Fliing the counterstatement £300

3 Prebaring and filing evidence Up to £1500

4 Considering evidence Half of item 3

Up to £1500

5 Preparing for and going to the hearing

6 If one side appears In person, or if the opposite
side calls witnesses, travel and general expenses
will be allowed, but this will not normally be more
than £250 for each person aach day, and will not
be mare than £750 for each side each day.
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