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NOTIFICATION OF PROVISIONAL REFUSAL OF AN INTERNATIONAL
REGISTRATION DESIGNATING AUSTRALIA (IRDA)

THIS REFUSAL IS ISSUED IN ACCORDANCE WITH RULE 17(1) TO 17(3)

International Registration No: 230493

Our Reference No: 1166325

Applicant: REGISTROS INTERNACIONALES APLICADOS, S.L.
Trade mark: TURBO

Your ref: 376116601

Examiner: Jerry PAVEY Report No. 1

The above trade mark has been examined and the following attachment(s) explain the
matters which at present prevent the International Registration from being accepted and,
where possible, the ways in which the holder may be able to resolve the issues. The holder
has until 29 August 2008 (15 months) in which to do so. This refusal takes effect after that
date.

The holder may respond in writing to this refusal, however, any response must be sent
through an address for service in Australia.

Review

This provisional refusal will be reviewed if the holder:

» makes written submissions in support of the claim to protection of the trade mark in
Australia; and/or

» submits evidence in support of the claim to protection of the trade mark in Australia,
and/or

= applies for a hearing.

APAustralia - Patents - Trade Marks « Designs « Plant Breeder’s Rights
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1. CONFLICTING TRADE MARKS - SECTION 44

Grounds for rejecting this IRDA exist under the provisions of section 44 of the Trade Marks
Act as this trade mark is substantially identical with, or deceptively similar to, the following
trade marks, and is for similar goods and/or closely related services or similar services
and/or closely related goods:

397413, 830544, 1042289
The refusal applies to all the goods.
I have enclosed details of the trade marks mentioned above.

You may respond to this refusal by making submissions, providing evidence of use of the
trade mark in Australia and/or by requesting a hearing. If you wish to respond in any of
these ways, you must do so in writing and supply an address for service in Australia.

The evidence of use could show:
*  prior use, or

*  honest concurrent use, or

* any other circumstances.

Before deciding whether to provide evidence you should consider the following:

e Evidence is usually in the form of a statutory declaration giving a history and indication
of the extent of the use of your trade mark in Australia.

o Gathering and compilation of this material may be time-consuming and expensive

o The evidence you provide may still be insufficient to overcome the refusal.

for
REGISTRAR OF TRADE MARKS

Examiner’s Telephone Contact: (02) 62832350




EVIDENCE OF HONEST CONCURRENT USE
OR PRIOR USE
(Subsections 44(3) and 44(4))

Introduction

Your International Registration Designating Australia (IRDA) cannot be accepted for
protection because it conflicts with another trade mark, or trade marks.

The refusal of your IRDA under section 44 may be overcome if you can show that:

your trade mark was honestly adopted and, concurrent with the cited trade mark,
has been in use in Australia for a significant period of time prior to the filing
date of your IRDA - this is known as honest concurrent use (s44(3)(a));

some other circumstances exist which justify allowing your trade mark to proceed
in the face of the citation - this is known as other circumstances (s44(3)(b)); or

you or the predecessor in business have continuously used your trade mark in
Australia on the same or similar goods and/or services or on closely related
goods and/or services, from before the priority date of the cited trade mark(s)
until the time you filed your current application - this is known as prior use
(s44(4)).

Honest Concurrent Use

Evidence required - A declaration, preferably a statutory declaration, made by the holder, a
principle officer of the holder company or by a person authorised to make it on behalf of the
holder.

The following information should be included in the declaration:

the history of the trade mark including;

when and why this trade mark was selected,

whether the holder knew of the cited trade mark when he or she selected this trade mark,
and;

details of the use of the trade mark, particularly;

the total length of time the holder, or predecessor in business has used the trade mark,

a detailed account of the goods or services on which the mark has been used from the time
of first use through to the present,

figures, in Australian dollars, which show the extent of sales of these goods or services,

an account of the States, and Territories of Australia in which those sales occurred, and,;

a description of the advertising that has taken place, including;

a brief account of advertising undertaken in Australia,

a broad indication, in Australian dollars, of the amount spent on advertising,

samples of the advertisements and details of the publications in which they appeared - if
they are available, and,

examples of the trade mark as it has been used on the goods, or in relation to the services -
such as trade brochures and swing tickets.



. EVIDENCE OF HONEST CONCURRENT USE OR PRIOR USE (continued)
(Subsections 44(3) and 44(4))

‘In some circumstances the examiner may request additional declarations to support your
IRDA. These should be obtained from members of the trade who are not connected with
your business. Each declarant needs to give the following information:

* his or her name, address, employment details/position in company, including the name
of his or her employer,

the length of time the declarant has been in this position;

a statement of the declarant's knowledge of use of the trade mark, particularly;
the length of time he or she has been aware of that use,
the states and/or territories of Australia in which he or she is aware of that use,
the goods or services on which he or she has known that use,

a statement indicating whether the declarant knows of the cited trade mark/s and, if so,

whether he or she is aware of any confusions between the two trade marks.

Other Circumstances
Where use of the trade mark is by itself insufficient, other circumstances may exist which
will allow your trade mark to qualify for registration under paragraph 44(3)(b).

Evidence required - To establish a claim under this subsection, a declaration, preferably a

statutory declaration, made by the holder, a principal officer of the holder company or by a

person authorised to make it on behalf of the holder, is required which sets out:

the information required for honest concurrent use;

an account of the other circumstances which the holder believes apply, and;

details of circumstances which it believes are relevant and which will satisfy the Registrar
that it is proper to accept the IRDA.

A letter of consent from the proprietor(s) of the cited trade mark(s), considered along with
the declaration just mentioned, may provide circumstances which will permit acceptance of
the holder's trade mark under paragraph 44(3)(b).

Prior Use

Where the holder believes its use of the trade mark in Australia occurred before the priority
date of the cited mark, the IRDA may qualify for acceptance under subsection 44(4).

Evidence required - To support a prior use claim, a declaration, preferably a statutory

declaration, from the holder, a principal officer of the holder company or by a person

authorised to make it on behalf of the holder, is required and should include:

the date the trade mark was first used, in Australia, on the nominated or similar goods or in
relation to the nominated or similar services (either by the holder or a predecessor in
business);

an indication that the holder was still using the trade mark, in Australia, at the date Australia
was designated in the international application or registration.

an indication of continuous use, in Australia, of the trade mark since the date Australia was
designated in the international application or registration.



Word:
Image:

Class/es:
Status:
Kind:

Lodgement date:

Acceptance adv:

Registered from:
Registration adv:

Renewal due:

Owners:

IP Australia

Trade Mark : 397413

TURBO

25
Registered/Protected

. n/a

26/09/1983
11/07/1985
26/09/1983
2/01/1986

26/09/2014

Pacific Brands Sport & Leisure Pty Ltd
098-742-708

Level 3,

290 Burwood Road,

HAWTHORN 3122 VIC
AUSTRALIA

Address for service: Pacific Brands Limited

Goods & Services:

Class: 25

Level 3

290 Burwood Road
HAWTHORN
3122 VIC

Footwear, including sports footwear

Endorsements:



Word:
Image:

Class/es:
Status:
Kind:

Lodgement date:
Convention date:

Sealing date:
Acceptance adv:

Registered from:
Registration adv:

Renewal due:

Owners:

Address for service:

Goods & Services:

Class: 12

Fins and airfoils for sailboats, automobiles and aircraft; keels and rudders for sailboats

Class: 25

IP Australia

Trade Mark : 830544

TURBO TUNNEL

12,25, 28
Registered/Protected
n/a

5/04/2000
5/10/1999
25/03/2002
13/12/2001
5/04/2000
11/04/2002
5/04/2010

Robert D. Bolen

322 Main Street,

Huntington Beach,

California 92648,

UNITED STATES OF AMERICA

Corrs Chambers Westgarth
National Trade Mark Group
600 Bourke Street
MELBOURNE

3000 VIC

Clothing, headwear, excluding all forms of footwear

Class: 28

Fins and airfoils for surfboards, body boards and windsurfing boards

Endorsements:



Word:
Image:

Class/es:
Status:
Kind:

Lodgement date:

Sealing date:
Acceptance adv:

Registered from:
Registration adv:

Renewal due:

Owners:

Address for service:

Goods & Services:

Class: 25

IP Australia

Trade Mark : 1042289

TURBO RIDER
SPEED BOAT,STYL.,INCOMPLETE

25,28
Registered/Protected
n/a

17/02/2005
3/11/2005
16/06/2005
17/02/2005
17/11/2005
17/02/2015

Concept To Reality Pty Limited
107-438-362

Suite 701B. Level 7

Darling Park Tower 1

201 Sussex Street

SYDNEY 2000 NSW
AUSTRALIA

Concept To Reality Pty Limited
Suite 701B. Level 7

Darling Park Tower 1

Sussex Street

Sydney

2000 NSW

Clothing, footwear, headgear

Class: 28

Games and playthings; body board attachments

Endorsements:




Regulation 17A.28 Grounds for rejecting IRDA

(1) The grounds for rejecting an IRDA are the grounds set out in sections 3¢ to 44 of the Act, 2s
affected by subregulation (2).

(2) Sections 39 to 44 apply in relation to an IRDA as if:

(a) a reference in those sections:

(i) to an application for the registration of a trade rrark were a reference to the IRDA; and

(i) to an applicant were a reference to the hoider of the IRDA; and

{b) the reference in paragraph 41 (6) (a) to the filing date in respect of an application were a reference

to the date of intemational registration or the date of recordal, as applicable, in respect of the IRDA; and

{()] each reference in subparagraphs 44 (1) (2) (i) and (2) (a) (i) to a trade mark registered by another
person included a protected international frade mark held by another person; and

(d) sach reference in subparagraphs 44 (1) () (i) and (2) (a) (ii) to a trade mark whose registration is
being sought by another person included a trade mark in respect of which the extension of protection to

Australia is being sought by another person.

Section 39 Trade mark containing etc. certain signs .

(1)An application for the registration of a trade mark must be rejected if the trade mark contains or consists
of a sign that, under regulations made for the purposes of section 18, is not to be used as a trade mark.

(2)An apphcatlon for the registration of a trade mark may be rejected if the trade mark contams of consists
of: -

(a)a sign that is prescribed for the purposes of this subsection; or

(b)a sign so nearly resembling:

{i)a sign referred to in paragraph (a); or

(i)a sign reférred to in subsection (1);

as to be likely to be taken for it.

Section 40 Trade mark that cannot be represented graphically

An application for the registration of a trade mark must be rejected if the trade mark cannot be represented

graphically,

Section 41 Trade mark not distingulshing applicant’s goods or services

(1) For the purposes of this section, the use of a trade mark by a predecessor in title of an applicant for
the registration of the trade mark is taken to be a use of the trade mark by the applicant.

Note 1: For applicant and predecessor in titie see section 6.

Note 2: If a predecessor in title had authorised another person to use the trade mark, any authorised use of
the trade mark by the other person is taken to be a use of the trade mark by the predecessor in title (see
subsection 7(3) and section 8).

2) An application for the registration of a trade mark must be rejected If the trade mark is not capable
of distinguishing the applicant's goods or services in respect of which the trade mark is sought to be

~ registered (designated goods or serwces) from the goods or services of other persons.

Note:  For goods of a person and $ervices of a‘person see section 6.

3) in deciding the question whether or not a trade mark is capable of distinguishing the designated
goods or services'from the goods or services of other persons, the Registrar must first take into account
the extent to which the trade mark is inherently adapted to distinguish the designated goods or services
from the goods or services of other persons.

4) Then, if the Registrar is still unable to decide the question, the following provnsnons apply.
(4). Then, if the Registrar is still unabie to decide the question, the following provisions apply.
(5} If the Registrar finds that the trade mark is 1o some extent inherently adapted to distinguish the

designated goods or services from the goods or services of other persons but is unable to decide, on
that basis alone, that the trade mark is capable of so distinguishing the designated goods or services:

(a) the Registrar is to consider whether, because of the combined effect of the following:
(i) the extent to which the trade mark is inherently adapted to distinguish the designated goods or
services:
(ii) the use, or intended use, of the trade mark by the applicant;
(iii) any other circumstances;

the trade mark does or will distinguish the designated goods or services as being those of the
applicant; and -

(b) if the Registrar is then satisfied that the trade mark does or will so distinguish the designated goods
or services—the trade mark is taken to be capable of distinguishing the applicant's goods or services
from the goods or services of other persons; and

(c) if the Registrar is not satisfied that the trade mark does or will so distinguish the designated goods
or services—the trade mark is taken not to be capable of distinguishing the applicant's goods or sarvices
from the goods or services of other persons.

Note 1: For goods of a person and services of 2 person see section 6.



Note 2: Use of a trade mark by a predecessor in title of an applicant and an authorised use of a trade mark
by another person are each taken to be use of the trade mark by'the applicant (see subsections (1) and
7(3) and section 8).

- (6) If the Registrar finds that the trade mark Is not inherently adapted to dxstmguxsh the designated
goods or services from the goods or services of other persons, the following provisions apply:

(a) if the applicant estabiishes that, because of the extent to which the appiicant has used the trade
mark before the filing date in respect of the application, it does distinguish the designated goods or
services as being those.of the applicant—the trade mark is taken to be capable of distinguishing the
designated goods or services from the goods or services of other persons;

(b) in any other case—the trade mark is taken not to be capable of distinguishing the designated
goods or services from the goods or services of other persons.

Note 1: Trade marks that are not inherently adapted to distinguish goods or services are mostly trade
marks that consist wholly of a sign that is ordinarily used to indicate:

(a)the kind, quality, quantity, intended purpose, value, geographicai origin, or some other characteristic, of
goods or services; or

(b)the time of production of goods or of the rendering of services.

Note 2: Use of a trade mark by a predecessor in title of an applicant and an authonsed use of a trade mark
by another person are each taken to be use of the trade mark by the applicant (s°e subsections (1) and
7(3) and section 8B).

Section 42 Trade mark scandalous or its use contrary to law

An application for the registration of a trade mark must be rejected if:

(a) the trade mark contains or consists of scandalous matter; or

(b) its use would be contrary to law.

Section 43 Trade mark likely to deceive or cause confusion

An application for the registration of a trade mark in respect of particutar goods or services must be rejected
if, because of some connotation that the trade mark or a sign contained in the trade mark has, the use of
the trade mark in relation to those goods or services would be likely to deceive or cause confusion.

Section 44 ldentical etc. trade marks

(N Subject to subsections (3) and (4), an application for the registration of a trade mark (applicant’s
trade mark) in respect of goods (applicant's goods) must be rejected if:

(a) the applicant's trade mark is substantially identical with, or deceptively similar to:

(i) a trade mark registered by another person in respect of similar goods or closely related services; or

(i) a trade mark whose registration in respect of similar goods or closely related serwces is being
sought by another person; and

(b) the priority date for the registration of the applicant's trade mark in respect of the applicant’s goods

is not earlier than the priority date for the registration of the other trade mark in respect of the simitar
goods or closely related services.

Note 1: For deceptively similar see section 10.

Note 2: For similar goods see subsection 14(1).

Note 3: For priority date sae section 12.

Note 4: The regulations may provide that an application must also be rejected if the trade mark is
substantially identical with, or deceptively similar 1o, a protected international frade mark or a trade mark
for which there is a request to extend international registration to Australia: see Part 17A.

(2) Subject to subsections (3) and (4}, an appilication for the registration of a trade mark (applicant's
trade mark) in ‘respect of services (applicant's services) must be rejected if:

(a) it is substantially identical with, or deceptively similar to:

() a trade mark registered by anothsr person in raspect of similar services or ciosely related goods; or

(ii) a trade mark 'whose registration in respect of similar services or closely related goods is being
sought by another person; and

(oY the priority date for the registration of the applicant’s trade mark in respect of the applicant’s

services is not earlier thanthe priority date for the registration of the other trade mark in respect of the
similar services or closely related goods.

Note 1: For deceptively similar see section 10.

Note 2: For similar services see subsection 14(2).

Note 3: For priority date see:section 12.

Note 4: The regulations may provide that an application must also be rejected if the trade mark is
substantially identical with, or deceptively similar to, a protected intemational trade mark or a trade mark
for which there is a request to extend international registration to Australia: see Part 17A.

(3) If the Registrar in either case is satisfied:
(a) that there has been honeast concurrent use of the 2 trade marks; or
(D) that, because of other circumstances, tt is proper to do so;




the Registrar may accept the application for the registration of the applicant's trade mark subject to any
conditions or limltations that the Registrar thinks fit to impose. If the applicant's trade mark has been

used only in 2 particular area, the limitations may include that the use of the trade mark is to be restricted
1o that particular area. ' ‘

Note:  For limitations see section 6. .
4) If the Registrar in sither case is satisfied that the applicant, or the applicant and the predecessor in

title of the applicant, have continuously used the appiicant’'s trade mark for a period:
(a) beginning before the priority date for the registration of the othe

7 trade mark in respect of:
) the similar goods or closely related services: or :
(i) the similar services or clossly related goods; and
(b}

ending on the priority date for the registration of the applicant's trade mark;
the Registrar may not raject the application because of the existence of the other trade mark.

Note 1: An authorised use of the trade mark by a person is taken to be a use of the trade mark by ths
owner of the trade mark (see subseciion 7(3)).

Note 2. For predecessor in title see section 6.
Note 3: For priority date see sectior 12.

Regulation 17A.13 Use of trade mark )
(1) The holder of an IRDA: . ’ .
(a) must be using, or must intend to use, the trade mark that is the subject’of the IRDA in relation to

the goods, services or goods and services listed in the IRDA: or

(b) must have authorised, or intend to authorise, anothar person to use the trads mark in relation to
those goods, services or goods and services; or
{c) must intend to assign the trade mark to a body corporate that is about to be constituiad with a view
- to the use by the body corporate of the trade mark in relation to the goods, services or goods and
services.
)

if thers is reason to suspect that the holder does not mest 2 requirament o‘f subregulation (1) in
relation to any of the goods or services mentioned in the IRDA, the Registrar may require the

holder to make a declaration to the Registrar that those provisions apply to all of those goods and
services,
Regulation 4.15 Trade marks containing etc certain signs

For the purposes of paragraph 39 (2) (a) of the Act (which deals with signs), the following signs are
prescribed: o
(@)

the words "Patent”, “Patented”, "By Royal Letters Patent”, “Registered”, “Registered Design”,
“Capyright” “Plant Breedar's Rights", “SL rights®, or words or symbols to the same effect (including
the symbols “©@" and “®");

the words “To counterfeit this is a forgery”, or words {o the same sffect:

a representation of the Arms, or of a flag or seal, of the Commonwealth or of & State or Territory;
(d) a representation of the Arms or emblem of a city or town in Austraiia or of 2 public authority or
pubiic institution in Australig;
a repressntation of a mark notified by the intemational Union for the Protection of industrial
Property as not entitiad 1o registration undsr international arrangemsants;

H a sign specified in Schedule 2. .
Note 1 For the meaning of ZL rights, sse section 5 of the Circuit Layouts Act 1980.

Note 2 Alist of the marks mentioned in paragraph 4.15 (e) is available at the Trade Marks Office and sub-
offices.



