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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent Office (JPO) in accordance with Rule 17(1) and (2) of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol

II.

[TI.

IV.

relating to that Agreement and Section 15-2 and 15-3 of the Japanese Trademark Law.

. International registration number: 790027

Mark: MINERGIE (with figurative elements)
Date of subsequent designation: 2006/12/29
Holder of the international registration:

Verein Minergie

This trademark application* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

This refusal is issued on February/15/2008 by

DAN Katsumasa Qdr.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

The trademark of this application can be protected subject to amendments to be made by

the holder of the international registration as suggested under Item VI. The
amendment must be made through the intermediary of a representative domiciled in Japan
within three months from the date of pronouncement, as indicated below. If any, the
holder may submit to the JPO a written opinion against this provisional refusal
through the intermediary of a representative domiciled in Japan by the same date.
Alternatively, the holder may request a limitation of the list of goods and/or
services in accordance with Rule 25(1)(a) of the Common Regulations. This request
must be presented to the International Bureau of WIPO by Official Form MM6.

*

A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
68-9 of the Japanese Trademark Law.

The date of pronouncement: 2008/02/28
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V. The grounds for refusal

Ground 1

Th
of

is application does not conform to the requirements provided for under Section 6(1)
the Trademark Law because some of the designated goods and services are

inappropriately described in this application in a vague/broad manner(see below).

[vague/broad description]

Cla

Cla
Cla
Cla

ss 06 Ironmongery and small items of metal hardware; goods of metal included in this
class; particularly windows of metal.
—> Please specify the above mentioned goods.

ss 17 Rubber, gutta—percha, gum, asbestos, mica and goods made thereof included in
this class.

ss 37 Repair.
—> Please specify the above mentioned services.

ss 42 Consulting regarding energy by a certification agency, calculation of energy
values, namely of temperatures, in relation to "Minergie” standards.

VI. The trademark of this application will be protected if the goods and services are
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37

42

mended/limited as follows: (Examples are underlined. The underlined goods/services
are the examples of amendment/limitation of the goods/services shown in V. Sometimes
here are no underlined goods/services.)

asses 11, 16, 19, 35, 36, 38 and 41 remain unchanged.

Common metals and their alloys; building materials of metal; transportable buildings
of metal; materials of metal for railway tracks; non—electric cables and wires of
common metal (not for electric applications); holts of metal: bottle caps of metals
hoxes of common metal: buckles of common metal: cattle chains: chests of metal.
clothes hooks of metal: ice nails: junctions of metal for pipes. keys: memorial
plates of metal: money hoxes of metal. statuettes of common metal: pipes of metal;
pipes of metal: metal materials for huilding or construction: metal joinery
fittings. safes: metal hardware. prefabricated building assembly kits of metal.
reservoirs of metal: industrial packaging containers of metal: loading and unloading
pallets of metal: road signs of metal (not luminous nor mechanical): heacons of
netal (non-luminous): wire nets and gauzes: wire ropes: tool hoxes of metal: metal
stepladders and ladders: water tanks of metal for household purposes: windows of
metal.

Raw or semi-worked rubber, gutta-percha, raw or partly processed gum, ashestos, raw
or_partly processed mica. goods of semi-processed plastics; packing, stopping and
insulating materials; flexible non—metallic pipes.

Construction; repair of automobiles: repair of medical machines and apparatus.
repair of metalworking machines and apparatus. repair of office machines and
apparatus. repair of telecommunication machines and apparatus. repair of computers.
building installation services, transport installation.

Energy—specific consultancy services, in particular consulting regarding energy by a
certification agency, calculation of energy values




Extract from the Japanese Trademark Law
Art. 3. Requirements for trademark registration
(1} Any frademark to be used in cannection with gaods or services pertaining to the business of an applicant
may be registered, unless the frademark:
(i consists solely of a markindicating, in a commaon manner, the common name of the goods ar services;

(i) is customarily used in connection with the goods or services;

i) consists solely of @ mark indicating, in & common manner, in the cass of goods, the place of origin,
place of sale, quality, raw materials, efficacy, intended purpose, quantity, shape (including shape of packages),
price, the method or time of production or use, or, In the case of services, the location of prowvisian, guality,
arficles to be used in such provision, efficacy, intended purpose, quantity modes, price or methad or time of
provision;

{v) consists solely of a mark indicating, in a common manner, a comman surname or name of & legal
enlity;

(V) consists solely of a verysimple and cammon mark; or

i) in addition to what is listed in each of the preceding items, & trademark by which consumers are not
able to recagnize the goads or services as those pertaining to a business of a particular person

) Motwithstanding the preceding paragraph, & trademark that falls under any of ems i) through () of the
preceding paragraph may be registered If, as a result of the use of the trademark, consumers are able to
recognize the goods or services as those pertaining te a business of a parlicular person

Art. 4. Unregistrable trade marks

(1) Motwithstanding the preceding article, no trademark shall be registered if the trademark

(i} is identical with, or similar to, the national flag, the impenal chrysanthemum crest, a decoration, a medal
or a foreign national flag;

[iy is identical with, or similar ta, the coats of arms or any other State emhlems (except national flags of
any counlry of the Union to the Paris Convention, member of the World Trade Organization or Contracting Parly
to the Trademark Law Treaty) of a country of the Union to the Paris Convention (refers to the Paris Convention
for the Protection of Industrial Property of March 20, 1883, as revised at Brussels on December 14, 1900, at
Washington on June 2, 1911, at the Hague on November B, 1925, at London on June 2, 1934, at Lisbon on
October 31, 1958 and at Steckholm on July 14, 1967, the same shall apply hersinafter), a member of the World
Trade Qrganization or a Confracting Party to the Trademark Law Trealy designated by the Minister of Economy,
Trade and Industry;

fi) 15 identical with, or similar to, 2 mark indicatng the United Nations or any other international
organization which has been designated by the Minister of Economy, Trade and Industry,

{iv) is identical with, or similar to, the emblems or titles in Arficle 1 of the Law Concerning Restriction an the
Use of Emblems and Tifles of the Red Cross and Others (Law No.159 of 1947) or the dislinctive emblem in
Aricle 168(1) of the Law Concerning Measures to Protect Japanese Gitizens During Armed Attacks and Others
{Law No.112 of 2004);

) consists of @ mark identical wath, or similar o, an official hallmark or sign indicating control or warranty
by the national or & local government of Japen, a country of the Union to the Paris Convention, a member of the
World Trade Organization or a Gontracting Party to the Trademark Law Treaty which has been designated by the
Ministsr of Economy, Trade and Indusiry, if such & Tradsmark is used in connection with goods or services
identical with, or similar fo, the goods or semvices in connection with which the hallmark or sign is used;

() 15 identical with, or similar to, a famous mark indicating the State, a local government, an agency
thereof, & non-profit organization undertaking & business for public interest, or a non-profit enterprise undertaking
a husiness for public inferest;

fil)  is likely fo contravene public order or morality;

[wil)  contains the portrait name of another person, famous pseudonym, profesaional name, pen name or
fampus abbrewiation thereof {except those the registration of which has been approved by the persan
concernad);

(i) is comprised of & mark identical with, or similar o, a prize awarded al an exhibifion held by the national
or a local government (hereinafter referred to as "Government, etc.") or by those who are not the Government,
ste. but designated by the Commisaioner of the Patent Office, or at an infernational exhibition held in a foreign
country by the Government, etc. of the foreign country or those authorized thereby (except those used by the
recipient of such a prize as part of his/her own frademarl),

B is well known among consumers as that indicating goods or services in connection with another
person's business or a trademark similar thereto, if such a frademark is used in connection with such goods or
senvices or goods or services similar therela;

) s identical with, or similar to, another person's registered trademark which has been filed prior to the
filing date of an application far registration of the said frademark, if such a trademark is used in connection with
the designated goods or designated services in connection with which the said registered tfrademark is registered
(refers to goods or aervices designated in accordance with Article (1) (including cases where it is applied
mutatis mutandis pursuant to Article 88(1)), hereinafter the same) or goods or services similar thereto;

pay is identical with a registered defensive mark of anather person (refers to & mark registered as a
defensive mark, the same shall apply hereinafter), if such a frademark s used in connectian with designated
goods or designated services in connection with which the defensive mark is registered;

(i) is a rademark of another person (excluding those which had not been used by the said person for a
period of one year or longer from the date the trademark right became extinguished) the right to which has been
extinguished for 2 period of shorter than one year from the date of the extinguishment of the said trademark right
{or the date on which & ruling to the effect that the frademark registratian is to be rescinded or a trial decision to
the effect that the trademark registration is ta be invalidated is rendered, the same shall apply hereinafter) or a
tracemark similar thereto, if such & trademark is used in connection with the designated goods or designated
senvices In cannection with the frademark right of such other person or goods or services similar thereto;

[iv) is identfical with, or similar fo, the name of a variety registerad in accordance with Arficle 13(1) of the
Agricultural Seed and Seedlings Law {Law No. 83 of 1998), if such a trademark is used in connection with the
wvariety ar goods or services similar thereto;

po) i likely to cause confusian in connection with the gaads or services pertaining to a business of
another person (except those listed in items () to pav) inclusive);

pel)  is likely to cause confusion as to the quality of the goods or services;

pevi) 15 comprised of a mark indicating a place of ongin of wines or spirits of Japan which has been
designated by the Commissioner of the Patent Office, ora mark indicating & place of origin of wines or spirits of 2
member of the World Trade Organization which is prohibited by the said member from being used an wines or
spirits not originating fram the region of the said member, if such a frademark is used in cannection with wines or
spirits not originating from the region in Japan or of the said member;

pevit)  consists solely of a three-dimensianal shape of goods or their packaging which is indispensable for
such goods or their packaging to properly function; or

P s identical with, or similar to, a trademark which is well krnown among consumens in Japan or abroad
as that indicating gaods or services pertaining to a business of another persan, if such trademark is used for
unfair purposes (referring to the purpose of gaining unfair profits, the purpese of causing damage to the other
person, or any other unfair purposes, the same shall apply hersinafter) (sxeept those provided for in sach of the
preceding items);

2)  Where the State or a local government, an agency thereof, a non-profit organizetion undertaking a
business for public intereat, or a person undertaking a nan-profit activity for public interest files an application for
frademark registration falling under the said item, ltlem (i) of the preceding paragraph shall not apply.

3] Mtems (i, (x), Ded, posi) and (g of Paragraph (1) shall not apply to a rademark falling under any of the
said items which does not fall under the said item at the time of filing of an application for rademark registration

(4)  Where a trial decision to the effect that a registration of & trademark is to be rescinded pursuant to Article
63-2 becomes final and conclusive, and the demandant of the said Irial fles & frademark application for the
trademark pertaining to the rescindsd registration following the said deciaion, or a trademark similar thersto, ltem
{xiii) of Paragraph (1) shall not apply.

Art. 6. Single trademark on each application

(1) An application for trademark registration shall be filed for each trademerk and designate ore or more
goods or services in cannection with which the trademark is to be used

2} The designation provided for in the preceding paragraph shall be made in accordance with classifications
of gooda and services specified by Cahinet Order.

(3] The classifications of goods and services provided for in the preceding paragraph shall not be perceived
as prescribing the scope of similarifies of goods or services.

Art. 7. Collective trademarks

{1} Any incorporated association established pursuant to Article 34 of the Civil Cade (Law MNo. 89 of 1896),
any ather incorporaled association (except those which are not legal entifies or corporations), or other
association established pursuent to a special law including business cooperative (gxcept thuse which are not
legal entifies), or a fareign legal entity equivalent therelo shall ke entifled to obtain a collective trademark
registration with respect to a trademark fo be used by therr members

{2} Farthe purpose of the application of Arficle 3(1), in the case of the preceding paragraph, "applicant’ in the
said Article shall read "applicant or its members.”

{3)  Any person who desires to register a collective frademeark pursuant to Paragraph (1) shell, at the time of
filing of an application for trademark registration pursuant to Article 5(1), submit to the Commissioner of the
Patent Office & document certifying that the applicant for frademark registration is a legal entity that falls under
Paragraph (1)

Art. 7-2. Regionally based collective trade mark

(1) Any easociafion established by special law, including a business cooperative (except those which are not
legal entities and limited lo thase which are established by a special law prescribing that the association shall not
refuse the enrollment of any person who is eligible ta become a member without a justifiable reason or that the
association shall not impese on any of its prospective members any conditian that is heavier than those imposed
on s existing members) or a foreign legal entity equivalent thereto (hereinafter referred ta as an "Association,
efc.") shall be entifled to oblain & regionally based collective trademark with respect of any of the following,
provided that the trademark is used by its members and, a3 a result of the use of the said tfrademark, the said
trademark is well known among consumers es indicaling the goods ar services pertaining to the business of the
applicant or its members, notwithstanding the provision of Article 3 (sxcept a case falling under item () or (i) of
Article 3(1))

() atrademarkconsisting solely of characlers indicating, in a common manner, the name of the region and
the common name of the goods or services perteining to the buziness of the epplicant or its members;

{i) = trademarkcansisting solely of characlers indicating, in a common manner, the name of the region and
the name customarly used es a name indicating the goods or services pertaining to the business of the applicant
orits members; or

() a trademark consislting solely of characlers indicating, in 2 common manner, the name of the region
and the common name of the goods or services perteining to the business of the applicant or its members or the
name customarily used as a name indicating thereof, and characters customarly added in indicating, in a
commen marner, the place of arigin of the goods or the location of provisian of the aervices.

@) The term "name of the region' as used in the preceding paragraph shall mean the place of origin of the
goods or the location of pravision of services far which the trademark pertaining to the said application has been
used by the applicant or its members even prior to the filing of such application, or the name or abbreviated name
of the region which is considered o have a close relationship with the said goods or services to the equivalent
extent

3 Forthe purpose of the application of Article 3(1) (imited to those relating to item () and (i) in the case of
Paragraph (1), "applicant” in the said Paragraph shall read "applicant or its members."

{41 Any person who desires to register a regionally based collective frademark pursuant to Paragraph (1) shall,
at the time of fling of an application for trademark registration pursuant to Article 6{1), submit to the
Commissioner of the Patent Office a document certifying that the applicant for trademark regisiration is an
Association, efc. and documents necessary to prove that the trademark for which the registration is sought
contains the name of a region as set forth in Paragraph (2)

Art. 8. Prior application

(1) Whers two or more applications for frademark registration relating to identical ar similar trademarks which
are to be used in connection with identical or similar goods or services have been filed an differsnt dates, only the
applicant who filed the application for rademark regisiration on the earlier date shall be entitled to register the
trademark in question.

2} Where two or more applications for frademark registration relaling to identical or similar frademarks which
are to be used in connection with identical or similar goods or services have been filed on the same date, only
one applicant shall be entitled to register the trademark in question, to be determined by consultations between
the applicants who filed such applications

(3] Where an application for frademark registration is abandoned, withdrawn or dismisssd, or an examiner's
decision or & frial decision on an application for frademark registration becomes final and conclusive, such
application shall, for the purposes of the application of the preceding two paragraphs, be deemed never to have
been filed.

@) In the case of Paragraph (2), the Commissioner of the Patent Office shall require the applicants far
trademark registration to arrange consultations between the applicants as set forth in the said Paragraph and to
report the result thereof, designating a reasonable time limit for such purpose.

)  Where no agreement is reeched in the consultations held pursuant to Paragraph (2) or no report is
submitted within the designated time limit set forth in the preceding Paragraph, only one applicant, selected by 2
lottery in a fair and just manner conducted by the Commissioner of the Patent Office, shall be entifled to register
the trademark in question
Art. 15. Examiner's decision of refusal
Where an application for frademark registration falls under any of the following items, the examiner shall render &
decisian to the effect that the application is to be refused

(i the trademark pertaining 1o an application for frademark registration is not registerable pursuant to the
provisions of Articles 3, 4(1), 7-2(1), 8(2), 8(5), 51(2) (including the case of its mutatis mutandis application under
Article 52-2(2)), 63[2) of this Law or Arlicle 25 of the Patent Law as applied mulatis mutandis under 77(3) of this
Law;

(i) the tfrademark pertaining to an application for frademark registration is not registrable pursuant to the
provisions of a relevant freaty; ar

(i) the application for trademark registration does not comply with the reguirements provided in Arficle 8(1)
orB2)

Art.15-3.

(1) Where a trademark pertaining to an application for trademark registration is identical with, or similar to,
another persan's trademark pertaining to an applicadion for frademark registration filed prior to the filing date of
the said application, if the said trademark is intended ta be used for goods or services identical with, or similar 1o,
the designaled goods or designated services pertaining to such other person's trademark, the examiner may
notify the applicant for frademark registration of the fact that the said application for frademark registration will fall
under Article 15(1) when the said other person's trademark is registered, and provide the applicant with an
apportunity to submit a written opinion, designating a reasonable time limit for such purpose

2} Where the nofification set forth in the preceding paragraph has already been served and the said other
person's frademark is registered, the examiner shall not be required fo serve the nofification set forth in the
preceding article
. The Japanese Patent Law

(Effect of freaties)

26-- Where there are specific provisions relating to patents in & treaty, such provisions shall prevail.

The Japanese Trademark Law

(Application mutatis mutandis of Patent Law)

77 —-[4) Section 26 (effect of treaties) of the Patent Law shall apply mutatis mutendis to tfrademark and

defensive mark registrations

Subsection (1) to (3), and (3] to (7)) are omitted
Notice
With the revision of the Trademark Law, Article 7-2 (regionally based collective rademark) waa infroduced, and a
reference to 7-2 (1) was added in Article 15
This revision shall be applied to an international application for which the date of international registration or date
of subsequent designation is on or after April 1, 2006

These are unafficial franslations. Only the original Japanese texts of the Laws have legal effect



