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Australian Govermment

IP Australia

Discovery House, Phillip ACT 2606
PO Box 200, Woden ACT 2606

Australia

. . Phone: 1300 651 010
World Intellectual Property Organisation (WIPO) Internatianal Callers: +61-2 6283 2959
International Bureau Facsimite: +61-2 6283 7999
34, chemin des Colombettes Email: assist@paustralia gov.au
1211 Geneva 20 Website: www.ipaustralia.gov.au
Switzgrland
Fax No: 0015 41 22 7335428 No. of pages: 8
Dear Sir/Madam

NOTIFICATION OF REFUSAL OF PROTECTION BASED ON AN
OPPOSITION .

\{I‘HIS REFUSAL IS ISSUED PURSUANT TO RULE 17(1) TO 17(3) OF THE
= COMMON REGULATIONS UNDER THE MADRID AGREEMENT
CON(.,'ERNIN G THE INTERNATIONAL REGISTRATION OF MARKS AND
- THE PROTOCOL RELATING TO THAT AGREEMENT

-~

International Registration number: 951788
For-the-mark: GUECCA

In the name of: Mehmet Gedikli
Opposition by: Guccio Gucci SpA
Our ref: 1226690

We adyise that following receipt of a Notice of Opposition to the above Trade Mark
on 20 June 2008, it is necessary to issue this formal refusal letter, This refusal covers
all of the goods of the International Registration (Rule 17(2)(vi)).

l} 5 "ﬁ Ls
Pleasezﬁnd attached a copy of the Notice of Opposition including the grounds for
opposition (Rule 17(2)(iv)).

We, glso attach:

,,.o~~..,.Cépies of the trade mark(s) upon which the opposition is based, (if conflicting
’-’trade mark numbers have been provided in the notice of opposition) showing all
o “relévant details (Rule 17(2)(v), Rule 17(3))

A copy of subdivision 3 of Part 17A of the Trade Marks Regulations 1995 (Rule
17w
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* Subdivision 3 points to other relevant sections of the Trade Marks Act 1995 (the Act)
. and the Trade Marks Regulations 1995 (the Regulations). Both the Act and the
Regulatlons may be accessed at the following website address:

' www.ipaustralia.gov.aw/resources/legislation_index.shtml

The féllowing information can also be accessed at
www.ipaustralia.gov.aw'rcsources/{forms_trademarks.shtmi:

-* brochures about opposition matters giving an overview of opposmon proceedings
and representation at a hearing
-+* the! Trade Marks Office Manual of Practice and Procedure.

. The trade marks opposition process can be lengthy, as 3 months is nominally allowed
for each of the 3 evidence stages - evidence in support of the opposition, evidence in
answer and evidence in reply - and these periods may be extended. The due date for

:s¢rving and filing evidence in answer to the opposition (unless an cxtension of time is
requested) will be 3 months from the date on which the opponent serves its evidence

: ’“m squon on the holder at its address for services in Australia (Rule 17(2)(vii) or
Rule 18(1)(e) as applicable).

For answers to questions regarding any opposition matter please email:

Th 1 assist@ipaustralia.gov.au

WL

K ’JADDRESS FOR SERVICE IN AUSTRALIA: important information for the
= ~*-holder of an opposed international registration designating Australia

If the holder wishes to make written representations or to be heard in relation to the
qpposjtlon then the holder must notify the Registrar, in writing, of the holder's
address, for service in Australia.

Atthough there is no time limit for the holder to nominate an address for service in
Australia, it is in the holder’s best interests to provide an address for service in
Apstmha as soon as possible.

'u«a c~

PT%ase also note that the opponent will not be required to serve a copy of its evidence
in support of the opposition on the holder, if the holder has not provided an address
f(}_l:__SCl’YlCC in Australia within the time allowed (subregulation 17A.33(3)).

Yourg falthfully
_ -/ 4/

Jason (;orsml
i Trade Marks and Designs Hearings

IPn{}\.lSﬁfaha

§Elr§ct,,dlal +612 6283 2916

i.l !‘)

7 Iul 2008

1
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Australla
Trade Marks Act 1995
IN THE MATTER OF
Australian T.rade Mark No. 1226680
in the name of Mehmet Gedikli

_ -and-
Opposition by Guccio Gueci SpA

Sectlon 52

Notice of Opposition

Guccio Guccl ‘SpA (Opponent) of via Tornabuoni, 73/R, Firenze 50123, Italy, gives notice of

opposition to reglstration of, or extension of protection to an international Reglstration Deslgnating
Australiain thie form of, Australlan trade mark application no. 1226690 (Opposed Application) for
the mark "GUECCA (sty[lzed) (Opposed Trade Mark) in the name of Mehmet Gedikli (Applicant).

The g;rou'quz of opposition are as follows:

the Qpposed Trade Mark contains or consists of a sign, or so nearly resemblas a sign,
*“that i not to be used as a trade mark (839);

Y

sidhe; Opposed Trade Mark is not capable of distinguishing the Applicant's goods/services
"(841 ).

he Opposed Trade Mark contalns or cansists of scandalous matter (s42);
’"se'or the Opposed Trads Mark would be contrary to law (s42);

5 fuse of the Opposed Trade Mark in relation to the specified goods/services would be likely
to decelve or cause confusion (s43);
. i 'y ; HE ",
6 “itha Opposed Trade Mark is substantially identical with or deceptively similar to ong or
- #iizrioré trade mark reglstrations and/or applications having an earlier priority date in respect
27kof similar gaods/services or closely related goods/services (including Australian trade
st marks“ nos 265546 & 325817) (344 and reg 4.15A);
) ‘JL" d ¢ £

7 , the Apphcant Is not the owner of the Opposed Trade Mark (s58);

8 me owner of/ pradecessor In title 10 a substantlally Identical or deceptively similar trade
maﬂ-HSumllar Mark), being the subject of a prior registration or application In relation 1o
-~ which the Applicant ¢laims prior use of the Opposed Trade Mark, first used the Similar
“Marﬁ‘ h respect of similar or closely related goods/services before the
Apphcanl/predecessor in tile to the Opposed Trade Mark first used the Opposed Trade
- 'Mark, and has continuously used the Similar Mark in respect of those goods/services
smc%‘that first use (s58A);

9 the Appllcant does nat intend to use, or authorise the use of, the Opposed Trade Mark in
Aystr(?lla, or to assign the Opposed Trade Mark to a body corporate for use by the body
corporate in Australia, In relation to all the goods/services specified in the Opposed

prplfcatlon (s59):

s
s ‘.,3:

WG B
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: tﬁeafbpposea Trade Mark contains or consists of a sign that is a geographical indication
* for ‘goods (Deslgnated Goads) and the goods specitied In the Opposed Application

o

0396723010 >> 00262837999

2

e opis

" .iieif_iotlii'e'r trade mark had, before the priority date of the Oppaosed Applicatlon, acquired a

reputation in Australla such thal the use of the Opposed Trade Mark would be likely to
deceive or cause confusion (s60);

(Relevant Goods) are similar to the Designated Goods or the use of the Opposed Trade
Maric-In relation to the Relevant Goods would be likely to deceive or cause confusion
(s61);.

tedin s
Bir ol

. the prosed Application or a documen fited in support of the Opposed Application was
: ;B;Enéﬁded contrary to the Trade Marks Act 1995 (562);

the éﬁposed Application was accepted for registration/protection in Australia on the basls

_ of evidence or representations that were falsa in material particulars (s62);

.«(.

tha :(ﬁpposed Application was made in bad faith (§62A);

by r'éason of the matters set forth in any one or more of the foregoing paragraphs the
.Aﬂtgg’\iﬁgar in the exercise of her discretion ought to refuse registration/protection in
AYs

¥ 'r”'zjia of the Opposed Trade Mark,

e AL

The Oppdnent's address tor service is (attornsy code F7):

To: " lhe;
Sl
Fee: = $250:0

CEorgoe

AR17363/1

280 Gorrs Chambers Westgarth Lawyers

or8Y National Trade Mark Group
(RelE poyre Place

.4 600 Bourke Street

» - MELBOURNE VIC 3000

2008
o

W'

Stephen Stern

YE S Solicitor and Partner of Carrs Chambers Westgarth

A " Solicitors for the Opponent
by rein

Heaiah
3 'mhggistrar of Trade Marks

4%
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Trade Mark Details Page 1 of 1

Trade Mark Details
Trade Mark : 265546

Word: GUCCI
Image::

Lodgement Date: 02-FEB-1973
Reglstered From 02-FEB-1973
Renewal Due- 02-FEB-2018

CIass/_e_fs.;_-, 25
Status: Registered/Protected
Kind: j. n/a

TVPe" S Word

Guccio Gucci SpA
Vla Tornabuonl 73/R
50123 Firenze
ITALY

Address for Service: Corrs Chambers Westgarth
" National Trade Mark Group

Lger
N 600 Bourke Street
gensant
e MELBOURNE
yisterad | 3000,VIC
- "‘0”‘,;’3}} };‘}g; 4

B3
Goods & Servu:es

Classi' 25 _Ladles and’ gentlemen s clothing

ET 3 ¥4
Indexxngbetalls Word Constituents

euccr . .

Indexing Details - Image Constituents

¥ 25 ‘ pdi

NS ]
RN

Sl

¥y Del

oo
i

113 N B
et .

vmq

http://ﬁéﬁﬁe?.jpaush‘ali&g0v.au/atmoss/Falcon_Dctails.Print_TM_Details?p_tm_numb.., 7/07/2008
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Trade Mark Details
Trade Mark : 325817

Word: = GUCCI
Image: '

Lodgement Date: 16-JAN-1979
Registered From: 16-)AN-1979
Renewal. Due 16-JAN-2010

Class/es: = 25

Status: Registered/Protected
Kind: n/a

Type Wword

Owngr/s: Guccio Gucci SpA

Via Tornabuoni 73/R
50123 Firenze

Gt ITALY

Addg;gss for Service: Corrs Chambers Westgarth
National Trade Mark Group
600 Bourke Street
MELBOURNE

3000,VIC

Pm:ﬁ e.4u

»u,‘c*f

Googah& Se’rvlces

Class":f" 25 Clbthing including boots, shoes and slippers

Indexing Details - Word Constituents
GUCCI

Indéiﬂﬁﬁ Details - Image Constituents

RIS

-A ,mﬁs for
Thig mark was reglstered under the Trade Marks Act 1955 in Part A

wnigg Ve’

http://"p'g“;r:iglécs-z;ipaustralia.gov-au/atmoss/Falcon_Details.Print_'IM_Details?p_nn__numb... 7/07/2008
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TRADE MARK REGULATIONS
Subdw:snon 3 Opposmon to IRDA

17A 29 Opposmon

(1) If the Registrar has notified in the Official Journal the acceptance of an IRDA a
.. person may oppose the extension of protection in Ausfralia to the tfade mark that is’
2 ~the subject of the IRDA by filing a notice of opposition.

(2) The notice of opposition must:
(a) be in an approved form; and
| ‘(b) be filed with the Registrar: S Lo

(i) within 3 months from the day on which the accepta,nce of the IRDA is
notlﬁcd in the Official Journal; or

. (i) if an extension of time is granted uﬁder regulation 17A 30 w1th1n the
LA extended tnne allowed.

(3) :The Registrar must notlfy the International Bureau of the opposition in accordance
. sbds iswith rule 16 or 17, as apphcable of the Common Regulatiors. .

1‘#&-.30 Extensnon of time for ﬂlmg

(1) & person may app}y to the Reglstrar for an extension of time in which to file a-
notice of opposition.

e R chulatmns 52,53 and 5.4 (except subregulations 5.4 (2) and (3)) apply, with the
w7 IECessary mod1ﬂcat10ns to an application for extensxon of time under

’ ' ',subregulatlon (1). : , oy

| :_ ..(3) .Subsection 52 (5) of the Act applies to an appllcatlon for extension of time under
i ,‘:_'.Subrcgulatlon (1. | |

17}\'43_1 Grounds for opposing IRDA

- (1) The extension of protection may be opposed on any of the grounds on which an
-2 IRDA may be réjected under Subdivision 2, except the ground that the trade mark

s cannot be represented graphically.

' "(;2)' “The extension of protection may also be opposed on any of the grounds set out jn
#8438 dections 58 to 61 and secnon 62A of the Act, as affected by subregulation (3).

(3:‘) Secnons 58 t0-61 and section 62A apply in relation to an IRDA as if:
o (a) a reference in those sections:
{27Fe (i) ‘to an application for the registration of a trade mark were a reference to
BRI the IRDA; and
- AZ (i) to an applicant were a reference to the holder of the IRDA; and,
{3° & (i) to the registration of a trade.mark were a reference to the extension of

A, protection in Australia to the trade mark that is the subject of the IRDA;
' and : .
A3 G ’
(t T
L }:i
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Y B - (b) the reference in paragraph 60 (a) to the priority date for the registration of the
' trade mark were a réference to the priority date for the trade mark that is the
subject of the IRDA. )

@ ?’I‘ne extension of protection may also be opposed on the grounds that:
- (2) adocument filed in support of the IRDA was amended contrary to the Act; or

(b) the Registrar accepted the IRDA on the basis of evidence provided, or a
representation made, by the holder that was false in a material pamcular .
s rNale -Section 66 of the Act makes prowsmn in relation to amendment ofd0cuments filed with the ~

Registrar.
5% . L

17A.32 ifCircumstances in which opposition may proceed in name of a person
... other than the person who filed the notice”

Section 53 of the Act applies in respect of a notice of opposition filed under this
Subd1v1smn

.17A.33 Opposmon proceedmgs

’ ., (1) The Registrar must give to the opponent and to the holder of the IRDA an
w0 opporttxmty of being heard on the opposition.

(2) egulatlons 5.7 to 5.17 apply, w1th_ the necessary modiﬁcatiOns', for the purposes of -
: ti'le opposition. ' : .

3 DeSplte subregulatxons (1) and (2), a requuement to serve a document on the
- . holder, or to give the holder an opportunity to make written representations or to be .
‘heard, does not apply until the holder has notified the Registrar, in. writing, of the
i . holder’s address for service in Australia. - '
R G
17A.34 DRecision.on opposition

(1) ‘'Unless the opposition proceedmgs are discontinued or dwm:ssed the Registrar
must decide:

() 1o refuse protectlon in respect of all of the goods or serv1ces hsted in the
‘AL:‘; ;:’ IRDAor - ~ -
(b) to extend protection in reSpect of some or all of the goods or services listed in
S A . the IRDA (with or without conditions or limitations);

havxng regard to the extent (if any) to which any ground .on which the IRDA was
c;pposed has been estabhshed

(2) The Reglstrar must tell the Intcrnanonal Bureau of his or her decision.
(;\ 1:,‘
17A 35 Alppeal
(1) Spc’non 56 of the Act apphes in relation to the Registrar’s decision on the
. opposition as if a reference in that section:
A 34 (q_) to an applicant were a reference to the holder of an IRDA; and

(1) (b),, to a decision under section 55 of the Act were 2 reference to a decision under
ot regulation 17A.34.

2) Lﬁan appeal is made, the Registrar must tell the International Bureau of the decision
5 == onthe appeal as soon as practicable after that decision is made,

ey

{b)
P \"'l .
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