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World [ntellectual Property Organisation (WIPO)

International Bureau

Switzerland

Our Ref: OPP/71840/TS/KB
Your Ref:  TM “Vespismo”
Date: 4™ November 2008

Please quote our complete reference on all correspondence
Dear Sirs
NOTIFICATION OF A TOTAL REFUSAL OF PROTECTION BASED ON AN

OPPOSITION BY THE UNITED KINGDOM INTELLECTUAL PROPERTY
OFFICE IN ACCORDANCE WITH ARTICLE 5 OF THE MADRID PROTOCOL

RE: International Registration number : 962314
For the mark : VESPISMO
Holder of the Intcrnational Registration : Gianluca Grandi
Opposition number : 71840

I must advise you that following receipt of an opposition to the above Trade Mark, it is necessary
to issue this formal provisional refusal letter. This provisional refusal covers all of the goods and
services of the International Registration.

Please find attached a copy of the Form TM7 (Notice of Opposition) that was received by the
United Kingdom Trade Mark Registry.

We also attach:
Copies of the marks referred to in the statement of case.

Form TMS, for any reply to this opposition to be filed,
Form TM33 for an agent/ address for scrvice in the United Kingdom to be appointed.
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If the holder of the International Registration wishes to file a counterstatement, they must
complete the attactied Form TMS and return it to this office together with the counterstatement
within two months of the date of this letter. This period cannot be extended, except in the
circumstances described below. The holder should note that failure to file a Form TM8 and
counterstatement will result in the provisional refysal being upheld.

If both parties to this dispute wish to negotiate and want to enter a “cooling off period’ then the
time for filing the Form TM8 can be extended for a further seven months by the filing of a Form

TMOc.

The Form TM8 and counterstatement should be received on or before 4™ J anuary 2009 unless a
cooling off period is entered into by the parties.

The holder of the International Registration must provide us with an address for correspondence
n the United Kingdom on the attached TM33 within this two month period, If one is not
provided within this time the refusal will be made final.

Yours faithfully

i Bor~

Kimberley Brain
TRIBUNAL SECTION ASSISTANT CASEWORK EXAMINER
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.Fw Cresttvity anyd m;
Notice of opposition

RECEIVED By Fﬁgﬁ% Ty

+

and statement of grounds Newpon
Ploasa read the notas betow before completing this form South Wales NF —
. Trad rk number.
1. Trade mark num MeB2314
2. Full name of the applicant, Intemational
registratton holder, or registared proprietar, Glanlues Grand)
3. Full name ar;;d address (Inciuding postoode) of Piaggio & C. Sp.A
the opponen Viale Rinaldo Piagglo, 25
58025 Pontedera (P1)
Haly
4. Nama and address (incluging posteede) ofthe  |rgvens Hewlett & Perkins
opponent’s representative (if any), 1 St Augustine's Place
Bristol BS1 4UD
United Kingdom
5. Are there any related proceedings currently
with the Regiatry or the courts? If 50, glve
applicatlon, registration or opposition number,
§. State the date Matyou notifled the applieant,
international reglatration holder, or registered

propristor that you intend to oppose the trade
mark application, intemational designation or

amendment, (Please see note balow)
“7. Deciaraton, | believe that the facts stated in this notice and
the aftached statement of grounds are wye,
Your signatura. .
Your name in BLOCK CAFITALS. STEVENS HEWLETT & PERKINS
Date. 24th October 2008
& Name and daytime phone number of tha
Person we should econtact in casa of query. mq;egtgggvog‘;m’md
8. Your referonce.
PWCILS/G04464

10. Number of sheets attached to this form,

This is sheet 1 of 25

Notes  Number every extra sheet ang say in question 10 above how many you have used,

Befora completing this form you should read the explanatory notes available,

Rev MAY08

From: 81179185721

UK Intellectual Proparty Offlos is an opErIting same of thy Padent Offico

Page 1

ID:

Form TM7
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Use this shest if you are basing your opposition on section 3 of the Trade Marks
Act.

0 3(1)(a) Itis a sign which does not satisty the raquirements of section 1 (1) because:

1 3(1)(b) itis a trade mark which Is devoid of any distinctive character because:

it is immature, whether by nature or nurtura and incapable of
functioning ta serve as a sole source indicator.

jma| 3(1)(e) Itis & trade mark which consists exclusively of signs er indications which may
serve, in trade, to designate the kind, quality, quantity, Intended purpasn,
value, geographical origin, the time of production of goods o rendering of
services, or other characteristics of goods or services becatse:

it is descriptive of a movement of people who like VESPA motercycles
and VESPA merchandise/memorabiiia .cf, VESPISTI

| 3(1)(d) Itis a trade mark which conalate exciusively of $igns or indlcations which
have bgcome cust in the current language or in the bona fide and
established practices of the trade because:

| 3(8) Itis a trade mark which should not be registered for some or all of the goods
msewices i the appilation as the application was made in bad faith
uge:

O other Stata any other part of section 3 you rely on and give your grounds;

(] State m\;vshim of the agplicant's goods or services you appose undar Section 3
grounds;

Al
] Sorma (please specify)

Rev MAY08 UK Int=fiecuat Propeny Office is an operzting nama of the Paes Offlcs Page 2 Form T™M7

24-0CT-2008 12:43 From: @1179185721 ID:
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Use this sheet If you are basing Your opposition on sections 5(1) of 5(2) of the Trade
Mark Act on the basis of an earller registered or pending mark.

Please nots that opposition based on these grounds can only be made by the proprietor
of an earlier mark.

You must use a separate sheet for each earller mark, so copy this sheet as many times

as. you need.

] 5(1)  Itis identical with an earlier mark and for identical goeds or s@rvices as the earlier
mark.

(] .5(2)8) Itis identical with an earlier mark and for skmilar goods or services as the earller
mark.

A 5(2)(b) 1tis similer to an eaftier mark and for identical or similar goods or services as the
sarfiar mark,

Dotaily of the eqjier trade mark
Number: 1520364
Is it a UK, Community or Intemational mark? UK

Representation of tha mark:
VESPA
1. What goods or services covared by the earfier trade mark are refied upon for the grounds
stated atove?
O All
[ Some (pleasa specify)
Class 25:

Coats, manties, raincoats, dresses, sults, skirts, jackets, trousers, waistcoats,
shirts, t-shirts, blouses, jersays, sweaters, blazers, cardigans, stockings, socks,
underwear, corsets, nightgowns, pyiamas, bathrobes, bathing suits, sun suits,
Jeans, sport jackets, wind-resistant jackets, anoraks, sweatsutts, ties, neckties,
scarves, shawls, foulards, caps, hats, gloves, sashes, belts; boots, shoes and
slippers; all being articles of elothing; all indluded in Class 25.

Rev MAY0S UK Inteflectont Propery Office i3 an opemeing tame of tho Paterx Office Page 3 Form TM7

24-0CT-2008 12:43 From: @117918S721 ID:
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2. Statement of use provision— Was the registration or protection process for the earlier trade
mark campleted 5 years or more before the publication date of the opposad application?

Yas O No

3(a). If yes, and the mark has been uged, for which of the goods and services listed at question 1 is
use clalmed?

O M
0  Some (please specify)

3(b). it yes and the mark has not been ysed, please state #ny proper reasons for non usa.

Ig of tha mark re o in

4, Which goods or services in the application do yau claim are identical ar similar to those
covered by the earfier mark and Ested st question 3 (or at question 1 if the gtatement of use

docs not apply)?

A Al
d Some (please specify)

Use this space to give any further infermation to expiain why you eonsider that thers is 2

likelihood of confusion e.g, why you consider the raspective marks or goods and/or sarvices

to be similar?

In addition to VESPISMO being visually, phonetically and conceptually similar to
VESPA, the word I8 descriptive of a movement of people who like VESPA goods
(such as motoreycles, motorcycle clothing and memorsbilia). The geods for which
registration is sought are identical to those for which VESPA Is registered,

Rev MAY03 UK Intellectnal Property Oioe is an opersring aame ofthe Faterk OMoo Paged Form TM7

24-0CT-2098 12:43 From: 21179185721 10:
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SR T TS Explanation of tertps used on this page
Lage history inchoding, where available, licenses detzils

Mark

Mark text:
VESPA
Mark claim/limit:

The mark consists of the Italian word meaning "Wasp",

Status

Status:
Registered
Classes:
09, 18,25

Relevant dates

Filing date:

11 March-1993
Next renewal date;

11 March 2010
Registration date:

19 May 1995

Publication in Trade Marks Journal

First advert:
Journal;
6037
Page:
4399
Publication date:
10 August 1994
Registration:
Journal:
6083
Publication date:
12 July 1995
Renewal:
Journel:
6319
Publication date;
15 March 2000
Assignment:
Journal:
6393
Publication date:

http//worw.ipo.gov.uk/domestic?domesticnum=1529364
24-0CT-2008 12:43  From: @11791@5721

10:

TO:9PB41227401429 P:8-37
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e Case details for Trade Mark 1529364

23/10/2008

S
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22 August 2001
Merger:
Journal:
6316
Publication date:
23 February 2000
List of goods or services

Class 09:

TO:58041227401429 P:9-37

V0. 1122ge 2, g
6.

Sunglasses, eyeglasses, eycglass cases, contact lenses, face shields, safety goggles,

protective or safety helmets, batterics, battery chargers, batteries for motor vehicles, radios
for motor vehicles, speedometers for motor vehicles, tachometers; all included in Class 9.

Class 18:

Handbags, suitcases, trunks, travelling bags, ¢lutch bags, vanity cases (sold empty);

purses, billfolds, attache cases, wallets, briefcascs, belts, key-cases, passport cases,
business and credit card cases; umbrellas; all included in Class 18,

Class 25:

Coats, mantles, raincoats, dresses, suits, skirts, jackets, trousers, waistcoats, shirts, tshirts,

blouses, jerseys, sweaters, blazers, cardigans, stockings, socks, wnderwear, corsets,

nightgowns, pyjamas,

bathrobes, bathing suits, san suits, jeans, sport jackets, wind-

resistant jackets, ancraks, sweatsuits, ties, neckties, scarves, shawls, foulards, caps, hats,
gloves, sashes, belts; boots, shoes and slippers; all being articles of clothing; all included

in Class 25.
Names and addresses

Proprictor:
Piaggio & C. S.p.A.

Viale Rinaldo Piaggio, 25, 56025 Pontedera (PI), ltaly

Incorporated country:
Italy

Residence country:
Italy

Customer's ref:
PAN/38332

Effective assignment date:
05 July 2001

ADP number:
0807137001

0 th oprie

Agent:
D. Young & Co.

120 Holborn, London, ECIN 2DY

ADP number:
0000059001

Service:
D. Young & Co.

http://www.ipo.gov.uk/domestic ?domesticnum=15293 64

24-0CT-2088 12:43 From: 81179185721

ID:

231102008
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120 Holborn, London, ECIN 2DV
ADP number;
0000059001
Earlier rights notification
Opted in for notifications

Explanation of terms used on this page

© Crowy C
DTSN e oo e oooW
bttp://wwww.ipo.gov.uk/domestic?domesticnum=1529364 23/10/2008

24-UCT-2098 12:43 From: 2117910572} 1D:



4-NOU-2888 11:15 FROM:THE IPO 81633 811437 T0:98B41227481429 P:11-/37

24 0CT. 2008 12:42 SHP BRISTOL V0.112 20 0

<o

Use this sheet if you are basing your opposition an section 3(3) of the Trada Marks Act
on the basis of an earfier registerad or pending mark,

Please note that opposition based on these grounds can only be made by the proprietor
of an carlier mark.

You must uge a separate sheet far each carfier mark, so copy this sheet as many times
a3 you naed.

& - S() ttisldantcalwith or similar ta an earfler mark which has a reputation.
Details of the eartier trade

Number 1529364

o it 8 UK, Community or Intemational mark? i

Representation of the mark:

VESPFA

1, For which goods or senicas covered by the earfler mark does ithave a reputation?

B a
0 Some (please speciy)

2, State the goods or serviess in the application for which you say that use of the gpplicant’s
mark would take unfair advantage of, er be detrimental to, the distinclive character or
reputation of the earfier mark.

73] Al

O Some (please specity)

3. What &0 you say the unfalr advantage or detriment would ba?

Any use of the mark in the UK would be parasitic and would, therefore, take
sdvantage of the repute of the eartfer mark. Further, the distinctiveness of
the earller mark would be biumred. I this way, use of the later mark would
be detrimental to the distinctive character of the earlisr mark.

Rev MAY(8 UK Ieellectual Property 0o is an apetating name of die Patent Office Page 5 Form TM7

24-0CT-2008 12:43 From: 91179185721 1D:
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& Statement of usa provislen- Was the registration of protaction process for the earller trade

mark completed 5 yesrs or more before the publication of the opposed application?

A Yes O No

5(a). i yes, for which goods and services listed st question 1 is use daimed?

a A
g Soma (please speciy)

Or.

5(p). If'yes and the mark has not been used, please stats any proper reasons for non use,

Use thig 10 i !
pasiind m give any further information to explain why you are opposing the application

:::_, ;:atr;c, :t:te subject of the application, conveys the imprassion on account of its
» at It is derived from the Opponent's earlier mark and business and that
a result, the subject mark free-rides on that, %

Rev MAY0S UK Inzellecunl Property Offics is 2n operaiap name of the Patent Offico Page 6 Form TM7

24-0CT-2008 12:44 From: 81179165721 ID:
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NAECUEIE  Case details for Trade Mark 1529364
Property

QOffice mdwn Explanation of terms used on this page
Case higtory including, where available, licensee detalls

Mark text:
VESPA
Mark claim/limit:
The mark consists of the Jtalian word meaning "Wasp".

Status

Status:;
Registered
Classes:
09, 18,25

Relevant dates

Filing date:

11 March 1993
Next rencwal date:

11 March 2010
Registration date:

19 Mazy 1995

Publication in Trade Marks Journal

First advert: -
Journal:
6037
Page:
4899
Publication date;
10 Aogust 1994
Registration:
Journal:
6083
Publication date:

12 July 1995
Renewnal:

Jowrnal:

6319
Publication date:

15 March 2000

Assignment;

Journal:

6393
Publication date:

http:/fwww.ipo.gov.ul/domestic?domesticnums] 529364 23/10/2008

P4-0CT-2088 12:44  From: B117910572) 10:
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22 August 2001

Merger:
Journal:
6316
Publication date:
23 February 2000

List of goods or services

Class 09:
Sunglasses, eyeglasses, eyeglass cases, contact lenses, face shields, safety goggles,

protective or safety helmets, batteries, battery chargers, batteries for motor vehicles, radios
. for motor vehicles, speedometers for motor vehicles, tachometers; all included in Class 9.

Class 18:
Handbag_s, Suitcases, trunks, travelling bags, cluteh bags, vanity cases (sold empty);
purses, billfolds, attache cases, wallets, briefcases, belts, key-cases, passport cases,
a gsusinessaudm‘editmrd cases; umbrellas; all included in Class 18. )
ass 2y
Coats, mantles, raincoats, dresses, suits, skirts, jackets, trousers, waistcoats, shirts, t-shirts,
blouses, jerseys, sweaters, blazers, cardigans, stockings, socks, underwesr, corsets,
mg}xtgowns, Ppy)amas, bathrobes, bathing suits, sun Suits, joans, sport jackets, wind-
resistant jackets, anoraks, sweatsuits, ties, reckties, scarves, shawis, foulards, caps, hats,
’ilt::v!cs. sazgha, belts; boots, shoes and slippers; all being articles of clothing; all included
asg 25.

Names ond addresses

Proprietor:
Piaggio & C. S.p.A.
Viale Rinaldo Piaggio, 25, 56025 Pontedera (PD), Italy
Incorporated country:
Ttaly
Residence country:
Italy
Customer's ref:
PAN/38332
Effective assignment date:
05 July 2001
ADP number:
0807137001

Agent:

D. Young & Co.

120 Holborn, London, ECIN 2DY
ADP number:

0000059001

Service:
D. Young & Co.

http:/fararw.ipo.gov.uk/domestic?domesticnum=1529364 . 23/10/2008

24-0CT-2008 12:449 From: 81179105721 ID:
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Use this sheet if you are basing your opposition on section 5(3) of the Trade Marks Act
or the basls of an earlfier registered or pending mark.

Pleass note that opposition basad on these grounds can anly be made by the proprietor
of an earller mark.

You must use a separate sheet for each earlier mark, so copy this sheet as many times

as you need.
5@)  Itisidentical with or similar to an eamtier mark which has & reputation,
2] of the earlier (]

Nurmber; 1061865

Is it a UK, Community or Intamational mark? UK
Roprasentation of the mark:

VESPA

1. For which guods or services covered by the earlier mark does it have a reputation?
All
(] Some (plaase specify)

2, State the goods or services In the application for which you say that use of the applicant’s
mark would take unfair advantage of, or be detrimantsi to, the distinctive character or
reputation of the earlier mark.

Al
[0  Some (pleasa spedfy)

3, What do you say the unfair advantage or detriment would be?

Any usa of the mark in the UK would be parasitic and would, therefore, take
advantage of the repute of the earier mark. Further, the distinctiveness of
the earlier mark would be blured, in this way, use of the later mark would
be detimantal t the distinctive character of the earlier mark,

Rev MAYO08 VR Inweestual Propoety Offfes is an sperazing nare of tha Pamt Offica Page 5 Form T™M7

24-0CT-2ue8 12:44 From: 91179185721 ID:
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NALTHETETIN  Case details for Trade Mark 1061865
=) Property

SR T I Explagation of terins used on this page
Case history including, where available, licenses details

Mark

Mark text:
VESPA

Status

Status:
Registered
Class:

12
Relcvant dates

Filing date:
22 April 1976
Next renewal date;
22 April 2017

Publication in Trade Marks Journal

First advert:
Journal:
5180
Page:
2491
Publication date:
07 December 1977
Renewal:

Joumal:

6679
Publication date:

13 April 2007

Assignment;

Journal:

6393
Publication date:

22 August 2001

List of 300d3 or services

Class 12;
Land vehicles and parts and fittings therefor inchided in Class 12

Names and addresses

bttp://www.ipo.gov.uk/domestic?domesticaum=1061865 23/10/2008

24-0CT-2088 12:44 From: 81179185721 ID:
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Propricior;
Piaggio & C. S.p.A.
Viale Rinaldo Piaggio, 25, 56025 Pontedera (PY), Italy
Incorporated country:
Ttaly
Residence country:
Italy
Effective assignment date;
05 Tuly 2001
ADP nwmber:
0807137001

e €8 0 thi riet

Agent:

D. Young & Co.

120 Holbom, London, ECIN 2DY
ADP number:

0000059001

Servige:

D. Young & Co.

120 Holborw, London, ECIN 2DY
ADP nmumber:

0000059001

Other particulars

Restrictions on exclusive use: ,
The mark consists of an Italian word meaning "Wasp™.

Earler rights netification

Opted in for notifications

Explanation of terms used on this page

© Crowp Capyrisht 2008 D D D r

UK Tatellcctual Praperty Office {5 s operaing name of the Pateat Offica

http://wew.ipo.gov.uk/domestic?domesticoum=1 061863 ' 23/10/2008
24-0CT-2008 12:44  From: 01179185721 ™:



4-NOU-2998 11:16 FROM:THE IPD @1633 811437 T0:50041227401429 P:18/37

24001 2068 12:43 SHP BRISTOL LVRE P
: .

4. Statement of use provision— Was the registration or protection process for the earlier trade 15

mark completed § ysars or more befare the publication of tha opposed application?

Yes [J No

5(a). i yes, for which goods and sefvices fisted at question 1 is usg claimed?

@ Al
O  Soma (please specily)

§(b). If yes and the mark has not been used, pléass state any proper reasans for non use.

Usa this f i i
Us thlslg rzp:’c: to giva any further information to explain why you are opposing the application

;l“::n r:atr:; :r;te s:t;}:ct egffr the z:gpligation. conveys the impression on account of its
) I8 Qorived from the Opponent's earlier mark and busi
a result, the subject mark free-rides on that, business and thal, as

Rev MAY08 UK Iozsticctmal Property Offer: is an opersting tame of the Parsat Offlcs Page 6 Form T™M7

24-0CT-2008 12:94  From: B11791g5721 ID:
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Use this sheet if you are basing your opposition on saction §(3) of the Trade Marks Act
on the basis of an earlier registered or panding mark.

Please note that opposition based on these grounds ¢an only be mado by the proprietor
of &xn earlier mark.

Yow: must use a separate sheet for each earfier mark, so copy this sheet as many times
as You néed,

7] 5(3)  Itis identical with or similar to an earier mark which has a reputation.
Detaalls gf tha eadiar trade margk

Number: 678204

la it @ UK, Community or Intemational mark? UK

Represeantation of the marie

1. For which goods or services covered by the earller mark does it have & reputation?
7} All
0 Soma (pleasa specify)

2. State the goods or services In the application for which you say that use of the applicant’s
mark would take unfalr advantage of, or ba detrimental to, the distnctive character or
reputation of tha eariler mark.

(a} All
O  Seme (please specify)

3, What do you say the unfair advantage or detriment would ba?

Any use of the mark in the UK would be Parasitic and would, therefore, take
advantage of the repute of the earlier mark. Further, the distinctiveness of
the earller mark would be blured. In this way, use of the later mark would
be detimental to the distinctive character of the earlier mark.

RevMAYO0S UK Inceflectun) Property Office fa an operting name of the Pazem Offica Page 5 Form TM7

24-0CT-2008 12: 44 From: 81179195721 ID:
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4. Statement of yse provision- Was the registration or protection process for the earier trade 7
mark completed § years or more tefore the Publication of the oppesed application?

Yes [ No

5(a)- f yes, for which goods and services fisted atquestion 1 i9 use claimed?

B A
O  Some(piease specify)

5(h). If yes and tha mark has not been usad, please state any proper reasons for non uss,

Use this space to give any further information to axplain why you are epposing the application
on this ground.

The mark, the subject of the application, conveys the impression on account of its
nature, that It is derived from the Opponent's earlier mark and business and that, as
a resutt, the subject mark free-rides on that.

Rev MAY(8 UK brctlenmal Property O2ice it an oerzting tums of the Parez Offcs Page 6 Form TM7
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X et details for Trade Mark 678204
QOffice numu mm_mmonmhpage
iy Cage history including, where available, licenses details
Mark

Relevant datey

Filing date:
235 March 1949

Next renewal dage:
25 March 2018

Publication in Trade Marks Journa]

Fixst advert:
Journal:

3754
Page:
270
Publication date:
22 March 1950
Renewal:

Joumal:
6721

hﬂp://www.ipo.gov.uk/domwﬁc?domesﬁmum=678204 23/10/2008

c4-0CT-2p28 12:44 From: 91179195721 ™
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Publication date:
01 February 2008
Assignment:
Journal;
6393
Publication date:

22 Angust 2001

List of goods or services

Class 12:
Motor cycles,

Namaeg angl addresses

Proprietor:
Piaggio & C, S.p.A.

Viale Rinaldo Piaggio, 25, 56025 Pontedera (PD), Italy

Incoxporated country:
Ialy

Residence country:
Italy

Effective assignment date:
05 July 2001

ADP number:
0807137001

e ed roprigt

Agent:

D. Young & Co.

120 Holbom, London, ECIN 2DY
ADP number:

0000059001

Service:

D. Young & Co.

120 Holbom, Loundon, ECIN 2DY
ADP pumber:

0000059001

Other particulars

Restrictions on exclusive use:

T0:998412274891429

V. 112ge 2>
14

The translation of the Italian word forming the subject of the mark i "Wasp".

Earlier rights notification
Opted in for notifications

Explanation of terms used on this page

http://www.ipo.gov.uk/domcsﬁc?domesﬁcm=678204

24-0CT-2008 12:45 From: 01173185721

ID:

23/10/2008

P:22/37
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Usa this sheet if you are basing your opposition on Section 5(3) of the Trade Marks Act
on the basls of an earller registered or pending mark.

Ploase note that opposition based on these grounds can only be made by the Proprietor
of an earlier mark, -

You must use a separate sheet for each earfler mark, so copy this sheet as many times
3s you noed,

A 53)  Itisidentcal with or simaar to an eartier mark which has a reputation.

Details of the garjier trade [nark

Number 1200883

Isit a UK, Community or International mark?  yk
Represantation of the mark-

VESPA

1, For which goods or services coverag by the earfler mark does it have g reputation?
All
D some (please specify)

Al
O Some (please specify)

3. What do you say the unfalr advantage or detriment would be?

Any use of the mark In the UK would be parasttic ang would, therefore, take
advantage of the tepute of the earller mark. Further, the distinctivensss of
the earller mark would be blurred. I this way, use of the later mark would
be detrimental to the distinctive character of the earlier mark.

Rev MAY 08 UK Intellectoat Prapesty Offce s an operasing nme of he Pate Office Page 3 Form TM7

24-0CT-2a88 12:45 From: 01173185721 ™.
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4, Statement of usa provision— Was the j
by regtstrat;_on O protection process far i a
completed 5 years or mora bafore the publication of the opposed appﬁc:\t?o:gmer fade

B Yes O No

5(a). Ifyes, for which goods and services listed at question 115 use alaimed?
Al
a Some (pleags speafy)

Or,

s(b . "
) yes and the mark has not baen used, please staty any proper reasons for non yse

The m ' icati
ark, the subject of the application, convays the impression on account of its

nature, that it is derlved from th
20 i
a result, the subject mark free_ﬁdespggrtlggtt's earlier mark end business and that, as

Rev MAYOS UK Yooel]
Manoaiceimm“ fthe Patens Office
o Page 6 Form TM7

23-00T-2008 12:4% From: 81173185721 The |
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Case details for Trade Mark 1200683

Office nunn m@mmmd on. this page

Cage history including, where available, licensee details

= Property

Mark

Mack text:
VESPA

Status

Status:
Registered
Class:
12

Relevant dates

Filing date:
28 July 1983
Next renewal date:
28 July 2014

Publication in Trade Marks Journa]

First adven:
Journal:
5576
Page:
1824
Publication date:
24 July 1985
Renewal:

Journa):

6540
Publication date;

23 July 2004

Assignment:

Journal;

6393
Publication date:

22 August 2001

List of goods or services

Class 12:
Motor Jand vehicles; motorcycles, bicycles, scooters (vehicles); parts and fittings included
in Class 12 for all the aforesaid goods.

Names and addresses

http://www.ipo.gov.uk/donzesﬁc?domcsticnum=l200683 23/10/2008
24-0CT-2008 12; 495 From: 01179185721 10:
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Proprietor:

Piaggio & C. S.p.A.

Viale Rinaldo Piaggio, 25, 56025 Pontedera (PD), Italy
Incorporated country:

Customer's reft
98768

Effective assignment date:
05 July 2001

ADP pumber:
0807137001

ed by thi

Agent:
Stevens, Hewlett & Perking
1 St Augustine's Place, Bristol, BS1 4UD
ADP number:
0001545002

Service:

Stevens, Hewlett & Perkans

1 St Augustine's Place, Bristol, BS1 4UD
ADP number:

0001545002

Earlier rights notifiration
Opted in for notifications

Emliﬂﬂti@.qﬁemgusedonﬂﬁspage

© Crown Copyright 2003 .
meuﬂecmﬂmpwom&mommofmpmomm D D D

.......
L ST PR S

29-0CT-2008 12145 “From: 81179105721 1D:
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4-NOU-20@8 11:17 FROM:THE IPO B1633 811437 B
24 OCT. 2008 12:44 SHP BRISTOL V.11 2 %%

-

Use this sheet if yoy are basing your opposition on section 5(4)(a) of the Trade Marks
Act.

Plaase note that oppasition based on these grounds c€an only be made by the proprietor
of an carlier right.

You must usa a sepanate sheet for each earljer mark, s0 copy this sheet as mapy times
as you need.

Z S{4=) by virtue of 3ny rute of law (in particulgr, the law of passing off) protecting an
unregistered trade mark or othar sign used in the course of trade,

Reprasentation er details of the earfier mark, sign or right.
VESPA

If the opposition is under Section S(4)a), plaase angwar thg following questions.

1. When andwhareWasﬁueadierﬁghtﬁmusothQ UK?
The mark has been in use throughout the UK for many decades,

The mark has been used in relation to a wide range of motoreycles, motorcycle
parts and accessories for motoreycles including eyewear, leather goods,
clothing, footwear and headgear as well as for memorahilia,

3, State which goads or Services of tha appiication you oppose under Section 5(4)(a).

B a
] Scrne (please specify)

4, New state why you consider use of the appiicants mark would ba contrary to law, particularly
the taw of passing off.

Rev MAY08 UR brulleonal Property Otrice fs o OpeTItiug nams of the Parer Office Page7 Form T™M7

24-0CT-2008 12: 495 From: 811751095721 TTH-
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25
Use ihis shqet if you are basing your apposition on section 5(4)(a) of the Trade Marks
Actl

Please note that opposition based on thege grounds can only be made by the proprietor
of an earlier right.

You must use a separate sheet for each earlier mark, so copy this sheet as many times
a3 you need,

5(4)a) by virtue of any rule of law (in particuiar, the law of passing off) proteciing an
unregistered trade mark or other sign used in the course of trade.

Representation or detalls of the eariler mark, &ign or right.

W—

If the oppositlon s under Section 5(4)(»), please answer the following quastions.

1. When and where was the earfler right firat used In the UK?
The mark has been in use throughout tha UK for many decades.

2, State In relation to which goods and services the egrlier right has been uged.

The mark has been used in relatlon to a wide range of motoreycles, motorcycle
parts and accessories for motorcycles including eyewear, leather goads,
clathing, footwear and headgear as well as for memorabilia.

3 State which goods er services of the application you oppose under Seetion 6(4)(a).
Al
] Some (please specity)

4, Now stale why you consider use of the applicant’s mark would be contraty 1o law, particularly
the law of passing of.
There is goodwill and reputation attaching to the business and to the goods of
the Opponent in the mind of the buying public that are symbolised by the earlier
mark. If the Applicant were 10 uge the mark applied for in respect of the goods,
the subject to the application, this would decaive the public as tp the origin of the
goods, Including, but not limited to, the generation of a sUpposition of business
relations between the Applicant ang the Opponent, Such deception resulting

prevent use of its mark by the Applicant in the UK by virtue of the (aw of
passing-off,

Rev MAY0S UK Iaceticctusl Propercy Gffice fy aa operating tame of the Pagor Office Page 7 Form T™M7
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Use this sheet if you are basing your opposition on any otiar grounds and tick the
appropriate hox.
Statement of oth unds of ition,
a Section 5(1),(2), (3)  if the opponent is ciaiming protection for an earfier trade mark undsr
Section 8(1)(c) which is a well known trade mark s defined in
Section 56(1)
m Section 6(4)(b) An earfier right by virtue of the law of copyright, deslgn right or
registered designs
O Section 60 Acts of agent or representative.
| Rule 18(2) Applications amended after pubfieation,
0 Rule 22 Regutations for collective or certification marks.
(| Ruls 23(4) Amendment of regulations for collective or certification marks.
O Rule 25(3) Alteration of registered mark.
0 Rula 45(2) Remaval of matter from the register.
(| Ruls 47(1) Reclassification of specification.
0 Others

Glive detalls to support your opposition under these grounds:

Rev MAY(8

24-0CT-2098 12:45

UK Intelleemal Properry Offica fs an opsrating rame of the Paent Office Page 8

From: 81179105721 TN:
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IBIS Reglster sheat for Case Number: 1529364 Version: 1.10.1.0
Version Date: 25.08.2007

-

Customer reference: PAN/38332

H Py |
Case status: Registered

Reason for this version:
Trade Mark opted in by default to receive citation notifications.

Mark type: Word Only

Classes: 09, 18, 25

Number in series: 1

Mark text:

VESPA

Date filed: 11.03.1993 Registration date: 19.05.1995
Next renewal date: 11.03.2010

Journal section: Journal No.: Page: Publication date:
First advert: 6037 4899 - 10.08.1994
Registration: 6083 12.07.1995
Renewal: 6319 15.03.2000
Assignment: 6393 22.08.2001
Merger: 6316 23.02.2000
Class: 09

Sunglasses, eyeglasses, eysglass cases, contact lenses, face shields, safety goggles, protective or
safety helmets, batteries, battery chargers, batteries for motor vehicles, radios for motor vehicles,
speedometers for motor vehicles, tachometers; all included in Class 9.

Class: 18

Handbags, suitcases, trunks, travelling bags, clutch bags, vanity cases (sold empty); purses, billfolds,
attache cases, wallets, briefcases, belts, key-cases, passport cases, business and credit card cases,
umbrellas; all included in Class 18.

Class: 25

Coats, mantles, raincoats, dresses, suits, skirts, jackets, trousers, waistcoats, shirts, t-shirts, blouses,
jerseys, sweaters, blazers, cardigans, stockings, socks, underwear, corsets, nightgowns, pyjamas,
bathrobes, bathing suits, sun suits, jeans, sport jackets, wind-resistant jackets, anoraks, sweatsuits,
ties, nockties, scarves, shawls, foulards, caps, hats, gloves, sashes, belts; boots, shoes and slippers;
all being articles of clothing: all included in Class 25.

Proprietor ADP number: 0807137001 Effective date of assignment: 05.07.2001
Proprietor:

Piaggio & C. S.p.A., Viale Rinaldo Piaggio, 25, 56025 Pontedera (PI), Italy

Proprietor residence country: ltaly

Proprietor incorporation country:  Raly

Agent ADP number: 0000059001
Agent:
0. Young & Co., 120 Holborn, London, ECTN 2DY

Service ADP number: 0000059001
Service:
D. Young & Co., 120 Holbom, London, EC1N 2DY

Mark claim / limit:
The mark consists of the Italian word meaning "Wasp".

Optod In for Notifications:
Opted in for notifications. Preferred UK/EU address for service.

***END OF REPORT"**

Print date:  03.11.2008 CWOO0D , Page: 10f1
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IBIS Register sheet for Case Number: 1081865 Version: 1.9.1.1
Version Date: 15.01.2008

Case status: Registered

Ragistration part: A

Reason for this version:
15.01,2008;014,ADP NUMBER CHANGED BY CLEANUP 00050869;SLSGRI

Mark type: Word Only

Class: 12

Number in series; 1

Mark text:

VESPA

Date filed: 22.04.1978

Neoxt renewal date: 22.04.2017

Journal section: Journal No,: Page: Publication date;
First advert: 5180 2491 07.12.1977
Renewal: 6679 13.04.2007
Assignment: 6393 22.08.2001
Class: 12

Land vehicles and parts and fitlings therefor included in Class 12

Proprietor ADP number: 0807137001 Effective date of assignment; 05.07.2001
Proprietor:

Plaggio & C. S.p.A,, Viale Rinaldo Piaggio, 25, 56025 Pontedera (P!), italy

Proprietor residence country: italy

Proprietor incorporation country:  Italy

Agant ADP number: 0000059001
Agont:
D. Young & Co., 120 Holborn, London, EC1N 2DY

Service ADP number: 0000059001
Service;
D. Young & Co., 120 Holbom, London, EC1N 2DY

Restrictions on exclusive use:
The mark consists of an ltalian word meaning "Wasp".

Opted in for Notifications:
Opted in for notifications. Preferred UK/EU address for service.

*"*END OF REPORT*"

Print date: 03.11.2008 CWOOoD Page: 10f1
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¢ IBIS Register sheet for Case Number: 678204 Version: 1.11
Version Date: 16.01.2008

Case status: Registered
Raglstration part: A

Roason for this version:
16.01.2008:014;Trade Mark Renewed,ERENEW

Mark type: Stylised Word Mark

Class: 12

Vienna classification list: 27. .

Number in series: 1

Mark text:

Vespa

Date filed: 25.03.1949

Noxt renewal date: 25.03.2018

Journal section: Journal No.: Page: Publication date:
Flrst advert: 3754 270 22.03.1950
Renewal: 6721 01.02.2008
Assignment: 6393 22.08.2001
Class: 12

Motor cycles.

Propristor ADP number: 0807137001 Effective date of assignment: 05.07.2001
Proprietor:

Piaggio & C. S.p.A., Viale Rinaldo Piaggio, 25, 56025 Pontedera (P1), Italy

Proprietor residence country: Iitaty

Proprietor incorporation country:  ltaly

Agent ADP number: 0000059001
Agent:
D. Young & Co., 120 Holbom, London, EC1N 2DY

Service ADP number: 0000059001

Service:
D. Young & Co., 120 Holborn, London, EC1N 2DY

Printdate:  03.11.2008 CWOOoD Page: 10f2
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¢ 1BIS Register sheet for Case Number: 678204 Version; 1.1
Version Date: 16.01.2008

Rostrictions on exclusive use:
The transiation of the ltalian word forming the subject of the mark is "Wasp”.

iR

Opted in for Notifications:
Opted in for notifications, Preferred UK/EU address for service.

***END OF REPORT*™

Print date: 03.11.2008 CwoOoD " ) Pa;e: . 20f2
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-IBIS Ragister sheet for Case Number: 1200683 Version: 1.9
Version Date: 15.01.2008
Customer reference: 98768 |
Case status: Registered
Reglstration part; A

Reason for this version:
15.01.2008;013;:ADP NUMBER CHANGED BY CLEANUP 00050869:SLSGRI

Mark type: Word Only

Class: 12

Number in series: 1

Mark toxt;

VESPA

Date filed: 28.07.1983

Next renewal date: 28.07.2014

Journal section: Journal No.: Page: Publication date;
First advert; 5578 1824 24.07.1985
Renewal; 6540 23.07.2004
Assignment; 6393 22.08.2001
Class: 12

Motor iand vehicles; motorcycles, bicycles, scooters (vehicles); parts and fittings included in Class 12
for all the aforesaid goods.

Proprietor ADP number: 0807137001 Effective date of assignment: 05.07.2001
Propriotor:

Plaggio & C. S.p.A., Viale Rinaldo Piaggio, 25, 56025 Pontedera (P1), ltaly

Propristor residence country: Italy

Proprietor Incorporation country: ltaly

Agent ADP number; 0001545002
Agent:
Stevens, Wewlett & Perkins, 1 St Augustine's Place, Bristol, BS1 4UD

Service ADP number: 0001545002
Service;
Stevens, Hewlett & Perkins, 1 St Augustine’s Place, Bristol, BS1 4UD

Opted In for Notifications:
Opted in for notifications. Preferred UK/EU address for service,

*““*END OF REPORT***

— —_— —_— - —

Print date: 03.11.2008 10of1
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Office cumg Nt Fae

Far Credtivity ung tnavatign

Notice of defence and counterstatement

Trade Marks Registry
Concept Hoyse
Please road the guidance notos on the next Page before filling In thig form, g:ﬂ,‘,"ﬁ:fﬁfffg’;gq

1. Trade mark number, [ (Lowest) Class

2. Full name of the applicant or registeraq
Proprietor,

rectification numbaer,

—

4, Name and address (including POstcods) of the
agent (If any),

3 Crposition, Invatidaﬂon, fevocation, or /

5. Do you want the apponent to provide proof
of uae? (sea note)

8. If you answered 'Yes' to question five, please
State for which gogds and services yoy

require proot.

7. Counterstatament

(REV APR07) UK Inteflactuat Proparty ofmes (s 2N opasaling name of the Patent Office Form TmM8
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Ceunterstaiemeni (¢ontinUed from previous sneeij

8. Declaration ) beliave that the facts statad in this notice of defenca and
counterstatament ars true.

Your signatura,
Your name in BLOCK CAPITALS.

Date.

8. Name and daytimeé phone number of the
person we should contaet in casa of query,

Your raferance.

Number of sheets attached to this farm, This is sheet 1 of
If the partles to this dispute have not considered madiation, would you like to recaive information on the subject?

ves  Ono
Notas If you need more space for your counterstatement you may attach separate sheets. Number each one and
53y in question 9 how many sheets you have usad.

Boxes 2 and 4: At least one of thase sheuld be located In tha UK.

8ox 5: Only applies In opposition, or similarty in the case of Invalidation proceedings, where the person
opposinq ar Invqlldating your mark may have provided a statement of use and only applies to grounds
of opposition or invalidation raised under sections 5(1) and 5(2) and 8(3) of the Trade Marks Act.

(REV APR04) Form TM8
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X Intellectual Form TM33
- Property
Office oooo Nil Fee

Do Qrodlivnly ey Evvsentian

Appointment or change of

agent or contact address Trade Marks Regstry
Concept House
Pleasa read the note below before filing in this form, gj;f;"ﬁ::g'ﬁﬁﬁpggo

1 Trade mark numbers affected. (Lowast) Class
(Please put an ‘M in front of Madrid marks).
(List on 2 separate sheet if there i not enough
space on this form).

N

Full name of the

a) propriatar: or

b} oppanent

28 nOw shown on our racords.

3. Name and address (including postcode) of
the new agent or contact address

Trade Marks ADP number (if you know it).

L

4  Declaration, We have been appointed by the above proprietor or opponent,

Signature.

Name in BLOCK CAPITALS,

Date.

Name and daytime phone number of the
person we should contact in case of query.

w

Your raference,

Number of sheets attached to this form. This is sheet 1 of

Note Wa suggest you check the proprietor’s name and the marks they own by doing a proprietor search on our
website www ipo gov.uk before you fill in the form.

(REV APRO7) UK Inteligctual Property Office is an operating name of the Patent Office Form TM33



