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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent Office (JP0} in accordance with Rule 17(1) and (2} of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol
relating to that Agreement and Section 15-2 and 15-3 of the Japanese Irademark Law.

IIT.

. International registration number:

955953
Mark: (figurative elements)
Date of international registration: 2007/11/12
Holder of the international registration:
Open Joint Stock Company ROSINTER RESTAURANTS HOLDING

. This trademark application* shall be totally refused protection. The grounds for

refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

This refusal is issued on November/10/2008 by

TAKIMOTO Sayoko (Ms.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

. The trademark of this application can be protected subject to amendments to be made by

the holder of the international registration as suggested under ITtem VI. The
amendment must be made through the intermediary of a representative domiciled in Japan
wirhin three months from the date of pronouncement, as indicated below. If any, the
holder may submit to the JPO a written opinion against this provisional refusal
through the intermediary of a representative domiciled in Japan by the same date.
Alternatively, the holder may request a limitation of the list of goods and/or
services in accordance with Rule 25(13{a) of the Common Regulations. This request
nust be presented to the International Bureau of WIPO by Official Form MM6.

*

A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
680 of the Japanese Trademark Law.

The date of pronouncement: 2008/11/20
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V. The grounds for refusal

Ground 1

VI.

[1]
With regard to "litigation services” designated in class 45, the trademark of this
application does not conform to the requirements (a trademark shall be used with
respect to goods and services in connection with his/her business) as provided in the
main paragraph of Section 3(1) of the Trademark Law because it is uncertain as to
whether the applicant is qualified for undertaking such services, which is to he
undertaken by qualified individuals and firms in Japan, such as a lawyer and qualified
corporation. To this end, it is requested that the said services shall he deleted from
the list of the designated services.
[2]
The trademark which falls within the category of trademarks registrable in accordance
with the main paragraph of Section 3(1) of the Trademark Law is a trademark which is
used now or is intended to use in the near future. However, the veracity of use or
intention of use of the trademark in regard to all the designated goods or designated
services is doubted, since the designation of goods or services ranges widely in class
41 in this application. Thus it is sort that this application does not conform to the
requirements as provided in the main paragraph of Section 3(1} of the Trademark Law.

However, this does not apply where the use or intention of use of the trademark would
be ascertained by next (i) or (ii).
(i) To prove that the applicant is carrying out business connected with the
designated goods or designated services in JAPAN by submitting some documents such as
newspapers, catalogs, business documents etc.
(ii) To prove that the applicant is planning to start to use the trademark commected
with the designated goods or designated services i i

i i i i ion by submitting a written
declaration of use of the trademark and documents stating his/her business preparation
status, when to start to use the trademark and what goods or services the trademark
will be used for.

Please note that the above reason for refusal will be cleared, provided that the
designated goods/services of this trademark application are limited to the appropriate
range. [Please refer to examples for amendment in item VI.]

[Notel] This ground for refusal may apply to the internaticnal trademark applications
which are registered or designated subsequently on or after April 1, 2007 according to
the revised Examination Guidelines for Trademarks corresponding to the amendment of the
Japanese Trademark Law that took effect on April 1, 2007.

#The above Examination Guidelines are located on the JPO website at
http://waw. jpo.go.jp/tetuzuki_e/t_tokkyo_e/pdf/tt1303-061_3_6.pdf
http://www.jpo.go.jp/tetuzuki_e/t_tokkyo_e/tt1302-001.htm

[Notez] The above mentioned document, which is translated into Japanese, shall be
submitted to the JPO by the intermediary of a representative domiciled in Japan.

The trademark of this application will be protected if the goods and services are
amended/limited as follows: (Examples are underlined. The underlined goods/services
are the examples of amendment/limitation of the goods/services shown in V. Sometimes

there are no underlined goods/services.)

Class 43 remains unchanged.

41 Academies (education); booking of seats for shows; videotaping; nursery schools;
physical education: discotheque services; education information: recreation
information; entertaimment information: movie studios; health club services: club
services {entertainment or education), night clubs; layout services, other than for
advertising purposes; microfilming: production of radio and television programmes;
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game services provided on-line from a computer network: religious education;
correspondence courses; practical training (demonstration); organization of balls;
arranging and conducting of concerts; holiday camp services (entertainment);
organization of shows (impresario services); organization of sports competitions;
amusement parks; television entertainment: providing karaocke services: providing
amusement arcade services: cinema presentations; presentation of live performances;
theatre productions. educational examination; electronic desktop publishing:
publication of electronic books and journals on-line; publication of texts, other
than publicity texts; radio entertainment: entertainer services; amusements: party
planning {entertainment); music composition services; sport camp services;
educational services; scriptwriting services; ticket agency services
(entertainment); digital imaging services; photography; photographic reporting;
circuses: boarding schools: production of shows.

Security consultancy: intellectual property consultancy: intellectual property
watching services; licensing of intellectual property: licensing of computer

sof tware (legal services); legal research; mediation; inspection of factories for
safety purposes; registration of domain names (legal services). chaperoning;
copyright management: dating services.

)]



Extract from the Japanese Trademark Law
Art. 3. Requirements for trademark registration

(1) Any trademark to ke Jsed in connechion with goods or services etaiming to the busness of an applicart
mey be egiserad, 1nless tha Fademark:

(i consists solsly of a markindicating in & ccmmen nznner, the commen nanre of he goods or servizes;

(i) e custamanly used in conrection with the goods or services;

) corsists saley ot a merk indicatng in & common manne;, 11 e case ct goods, the place of ongir,
place of sale, quality, raw materials, efficacy; intended purpese, quantity shape (including stape of packagas),
price, the method or time of preduction or use, or, in the case of scruaes, the location of provision cuzlity
artizles to be used in such provision, efficacy, ntended pupose guantity, modes, price or method or time of

rovigion;

P (i) consists solely of @ mark indicatng, in & cormon manner, @ common sumame or name of & legal
eniity;

() consists soely of avery simgle and conmon vark; or

() 1 addition towrar is listed n 2ach of the preceding items, a tracemark oy which consumers are net
able ty recagnize the goods or sevices a3 bose perteining fo a busiress of a particu lar persor

(3} Motwithawanding the prezeding paragrash, a trademark that falls under any of Hems (i, through ) of the
preceding peragraph may be registerec if as & result of he wse o the frademark, s0wumers are able to
recognize the goods arservices as hose pertainng {c a business af a pariculas person.

Art. 4. Unragistrable trademarks

(1) MNutwithszanding the preceding article, no frademark shallbe registered i he tademark:

(i isidenlical with, or similar ta, the natianal ag, he impenial chrysanhemum crest, a decoration, a medal
o a foreign national Tagy;

i} i icertical with, or similar to, the ccals of arms or any ather Slate emblems (sxcept national flags ef
anv coutry of tre Uiicn o he Paris Comvenfion, member of the World Trade Organizaton or Contrzcting Party
to “he Trademark Law Treaty) of a country of the Union to tre Paris Convention {refers to the Fars Convention
for thz Protection of Industial Property of March 20 1883, as revised at Bruscels cn December 14, 1900, &t
Weshington on June 2, 1911, at the Hague on November € 1925, a0 London an June 2, 1934, at Lishon on
October 37, 958 and at Steckholm an July 14, 1937, the same shal epply hereinafter), @ membe- of the World
Trede Organization or a Contractne Parly to the Tradenak _aw Treaty cesignaled by the Minister of Economy,
Trede and Industre;

fiiy s dentical with, or smiar to, a mark indcesting the Unted MNaticns cr any ather international
organizeticn which haa besn deaignated by ths Miniater of Zconamy, Trads ene Induatry;

(t) I8 identical with, or similar to, the emblems ar titles in Artcle | of the Law Goncerning Restricticn an the
Usz2 of Emblams and Titles of the Red Cross and Qthers (Law Mo 159 of 1347) or the distinztive embem in
Artele 158(1) o° the Law Ccncerning Measures to Pratect Jzpznese Citizens During Armed Attacks and Dirers
iLew Ne 12 of 2004i;

{v] consists of a merk idenfical with, or similar 1o, an oficial hallmark or sign indicaling control or warranty
by the national or & Iocal government of Japan, a country of he Unicn o the Fara Covenlion, a menter of the
Werld Trade Jrganization ora Confracting Party fo tha Trademark | s Traasy whick has bean designated by the
Miniaer of Economy, Trade and Indiatry, if sush & Trademer o uaed in connechen with goeds or aervizea
identizal wih, or similar o, the goods cr services in connectio 1 with which the hallmark or sign is Jsed;

) i ideqtical with, or similer o, & famous mark indicaling the Stete a locel govemment, an agency
thereaf a nan-pra’it orgarization inde-taling a business for poklic inferest ara nan-profit enterprisz undertaking
a bua neaa for public inerzat;

(vil) = likely to contravznz putlic order or morality,

fvm)  contains e portrar, rane ot anoter person, lanous pseudonym, protessional name, pen name ar
famons abbreviatior theeof (except thosa the regictralicn of which has b2en approved by the person
concernadi;

(i s comprised of a merk identcal with, or similar to, a prize awarced a: an extibilion Feld by the national
or 3 |acal gavernment there natter referred to as "Govenment, et ") cr by those whe are net the Gavernmen,
sfe bt designated by the Cammissioner of e Patent Ofice, ar at an infernatianal exhibition held in a fareign
county by the Sewernment, ele. of the “arzign zoanlry or frose sutherized thereby (enzeot those uaed by the
reuipizn. w such @ prize as parl o histher ven Irademark),

{5 well known among consumers as that indicating goods or serviczs in camection wih anather
person's hisiness ar a frademark s mlar trerefs, if sauch a2 trademark & used in connection with auch goads ar
sanvices o goods or servizes sim lar trerate;

(1) s identical wih, or simlar fo, another person's registzred trademark which has been filed prior fo the
filirg dare ot an applicetion for registration of the saic trademark, 1t such 2 tademark s Jsed in cenrection with
the designated goods cr cesignated servces in connection wth which the said registered trademark is registered
ireers 1o goads or servizes designacec in accordance with Artcle E(1) (including ceses where it is applied
mutats nutandis pursuant b Article GE(1]), hereinafle - the same) ur goods or szrices similar theret;

() s identcal with a registered defensive mark of anather persor {refars to 2 nak registered as a
defensive mark the sama shall apoly hareinaftar), if such & fracenark is used in connection with designeted
goods o~ des gnated services in connestion with which the defersive markis registered,

(a5 & frade nark of anobier persan (excludirg hase which had not been used by the said person for a
periad of ane year or lcnger from tha date the frademark right became extingushed) the right to which has been
extinguished for a pericd of shorter ‘hen one year fom te dete of the extnguishment af the saic tradzmank rgit
ior the dats an which a riling lo The eect that the trademark regisiration is to be rescinded or a frial decision fa
the effect that the trademark registration is to be invalidated is redered, the same shal aapy hereinater) or a
rademark similar thereto, if such a tradsmark i3 used in conneclion wit the designated goods or designeted
senices inconrection with the tredemark right of such other person or goods o” services similar he-elo;

{(av) iz idenfical with, or similar {0, the rame of & vadiety reqislersd in accordance wih Arficls “8{1) of the
Agricultural Seed and Sezdlings Law (Law Mo, 33 of 1998), if sush a trademark is used in connestion wih the
variely cr goads or services similar terelo,

to) i3 likely to caLse confusion iv connection with tie goods or sanices pertaining to & husiness cf
another person (exceptthass listed nitems (i to [dv) irclusive);

o) i likely to cauae confuaion o to the cuelity o the Josda or aervicss;

(il is compraed of a mark indicating & place of origin 5 wites or spirits of Japa1 whet has heen
desigaec by the Cammissioner of the Faten! Office, ara mark indicating a alece of origin of wines or spirits of a
member o the Werld Trade Qganizadien whizh is prohibiec by t1e ssid member from seing used on wines or
apitz not originating frem the region of the asid membe, i*auch & trads mark ia Lu3ed in connestian with wivea or
spivits not originating from tha regior ir Japan or of the said menbar,

i) consizts selely of a three-dimensional shape of qoods or their packaging which is indispansable for
aiich gands or their packagirg b preperly function; or

(i) ia identice] with, or aimilar t3, & tademark whish i well known among cenzumea in Japan or ebraad
as thet ncicating goods or 3ervices perlaining o a busines3 of another persen, if such fradematk is used for
uniair purposes freterrng to the pupose of ganing unfar protts, the purpese cf causing demage t he olher
person, or ary other infar pumnses, he same shall apoly hereinafter) (ganept those aravided for in 2ach of the
precoding tena);

(2] Where the Stata or a local gaverrmen, an agency heceof, a non-profit oganizafion undertaking a
businzss for public inte-est, or a person undertaking a non-protit aztiaty for public irferest fles an applicat on for
frademark registration f=lling nnder the saiditem, lem (i) of he precadng paragrapt shell not apply

(3 lems (i), (), Do), (ovii) and (ix of Faragrarh 1) shall nat apply to o trademar: fallirg undor aqy of tha
sald Lems which daes nol Tal unider e said iz al e dme ol ling of an applicalion lr rademark registeelion

¢} Where a tnal decisior to the eflec: tral a regisiration of & rademark 13 to be rescinded pursuant o Aricle
63-2 bennnes final and noncliswe, and the demandant of tha said rial fles o faderark applicaion far the
radamark portaining to the reszirded rogistralion following the said cedisian o o trademark sim lar trerate, ke
ixii) of Paragraph (1) shall not apaly,

Art. 6. Single trademark on each application

(1] An applicafion far tredemark registration shal be filed for each rademark ard designzte one or ror2
qoods o sarvices in conection withwhich the tradamark is o b2 used.

@) The desijnation pravided “orin the prezedirg paragrash shall be rade in accordance wih class firatians
of gooda and aervicea apecified by Cabinst Jrde-

() Theclassificalions of gaods and services provided for in tre sreceding peragraph snall not be perceived
ag prescriking the scops of similaifies of goods or services

Art. 7. Collective trademarks

(1) Any incerporated association establishes parsuant o Adticle 34 of the Grail Code (_aew Mo, €9 of 1838),
any sther incorparated assaciation (ewcept those which are nat legal entifies or corporalions), ar ather
associalion estabished pursuan to a ssesia law including business cooperative (except those which ere not
lecal entites), or a foreign legal enfity equvelent thereta shall ke enlifled 1o obtain a collectve frademark
reqistracion with respect to a trademark to be used oy thair memrbers

2)  Forthe pumose afthe spplication of Article 3(7), in the case sf the preceding paragraph, "applicant” in the
snid Artcle anel read "applicent orita memoer.'

13) Ay person who desres to register a col ective rademark pursuant .o Saragraph (1) shall, at the time of
filing of an application fer rademerk reqistration pursuant <o Atticle 5(*), sLbnit to the Commissianzr of the
Patent Dffice a dacument carfifying trat tha applicant far trademark registratinnis a legal enfity that fzlls under
Feragreph (1)

Art. 7-2. Regionally based collective trademark

(1) Any essociation ectaslished by special law, including a businass cooperative (except those whict are not
lecal entifizs ard limited th tose whicq are establishad by a spacial law prescribing that the assaciatian skall nat
rofuss the enrollment of any porson whe ie cigible to become o member without a justifiable reazon or that the
associalion shall nolimpess on gny of ils prospeclve members any cond licn hal s beavier [an hose imposed
on itz existing memoers) or & fareign leqal entiy equivalent thereto thersinafer referred to as an "Associalion,
elc ') shall ke enfitlzd fo aatain & regicnally based callective trademark with resaent of any of tha fallning,
provided t1at the fredemark is used by its membors ard, os o result of e use of the said tademark, the said
Iradermark is well krowi among consumers as indcaling he goods or services perlaiting o lhe basiness of lhe
apalicant or & members, notwtrstanding the provision of Artcle 3 'except a case taling under item {) or (i) of
Ardicls 3(11):

i atrademarkconzisting solsly of characlers indicating, n a commor manner, the name of the region and
lhe common rame of the goods or services perlaining ko Fe business cf e applizanl o bs mer bers,

() e iradarark corsisting solely o characters 1Indicating, in & corron rrarner, the name of he region and
the narr e custamarily used as a name indicating the goods o- serdces pertaining to the business of the apalicant
orits mambers; or

(i) & lademark cossling solely of cliarsclers indizaing, noa common rianner, e name of Lhe region
and t1e ccmman name of tre gonds or servicas pertainng 1o tre business of te applcant orits members or the
name customearily Lsed as a name indicating thereal and cherasters customarily added in irdicatng, in a
s0mmMon maner, the place sf origin of the goods o- the location of provision ofthe sarvicss

@) The ferm "vame of fhe region” as used i1 the preceding paregraph shall mean the place of origin of the
gaads cr te localion of provis or of services for which “he tradsark perfaining o he said applicetion has been
used by the applicart or il members even oriar to the filing of sach epplication, or the name or asbrevialed name
of the ragion which is zonsideed to Fave a closa ralationsh p wih the saic goods or servees <o the equwvalent
excent

3)  Forthe purpcse of the applicator o Article 3(1) (limited to those relating ta item () and (i) in the case of
Paragreph (1), 'applcant” in the said Paragraph shall read "aaplicant or its membars

) Any parsor who desies te register 2 regionally based collective frademark pursuant to Paragrept (1) shzl,
at the time of fling of an apalication for tradsmark regisration pusuant to Article 54), submit to the
Gemmissionar of the Zatent Ofice a document certifying that the spplicant for frademark ragistration is an
Association, efe. and Josunents necessary to prave that the trademad for which the ~egisralion 5 sought
zontains the name of & reyion as set farth in Paragraph |2
Art. 8. Prior application

(1) Where two or more applications for rademark registretion relating to identicel cr simila- trademarks which
ara to ha used in connsctor wath idanizal er similar goods or servoes have bean filed on different datss anly the
apalicant who fled the application for frademars regstration o1 the earlier dele skall be entlied o regiser the
trademarkin question

2)  Where two or more apglications for rademark registretion relating to identicel cr simila- trade marks which
are to ke used in cenrection with identieal or similar goods or services have bezn filzd on the same cate, any
onz applicant shall be enfitlzd to registe- the fredemark in question, to be deternirec by consultations between
the app icants who filed such applications

13)  Where an apolicaton for frademerk registretion is abandaned, witd-gwn or dsmissed, or an examirers
degision er a fnal decisian an an application for frademark regisiraion hecores final and conclusive such
apalicaion 512 | for the pumposes of te application of he preceding tve paragraphs, be deemed never to have
besn filed

) |1 the case of Paragrapk (2), the Commissioner of the Patent Offica shall requre tre applizants for
trademark registration to arrange consultations hetween the applicants as set farth in the said Paragraph and 1o
report the eault trereck, cecignaing aresaonab e dme lim t for auch purpoae.

) Where no agrezment is reacted in the consultatiors held pursaant fe Paragraph 2) o ra resort s
submitted within the designated ime Imt set forth in the preceding Paragraph only one applizant selected by a
latery in e fair and just marner candusted by the Commissioner of he Patent Office, shall be eqtilled to register
the tradzrrark in queation
Art. 15. Examiner's decision of refusal
Where an applicasion far frade nerk reistration falls uncer ary of the fellnwing items, te exanirershall render a
desision te the effsct that the applicationis lo se refussc:

(I he trademark perta ning to an application for fracemark “egisTation is not registerable pursuznt to the
provisions of Arficles 3, 4i1), 7-2(1), 812) 8{), 51(2) lineluding the case of ity mutatis nutandis applicetion under
Ardicle 52-2(2)), 53(2) of his Law or Arficle 25 of the Petent Law sz applied m.tetis mutandis under 77(3) of ths
Lew;

(il the rademark pertzining to an applicatior for rademark regisiration is not registable pursuant to the
provisions of a elevant freay; or

il the applicaton for tademark regisiralion does ao; cample with the requirements providad in Arfic 2 6(")
ar3()

Art. 153,

M) Where & trademark pertaining to an epplication for frademark -eqisiraion is identical wth, o similar fo,
anatrer persan's trademark pertaining to an applicator for rademerk regictretion “led priar to the fling datz of
the said applicetion, if the said fredemark iz intended to be used for goada or oervicas identical wath, cr simila- to,
lhe designalsd goods or designaled services perlainitg lo such o ber persor's ladermark, he examiner negy
notify the applicart far rademark regictraticn of he fact that he seid application for trademark registration wil 1l
under Arfinle 16{1) wher the szid other person's frademark s registerad, ene provids -he applican with an
opsortuity to aubmit o wiitten epinian, daaignating o ~caganchlz time limif for such purpoac,

@) Where e nolificalion sel ol in he praceding paragraph bas elready been served ard lhe ssic olber
pescn's tradematk 5 registered the exammer shall not be required to serve the notitication set torth in the
preceding aricle
I, The Japanese Patent Law

{Effect of Tealies)

26-- fhers thew are saezifiz pravisions relating to petents ina treaty, such provisions shall pravail
The Japanese Trademark Law
(Application mutalis mutands of Zatent Law)

77 -4 Section 26 [effect of trzalies) of the Patent Law shall apply mulatis mutandis tc tradenark and
defersive mark registrations.

Suasection (7] fo 3), ond (&) te (7)) are omited

Notice

Wfith the resision of e Tracemark Law, &rlicle 7-2 (reginnally based collective frade mark) was infraduced, and a
reference to 7-2 () was adced inAricle 15

This revision shall be epplied ta aninternatoral applicacion for which the date of nternatioral registration or date
of subsequent designaion is o1 or after April 1, 2008,

These zre unoficial franslations. Dnly the original Japanese texts of the Laws have legal 2ffec:



