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Trade Marks Registry

Cardiff Road
Newport
South Wales
NP0 8QQ

World Intellectual Property Organisation (WIPO)
Switchboard: 01633 814000

International Bureau Direct Line: 01633 811028
34, chemin des Colombettes Fax: 01633 811175
1211 Geneva 20 Minicom: 0645 222250

. Website: www.ipo.gov.uk
Switzerland

Our Ref: INT OPP 72234/TS/DR
Your Ref:
Date: 17 February 2011

Please quote our complete reference on all correspondence
Dear Sirs
NOTIFICATION OF A TOTAL REFUSAL OF PROTECTION BASED ON AN

OPPOSITION BY THE UNITED KINGDOM INTELLECTUAL PROPERTY
OFFICE IN ACCORDANCE WITH ARTICLE 5 OF THE MADRID PROTOCOL

RE: International Registration number : 1033667
For the mark : 28BLACK
Holder of the International Registration : CALIDRIS 28 AG (SA)
Opposition number : 72234

I must advise you that following receipt of an opposition to the above Trade Mark, it is necessary
to issue this formal provisional refusal letter. This provisional refusal covers all of the goods and
services of the Intemmational Registration.

Please find attached a copy of the Form TM7 (Notice of Opposition) that was received by the
United Kingdom Trade Mark Registry. Copies of these documents have been sent to the holder
informing them of this provisional refusal.

We also attach:
Copies of the marks referred 1o in the statement of case.
Form TMS8, for any reply to this opposition to be filed.

If the holder of the International Registration wishes to file a counterstatement, they must
complete the attached Form TM8 and return it to this office together with the counterstatement
within two months of the date of this letter. This period cannot be extended, except in the
circumstances described below. The holder should note that failure to file a Form TM8 and
counterstatement will result in the provisional refusal being upheld. ’

Intellsctual Property Office is an operating name of the Patent Office i
wWww.ipo.gov.uk
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If both parties to this dispute wish to negotiate and want to enter a ‘cooling off period’ then the
time for filing the Form TM8 can be extended for a further seven months by the filing of a Form

TM9c.

The Form TM$8 and counterstatement should be received on or before 17 April 2011 unless a
cooling off period is entered into by the parties.

Yours faithfully

Deborab Rich
TRIBUNAL SECTION
ASSISTANT CASEWORK EXAMINER

Intellectual Property Office is an operaling name of the Patent Office i
WWW.ipo.gov.uk
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J548312¢ 0001 02832 THOZ.....
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i T
Form TM7 i CF 0T A A/Trade Marks Registry T
. Y e vy 2AM T Concept Ho
Officlal Fee £200 due with this form RECEW VRS AR AX | ot o
Newport
" W,
Notice of opposition and statement of grounds s%u;?o :Qbé
Pilease read the notes bekow befors filling in this forn CpoR

1. dee_Mark number, N 1033657

2. Full name of the applicant, international Calidris 28 AG (SA)
registration holder, or registerad

propristor.
3. Full name and address (includin " | Michael Hicks
postoode) ofthe oppone(nt. 9 Waestward, St Agnes, bsles of Scilly, Cornwall, TR22 ORL, Unktad Kingdom
4. Full name BOULT WADE TENNANT
thgode) S?g‘address (lr::ludlng VERLLAM OARDENS
P ' the opponents 70 GRAY'S INN ROAD
raprosentative (if any). LONDON WC1X aBT

5. Are there any related proceedings
currantly with the Registry or the courts?
If 80, give application, registration or
opposition number.

6. State the date that you naotified the TMTa sent on 4 January 2011
applicanl, international registration holder,
or registered proprietor that you intended
to oppose the trade mark application,
Intemational designation or amendment.
(Please =ee note below)

7. Doyou want a Preliminary Indicationon | Yeo
section §(1) and/or (2) grounds to be

jssued?
(REV APR09) UK inteNectual property Office is an operating ranie of the Faterd Office Form TM7?
{ OF 12
o QA/ND/3N07% 1. A P avaman
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P 003

8. Declaration

Your signature.

| believe that the facts stated in this notice and in
the attached statement of grounds are true

hocodne. Qnn

Your name in BLOCK CAPITALS. ALEXANDRA ELLIS
Date. 4 February 2011
8. Name and daytime phona number of the Alaxanda Efis
person we should contact in case of 020 7430 7500
Qquery
10. Your reference. TRAPEH/EAEIT1120685802

11. Number of sheets attached to this form.

This is sheet 1 of; 12

Notes Numbaer every exdra sheet and eay in question 11 above how many you have usad.

An opposition launched without giving the applicant, intemational r
praprietor a reasonable opportunity to withdraw the a

result in the opponent being inafigible for an award of costs.

Fliing a form TM7a, natice of threatenad opposition, may qualify as giving nofice subject to the

applicant being provided with a reasonable opportunity to withdraw the application.

Boxes 3 and 4: al least one of these should ba located in the E

Channsl lslands

Befare campleting this form you should read the explanatory notes availabla.

(REV APR09)

egistration holder ar the registered
pplication, intemational designation or amandment, may

urcpean Economic Area (EEA) ar the

Form TM7

i na/onn/5naa
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Use this sheet If you are basing your opposlition on sections 5{1) or 5{(2) of the Trade Mark Act on the basis of
an earlier registered or pending mark.

Pleasa note that opposition based on these grounds can only be made by the proprietor of an sarller mark.

You must use a separate sheet for each earller mark, so copy this sheet as many times as you need,

D §(1)  1tis Kentical with an eanler mark and for identlcal goods or sorvices as the sarlier mark
D 5(2)(a) lt is idertical with an earlier mark and for similar goods or services as the earller mark.

S(@)(d) Itis similar to an eartier mark and for identical or similar goods or services as tha earlier mark.

Detalls of sarlier trade mark

Number: 5 456752

Is it a UK, Community or International mark? United Kingdom

Representation of the mark: Please cae attachad repressntation

1. What goods or sarvices covered by the earlier trade merk are relied upon for the grourds stated above?

m All

D Some {plaase specify)

(REV APRO09)

Form T™M7
2 N0 12
- 0AaInT o0 Aminn T
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2 Statement of use provigion— Was the registration or protaction process for the sarlisr trade mark com

pleted
5 years or mors before the publication dats of the oppcsed application?

D Yes (Z] No

3a). Ifyes, and the mark has besn uged, for which of the goods end services listed at questian 1 is
usa claimed?

L]

D Some {plesze specity)

Or,

3(t),  (fyes and the mark has not been used, plaase state any proper reascns for non use.,

Details of the mark you are opposing

YWhich goods of seivices in the application do you claim are identical or skmilar to those covered by the earller
mark and listed at question 3 (or at quastion 1 if the statement of use does not apply)?

D Al

(] oma (piease specity)

Ciass 3 and Clags 25

Use this space to glve any further information to explaln why you consider that there Is e likelthood of confusion e.g
why you considar the respective marks or goods and/or services o be similar?

Please ape attached Stalomnent of Grounds

(REV APR09) Form TM7
4 oF 12
! CAZAD /5091 1m At 3 et
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Usae this sheet if you are basing yaour appositlon on sectlon §(3) of the Trade Marks Act on the basis of an
earlier registered or pending mark.

Pleasa note that opposition based on these grounds can only be made by the proprietor of an earlier mark.

You must use a separate sheet for each sarlier mark, 8o copy this sheet as many times as you need.

5(@3)  Itis identical with or similar to an eariler mark which has a reputation.

Details of the earlier trade mark

D Number 2458.752
Is it a UK, Community or Intarnational mark? unaed Kingdom

Representation of the mark: Flenss see attached repressntation

1. For which goods or services covered by the earller mark does it have a reputation?

IZ All

D Some (please specify)

2, State the goods cr servicas In the application for which you say that use of the applcant's mark would take
unfair advantage of, or be detrimental to, the distinctive character or reputation of the eardiar mark.

Al
D Some (pleass specify)

3, What do you say the unfair advantage or detriment would be?

Plrase see aftached Staternent of Grounds

(REV APR09) Form ThI7
5 OoF 11
i DA/ND/2011 17.0A S5.95%a00n 1
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4. Statement of use provision— Was the regisiration or pratection process for the earlier trade
mark compleled 5 years or mare befors the publication of the opposed application?

D Yes m 3]

5(a).  If yes, for which goods and services listed at question 1 is use claimed?

r_—] Al

D Some (please specity)

5{b). yesand the mark has not been used, please slate any proper reasons for non use.

Use thie space to give any further infermation to explain why you are opposing the application on this ground.

Plause see attached Statemant of Grounds

(REV APRQ9) Form TMT
6 OF (2
] DA/ND/230519 a99.An £33 ~ameer e !
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Intellectual Property Office - Results Page 1 of 3

Si8e INTELLE

%% "'  PROPERTY OFEICE
Case details for Trade Mark 2456752
Explanation of terms used on this page

Case higtory including, where available, licensee details

Mark

Trade Mark 2456752 consists of 2 pages of images

i _Previaus lgg_ggjﬂ] “Next l

#Mark text: 28 twentyeight
28 twentyeight

Series of: 2

Status

Status: ' Registered

Classes: 03, 04

X =]

http:i'/www.ipo,gov.uk/typ&e/un/‘-os/vﬁnd/t—find--number'?detailsrequested=C&Lmde... 03/02/201 1_,
4 OAINDLIDIA97 v AL L Aammmea T
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Intellectual Property Office - Resulis

Boult Wade Termant FAX No. 02074307600

P09
Page 2 of 3

elevant dates

iling date: 24 May 2007
ext renewal date: 24 May 2017
egistration date: 06 February 2009
Publication in Trade Marks Journal
irst advert:
Jourual: 6753
Publication date: 19 September
2008
Registration:
Journal: 6775
Publication 27 February 2009
date:

List of goods or services

Class 03:

#Ch\xx 04:

Bleaching preparations and other substances for
laundry use; cleaning, polishing, scouring and
abrasive prepatations; soaps; essential oils,
cosmetics, hait lotions; dentifrices.

Industrial oils and greases; lubricants; dust
absorbing, wetting and binding compositions,
fuels (including motor spirit) and illuminants;

candles and wicks for lighting.
ames and addresses
roprietor: Michael Hicks
Westward, St Agnes, Isles of Scilly, Comwall,
TR22 OPL -
‘Residence country: United Kingdom
Customer's vef: JEBS/ELP/T92762GB00
ADP number: 0911299001

http://www.ipo.gov.uk/typcs/ﬁn/t—os/t—ﬁnd/t—ﬁnd-mm:ber?detailsrequested':C&trado...
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Intellectual Property Office - Results Page 3 of 3
Service: Boult Wade Tennant
Verulam Gardens, 70 Gray's Iy Road, London,
WC1X 8BT
ADP number: 0000042001
|

Earlier rights notification

Opted in for notifications

Explanation of terms used on this page
© Crown Copyright 2011

Intellectual Property Office is an aperating name of the Patent Office

http;//www.ipo.gov.uk/t}q:cs/tm/t-os/t-fmdft-ﬁnd-nmnbcﬁdetailsrequested=C&trade... 03/02/201 lo

i I e Rl T

TITO :83ed

B2PTOVLZZ2TP0O0 :OL <JSE:'GT :'BWLL TT0Z/20/LT

=%



210 [e96L XU/XL N1 L£:8T Ndr 1102 20/.LT

04/FEB/2011/FR1 16:59 Boult Wade Termant FAX No. 02074307600 P01t

UK TRADE MARKS ACT 19984

Intemational Registration No. 1033887 designating the Unitad Kingdom
28BLACK

In classes 3, 26, 32 8 33

In the namae of Calldris 28 AG {SA)

-and-

Opposition thereto by Michaet Hicks

STATEMENT OF GROUNDS

1. The opponent is the registered propretor of the following trade mark:

¢ UK Registratfon No. 2456752 28 twentyaight / 28 twentyeight (Figurative) (series
of 2) in classes 3 and 4.

2. Full detalls of this earlier mark are identifisd In the Notice of Opposition and attachments,

3. The opponent is therefore the proprictor of an earlier irade mark for the purposes of
Saction 6 of the UK Trade Marks Act 1994.

4. The mark opposed, Intarnational Registration No. 1033867 designating the United
Kingdom, is an application to register the mark 28BLACK In classes 3,25, 32 and 33.

5. The identical "28" element is wholly contained within 28BLACK. 28 is distinctive in
relation to the goods of interest. The other slement of the opponent's UK Registration
No. 24868752 is “wentysight’ which ia phoneatically Kientical to "28*,

€. The mark subject of Intemational Registration No. 1033667 designating the United
Klhgdom is therefore similar to the opponent's eartier registration listed in paragraph 1.

7. The opponent's Registration No. 2456752 covers "bleaching preparations and other
substances for laundry use; cleaning, polishing, scouwring and abrasive preparations:
soape; essential olls, cosmetics, halr lotions; dentrifices” in class 3.

8. The mark subject of International Registration No. 1033867 designating the United
Kingdom covers “parfumery, sssential ails, hair loflons, cosmetics” in class 3.

9. The following goods are therefore Identical: "essential oils, hair loions, cosmetics",

InA~D)
Z2T0 :82ed )
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10. Insofar as "perfumery” is not Identical to the goods contained within the opponent's

M.

earller trade mark in paragraph 1, it is very closely similar. "Perfumery” is of a similar
nature to the other goods, perticulady in relation ta “essential olls”, both being
substances, extracts or preparetions for diffusing agreeable or attractive smalls.
*Perfumery” is also of a similar nature to "hair lotions” and "cosmetlcs” insofar as they are
all beauty or self improvement products. They therefore all have similar uses, namely to
beautify or enhance an individual's appearance. In addition "perfumery” is sold alongside
goods covered by the opponent's trade mark (particularly cosmetics and hair lotions) in
retail outlets, such as department stores, chemists and supermarkets, The channals of
trade ara therefore identical.

The mark subject of International Reglatration No. 1033887 designating the United
Kingdom covers "Clothing, namely sports and leisre clothing; shoes, footwear and
boots, namely sports and leisure shoes and boots; stockings, pants, socks; suspenders,
also made of leather; ties, namely bow ties; gloves; headgear, namely headbands and
sweatbands; belts" in class 25. These class 25 goods are similar to the goods covered
by the opponent'a earlier Registraon No. 2456752 insofar as they have the same users
and channels of trads, such that there would be a fikelihood of confusion, including a
likellhood of assoclation, between the marks. For example, this 18 because
manufacturers who sell ¢lothing also often have associated parfumery and cosmetics
product lines, for example CHANEL, HUGO BOSS and GIVENCHY, and such products
in classes 3 and 25 will therefore be thought of by the average consumer as coming from
the same underiaking.

12. As a result of the foregoing, the mark subject of International Registratlon No. 1033667

designating the United Kingdom ia simflar to the opponent's sarlier trade mark roferred to
in paragraph 1, and Is to be registered for goods identical with and simiiar fo those
covered by the oppanent's earlier mark. As such, there exists a fikelihood of confusion
on the part of the public, which includes a likelihcod of assaciation with the earlier trade
mark.

13. Registration of International Registration No, 1033667 designating the United Kingdom

would therefore be contrary to Saction 5(2){b) of the UK Trade Marks Act 1994,

14. The mark subject of Intemational Registretion No. 1033867 designating the United

15.

Kingdom also cavers goods which may not be considered similar to the goods covered
by the cpponent's earlier frade mark. The earlier trade mark of the opponient enjoys a
reputation in the United Kingdom, and use of the mark subject of International
Registration No. 1033887 designating the Unitad Kingdom would, without due cause,
taks unfair advantage of, and/or be detrimental to, the distinctive character, and/or
repute, of the opponent's eatller trade mark.

Registration of Internaticnal Registration No. 1033687 designating the United Kingdoem
would therafors be contrary to Section 5(3) of the UK Trade Marks Act 1994,

16. The opponent requests that International Registration No. 1033687 designating the

17.

United Kingdom be refused in its entirety.

The opponent requests an award of costs In its favour.

I A
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I believe that the facts and statements contained in this Statement are true to the best of my
knowledge.

Alexandra Eilis
BOULT WADE TENNANT
4 February 2011

1208324 EAE; CEH
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31850 INTELLECTUAL

A CROPERTY OFFICE
Form TM8
Nil Fee
“ricde Marks Registry
. : suncept House
Notice of defence and caunterstatement <>Jrdiff Road
Mewpon
Suuth Wiles
NP9 8Q
Please read the guidance notes on the next page before filling in this form.
I. Trade mark number. /
2. thmmeofmeapNMaﬂormgwMMd
proprietor.
3. ()pposMon,invaﬁdaﬁon,revocaﬁon or
rectification number.
4. Name and address ( including postcode)
oftheagentafanyL
i
5. Do you want the opponent to provide
proof of use? (see note)
6. If you answered "yes” to question five,
please state for which goods and
services you require proof,
7. Counterstatement
(REV .’-\PROQ) intetlectual Praprdy Officn is an nperating nama of thn Patent Ctfica Form M8 )
GT10 :823%€d
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Counterstatement (continued from previous sheet)

Are there any related proceedings currently with the

3.
Registry or Courts?
If so, please provide details.
9. Do you want a Preliminary Indication on section 5(1)
and/or (2) grounds to be issued?
10. Declaration 1 belisve that the facts stated in this notice of
defence and counterstatement are true.
Your signature.
Your name in BLOCK CAPITALS.
Date.
11, Name and daytime phone number of the person we
should contact in case of query.
Your reference.
Number of sheets attached to this form. This is sheet 1 of
Notes If you need more space for your counterstatement you may attach separate sheets. Number each one
and say in question 11 how many sheets you have used.
Boxes 2 and 4: At least ane of these should be located in the European Economic Area (EEA) or the
Channel Islands
Box 5: Only applies in opposition, or similarly in the case of invalidation proceedings, where the parson
opposing or invalidating your mark may have provided a statement of use and only applies to grounds of
opposition or invalidation raised under sections 5(1) and 5(2) and 5(3) of the Trade Marks Act.
if more than one trade mark is being relied upon, please indicate in respect of which trade mark you
would like the opponent to provide proof of use.
(REV APRQ9) Form M8
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Costs proceedings before the com ptroller

and considering the other side’s statement

Preparing a statement
nding on the nature of the statements, tor example thejr complexity

From £200 to £600 depe
and relevance,

g and commenting on the other side’s evidence
From £500 if the evidence s light or £2000 if the evidence is substantial. The award could
0 above this range in exceptionally large cases but wi Il be cut down it the successtul party

had filed a signiticant amount of unnecessary evidence.

Preparing evidence and considerin

Preparing for and attending a hearing
Up to £1500 per day of hearing, capped at £3000 for the ful| hearing unless one side has
behaved unreasonably. From £300 to £500 tor preparation of submissions, depending on

their substance, if there ig no oral hearing,

Expenses
(a) Official fees arising from the action and paid by successfil party (other than fees

for extensions of times)

accommodation expenses for any witnesses of the

(b) The reasonable travel and
attend a hearing for cross eXamination,

successtul party required to

LTO :9838ed Lo1
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