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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent 0ffice (JPO} in accordance with Rule 17(1) and (2) of the Common
Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol
relating to that Agreement and Section 15-2 and 15-3 of the Japanese Trademark Law.

[. International registration number: 555078
Mark: BP
Date of subsequent designation: 2010/07/06
Holder of the international registration:
BIERBAUM-PROENEN GMBH & Co KG

[T. This trademark app]ication* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

[T1. This refusal is issued on December/06/2011 by

Watanabe Aoi (Ms.)
Examiner

Madrid Protocol Division
Facsimile:. +81-3-3593-2398
Telephone: +81-3-3501-2392

IV. This provisional refusal affects all the goods and/or services covered in this
application. The holder of the international registration may submit to the JPO a
written opinion against this provisional refusal through the intermediary of a
representative domiciled in Japan within three months from the date of pronouncement,
as indicated below. If the holder wishes to amend the designated goods and/or
services, the amendment must be made through the intermediary of a representative
domiciled in Japan by the same date.

* A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section
68-9 of the Japanese Trademark Law.

The date of pronouncement: 2011/12/22
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Continuation sheet
V. The grounds for refusal

Ground 1
The trademark of this application falls under Section 3{1){(v) of the Trademark Law
because of the following reason:
The trademark of this application comprising "BP” is a very simple and commonplace mark
because it consists merely of random two Alphabetic letters, which may be commonly
used in trade to indicate model and/or product references for goods in the field of the
manufacturing industries.



Extract from the Japanese Trademark Law
Art. 3. Requirements for trademark registration
(1) Any trademark to be used in connection with goods or services pertaining to the business of an applicant
may be registered, unless the frademark:

(i consists solely of & mark indicating, in a common manner, the common name of the goads or services;

(i) 15 customanly used in connection with the goods or services;

(i) consists solely of & mark indicating, iIn & common manner, in the case of goods, the place of ongin,
place of sale, quality, raw materials, efficacy, intended purpose, quantity, shape (including shape of packages),
price, the method or time of production or use, or, in the case of services, the location of prowvision, quality,
articles to be used in such provision, efficacy intended purpose, quantity modes, price or method or time of
provision;

() consists solely of a mark indicating, in & cammon manner, & common surmname or name of a legal
antity;

(v} consists solely of 2 very simple and common mark; or

() i addition to what is listed in each of the preceding items, a frademark by which consumers are not
able to recognize the goods or services as those pertaining to a business of & particular persan

{2)  Notwithstanding the preceding paragraph, a frademark that falls under any of ltems (i) through () of the
preceding paragraph may be registered if as a result of the use of the irademark, consumers are able o
recognize the goods or services as those pertaining to a business of a parficular person

Art. 4. Unregistrable trademarks

) Motwithstanding the preceding article, no trademark shall be registered if the trademark

(i s identical with, or similar to, the national flag, the imperial chrysanthemum crest, a decoration, a medal
or a forsign national flag;

fiy is idenfical with, or similar to, the coats of arms or any other State emblems (except national flags of
any country of the Union 1o the Paris Convention, member of the World Trade Organization or Contracting Party
to the Trademark Law Treatyl of a country of the Unien to the Panis Gonvention (refers ta the Paris Convention
for the Protection of Industrial Property of March 20, 1883 es revised af Brussels on December 14, 1900, st
Washinglon on June 2, 1911, at the Hague on Movember &, 1925, at London on June 2, 1334, at Lisbon on
Cetober 31, 1958 and at Stackholm on July 14, 1967, the same shall apply hereinafter), a member of the World
Trada Orgenization or & Gonlracting Perty to the Tradamark Law Trasly dasignated by the Mirister of Economy,
Trade and Industry,

(i} s identical with, or similar to, & mark indicating the United Matiors or any other international
arganization which has been designated by the Minister of Economy, Trade snd Industry;

(iv) s identical with, or similar to, the emblems or tifles in Arficle 1 of the Law Concerning Restriction on the
Lge of Emblems and Tilles of the Red Cross and Others (Law No.453 of 19471 or the distinctive emblem in
Article 158(1) of the Law Concerning Measures te Protect Japanese Citizens During Armed Attacks and Others
[Law Mo.112 of 2004);

i consists of @ mark identical with, or similer to, an official hallmark or sign indicating control or warranty
by the national or a local governmant of Japan, & country of the Union to the Paris Convention, & member of the
World Trade Organizetion or a Confracting Parly to the Trademark Law Tresty which has been designated by the
Minigter of Economy, Trade and Industry if such a Trademark is used in connection with goods or services
identical with, or similar ta, the goods or services in connection with which the hallmark or sign s used;

i) i identical with, or similer to, & famous mark indicating the State, a local government, an agency
thereot a non-profit organization undertaking a business for public interssl, or a non-profit enterprise undertaking
8 buginess for public interest;

(i) is likely to contravene public order or moraliy;

(i) conleing the portrait of another person, or the name of another person or juridical persen, or the
famous pseudonym, professional name or pen name of anather person, or the famous abbreviation thereof
(except those the registrafion of which has been approved by the person concerned);

) is comprized of a merk identical with, or similar to, @ prize awarded st en sxhibiion held by the national
or o logal government (hereinafter referred to as "Government efe") or by those who are not the Govemment,
efe. but designated by the Commissioner of the Patent Office, or at an international exhibition held in a foreign
country by the Government, efe. of the foreign country or those suthorized thersby (sxcept those used by the
recipient of such a prize as part of his/her own frademark);

B s well known among consumers as that indicating goods or services in connection with another
parson's business or a trademark similar thereto, if such a trademaric is used in cannection with such goods or
services or goods or services similar therelo,

() s identical with, or similar to, another person's registerad trademark which has been filed prior to the
filing date of an spplication for registration of the said frademark, if such a frademark iz used in connaction with
the designated goods or designated services in onnection with which the seid registerad trademark is registerad
frefers fo goods or services designated in accordance with Article B(1) (including ceses where it is applied
mutetia mutandis pursuant to Article B3(1)), hereinafler the same) or goods or services similar thereto;

[y s idenficel with & registered defensive mark of enother person (refers to @ merk registered 25 @
defensive mark, the same shall apply hereinafter), if such = trademark is used in comnection with designated
goods or designaled services in conneclion with which the defensive mark is registered;

[ily is @ rademark of another person (excluding those which had not been used by the said person for a
period of one year or longer rom the date the frademark right became extinguished) the right to which hes beesn
axlinguished for a period of shorter then one year from the dale of the slinguishment of the said trademerk right
for the dats on which a ruling to the effect that the trademark registration i to be rescinded o 2 trial decision to
the effect that the trademark registration is 1o be Invalidated 13 renderad, the same shall apply hersinafter) or a
frademark similer thersto, if such @ rademark is used in connection with the designated goods or designated
services in connection with the trademark right of such other person or goods or services similar thereto;

pav) s identical with, or similar fo, the name of & variety registered in accordance with Article 18(1) of the
Agricultural Seed and Seedlings Law {Law No. 83 of 1898), if such a trademark is used in connection with the
variety or goods or services similar thereto;

o) s likely to cause confusion in connection with the goods or serces perfaining to a business of
another person (except these listed initems pd to (v inclusive);

pod) i likely to cause confusion as to the quality of the goods or services;

fevil) s comprised of & mark indicating a plage of crigin of wings or spirits of Japan which has been
designated by the Gommissiener of the Patent Office, or a mark indicating a place of origin of wines or spirits of &
membar of the World Trade Organization which is prohibiled by the said member from being used on wines or
spints not originating fram the region of the said member, if such a frademarkis used in connection with wines or
gpirits not originating from the region in Japan or of the said member,

[ovill)  consisls solely of a three-dimensional shape of goads or their packa ging which is indispensable for
such gaads or their packaging to properly function; ar

() is identical with, or similar to, 2 frademark which is well known ameng consumers in Japan or abroad
=3 that indicating goods or services perlaining to a business of another person, If such trademark i3 used for
unfair purposes (referring to the purpose of gaining unfair profits, the purpese of causing damage to the ather
persen, or any other unfair purposes, the same shall apply hereinafter) {except those provided for in each of the
preceding items);

2} Where the State or a local government, an agency thereof, a nen-profit organization undertaking a
business for public interest or & person undertaking a non-profit activity for public interest files an application for
trademark registration falling under the said item, em (wi) of the preceding paragraph shall not apphy

(3)  ltems fwiil), ), Do, boal) and (xix) of Paragraph (1) shall not apply to a frademark falling under any of the
said items which does not fall under the said item at the tims of filing of an application for frademark registration

) Where 2 fnal decision to the effect that a registration of & frademark is to be rescinded pursuant fo Article
53-2 becomes final and conclusive, and the demandant of the said trial fles & trademark application for the
trademark pertaining to the rescinded registration following the said decision, or a trademark similar thereto, ltem
fi) of Paragraph (1) shall nat apply

Art. 6. Single trademark on each application

1 An application for frademark registration shall be filed for each trademark and designate one or mare
goods or servizes in connection with which the frademark is to be used

{2]  The designation provided for in the preceding paragraph shall be made in accordance with classifications
of goods and services specified by Cabinet Order

(3} The clessifications of goods and services prowided for in the preceding paragraph shall not be perceived
a3 prescribing the scope of similanties of goods or services

Art. 7. Collective trademarks

(1) A general incarporated association or other association (except those which do not have juridical
personality, and companies), or any other associalion established pursuant to a special Law including business
cooperative (except those which do not have juridical personality), or a foreign juridical person equivalent thereto
shall be entitied to obtain a collective trademark registration with respect to a frademark to be used by their
members.

2} Forthe purpose of the application of Article 3{1), in the case of the preceding paragraph, "applicant’ in the
said Article shall read "applicant or its members."

(3] Any person who desires fo register a collective trademark pursuant to Paragraph (1) shall, at the time of
filing of an application for trademark registration pursuant to Article 5(1), submit to the Commissioner of the
Patent Office a document certifying that the applicant for trademark registration is & legal entity that falls under
Paragraph (1)

Art. 7-2. Regionally based collective trade mark

(1) Any association established by special law, including a business cooperative (except those which are not
legal entities and limited to those which are established by & special law prescribing that the association shall not
refuse the enrollment of any person who is eligible to become a member without a justifiable reason or that the
association shall notimpose on any of its prospective members any condition that is heavier than those imposed
on its existing members) or a foreign legal entity equivalent thereto (hereinafter referred 1o s an "Association,
afc.') shall be enfitled to obtain a regionally based collective trademark with respect of any of the follawing,
provided that the trademark is used by its members and, &5 a result of the use of the said trademark, the said
trademark is well known ameng consumers as indicating the goods or senices pertaining to the business of the
applicant or its members, notwithstanding the provision of Article 3 (except a case falling under item (i) or (i) of
Aricle 3(1)):

) atrademark consisting salely of characters indicating, in & common meanner, the name of the region and
the common riame of the goods orservices pertaining to the business of the applicant or its members;

(i} & trademark consisting solely of characters indicating, in & common manner; the name of the region and
the name customanily used 2s a name indicating the goods or services pertaining to the business of the applicant
orits members; or

(i) a trademark consisting salely of characters indicating, in a common manner, the name of the region
and the common name of the goods or services pertaining to the business of the applicant orits members or the
neme customerily Lsed a5 @ name indicating thereof and charecters customariy added in indicating, in a
common manner, the place of origin of the goods or the location of provision of the senvices

) The term "name of lhe region" 83 used in the preceding paragraph shall mean the place of arigin of the
goods or the location of provigion of services for which the frademark pertaining to the seid application has been
used by the applicant or its members ewen prior to the filing of such application, or the name or abbreviated name
of the region which i3 considered to have 8 close relationship with the said goods or services to the equivalent
axtant,

(3 For the purpose of the application of Article 3(1) (imiled o those relating to item (i) and (1)) in the case of
Paragraph {1), "applicant’ in the said Paragraph shall read "applicant or its members."

{4} Any person who dasires to register & regionally based collective trademark purauant to Paragraph (1) ghall,
al the time of filing of &n application for trademerk registraton purauant to Arlicle &(1), submit ta lhe
Commigsioner of the Patent Office a document cerlifing thal the applicant for rademark registration s an
Asgociaton, efe. and documents necessary to prove that the trademark for which the registration s sought
containg the neme of & region ag set forlh in Paragraph (2)

Art. 8, Prior application

(1} Where two or more applications for frademark registration relafing to identical or similar frademarks which
are to be used in connection waith identical or similar goods or services have been filed an different dates, anly the
applicant who filed the application for frademark registration on the esrier date shall be entifled to register the
trademark in question

2)  Whers two or mare applications for frademark ragistration relating to identical or similar trademarks which
are o be uzed in connection with identical or similar goods or services hiave been fled on the same date, only
ong applicant shall be eniitled to register the frademark in question, to be determined by consultalions behween
the applicants who filed such applications

3) Where an application for trademark registralion is sbandaned, withdrawn or dismissed, or an examiner's
decision or & frial desision on an spplivation for frademark registration becomes final and corclusive, such
application shall, for the purposes of the application of the preceding two paragraphs, be deemed never fo have
been flled

) Inthe case of Paragraph (2], the Commissioner of the Patent Office shall require the applicants for
trademark registration to arrange consultalions between the applicants as set forth in the seid Paragraph and to
report the result thereof, designaling a reasonable ime limit for such purpose

) Where no agreement iz reeched in the consultations held pursuant to Paragraph (2) or no report is
submitted within the designated fime limit set forth in the preceding Paragraph, only one epplicant, selected by a
lottery in a fair and just manner conducted by the Commissioner of the Palent Office, shall be entilled lo register
the trademark in question.

Art, 15, Examinsr's decision of refusal
Where an appliceton for frademark re gistration falls under any of the following items, the examiner shall render a
dacision to the effect that the application is to be refused:

) the frademark pertaining to an application for trademark registration is not registerable pursuant to the
provigions of Articles 3, 4(1), 7-2(1), 82), 8(5), 51(2) (including the cass of its mulatis mutendis application undsr
Article B2-2(2)), 5312) of this Law or Article 25 of the Patent Law as applied mutatis mutandis under 77 (3) of this
Law:

(i} the trademark pertaining to zn application for frademark registration is not registrable pursuant to the
provisions of a relevant reaty, or

(i) the applisation for frademark regiatration does not comply with the requirements provided in Article €(1)
orB(2)

Art.15.3.

(1) Where a tademark perfaining to an application for rademark registration iz identical with, or similar fo,
another person's frademark pertaining to an application for trademark registration filed prior to the filing date of
the said application, if the said frademark i3 infended to be used for goods or services identical with, or similar to,
the designated goads or designated services pertaining o such other person's trademark, the examiner may
notify the applicant for frademark registration of the fact that the said application for trademark registration will fall
under Article 15(1] when the said ather person's trademark iz registersd, and provide the applicant with an
apporunity to submit & written opinian, designating a reasonable fime limit for such purpose,

@) Where the notification set forth in the preceding paragreph has alrezdy been served and the said other
person's trademark 5 registerad, the examiner shal not be required to senve the notification set forth in the
preceding article.

. The Japanese Patent Law
(Effect of reaties)
26-- Where there are specific provisions relating to patents in a freaty, such provisions shall prevail
The Japanese Trademark Law
{Application mutatis mutandis of Patent Law)

77 —4) Secton 26 {effect of treafies) of the Patent Law shall apply mutalis mutandis to tfrademark and

defensive mark registrations

Subsection (1) to (3), and () to 7)) are amitted
Notice
With the revision of the Trademark Law, Article 7-2 (regionally base d callective trademark) was introduced, and a
reference to 7-2 (1) was added inArticle 15
This revision shall be applied to an international application for which the date of intemational registration or date
of subsequent designation is on or after April 1, 2006.

These are unofficial translations. Qnly the original Japanese texts of the Laws have legal effect



