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NOTIFICATION OF PROVISIONAL REFUSAL

This notification is issued by the Japan Patent 0ffice (JPO) in accordance with Rule 17(1) and (2) of the Common

Regulations under the Madrid Agreement concerning the International Registration of Marks and the Protocol
relating to that Agreement and Section 15-2 and 15-3 of the Japanese Trademark Law.

[. International registration number: 1215346
Mark: 55 (with figurative elements)
Date of international registration: 2014/06/19
Holder of the international registration:
Chanel SARL

IT. This trademark application* shall be totally refused protection. The grounds for
refusal are indicated under Item V. A copy of the corresponding provisions of the
Japanese Trademark Law is attached to this notification.

[1T. This refusal is issued on January/27/2015 by

Matsuura Yukiko (Ms.)
Examiner

Madrid Protocol Division
Facsimile: +81-3-3593-2398
Telephone: +81-3-3501-2392

3)

IV. The trademark of this application can be protected subject to amendments to be made by

the holder of the international registration as suggested under Item VI. The

amendment must be made through the intermediary of a representative domiciled in Japan
within three months from the date of pronouncement, as indicated below. If any, the

holder may submit to the JPO a written opinion against this provisional refusal
through the intermediary of a representative domiciled in Japan by the same date.
Alternatively, the holder may request a limitation of the 1list of goods and/or
services in accordance with Rule 25(1}{a} of the Common Regulations. This request
must be presented to the International Bureau of WIPO by Official Form MM6.

Note: All communications via telephone and facsimile except for general inquiries will
be recorded and stored in the file wrapper disclosed upon request in order to secure

transparency.

* A request for territorial extension to Japan under the Protocol relating to the Madrid
Agreement is deemed as a trademark application made in Japan in accordance with Section

68-9 of the Japanese Trademark Law.

The date of pronouncement: 2015/02/05
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V. The grounds for refusal

Ground 1

This application does not conform to the requirements provided for under Section 6(1)
of the Trademark Law because some of the designated goods and services are
inappropriately described in this application in a vague/broad manner(see below).

[vague/broad description]

Class 14 Products of precious metals and their alloys or coated therewith not included

in other classes; charms for mobile telephones.

Class 18 Articles of leather and imitation leather not included in other classes.

Ground 2

VI.

The trademark of this application does not conform to the requirements as provided in
the main paragraph of Section 3(1) of the Trademark Law because of the following
reason:

The main paragraph of Section 3(1) requires that registerable trademarks either be
currently in use or will be put into use in the near future; however, there is
reasonable doubt as to whether the applicant currently uses or will use in the near
future this trademark on the designated goods or services, as indicated below, because
the designated goods or services come under too wide a scope within one class:

[All the designated goods or services in Class(es) 14 and 18]

However, the above reason for refusal will be resolved if the above-mentioned doubt, as
to the use of or the intent to use this trademark, is eliminated by the applicant’s
taking any of the following procedures (a}, (b} or (c):

() Proving that the applicant is conducting business comnected with the above-
nentioned designated goods or services in Japan by submitting some documents such as
newspaper articles, catalogs, business documents etc.;

(b) Proving that the applicant is planning to conduct business commected with the

above-mentioned designated goods or services in Japan within three to four years from

he date of the international reg ation or the subsequent designation by submitting

to be used and what goods or services this trademark will be used for in Japan; and
{ii) Documents of Business Plan stating the current status of the applicant’s
business preparations; or
(¢) Limiting the above-mentioned designated goods or services to an appropriate range.
[ For your reference, examples of amendments/limitations, which have been arbitrarily
selected from the list of the designated goods or services in this application, can be
found in Ttem VI. ]

<Important notes for proving (a) or {b) above>

(1) The Examination Guidelines are available on the JPO website at

http://www. jpo.go. jp/tetuzuki_e/t_tokkyo_e/pdf/tt1303-061_3 6.pdf

(2) The above-mentioned documents for proving (a) or (b} must be accompanied with a
Japanese translation and submitted to the JPO through the intermediary of a
representative domiciled in Japan.

The trademark of this application will be protected if the goods and services are
amended/limited as follows: (Examples are underlined. The underlined goods/services
are the examples of amendment/limitation of the goods/services shown in V. Sometimes

there are no underlined goods/services.)

Classes 3 and 25 remain unchanged.

14 Precious metals, unwrought or semi-wrought: key rings [trinkets or fobs] of precious
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[ ious meta '70|lqu;| :‘a‘ e Am.J|; shoe lilqu'lr 0 i e ln_
metal: jewelry; jewelry products; rings, earrings, bracelets, necklaces, pendants,
brooches, cuff links,charms; charms (jewellery}. key rings of precious metals or

their alloys or coated therewith, timepieces and chronometric instruments, watches,
watch straps, clocks.

#7 precious stones; 7 are deleted from the list in comnection with the Ground 2.
Leat] Ked worked: imitation leather: st leathers: sirths of
packaging; leather leads: bags: tool bags of leather, empty: handbags, wallets,
umbrellas, parasols, vanity cases, attache cases, luggage, purses (not of precious

metal or coated therewith); bags; leathers and skins, all for use in the clothing
industry; suitcases (carrying cases); luggage tags of leather.



Extract from the Japanese Trademark Law

Article 3. Requirements for trademark registration

(1) Any trademark to be used in connection with goods or services periaining
to the business of an applicant may be registered, unless the trademark

(i) consists solely of a mark indicating, in 2 cemmean manner, the commen
name of the goods or services;

(i} is customarily used in connection with the goods or sefvices;

(iil) consists solely of a mark indicating, in @ common manner, i the case
of goods, the place of origin, place of sale, quality, raw malerials,
efficacy, intended purpose, quantity, shape {including shape of
packages), price, the method or time of produstion or use, o5, inthe case
of services, the location of provision, quality, articles to be used in such
provision, efficacy, intended purpose, quantity, modes, price or method
or time of provision;

(iv) cansists solely of 3 mark indicating, in a commen manner, a common
surname or hame of a juridical person;

(v) consists solely of a very simple and commen mark; of

(vi) is in addition to those hsted in each of the preceding fems, a
trademark by which consumers are not able to recognize the goods or
services as those pertaining te a business of a particular person.

(2) Notwithstanding the preceding paragraph, a trademark thaf falls under any
of items (iii) to {v) of the preceding paragraph may be registered i, as 3
result of the use of the trademark, consumers are able to recognize the
goods or services as those pertaining to 2 business of a particular persan.

Article 4. Unregistrable trademarks
(1) Notwithstanding the preceding Aricle, ne trademark shall be registered if
the trademark:

(i) is identical with, or similar te, the national fiag, the imperial
chrysanthemum crest, a decoration, 2 medal or a foreign national flag;
(i) is identical with, or similar to, the coesls of arms or any other State
emblems (except national flags of any country of the Union to the Parls
Convention, member of the World Trade Organization or Cenirasting
Party to the Trademark Law Treaty) of a country of the Union o the
Paris Convention {refers to the Paris Convention for the Protection of
Industrial Property of March 20, 1883, as rovised a2t Brussels on
December 14, 1900, at Washington on June 2, 1811, &t the Hague on
November 6, 1925, at London on June 2, 1834, at Lishon on October 24,
1058 and at Stockholm on Jidy 14, 1967, the same shall apply
hereinafter), a member of the World Trade Oryanization or 2 Coniracting
Party to the Trademark Law Treaty designaled by the Minister of

Economy, Trade and Industry;

(iii) is identical with, or similar tn, a mark indicating the United Nations or
any other international organizetien which has heen designated by the
Minister of Economy, Trade and industry;

(iv) is identical with, or similar i, the embiems or titles in Article 1 of fhe
Act Concerning Restriction on the Use of Emblems and Titles of the Red
Cross and Others {Act No.158 of 1247} ar the distincive emblem in
Article 138(1) of the Act Concerning Measures fo Protect Japanese
Citizens During Armed Attacks and Others {Act No 112 of 2604},

(v) is comprised of a mark identical with, or similar to, an offivial hellmark
or sign indicating control or warranty by the national or a losal
government of Japan, a country of the Union to the Paris Conyention, z
member of the World Trade Organization or a Contracting Pary to fhe
Trademark Law Treaty which has been designated by the Minister of
Economy, Trade and Industry, if such a trademark is used in connection
with goods or services identical with, or similar to, the goods or services
in gonnection with which the hallmark or sign is used;

(vi) is identical with, or similar to, @ famous mark indicaling the State, 3
local government, an agency thereof, a non-profi organization
undertaking a business for public inferest, or a non-profi enterprise
undertaking a business for public interest;

(vii) is likely to cause damage to public policy;

(viii) contains the portrait of another persen, or the name, famous
pseudonym, professional name or pen name of another person, of
famous abbreviation thereof {except these the registration of which has
been approved by the person concerned);

(ix) is comprised of a mark identical with, or similar to, a prize awarded at
an exhibition held by the national or a local government [hersinafier
referred to as the "Government, efc.”} or by those whe are not the
Government, etc. that conforms to the standards specified by the
Commissioner of the Patent Office, or at an international sxhibition held
in a foreign country by the Government, etc. of the foreign country or
those authorized thereby {except those used by the recipient of such a
prize as part of histher own trademark};

{x} is identicat with, or similar to, another person's trademark which is well
known among consumers as that indicating goods or services in
connection with the persen’s business, if such a trademark is used in
connection with such goods or services or goods or services similar
therete;

{xi} is identical with, or similar to, another person's registered trademark
which has been filed prior to the filing date of an application for
registration of the said trademark, i such a trademark is used in
sonnection with the designated goods or designated services relating to
the said registered trademark{referring to goods or services designated
in ascordance with Article 6{1) (including cases where it is applied
mutatis mutandis pursuant te Article 68(1)); the same shall apply
hereinafier}), or goods or services similar thereto;

{xii} is identical with a registered defensive mark of another person
{refarring to a mack registered as a defensive mark; the same shall apply
hereinafter), if such a trademark is used in connection with designated
goods or designaled services relating to the defensive mark;

{xiii; delsted

{xiv) is identical with, or similar to, the name of a variety registered in
accordance with Article 18{1) of the Plant Variety Protection and Seed
Act {Act Mo. 83 of 1998), if such a trademark is used in connection with
seeds and seadlings of the variely ar goods or services similar thereto;

{xv} is likely fo cause cenfusion in connection with the goods or services
pertaining to 2 busitess of another person (except those listed in items
3 io fxiv) inchsive

{xdi} is fikely lo mislead asto the quality of the goods or services;

(i) is comprised of 2 mark indicating a place of origin of wines ar spirits
of Japan which has been designated by the Commissioner of the Patent
Office, or 2 mark indicating a place of origin of wines or spirits of a
member of the World Trade Organization which is prohibited by the said
member from being used oh wines er spirits not criginating frem the
region of the said member, if such a frademark is used in connection
with wings or spirits not originating from the region in Japan or of the
53 member;

(i} consists selely of a three-dimensional shape of goods or their
packaging which is indispensable for such goods or their packaging to
properfy function; or

{xix) is identical with, or similar to, 3 trademark which is well known among
congmers in Japan or abroad as that indicating goods or services
pertaining to a business of another parson, if such trademark is used for
unfair purposes {referring to the purpose of gaining unfair profits, the
purpose of causing damage to the other person, or any other unfair
purpases, the same shall apply hereinafter) (except those provided for in
sach of the preceding fems};

{2) Where the Siale or a local government, an agency thereof, a non-profit
veganization underaking =2 business for public interest, or a person
undertahing a nonprofit activity for public interest files an application for
trademark registration falling under item (vi} of the preceding paragraph, the
provision of the said item shall nof apply.

{3) Kems (uil), [, {xv), (adi) and {xix) of paragraph (1) shall not apply to a
trademark falling under any of the said ems which does not fall under the
said tem af the time of filing of an application for trademark registration.

Asticle &. Single trademark on each application

{1) An apphication for trademark registration shall be filed for each trademark
and designate one or more goods or services in connection with which the
frademark i to be used,

{2} The designation provided for in the preceding paragraph shall be made in
accordence with the class of goods and services provided by Cabinet
Order.

{3} The class of goods and services provided for in the preceding paragraph
shall not be perceived as prescribing the scope of similarities of goods or
services.

Arficle 7. Collective trademarks

{1} A general incorporated assaciation or cther association (except those
which do not have juridical persenality, and companies), or any other
association established pursuant to a special Act including business
cooperative {except those which do net have juridical personality), or a
forsign juridical person eguivalent thereto shall be entitled to obtain a
collective frademark registration with respect to a trademark to be used by
thelr members.

{Z} For the purpose of the application of Article 3(1), in the case of the
preceding paragraph, "applicant” in the said paragraph shall read "applicant
of its members.”



(3) Any person who desires to register a collective trademark pursuant o
paragraph (1) shall, at the time of filing of an application for frademark
registration pursuant to Article 5(1), submit {o the Commissioner of the
Patent Office a document certifying that the applicant for frademark
registration is a juridical person that falls under paragraph {1},

Article 7-2. Regional collective trademarks

(1) Any association established by a special Act, including 2 business
cooperative {those which do not have juridical personality are excluded, and
limited to those which are established by a special Act providing, witheut a
just cause, that the association shall not refuse the enrollment of any
person who is eligible to become & member or that the association shall not
impose on any of its prospective members any condition that is heavier than
those imposed on its existing members} or a foreign juridical person
equivalent thereto (hereinafter referred to as an "Association, efr.”) shalf be
entitled to obtain a regional collective trademark registration with respect of
any of the following, provided that the trademark is used by #s members
and, as a result of the use of the said trademark, the said trademark is well
known among consumers as indicating the goods or services pertaining to
the business of the applicant or its members, netwithstanding the provision
of Article 3 (except a case falling under item (3} or {ii) of Ardicle 13%:

(i) a trademark consisting solely of characters indicating, in 8 common
manner, the name of the region and the common name of the goeds or
services pertaining to the business of the applicant o ifts mentbers;

(i} a trademark consisting solely of characters indicaling, in a common
manner, the name of the region and the name custemarily used zs 3
name indicating the goods or services perfaining fs the business of the
applicant or its members; or

(iiiy & trademark consisting solely of characters indicating, in a common
manner, the name of the region and the common name of the goods or
services pertaining to the business ofthe applicant ot its members of the
name customarily used as a2 name indicating tharesf, and characters
customarily added in indicating, in a common manter, the place of origin
of the goods or the location of provision of the services.

{2) The term "name of the region® as used inthe preceding paragraph means,
even prior to the filing of the said application, the name of the place of origin
of the goods, the location of provision of services, or the name of the region
which is considered to have a close relationship with the said goods or
services to the equivalent extent, for which the trademark perfaining to the
said application has been used by the applicant or #s members, or
abbreviation thereof.

(3) For the purpose of the application of Atticle 3{1)}{limied to the pad
pertaining to items (i) and (if)) in the case of paragraph (1), “applicant” in
the said paragraph shall read “applicant or its members.”

(4) Any person who desires to register a regional collechive frademark
pursuant to paragraph (1) shall, at the time of filing of an applieation for
trademark registration pursuant to Article §(1), subsmit {o the Commissianer
of the Patent Office a document certifying that the applicant for frademark
registration is an Asseciation, eic. and decuments necessary to prove that
the trademark for which the registration is sought sontains the name ¢f 8
region as provided in paragraph {2).

Article 8. Prior application

(1) Where two or more applications for trademark registration relating fo
identical or similar trademarks which are fo be used in connection with
identical or similar goods or services have been filed on different dales,
only the applicant whe filed the application for trademark registration on the
earlier date shall be entitled to register the trademark in questian.

{2) Where two or more applications for trademark registration relating to
identical or similar trademarks which are ic be used in connection with
identical or similar goods or services have been filed on the same date, only
one applicant who is to be determined by consulfations among the
applicants who filed such applications shall be entitled to register the
trademark in question.

(3) Where an application for trademark registration is abandoned, withdrawn
or dismissed, or an examiner's decision or a trial decision on an applicafion
for trademark registration becomes final and binding, sush application shall,
for the purposes of the application of the preceding two paragraphs, be
deemed never to have been filed.

(4) In the case of paragraph (2), the Commissiener of the Patent Office shall
require the applicants for trademark registration fo arrange consulfations
among the applicants as set forth in the said paragraph and fo report the
result thereof, designating a reasonable time limit for such purpese.

{5} ¥Where no agreement is reached in the consultations held pursuant to
paragraph {2} of no report is submitted within the designated time limit set
forth in the preceding paragraph, only one applicant, selected by a lottery in
3 fair and just manner conducted by the Commissioner of the Patent Office,
shall he entitled to register the trademark in question.

Article 15. Examiner’s decision of refusal
Where an apphication for trademark registration falls under any of the
iolowing items, the examiner shall render a decision to the effect that the
apphication is to be refused:

{t} the irademark pertaining to an application for frademark registration is
not registrable pursuant fo the provisions of Articles 3, 4(1), 7-2(1), 8(2),
8(5}, 512} {including the case of its mutatis mutandis application under
Article 52-Z{23), 53(2) of this Act or Ardicte 25 of the Patent Act as
appliod mutatis mutandis under 77(3) of this Act;

{i} the frademark pertaining te an application for trademark registration is
not registrable pursuant to the provisions of a relevant treaty; or

{iti} the application for trademark registration does not comply with the
requirements provided in Ardicle 6{1) or 6(2).

Article 15-3

{1} Where 3 trademark perlaining fo an application for trademark registration
is identizcal with, or simifar te, another person's trademark pertaining to an
application for trademark registratien filed prior fo the filing date of the said
application, if the said trademark is used for goods or services identical with,
or simifar to, the designated goods or designated services pertaining to
such other person's trademark, the examiner may notify the applicant for
frademark registration of the fact that the said application for trademark
registration wilt fall under Article 15(i) when the said other person's
frademark is registered, and provide the applicant with an opportunity to
submit & writlen opinion, designating a reasonable time limit for such
BUFpoSe.

{2} Yithere the notification sef forth in the preceding paragraph has already
been served and the said other persen's trademark is registered, the
gxamingr shall not be required to serve the notification set forth in the
preceding Article.

Article 44 Trial against examiner’s decision of refusal

(1) A parsan who has received an gxaminer's decision to the effect that an
application is fo be refused and is dissatisfied may file a request for a trial
against the examiner's decision of refusal within three months from the date
the transcript of the examiner's decision has been served.

Articte 7Y Mutatis mutandis application of Pafent Act
{4} Aricle 28 {Effect of ireaties) of the Patent Act shall apply mutatis mutandis
fo the trademark registration and defensive mark registration.

Japanese Patent Law:

Asticle 76 Effect of trealies

Where specific provisions relating to a patent are provided by treaty, such
peavisions shall prevail.

EEZ XS R X SRR EREEEEEERREEF RN SRS NN SNNENRRERRERNNR]E N

MNolice

These are unofficial transiations. Only the original Japanese texts of the Laws
have legat effect,

EEXE YR NEE RN E RN R RN S RN R BN S SN SR NARNERNNRENRRNNNNR DI

{ Creation Date: June 17, 2013 )



